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PART I 


PARTIAL OR TERRITORIAL ASSIGNMENTS IN CANADA 
By Harold G. Fox 


An interesting decision was rendered on October 25, 1945, by the Exchequer 
Court of Canada in The Great Atlantic and Pacific Tea Company, Limited v. The 
Registrar of Trade Marks. 

The facts of the case are as follows: 

In 1915, one Jacob Halpern of Toronto registered under the Trade Mark and 
Design Act, a specific trade-mark consisting of the words “Sunnybrook Brand” 
to be applied to the sale of butter, eggs, cheese, fish and provisions. In 1922, 
Woodland Dairy, Limited, of Edmonton, applied for the registration of a specific 
trade-mark consisting inter alia of the words “Sunny Brook Brand Creamery But- 
ter.” Upon the refusal of this application on the ground of the prior Halpern reg- 
istration, Woodland Dairy, Limited, obtained from Halpern a partial assignment of 
his trade-mark to be used in connection with dairy products in all that part of Canada 
lying to the west of Lake Superior. This assignment was entered on the register. 

In 1941, Halpern assigned to the appellant all his interest in his trade-mark 
and the goodwill of the business connected therewith in all that part of Canada 
lying to the east of Lake Superior. Registration of this assignment was refused 
by the Registrar on the ground that a partial assignment could not be recorded 
and also that Halpern’s rights had expired by reason of his failure to pay the re- 
newal fees. The Registrar later refused to record a second assignment which elim- 
inated the territorial restriction on the ground that there is no provision in the 
Unfair Competition Act, 1932, for recording partial or territorial assignments. 
From this decision the appellant appealed. 

In 1942, the appellant applied for registration of the word “Sunnybrook” as a 
word mark, to be used on eggs but only in that part of Canada lying east of the 
west end of Lake Superior. The application was refused on the ground that there 
is no provision in the statute for registration of a mark the use of which was to be 
restricted to a defined territorial area in Canada and also because it was confusingly 
similar to the mark registered in 1915 by Halpern. From this decision the appellant 
also gave notice of appeal. 

In giving judgment, it was indicated by Thorson, J., the President of the Court, 
that the circumstances under which a trade-mark may be assigned are stated in 
Sec. 44 (2) of the Unfair Competition Act, 1932, which reads as follows: 


44 (2) A registered trade-mark shall not be assigned or transmitted except in connec- 
tion and concurrently with an assignment or transmission of the good will of the business 
carried on in Canada in association with the wares from which such mark has been reg- 
istered, and in any case such trade-mark shall terminate with such good will; pro- 
vided however that any registered owner of a trade-mark whose headquarters are situate 
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in Canada and who is entitled to its exclusive use in connection with a business carried 
on in Canada may assign the right to use such trade-mark in any other country, in 
association with any wares for which such trade-mark is registered, in connection and 
concurrently with his assignment of the good will of the business carried on in such 
other country in such wares, provided that the grant of such right is forthwith recorded 
by the grantor of such right in the register maintained pursuant to this Act. 


Thorson, J., observed that, under the Trade-Mark & Design Act, which was the 
statute in force prior to the passing of the Unfair Competition Act, 1932, it was pro- 
vided that: “Every trade-mark registered in the office of the Minister shall be as- 
signable in law.” It was pointed out, after reviewing the cases, that both at common 
law and under that Act, while a trade-mark was assignable, it was not assignable in 
gross and that being the case, there was no difference in the assignability of a trade- 
mark whether regarded from the standpoint of common law, the Trade-Mark & De- 
sign Act, or Sec. 44 (2) of the Unfair Competition Act, 1932. Thorson, J., then 
went on to say: 


The goodwill of the business concerned in the goods for which the trade-mark has been 
registered is indivisible; the whole of such goodwill must be assigned in order to make 
the assignment of the trade-mark valid under Sec. 22 of the Trade-Mark Act, 1905, 
of the United Kingdom. This was settled in John Sinclair Ltd.’s Trade-Mark ( (1932) 49 
R.P.C. 123).—Since the whole of the goodwill of the business concerned in the goods for 
which the trade-mark has been registered must be assigned to make the assignment of 
the trade-mark valid, it follows that in the absence of statutory authority, there cannot be a 
partial assignment of the trade-mark either in respect of some of the goods for which it 
has been registered or in respect of all of them for any particular area in which the 
business concerned in the goods has been carried on. 

The principle of the decision in John Sinclair Ltd.’s Trade-Mark (supra), is as applica- 
ble in Canada as it was in the United Kingdom. Sec. 44 (2) of the Unfair Competition 
Act, 1932, distinguishes between a business carried on in Canada and a business carried 
on in any other country. Where a person is entitled to the exclusive use of a trade-mark 
in connection with a business carried on in Canada and also carries on business in any 
other country, he may assign the right to use the trade-mark in such other country in 
association with any wares for which such trade-mark is registered, provided he also 
assigns the goodwill of the business carried on in such other country in such wares and 
there may be as many assignments as there are businesses in other countries. But in 
respect of the business carried on in Canada in association with the wares for which 
the trade-mark has been registered, its goodwill cannot be subdivided. Sec. 44 (2) con- 
templates that the registered trade-mark shall carry with it all of the goodwill of the 
business carried on in Canada in association with the wares for which it has been reg- 
istered. Under the Section as it stands such goodwill is indivisible and the mark cannot 
be disassociated from it. Consequently if a person has registered a trade-mark for use 
in Canada in association with certain wares, he cannot validly assign such trade-mark 
unless he also assigns the whole of the goodwill of the business carried on by him in 
Canada in association with such wares. It follows that under Sec. 44 (2) of the Unfair 
Competition Act, 1932, there cannot be a partial assignment of a registered trade-mark for 
use in Canada by the assignee either in respect of some of the wares for which it has been 
registered or in respect of all of them for a particular area in Canada. A registered 
trade-mark cannot in Canada be validly assigned by partial or territorial assignment. 


* * * 
The view that Sec. 44 (2) of the Unfair Competition Act, 1932, does not permit partial 


or territorial assignments of a trade-mark in Canada is in accord with the general scheme 
of the Act. Sec. 35 is one of its governing sections. It reads as follows: 





ASSIGNMENTS IN CANADA 141 





“35. An application for the registration of a trade-mark shall be deemed to assert 


a claim on the part of the applicant to be registered as owner of the mark throughout 
Canada.” 


It is intended as a matter of policy that a registered trade-mark shall have currency 
throughout Canada and that there shall be only one registration in Canada in respect of it. 
This purpose would be defeated if the owner of the mark were allowed to sell it piecemeal, 
so that there would be one registered owner of it for British Columbia, another for 
Alberta and so on. The same idea of one registered trade-mark for Canada shows itself 
in many other sections of the Act, such as Secs. 3, 4, 5, 7, 8, etc. There are two excep- 
tions to this general policy. Sec. 29 allows the Exchequer Court of Canada, under certain 
circumstances, to specify whether the registration which it authorizes by declaration should 
extend to the whole of Canada or be limited to a defined territorial area in Canada, but 
it has no application in the present case. The other exception is set out in Sec. 21 
which provides for a declaration by the Exchequer Court that where two persons, before 
the coming into force of the Act, have used similar trade-marks in different territorial 
areas the Court may define the territorial area within which each of the persons con- 
cerned may so continue. Thorson, J., then went on to say “Sec. 21 has, I think, no applica- 
tion to a case such as this where there was originally only one registered trade-mark and, 
if the first partial assignment to Woodland Dairy Ltd. was improperly recorded, it is 
difficult to see how it could apply at all. 

“In my opinion, the assignment from Jacob Halpern to the appellant cannot meet the 
requirements of Sec. 44 (2). The certificate of registration shows that the trade-mark was 
registered ‘to be applied to the sale of butter, eggs, cheese, fish and provisions.’ To make 
it assignable there must also be an assignment of the goodwill of the business carried on by 
Jacob Halpern in Canada in association with such wares. 

“The second appeal likewise fails. There is, in my opinion, no authority in the Unfair 
Competition Act, 1932, for the registration of a word mark such as that proposed by the 
appellant to be used in association with wares only in a particular territorial area in Canada. 
Certainly the Registrar could make no such registration; nor can I find any authority for 
the Court to order it. The application to register ‘Sunnybrook’ as a word mark to be 
used in association with eggs only in that part of Canada lying east of the west end of 
Lake Superior runs counter to Sec. 35 and the general scheme of the Act as it stands and 
does not come within any of the exceptions to it.” 





This decision by the learned President of the Exchequer Court is of the greatest 
importance to those who are called upon to advise with regard to the incidence of 
trade-marks in modern commercial transactions. It is a decision of first impression 
in Canada on the very interesting question of the extent of assignability of trade- 
marks. While it may have been accepted law that a trade-mark is not assignable in 
gross but only in connection with the goodwill of the business in which it is used, the 
present decision is a logical extension of that principle carrying it to its ultimate 
expression by holding that, owing to the inherent nature of a trade-mark coupled 
with the general scheme of the statute the impossibility of a trade-mark’s existence 
in gross carried with it an incapacity to sever or divide it into constituent elements 
whether of a partial or of a territorial nature. The essence of this principle is summed 
up in the statement of the court that: “A registered trade-mark cannot in Canada 
be validly assigned by partial or territorial assignments.” 

In view of the far-reaching effect of the present judgment, it may be useful to 
note the contrary practice which now obtains on this point under the British statute. 
In 1934 the Departmental Committee on the Law and Practice relating to Trade- 
Marks made the following recommendation : 
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That the requirement for the transfer of the goodwill of the business on the assignment 
of a trade-mark is unduly restrictive in the circumstances of modern business and ought 
in the interests of trade to be done away with altogether, and that a trade-mark should be 
validly assignable for a part only of the goods for which it is registered provided that 
there does not arise by reason of such assignment or transmission a right for more than 
one independent proprietor to use the mark or a similar mark for the same goods or 
description of goods so as to be likely to deceive or cause confusion. 


The result of this recommendation was the passage of Sec. 22 of the British 
Trade-Marks Act, 1938, which made a complete departure from the existing theory 
of trade-mark law in so far as it related to assignability. That section provided 
that a trade-mark should be assignable with or without the goodwill and for 
some or all of the goods in respect of which it was registered. Two or more persons 
are not, however, permitted, except in certain circumstances, to become entitled to 
use the same mark for the same goods or description of goods so as to be likely 
to deceive or to cause confusion. These provisions are applicable, subject to certain 
limitations, to unregistered as well as to registered trade-marks. The scheme of 
the section is that transactions which involve the use of the same mark in territorial 
divisions of Great Britain for the same goods are prohibited unless approved by 
the Registrar. This constitutes a statutory recognition of the fact that different 
traders may use the same or similar marks on the same or similar goods in different 
territories without endangering the public interest. On this point the Registrar is 
to be the forum to decide “if he is satisfied that in all the circumstances the use of 
the trade-marks in exercise of the said rights would not be contrary to the public 
interest.” 

Whether the law of Canada should be amended to conform to the practice in 
Great Britain is a matter which admits of considerable difference of opinion. Sec. 
22 of the British Act was obviously drawn with considerable care to permit of 
partial and territorial assignments of trade-marks without jeopardizing the public 
interest. As Bray and Underhay suggest in their work “The Trade-Marks Act, 
1938 :” 


It is, however, clear that in some cases undesirable consequences which the old law 
was designed to prevent or restrict might follow from a relaxation of the old rules, and 
the complication of the provisions of section 22 of the new Act is to some extent the result 
of an endeavour to reduce such consequences. 


Much depends, of course, on the view from which trade-mark rights are re- 
garded. If they are regarded as nothing more than personal, incorporeal property 
in which the owner alone is interested there can be little logical reason for in any 
way fettering the method or extent of their transmission. If they are regarded as 
indicative of origin, then the public has an interest in the preservation of that indi- 
cation which cannot be disregarded. Any departure from the connection in the public 
mind between the goods and their origin should be permitted only with such safe- 
guards as will adequately serve to prevent the public from being deceived or con- 
fused as to their origin. If, on the other hand, a trade-mark is regarded as nothing 
more than a guarantee of quality, the public is not interested in origin but only in 
the maintenance of quality. The indication of origin theory is obviously out-dated, 
as the amendment to the British Trade-Marks Act shows. It breaks down when a 
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‘business is sold to a newcomer, or changes hands by the modern process of stock- 
manipulation. Under the law as it stands, a complete change of ownership of a 
business has no effect on the validity of a trade-mark and yet the public may be 
completely deceived as to the origin of the goods. The public in many cases looks 
not to a trade-mark as assurance that it is getting the goods from the same business 
establishment but from the same person or management which, in the past, has im- 
pressed them with the satisfactory nature and quality of the goods they have pur- 
chased. The sale of all the goodwill of the business including a trade-mark may, 
in fact, operate to constitute a considerable fraud on the purchasing public and 
leave them wondering what has happened to cause the deterioration in quality of 
the goods they were induced to buy in rememberance of the quality of those goods 
sold under that trade-mark in the past. In other words, the public regards a trade- 
mark more as a guarantee or indication of quality than of any particular origin. 

The truth of the matter is that the old rules applicable to trade-marks have 
become artificial and no longer apply when regarded in the light of the complexities 
of modern commercial and industrial usage. While there can, of course, be no ques- 
tion of the accuracy in law of the present judgment, the clear reasoning of which 
leaves no room for doubt, one cannot escape the conclusion that counsel for the 
appellant touched upon a crucial point when he argued that the registration of the 
appellant’s mark should be allowed in order to give a common sense operation to 
the Act and that the alternative would be a vacancy for the mark in Eastern Can- 
ada—an alternative which was not only against common sense but could not have 
been contemplated in the purpose of the Act. Anyone having any extensive ac- 
quaintance with, and experience of, modern business will understand the applicability 
of these remarks in a commercial, if not in a legal sense, and will conclude that, 
whatever criticisms may be levelled at them, the provisions of the British Act are 
more in harmony and conformity with the needs and realities of modern business 
usage than are those of the Canadian Act. 

It should not, however, be overlooked that there may arise quite proper circum- 
stances in which a business can be split up and parts assigned separately with the 
relevant trade-marks. In re Application of Sunbeam Motor Car Co., Ltd. (1916) 33 
R.P.C. 389 is an illustration of a case where a trade-mark was split between two 
firms of manufacturers, one manufacturing and applying the trade-mark to motor 
vehicles, the other aeroplanes. Younger, J., in giving judgment allowing registra- 
tion, in no way criticised the propriety of the transactions. 

In the case cited by the learned President, namely, Jn re John Sinclair Ltd.’s 
Trade-Mark (1932) 49 R.P.C. 123, both Maugham, J., at the trial, and Lawrence, 
J., in the Court of Appeal, were careful to avoid holding that, apart from the partic- 
ular facts of that case, a manufacturer or trader might not have a number of good- 
wills with accompanying trade-marks which could be severed and assigned to differ- 
ent persons. Thus, at p. 129, Maugham, J., said: 


I am certainly not going to hold in this case that a manufacturer may not have, apart 
from this Section, a number of different goodwills and even a number of separate good- 
wills in respect of a single line of goods, that is to say, tobacco, manufactured or unmanu- 
factured; I am not going to hold that there cannot be a goodwill in respect of a single 
brand of cigarettes owned by a manufacturer who makes, it may be, fifty brands. 
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Lawrence, L. J. (at p. 139), placed his finger on the crucial point of the 
principle when he said: “Without expressing any concluded opinion on the ques- 
tion whether a goodwill can be split up, I am clearly of opinion that a trade-mark 
cannot be assigned with only that portion of the goodwill which necessarily passes 
with the trade-mark when it is assigned by itself. To hold the contrary would be 
to affirm the proposition that a trade-mark can be assigned in gross, as such an assign- 
ment would necessarily carry with it such goodwill as attaches to the mere user of the 
trade-mark.” 

Lawrence, L. J., thus took some pains to avoid the question as to whether a 
goodwill can be split up but it is significant to note that in his judgment, which was 
upheld by the Court of Appeal, Maugham, J., laid some stress on the observations 
of Lord Lindley in the House of Lords in The Commissioners of Inland Revenue 
v. Muller & Company's Margarine Ltd. (1901) A.C. 217 at 235, “Goodwill is 
inseparable from the business to which it adds value, and, in my opinion, exists 
where the business is carried on. Such business may be carried on in one place or 
country or in several, and, if in several, there may be several businesses, each having 
a goodwill of its own.” 

While, therefore, a case might be conceived where a person owned several 
goodwills, to each of which attached certain trade-marks, and those goodwills with 
their accompanying trade-marks might be capable of severance, nevertheless the 
Sinclair case is authority for the principle that when a manufacturer is engaged 
in a single type of business he cannot sever from the goodwill of that business only 
such part of the goodwill as necessarily attaches to and passes with a trade-mark 
on assignment. As Maugham, J., put the matter, (at p. 130)—suppose a person 
manufactured and sold cigarettes under fifty different marks, could he assert that 
he had at the moment of assignment fifty goodwills, one in respect of each of these 
brands of cigarettes? Such an assertion, he observed, must be rejected in the case 
of articles made as the result of work and skill and discrimination of the same group, 
or groups of people. In the present case, said Maugham, J., if the mark in question 
was a true manufacturer’s mark, the fatal objection arose that the business of manu- 
facturing the cigarettes had not been assigned along with the trade-mark. If, on 
the other hand, the true meaning of the mark was that the cigarettes were vouched 
for by the owners of the mark and the only thing that had been really assigned 
with the so-called goodwill was the right to put the cigarettes on the market, no true 
goodwill had been assigned because the reputation of the manufacturer, which was 
all that was vouched for by the mark, was no longer vouched for in the hands 
of the assignee. 

It will be seen, that in the present case, Thorson, J., has closely followed the 
reasoning of Maugham, J., and the Court of Appeal in the Sinclair case, for, what 
the learned Judge points out in his reasons is that, “Section 44 (2) contemplates 
that the registered trade-mark shall carry with it all of the goodwill of the business 
carried on in Canada in association with the wares for which it has been registered. 
If a person has registered a trade-mark for use in Canada in association with certain 
wares, he cannot validly assign such trade-mark unless he also assigns the whole of 
the goodwill of the business carried on by him in Canada in association with such 
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wares.” This is merely expressing in clear and judicial language the remarks of 
Maugham, J., with respect to the trader having fifty different marks for cigarettes 
and his inability to assert that he had at the moment of assignment fifty goodwills, 
one in respect of each of those brands of cigarettes. 

The reasons of Thorson, J., must, therefore, be read with this qualification in 
mind. Nowhere in his judgment does he hold that the goodwill of a business is 
indivisible. What he does hold is that the goodwill of the business carried on in 
Canada in association with the wares for which a trade-mark has been registered 
is indivisible and the mark cannot be disassociated from it. Between those two 
principles there is a considerable difference. 

It will be seen that the words of both Maugham, J., and Lawrence, J., in the 
Sinclair case tend to throw some doubt on the literal application of the observations 
of Fry, L. J., in Pinto v. Badman (1891) 8 R.C.P. 181 at 194. There, after referring 
to the words of Lord Cranworth in the Leather Cloth case (1863) 4 DeG. J. & S. 
137, Fry, L. J., pointed out the restricted assignability of trade-marks both at com- 
mon law and under the statute in these words: 


It follows, therefore, that it has been laid down by the clearest authority that a trade- 
mark can be assigned when it is transferred together with, to use Lord Cranworth’s 
language, “the manufactory of the goods in which the mark has been used to be affixed.” 
Beyond that, so far as my knowledge goes, and so far as any case that has been cited 
to us at the bar is concerned, no authority can be produced. Therefore, I conceive that that 
is the limit of the assignability of trade-mark. It can be assigned, if it is indicative of 
origin, when the origin is assigned with it. It cannot be assigned when it is divorced from 
its place of origin, or when, in the hands of the transferee, it would indicate something 
different to what it indicated in the hands of the transferor. 


Obviously, in the light of more recent decisions, those observations are unduly 
restrictive of the assignability of trade-marks. It is certainly no longer considered 
necessary to transfer “the manufactory of the goods in which the mark has been 
used to be affixed.” Nor can an assignment of a mark any longer be held to be 
invalid on the bare principle that it is “divorced from its place of origin,” or that 
it indicates something different in the hands of the transferee than it did in the hands 
of the transferor. A mark can be assigned with all the goodwill of a business, thus 
constituting a valid assignment. The transferee may then use the mark on the 
product manufactured by him together with an indication that it is so manufac- 
tured. That is an indication of “something different to what it indicated in the 
hands of the transferor” but it could hardly be contended that the assignment was 
invalid on that account. These remarks all point to the suggestions so often ad- 
vanced that our entire system of trade-mark protection is in need of a thorough 
overhauling. 
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AN INTERNATIONAL ASPECT OF THE PENDING 
TRADE-MARK BILL 


By Hanna Katz 





In addition to interstate commerce the Lanham Bill—now H. R. 1654—is con- 
cerned with foreign commerce. According to remarks from the chairmen of the Com- 
mittees on Patents of the Senate and of the House of Representatives, respectively, 
as they appear in the various Reports and Hearings, this Bill attempts to carry 
out, by statute, the international obligations of this country in the field of trade- 
marks “to the end that American traders in foreign countries may secure the pro- 
tection to their marks to which they are entitled.’”* Title IX Section 44 (a) pro- 
vides that the Commissioner of Patents “shall keep a register of all marks commu- 
nicated to him by the international bureaus provided for by the conventions for 
the protection of industrial property, trade-marks, trade and commercial names, and 
the repression of unfair competition to which the United States is or may become a 
party.” 

There are two international bureaus concerning the international registration 
of trade-marks, namely the inter-American Trade-Mark Bureau at Havana under 
the General Inter-American Convention for Trade-Mark and Commercial Protec- 
tion (1929) and the International Bureau for the Protection of Industrial Property 
at Berne under the Madrid Arrangement relating to the International Registration 
of Marks of Manufacture or Trade of April 14, 1891, at last revised at London, 
1934. The countries adhering to this Madrid Arrangement form the Restricted 
Union, as distinguished from the General Union, consisting of the countries which 
are parties to the Paris Convention for the protection of Industrial Property, of 
March 20, 1883, also revised at London, 1934. 

This country had ratified the Protocol for Registration of Inter-American Trade- 
Marks but it denounced the same on September 29, 1945. In giving notice of denun- 
ciation of the protocol for Inter-American registration the Government of the 
United States remarked that, as the result of the experience of the last several years 
it had come to the conclusion that the register at Havana has failed to serve its pur- 
pose.” In view of this denunciation Section 31 in H. R. 1654 should be omitted by de- 
leting the text from line 20 “for filing” to line 24 “$10.” 

The United States is a member of the Paris Convention. However, this country 
has not joined the Madrid Arrangement. Accordingly, it is not a party to any system 
of international registration of trade-marks at the present time. 

It may be noted that negative rather than positive objections caused this country 
to refrain from joining the Berne system of international registration of trade-marks 
from its very beginning. The delegates appointed by the President to represent the 
United States in the Conference of the International Union for the Protection of 
Industrial Property held at Madrid in April 1890 reported on this subject :™ 


1. H. R. No. 219, 79th Cong., Ist Sess. (1945) 4. See also Hearings before Subcommittee 
of the Committee on Patents on H. R. 82, 78th Cong., 2d Sess. (1944) 133. 

2. (1945) 35 The Trade-Mark Reporter 39. Ibid. at 40: “The Bureau .. . will probably 
cease to function after September 29, 1945.” 
2a. Senate Executive A, 52d Congress, Ist Session. 
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The second proposition adopted by the Conference provides a system for the Interna- 
tional Registration of Trade-Marks. The United States delegates were prepared to 
assent to the general principle of such registration, but, as it had not been considered in 
their instructions and was in the form of a separate convention, they were not prepared 
to vote upon the proposition. It is apparent also that the adoption of the project by this 
country will involve considerable legislation to carry it into effect. 

The project involves the establishment of a subordinate union of those States that see 
fit to accede to it; and, although its ratification is contemplated within a limited period, 
the way is left open for the subsequent adherence of States which for the present decline 
it. In the judgment of the delegation the United States should abstain from joining the 
projected union at the present time. (italics supplied. ) 


One argument of the delegates for the position which they took, namely that 
their instructions did not provide for their voting on the subject, was founded in a 


mere technicality and was only valid pro tem. Their main argument against joining 
this Madrid Arrangement appears to be that, as a consequence of entering into that 
treaty, new domestic legislation would become necessary. The latter may be re- 
garded as obsolete in view of the Lanham Bill. 

After the war ended the writer, at her request, was informed by the International 
Bureau at Berne that eighteen countries are now members of the Restricted Union. 
They are: Belgium, Czechoslovakia, France (with Algeria and colonies), Germany, 
Hungary, Italy, Liechtenstein, Luxembourg, Morocco (French zone), Netherlands 
(including Surinam and Curacao), Portugal (with Azores and Madeira Islands), 
Rumania, Spain (including Spanish zone of Morocco), Switzerland, Tangier, 
Tunisia, Turkey and Yugoslavia. Cuba, Brazil, the Dutch East Indies and Mexico 
which had ratified the Madrid Arrangement denounced the Restricted Union in 
1932, 1934, 1936 and 1943, respectively. However, the four countries expressly de- 
clared that those international trade-marks which have been entitled to their protec- 
tion, before the respective countries ceased to adhere to the Madrid Arrangement, 
will continue to be protected for the entire period of their international registration 
at Berne. 

Under the Madrid Arrangement (Article 2 in conjunction with Article 3 of the 
Paris Convention) international registration is available to all trade-mark owners 
domiciled in a member country or actually having a real industrial or commercial 
enterprise in such country, albeit that they are not nationals of a member country. 
The number of trade-marks registered in the Bureau at Berne from its beginning up 
to March 15, 1945, exceeds 121,800. 

Before our modern international agreements granted protection to foreign trade- 
marks, the common law solved the problem of giving them extra-territorial effect, 
if a fraud was perpetrated. The dual function of a trade-mark to protect a property 
interest in its owner as well as to protect the consumer from deception by indicating 
the origin of the goods was recognised in England, in the reign of Queen Elizabeth, 
when the Court of Common Pleas held that an action on the case for deceit would 
lie against a clothier who had applied the mark of a competitor to his inferior 
merchandise.® The reports of the case do not bring out clearly, whether the defrauded 





3. Southern v. How (1590), see Rowland Cox, A Manual of Trade-Mark Cases (1881) 
No. 1. Cf. also Hearings before Subcommittee of the Committee on Patents on H. R. 82, 78th 
Cong., 2d Sess. (1944) 106. 
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clothier or the purchaser brought the action. Obviously both, the trade-mark owner 
and the public, had a right to sue. In Farina vy. Silverlock* the plaintiff and his 
predecessors in business had acquired the exclusive legal right to the trade-mark 
“Johann Maria Farina gegenuber dem Julichs Platz” with a particular flourish for 
eau de Cologne by use since 1832. The court held that a copy or colorable imita- 
tion of the celebrated trade-mark on perfumed water manufactured by another 
would invade the plaintiff’s property “by way of piracy” and would be a fraud on 
the plaintiff. The decree emphasized the “marketable value” of the trade-mark 
which makes it “worth the while of a great many persons to imitate it.” Yet 
it appears that there is no case in the books giving protection to the foreign pro- 
prietor of a trade-mark against a bona fide user of his trade-mark.® Even if there 
were cases which would cover this situation, such opinions would not lay down 
the law of the land, because “there is no Federal common law.’” The national law 
in this field has been provided for by statute in the Trade-Marks Act of February 
20, 1905, as amended—U.S.C. Title 15 Section 81-, in the Tariff Act (1930) Sec- 
tion 526(a) and in the Customs Regulations (1943). The latter read, as follows :’ 





Trade-marks and trade-names; prohibition of importation. (a) The importation of 
merchandise of foreign .. . manufacture is prohibited if such merchandise bears a name 
or mark which copies or simulates a trade-mark or trade-name entitled to the protection of 
the Trade-Mark Act... , unless such merchandise is imported by or for the account of, or 
with the written consent of the owner of the protected trade-mark or trade-name. (b) A 
name or mark (including a name or mark which is a genuine trade-mark or trade-name in 
a foreign country) on an article of foreign manufacture identical with a trade-mark or 
trade-name protected by the trade-mark laws of the United States ... shall be deemed 
for the purposes of the regulations in this part to copy or simulate such protected trade- 
mark or trade-name§ 


Given a case with similar facts as in Farina v. Silverlock, we in this country would 
probably have to decide in favor of the poacher, to be domestic or foreign, provided 
that he had used and/or registered a colorable imitation or that he had begun a com- 
mercial enterprise under an identical trade-name prior to the importation of the 
genuine merchandise. Thus today the pirate enjoys the protection of the law in 
capitalizing on a genuine foreign mack which he infringes. However, the purchas- 
ing public will be deceived. Moreover, this is the situation, under which American 
owners of very well known trade-marks have suffered in some foreign countries. 
In 1930 at an international conference in New York City Mr. Rogers branded the 
aforementioned method as “a prevailing sport” in certain nations. Rogers gave 
the following illustration: “There have been corporations and companies 

formed by two or three people who get together and start a company under the 
name of Coca Cola. Then the Coca Cola firm gets into that country and finds a 
company under that name already there, with the result that the firm has either to 
change the name or buy the company.”® In principle there is no difference, when 








74.1. 3::Ch.: 632: (1855). 
Note (1908) 21 Harv. L. Rev. 361 at 362. 

H. R. Rep. No. 219, 79th Cong., Ist Sess. (1945) 4. 

8 Fed. Reg. 8300 (1943) tit. 19 § 11.14. 

The italics are mine. 

Hanna Katz, Trade-Marks Committee der International Law Association (1932) 124. 
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an American firm carries its products and goodwill into another country, whether it 
finds ‘a company under that name” or spurious goods bearing an infringing trade- 
mark “already there.” This situation would be remedied by the Lanham Bill Sec- 
tion 42 in connection with registration under the Madrid Arrangement on Trade- 
Marks. From the respective Congressional reports and hearings it appears that 
legislators as well as the vast majority of business and the profession in this country 
agree on the desirability of the Lanham Bill which will furnish the statutory basis 
for the reciprocal advantages offered by the international conventions. Since regis- 
tration of a trade-mark in the International Bureau at Berne entitles the proprietor 
of that trade-mark to protection in all countries adherent to the treaty, reciprocity 
will be secured in the interest of American enterprises, if and when this country 
will join said Madrid Arrangement. This seems to be an easy means to such de- 
sirable end. It will grow all the more potent, as the joining of the United States 
is likely to create an incentive for other nations who are not yet parties to adhere to 
the treaty. Also will it afford a more complete right to the proprietor of an inter- 
nationally registered trade-mark, insofar as his mark will be protected abroad against 
a bona fide user as well as against an infringer. To speak in the language of the 
Lanham Bill,’ he will be protected against interference with his trade-mark, and 
not alone against infringement. This concept finds also expression in Section 49 
of the bill. Thus the owner will eventually have control of his mark" as a matter 
of right. The question of fault will shift. Up to now fraud and deceit of the in- 
fringer is the basis for an action. Under the treaty the proprietor of the genuine 
mark will decide whether he wants international protection. If he does not register 
his trade-mark at Berne, the fault will be his for finding a bona fide competitor abroad 
inadvertently having the advantage of the goodwill which the owner of the genuine 
trade-mark has built up around the mark. On the other hand, if the trade-mark 
has been internationally registered, such competitor will no more be in a position 
to claim his good faith. The registration will be constructive notice to everybody 
throughout the countries adherent to the Madrid Arrangement. Whether the 
treaty will become statutory law of the land which is a party to it, as soon as a 
nation ratifies it and thereby joins the Restricted Union or whether there is no such 
self-executing effect of the ratification with regard to the international register at 
Berne, it will be appropriately implemented by the register of internationally re- 
corded trade-marks established in the Lanham Bill Section 44(a). This new 
register at Washington will give an interested party complete information of the 
trade-marks which enjoy protection in foreign commerce, so that the constructive 
notice can become actual notice for every American manufacturer and trader inter- 
ested in the matter in a simple and inexpensive way. Ratification by the United 
States of the Madrid Arrangement relating to the International Registration of 
Marks of Manufacture or Trade, together with the passage of the pending Trade- 


Mark Bill, will secure industrialists in this country reciprocal advantages for the 


10. Secs. 16 to 21. 


11. See Hearings before Committee on Patents on H. R. 82, 78th Cong., Ist Sess. (1943) 
ae. SF. 
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protection of their valuable trade-marks in foreign countries and will protect the 


American public against deception. Beyond that it will serve to promote fairness 
in commercial interrelationship. 


Editor’s Note: Several comments are called for by Miss Katz’ article. To begin with, 
after the decision of the Supreme Court of the United States in 1940 in Bacardi Corp. v. Manual 
L. Domenech et al., there is little doubt that the International Convention for the Protection of 
Industrial Property would be held self-executing. The same would follow if the United States 
should ratify the Madrid Arrangement. 

The author supposes that there are no serious objections to the United States becoming a 
party to the Madrid Arrangement. An unofficial formulation of such objections may be seen 
in the “Report to the Department of State (The Foreign Office Adviser) on the Arrangement 
of Madrid of 1891 for the International Registration of Trade-Marks, with special reference to 
the Advisability of Adherence thereto by the United States” of June 24, 1919 made by the special 
agent of the Department sent to Europe to investigate the question of international protection 
for industrial property. 

While one may not agree with all of the objections made in this Report, there are some which 
are serious and have also prevented any British country from acceding to the Madrid Arrange- 
ment. One is unwillingness of these countries to encumber their Trade-Mark Registers with 
marks which will probably never be used in their territory. Indeed, under the Arrangement 
a trade-mark registered at the Berne Bureau and not refused by a member country within the 
one-year period from such registration shall be considered automatically as registered and pro- 
tected in its territory. Thus, a mark registered at the Berne Bureau by a manufacturer in 
Luxembourg who never intended to use and will never use such mark in the United States 
will be on our Trade-Mark Register. Of course, proceedings may be taken for the removal 
of such mark from the records, but these are costly and difficult. In view of present day mul- 
tiplication of products especially in highly industrialized countries, such as the United States 
and Great Britain, there is a disinclination to restrict any further the field of words, signs or 
terms available for registration. 

Perhaps the Madrid Arrangement may be amended in the future to make possible the limita- 
tion of the effects of international registration to some countries only or to impose an additional 
fee for extending the registration to each country so that the Luxembourg manufacturer who 
requires protection, for instance in Belgium and France only, may effect international registration 
at the Berne Bureau to extend to these countries only. 


BOOK REVIEW 


Tue Law or UNFAIR CoMPETITION AND TRADE-Marks—By Rudolf Callmann— 
Chicago. Callaghan and Company. 1945. Three Volumes. Pp. 2366. $30.00. 


This is one of the most important works on Unfair Competition and Trade- 
Marks that has been published in this country. The first volume of 802 pages is 
devoted entirely to an exposition of unfair competition, in the broad sense, including 
government and business competition, anti-trust laws, unfair advertising and pricing, 
resale price maintenance, as well as unfair interference with a competitor’s business 
relations and misappropriation of a competitor’s values. The second volume covers 
the subject of trade-marks, remedies and procedures and the international agree- 
ments for the protection of trade-marks and the suppression of unfair competition. 
The third volume of over 600 pages contains appendices to the two volumes con- 
sisting in particular of Fair Trade Acts, the Sherman and Clayton Anti-trust Acts, 
the Robinson-Patman Anti-Discrimination Act, the Federal Trade Commission Act 
and Rules of Practice, the Webb-Pomerene Export Trade Act, the United States 
Trade-Mark Laws, and Rules of Practice, texts of International Conventions, 
tables of Marks and Cases, and a 125-page Index. 

The author is a mature student of this branch of the law. Trained originally 
in the science of law in Germany and engaged in its practice for a number of years 
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in that country, he had the additional benefit of study in the common law under 
masters of our law at Harvard. He thus approaches the subject with a happy 
combination of the theoretical and critical legal mind of a continental lawyer and 
the “practical” exposition of the existing law of the common law lawyer. Dean 
Pound has once said that the creative effort in the development of the law is made, 
with us, in our Courts while in Civil law countries this is the function of jurists and 
legal writers. In recent years there has been a significant change in this. Juristic 
writing has provided a critique of the law, especially in monographs and articles in 
legal reviews, which is helping powerfully the development of the law. 

Unfair competition has never before received such a thorough exposition, original 
analysis and creative thinking, as in the present book by Mr. Callmann. His first 
introductory Part deals with Basic Conceptions of the law of Unfair Competition. 
Using materials provided by economics, philosophy of law, sociology and legal 
analysis and with the aid of rich bibliography in all these fields and opinions or 
statements of our Courts, he dissects the fundamentals of the problem. In his 
search for a clear theory of unfair competition, he proceeds from the characteristics 
of the American legal tradition to look to relations as the basis of legal consequences 
and the affixation of duties and liabilities. As we have a vendor and purchaser 
relation, a debtor and creditor, a landlord and tenant and master and servant 
relation, so there is the relationship created for competitors by the will to engage 
in business and competition. The rights and duties of the competitors are then de- 
termined by the rules formulated in the competitive relationship. What are these 
rules? By an analysis of the essence of competition, the author reaches the conclu- 
sion that there is fair competition when this is characterized by constructive effort 
and unfair competition when the opposite is the case. He sees in competition a 
peculiar “order of struggle” and fair competitive conduct is the struggle according 
to game-like rules by means of constructive effort subject to the natural conditions 
of the market. This constructive effort, the effort of one who seeks a commercial 
advantage through the honestly exercised means of his own strength, ingenuity, 
skill and capital, is the basic concept determining fairness in competition to be 
found by objective indicia. Unfair competition then is a sui generis tort within 
the law of torts to be found by judges who can take notice of the unforseeable varie- 
ties of life and are sensitive to moral and legal values. 

In the subsequent parts of the volume on Unfair Competition the author deals 
with the various phases of this tort such as: Unfair Advertising, and Pricing, Un- 
fair Interference with a Competitor’s Business Relations, Misappropriation of a 
Competitor’s Values and Unlawful Conduct of Business. In each of these parts, 
unfair competition acts are fully analyzed and discussed both from the point of view 
of the law as is and in the light of the theory of unfair competition advanced in the 
introductory part. 

The law of Trade-Marks covers the largest portion of the second volume. A 
chapter is devoted to general principles dealing with the function of a Trade-Mark, 
its nature, the theories of its protection and classes of trade-marks. The author 
sees a triple function in a Trade-Mark; origin or ownership, guarantee and adver- 
tising function, and the property in a trade-mark is the right of the owner to be 






152 FORTY TRADE-MARK BULLETIN 


protected with respect to its three functions. Each of these functions creates a 
corresponding sphere of interest, the legal protection of which is determined 
by the likelihood of damage to the owner. The remaining chapters deal concisely 
and yet fully with the various aspects of trade-mark protection. The part on 
Remedies and Procedure covers the practice in Trade-Mark and Unfair Competition 
Cases. A separate chapter discusses the Registration of Trade-Marks by the Patent 
Office. 

The author believes that in the modern business world the advertising function 
of a trade-mark is its chief function, but indicates that in each case the commercial 
significance and function of the mark is to be considered in order to reach sound 
decisions for protection as well as for the likelihood of deception. 

It is to be noted, particularly, that the author, through the entire discussion of 
trade-marks, refers to and analyzes the provisions of the Lanham bill which every- 
one hopes will be the new trade-mark Act in the near future. Thus, the new law- 
to-be is constantly related to the law now in effect. 

The last Part of the book summarizes somewhat too briefly the international 
protection of trade-marks and trade-names and the suppression of unfair competi- 
tion under International Conventions. eo 


TRADE SLOGANS 


We publish below trade slogans received and entered in the records of the Asso- 
ciation : 


Keeps the Stars in Your Eyes Sales Affiliates, Inc. 
Lyda Hamilton First National Stores, Inc. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 
For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 
Address : 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New York 18, N. Y. 
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PART II 


CO-ED ORIGINALS, INC. v. MUTUAL GARMENT COMPANY 
United States District Court, Southern District of New York 
September 16, 1944 


TRADE-MARKS—WOMEN’S SLIPS AND WoMEN’S DressesS—Goops OF DIFFERENT DESCRIPTIVE 
PROPERTIES. 


Women’s slips and women’s dresses held to belong to distinct and different classes, in as 


much as both are individualistic, differ in styling, price ranges and distribution methods and 
seldom are sold over the same counter. 


TRADE-MarKS—“Co-Ep” For WoMEN’sS DrESSES—DESCRIPTIVE TERM. 
The word “Co-Ed” held descriptive as applied to women’s dresses and hence cannot be 


monopolized to the exclusion of its use by others on other garments worn by women, such 
as slips. 


TraDE-MarKs—“Miss Co-Ep sy Wonpber-MaIp” AND “Co-Ep” DressEs—NON-CONFLICTING 
MARKS. 


The notation “Miss Co-Ed by Wonder-Maid” held not to be confusingly similar to “Co-Ed 
Dresses,” shown below the head and shoulders of a girl in academic cap and gown enclosed in 
a circular border. 


TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 
Not finding defendant guilty of trade-mark infringement or unfair competition, the court 
did not deem it necessary to pass upon the validity of plaintiff’s mark. 


In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed. 


Shlivek & Brin (Max Shlivek and Saul S. Brin, of counsel), all of New York, 
N. Y., for plaintiff. 

Spencer A. Studwell, New York, N. Y. (Ralph Kalish and Alfred W. Petchaft, 
both of St. Louis, Mo., of counsel), for defendant. 


Knox, D. J.: 


Plaintiff here sues to restrain an alleged infringement of the registered trade- 
mark “Co-Ed” (No. 75,933, November 30, 1909), renewed 1929), and to restrain 
what is charged to be unfair competition upon the part of defendant. 

Plaintiff claims that it, and its predecessors in interest, have continuously used 
the mark since 1909 when it was adopted by the dress manufacturing firm of Dallet 
and Weyl. 

Defendant, since 1932, has engaged in the manufacture and sale of women’s 
undergarments, commonly known as slips, and these are marketed under the mark 
which reads “Miss Co-Ed, by Wonder-Maid.” Aside from the use of the word 
“Co-Ed” by each of the parties, there is no similarity between the two marks. That 
of plaintiff consists of the head and shoulders of a young girl clothed in an academic 
cap and gown, and enclosed in a more or less circular border. Beneath the border 
the words “CO-ED Dresses” appear. Defendant’s mark is limited to the words 
“Miss Co-Ed, by Wonder- Maid.” 
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Plaintiff's mark is registered in “Class 39 Clothing,” which includes— 


. outer garments of wearing apparel for ladies’, misses’ or children’s use commonly 
known as costumes and comprising a waist part and a skirt part, such waist and skirt 
parts being separable or fastened together as in the case of a so-called “princess dress or 
costume.” 

The history of plaintiff's mark is about as follows: 

In 1909, Elsie Janis, a prominent actress of the day, played the leading role in 
a musical comedy that emphasized the activities of youth, and which was entitled 
“The Fair Co-Ed.” The show was highly entertaining, and became a Broadway 
success. At about the same time, Dallet and Weyl were manufacturing a line of 
dresses that were designed to appeal, both to young ladies of college age, and to 
females who do not freely admit that, with the passing of years, their once sylph-like 
figures have become of matronly proportions. 

In an effort to exploit their product, and having been inspired by the presentation 
of youth that Miss Janis made to the feminine adolescents of 1909, Dallet and Weyl 
adopted the name “Co-Ed” for use upon their product. They also conceived the 
idea of presenting some of their garments to Miss Janis for use in her performances 
of “The Fair Co-Ed,” and this idea was carried out. She, presumably glad to 
receive these additions to her wardrobe, wore them upon the stage, and thus made 
her contribution to advertising the business of the manufacturers. The trade-mark 
which had been given the dresses was then registered in the Patent Office. 

The evidence is that Dallet and Weyl continuously used the mark until 1917, 
when Weyl died. The firm’s business was put upon the market and in November 
of that year it was purchased by a man named Finkenberg, who, according to Dallet, 
was more interested in procuring the trade-mark than in acquiring the firm’s stock 
in trade. In order to accomplish his purpose, Finkenberg’s corporation, Leo Finken- 
berg, Inc., assumed a lease with a lengthy unexpired term, and paid book values for 
the inventory and plant. Soon thereafter, at the instance of Finkenberg, the cor- 
poration of Dallet and Weyl, Inc., came into existence, and the assets formerly 
belonging to the firm of Dallet and Weyl, including the “Co-Ed” trade-mark, were 
transferred to the new corporation. From that time on until about January 31, 1922, 
the date of expiration of the lease of the premises in which the business was con- 
ducted, Dallet and Weyl, Inc., continued to make, sell and extensively advertise 
“Co-Ed” dresses. 

On December 30, 1921, Co-Ed Dressmakers, Inc., was organized and took over 
the business enterprises of Leo Finkenberg, Inc., which theretofore had been con- 
ducted separately. Meanwhile, the latter corporation had made use of the trade- 
name “Co-Ed Dressmakers,” and the recently created corporation renewed the 
trade-mark in its own name. In 1932 the company met with financial reverses and 
made an assignment for the benefit of creditors to Thomas O. Sheckell of the New 
York Credit Men’s Association. He sold the assets in bulk to Co-Ed Dresses, Inc. 
Litigation ensued which was finally determined by the Appellate Division of the 
Supreme Court of New York, First Department, and that court specifically found 
that the “Co-Ed” trade-mark had been transferred to Co-Ed Dresses, Inc. 

From 1932 to 1940, the “Co-Ed” mark was used by its new owners in the manu- 
facture and sale of its dress line and within such period some 250 to 300 of its cus- 
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tomers were granted exclusive franchises within their respective territories to 
handle the output of Co-Ed Dresses, Inc. 

On February 1, 1941, Co-Ed Originals, Inc., was organized and is said to have 
acquired the “Co-Ed” trade-mark from Co-Ed Dresses, Inc. Finkenberg explains 
this action by saying that Berkeley Juniors, Inc., following an arrangement thereto- 
fore in effect between itself and Co-Ed Dresses, Inc., had planned to manufacture 
dresses for Co-Ed Originals, Inc., and to share substantially in such profits as might 
accrue. Due, however, to war conditions, Berkeley Juniors, Inc., could not furnish 
Co-Ed Originals, Inc., with the material and on a production scale such as were 
required, and as a result, the mark has not recently been used. It is asserted, how- 
ever, that there is, and has been, no intention to abandon the same. 

Co-Ed Dresses, Inc., during the period it engaged in business, spent large sums 
of money in exploiting the “Co-Ed” line of merchandise, advertising extensively in 
both fashion and trade publications, as well as in newspapers. These mediums, 
among others, included Vogue, Harper’s Bazaar, Good Housekeeping, Pictorial 
Review, Style, and Women’s Wear. Booklets and flyers, running into hundreds of 
thousands, were supplied to stores handling “Co-Ed” garments, and these in turn 
were distributed by dealers to customers. Indeed, it is said that over the past twenty 
years the owners of the mark have spent in the neighborhood of $1,000,000 in ex- 
ploiting merchandise that carried the “Co-Ed” mark. Between 1922 and 1928, gross 
income from the business averaged about $1,250,000 per annum. Co-Ed Dress- 
makers, Inc., while it supplied the trade, did a business of more than $1,000,000 a 
year. That done by Co-Ed Dresses, Inc., and Co-Ed Originals amounted to 
$400,000 per annum. The mark obviously has acquired a substantial value, and 
such value—if the law permits—should not here be impaired. 

Before going into the more hotly contested contentions of the respective parties, 
a word should be said concerning the business in which defendant is engaged. 

Located in St. Louis, Missouri, and controlled by a man named Wittcoff, it has, 
since about 1930, engaged in the manufacture and sale of a type of feminine under- 
wear, commonly known as slips, and these are distributed under the trade-name of 
“Miss Co-Ed.” It does an annual business of about $400,000 and its market covers 
a relatively wide territory. At no time has defendant made, or handled, women’s 
dresses. It is apparent, therefore, that, so far as types of merchandise are concerned, 
there is no direct competition between the parties in interest. Plaintiff and its prede- 
cessors, it is true, in the manufacture of “Co-Ed” dresses of sheer materials, supplies 
them with an inner garment that is intended to make its outer garments less trans- 
parent than they otherwise would be. Aside from this, the difference between 
plaintiff's product and that of defendant is wide and broad. Slips of present-day 
manufacture, it would seem, are properly entitled to be classified as lingerie. Usu- 
ally, they have about them a diaphanous daintiness and boudoir intimacy that are 
unpossessed by any outer garment, even though designed and tailored in an exclusive 
atelier of the Rue de La Paix. This is particularly so if the slip is made of laced 
linen, silk, or similar material. Furthermore, no modest woman would think of 
appearing publicly if clad only ina slip. This article of apparel is sometimes glimpsed 
if it happens to show beneath the hem of the skirt. But, when this occurs, and the 
wearer learns the fact, she is usually overcome by confusion and embarrassment. 
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It is, therefore, reasonably safe to conclude that a sagging slip is due most often to 
carelessness or accident, and hardly ever to intention. On the other hand, when a 
woman, young or old, is attired in a well-fitting and fashionably cut outer garment, 
she will readily appear in public, and take pride, self-satisfaction and pleasure in 
doing so. Thus, I am convinced that fundamentally, dresses and slips fall naturally 
into distinct and separate classifications. The difference between them, so far as 
their public display is concerned, is as great as that which is to be found between 
modesty and immodesty. These conclusions, I believe, are generally accepted by 
laymen, and that is the point of view of those who trade in women’s apparel. Dresses 
and slips are seldom sold over the same counter, even in department stores. 

Each of these items is of an individualistic character and is affected by exclusive 
manufacturing, styling and distribution factors. The two articles are in different 
price ranges; they are sold and distribu.’ by different merchandising methods to 
such an extent that each garment should be treated as a specialty, and for the pur- 
poses of decision I shall so regard them. 

At this point it will be well to say a word as to the nature of plaintiff's mark 
and to reach a conclusion as to whether it is descriptive or fanciful, or an admixture 
of both. 

To those of us who attended an educational institution that put its facilities at 
the disposal of both male and female students, the word “Co-Ed” is well and 
familiarly known. It is primarily descriptive of young women who are in attendance 
at such institutions, and emphasizes the attractive and unspoiled youth of “girls in 
their ‘teen ages.’”” This meaning would also seem to have been that which was in 
the minds of Dallet and Weyl, who derived the mark from a popular comedy that 
dealt with college life. Further proof that this is a fact is to be found in the use by 
plaintiff's predecessor of the slogan “For Young Women or Women Who Want 
to Stay Young.” While “Co-Ed” garments have been made in large and small sizes, 
they were intended to serve a trade composed both of young women, and of those 
who as long as humanly possible, wish to avoid the appearance of mature years. In 
a very real sense, therefore, the mark is of a descriptive nature, and assuming that the 
word “Co-Ed” can properly be used as a trade-mark for women’s dresses, I am 
entirely certain that plaintiff should not be permitted to monopolize its use, and thus 
exclude others from applying a common dictionary word to articles of women’s 
apparel that do not compete with plaintiff’s goods. 

While the action of the Patent Office, in granting and refusing trade-marks 
carrying the word “Co-Ed,” has not been altogether consistent, it has, nevertheless, 
granted registration of such marks for use on items of women’s apparel, such as 
leather belts, backcombs, hosiery, sanitary napkins, hats, corsets and shoes, to say 
nothing of cosmetics, toilet soap, cigarettes, wrist watches, and numerous other 
articles. The first mentioned, No. 72,005, antedated the registration issued to 
Dallet and Weyl. In Missouri there is a dress concern incorporated under the name 
“Co-Ed Garment Company” ; another in Illinois, known as “Co-Ed Frocks, Inc.” 
Here in New York State a women’s glove business is carried on under the name of 
“Co-Ed Glove Company,” and a manufacturer of misses’ handbags uses the name 
“Co-Ed Bags, Inc.,” while a ribbon house calls itself “Co-Ed Ribbons, Inc.” In 
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addition to this, the widely known chain stores of J. C. Penney Company, market 
women’s and misses’ millinery under the name “Betty Co-Ed.” 

From all this, it is my opinion that plaintiff’s use of “Co-Ed” should properly 
be limited to ladies’ dresses. Pease v. Scott County Milling Co., 5 F. 2d 524. Hav- 
ing about it nothing that is of a distinctive or original character, I cannot see why 
it should be treated differently than was the trade-mark “Blue Ribbon” which was 
dealt with in Pabst Brewing Co. v. Decatur Brewing Co., 284 F. 110 [13 T.-M. 
Rep. 1]. See also France Milling Co. v. Washburn-Crosby, 7 F. 2d 304 [15 T.-M. 
Rep. 185]; Durable Toy & Novelty Co. v. J. Chein Co., 133 F. 2d 853 [32 T.-M. 
Rep. 481]. 

Aside from the use of the word “Co-Ed” in the marks of both plaintiff and 
defendant, there is as previously said no similarity between them, and one is not at 
all likely to be confused for the other. 

Having concluded that defendant’s mark does not infringe that of plaintiff, and 
that defendant has not been guilty of unfair competition, there is no present need 
to make a finding upon either the validity of plaintiff’s mark or defendant’s conten- 
tion that plaintiff, by reason of lack of title, is without qualification to maintain this 
action. 

Plaintiff's complaint will stand dismissed with costs. 





SIMMONS COMPANY v. CANTOR ET AL. DOING BUSINESS AS ROYAL 
BEDDING COMPANY 


United States District Court, Western District of Pennsylvania 
November 20, 1944 


TrADE-MARKS—“WHITE KNIGHT” ON MATTRESSES AND Bep Sprincs—Goops or SAME DEScRIP- 
TIVE PROPERTIES. 

As mattresses, box springs and bed springs are goods of the same class, the use by 
plaintiff of the name “White Knight” on bed springs was an extension of its use in respect of 
mattresses. 

TRADE-M ARKS—I NFRINGEMENT—SUITS—DEFENSES—MISSTATEMENT AS TO USER—EFFECT. 

The fact that, in applying to register the words “White Knight” as a trade-mark, the 
plaintiff wrongly stated it had used the same since 1914, held not to preclude it from obtaining 
injunctive relief. 

TRADE-MARKS—ABANDONMENT—BURDEN OF PROOF ON DEFENDANT. 

Defendant having failed to prove any intent by plaintiff to abandon its mark, it was held 

that there was no abandonment. 


In equity. Action for trade-mark infringement, and counter-claim by defendants. 
Judgment for plaintiff. 


Edward A. Lawrence, Pittsburgh, Pa., and Cyril A. Soans and Edwin Phelps, both 
of Chicago, IIl., for plaintiff. 

Edgar W. McCallister and Green & McCallister, both of Pittsburgh, Pa., for 

defendants. 
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SIMMONS CO. v. CANTOR 


McVicak, D. J.: 


This is an action for injunctive relief and an accounting for alleged infringement 
by defendants of plaintiff’s trade-mark “White Knight” used in connection with the 
sale of mattresses, bed springs and box springs. Defendants denied that the alleged 
trade-mark of plaintiff was valid. They also averred that they had a valid trade- 
mark for the same kind of goods substantially the same as plaintiff’s, and sought 
relief for infringement thereof. The facts are fully set forth in the findings of fact. 

The first question that arises is: Does plaintiff now have, and has it had, a valid 
and exclusive trade-mark designated as “White Knight” in connection with the 
sale of mattresses, box springs and bed springs, since a time prior to 1938 in the 
trading territory of the defendants? In Columbia Mill Company v. Alcorn, 150 U. S. 
460, 463, it is stated: 


. . . The general principles of law applicable to trade-marks, and the conditions 
under which a party may establish an exclusive right to the use of a name or symbol are 
well settled by the decisions of this court in the following cases: Canal Co. v. Clark, 
13 Wall. 311; McLean v. Fleming, 96 U. S. 245; Manufacturing Co. v. Trainer, 101 U. S. 
51; Goodyear Co. v. Goodyear Rubber Co., 128 U. S. 598; Corgin v. Gould, 133 U. S. 308; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537; Brown Chemical Co. v. Meyer, 
139 U. S. 540. 

These cases establish the following general propositions: (1) That to acquire the right 
to the exclusive use of a name, device or symbol, as a trade-mark, it must appear that it 
was adopted for the purpose of identifying the origin or ownership of the article to which 
it is attached, or that such trade-mark must point distinctively, either by itself or by 
association, to the origin, manufacture, or ownership of the article on which it is stamped. 
It must be designed, as its primary object and purpose, to indicate the owner or producer 
of the commodity, and to distinguish it from like articles manufactured by others. (2) That 
if the device, mark, or symbol was adopted or placed upon the article for the purpose of 
identifying its class, grade, style, or quality, or for any purpose other than a reference to 
or indication of its ownership, it cannot be sustained as a valid trade-mark. (3) That 
the exclusive right to the use of the mark or device claimed as a trade-mark is founded 
on priority of appropriation; that is to say, the claimant of the trade-mark must have 
been the first to use or employ the same on like articles of production. (4) Such trade- 
mark cannot consist of words in common use as designating locality, section, or region of 
country. 


Mattresses, box springs and bed springs are goods of the same class; hence the 
use by plaintiff of the trade-mark “White Knight” on bed springs was a continuation 
and extension of its use of the mark in respect of mattresses. See Aunt Jemima v. 
Rigney & Co., 247 F. 407 (CCA 2, 1917 [8 T.-M. Rep. 163], certiorari denied, 245 
U. S. 672) ; Vogue Co. v. Thompson-Hudson Co., et al., 300 F. 509 (CCA 6, 1924 
[15 T.-M. Rep. 1], certiorari denied, 273 U. S. 706); Wisconsin Electric Co. v. 
Dunmore Co., 35 F. 2d 555 (CCA 6, 1929) [19 T.-M. Rep. 496] ; Akron-Overland 
Tire Co. v. Willys-Overland Co., 273 F. 674, 676 (CCA 3, 1921 [11 T.-M. Rep. 
281] ; Wall v. Rolls-Royce of America, Inc., 4 F. 2d 333 (CCA 3), 1925) [15 T.-M. 
Rep. 239] ; Rosenberg v. Elliott, 7 F. 2d 962 (CCA 3, 1925) [15 T.-M. Rep. 479] ; 
Kotabs v. Kotex Co., 50 F. 2d 810 (CCA 3, 1931, certiorari denied 52 S. Ct. 41, 
284 U. S. 665) ; Duro Co. v. Duro Co., 27 F. 2d 339 (CCA 3, June, 1928) [18 T.-M. 
Rep. 430] ; Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 40 F. 2d 106 [20 T.-M. 
Rep. 274] ; California Packing Corp. v. Tillman & Bendel, Inc., 40 F. 2d 108; 
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Sun-Maid Raisin Growers v. American Grocer Co., 40 F. 2d 116; Cluett, Peabody 
& Co., Inc. v. Hartogensis, 41 F. 2d 94, 95 [20 T.-M. Rep. 452]; Kotex v. 
McArthur, 45 F. 2d 256 (CCPA, December, 1930) [21 T.-M. Rep. 47] ; Mohawk 
Carpet Mills, Inc. v. Bissell Carpet Sweeper Co. (June, 1943, Commissioner of 
Patents) ; Sears, Roebuck and Co. v. Allied Stores Corporation (January, 1943, 
Commissioner of Patents). 

Plaintiff does a nation-wide business in the making and selling of beds, springs, 
box springs, mattresses, etc. It has carried on said business, and has used the trade- 
mark “White Knight” in the conduct thereof in Pennsylvania (including western . 
Pennsylvania), in adjoining states and throughout the United States during 1938, 
for many years prior thereto and has continued the same from 1938 up to the present | 3 
time. I, therefore, conclude that since a time prior to 1938 and continuing up to the : 
present time, plaintiff has a valid trade-mark in the notation “White Knight,” in con- 
nection with the sale of mattresses, box springs and bed springs in Pennsylvania, in 
adjoining states, and also, generally, throughout the United States. | 

Under the facts, as found in this case, the two cases relied upon by defendants, 
Allen and Wheeler Co. v. Hanover Star Milling Co., 240 U. S. 403, 36 S. Ct. 57 
[6 T.-M. Rep. 149], and United Drug Co. v. Theodore Rectanus Company, 248 
U.S. 90, 39 S. Ct. 48 [9 T.-M. Rep. 1], are not pertinent. 

The next question is whether plaintiff’s trade-mark “White Knight” is rendered 
invalid by the statement in the application that “the trade-mark has been continuously 
used and applied to said goods in applicant’s business since 1914”; or is plaintiff, in 
equity and conscience, precluded from using the same? No authority has been cited 
by defendants in support of said contention. There is no evidence that defendants 
were injured by the alleged misstatement. The common law rights of the plaintiff to 
said mark are not affected ; consequently, it follows that if there was a misstatement, 
neither in law nor equity does it preclude injunctive relief to the plaintiff. 

At the oral argument, the question of plaintiff's abandonment of its trade-mark 
in Pennsylvania and adjoining states was mentioned. Defendants, in their written 
argument, do not make such contention. Their contention is that plaintiff does not 
have a valid trade-mark in Pennsylvania and adjoining states, nor has it had the 
same since at and prior to March, 1938. There is no evidence in this case of any 
intention by plaintiff to abandon its trade-mark. The burden of proof rests upon 
defendants to aver abandonment and to make proof that the trade-mark was not 
used with the intention to abandon the same. This has not been done. 

Let an order for judgment be prepared and submitted in accordance with the 
findings of fact, conclusions of law and this opinion. 
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COCA-COLA CO. v. BELINKSKY 


THE COCA-COLA COMPANY v. BELINSKY, pDoInG BUSINESS AS 
IGLOO SYRUP COMPANY 


United States District Court; E. D. Michigan, S. Division 


August 9, 1944 


TRADE-MARK INFRINGEMENT—“Coca-CoLa” AND “Poto KoL_a”—CONFLICTING MARKS. 

In marketing a soft drink under the name “Polo Kola” defendant held guilty of trade- 
mark infringement with plaintiff, which had for many years put out a similar soft drink 
under the name “Coca-Cola.” 

UnFAIR COMPETITION—USE OF SIMILAR COLOR AND TRADE-NAME. 

In selecting for its soft drink and beverage syrup the same color as that long used by 
plaintiff in marketing its soft drink and syrup, defendant held guilty of unfair competition, 
and was restrained from the further use of the said color and of the words “Polo Kola.” 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Whittemore, Hulbert & Belknap, Detroit, Mich. (Albert Anderson, Atlanta, Ga., 
and Arthur C. Beaumont, Detroit, Mich., of counsel), for plaintiff. 
Arthur Kuhn, Detroit, Mich., for defendant. 


LEDERLE, D. J.: 


FINDINGS OF FaAcT 


1. This is an action brought for infringement of the plaintiff’s trade-mark and 
for unfair competition. In accordance with the practice of this court the parties 
were requested to furnish the court with proposed findings of fact and conclusions 
of law. The plaintiff has established all of the facts submitted in its proposed find- 
ings and these proposed findings are filed as a part of the file of this case. At the 
conclusion of the hearing and at the time the decision of the court was announced an 
informal opinion was dictated into the record. These findings will summarize all 
of the findings that are necessary to a decision. Most of the findings are based upon 
admissions made at a pre-trial hearing at which a formal order was entered. 

2. The plaintiff is a Delaware corporation and a citizen of that state. The de- 
fendant is a citizen of the State of Michigan and a resident of this district. The 
plaintiff is engaged in the manufacture and sale of a soft drink syrup and beverage 
made therefrom under the trade-mark of “Coca-Cola.” For a great many years 
the plaintiff and its predecessors have continually used this trade-mark in interstate 
commerce and plaintiff is now using this trade-mark throughout the United States. 
“Coca-Cola” designates the origin of the plaintiff's product and is recognized by 
the public as indicating exclusively the goods of the plaintiff. Plaintiff and its 
predecessors have spent large sums of money in advertising its product under its 
trade-mark and have established a good-will which has a value greatly in excess 
of $3,000. 

3. Soft drinks are usually ordered by spoken word and the public frequently 
abbreviates the name of the plaintiff's product to “Coke” and a call for “Coke” is 
understood by the public and dealers to be a call for the plaintiff's product. 

4. The plaintiff’s product is artificially colored a reddish brown and it is impos- 
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sible for a purchaser to ascertain merely from inspection whether the product is 
plaintiff’s product or an imitation where the color and consistency of the product 
are similar. 

5. The defendant since approximately 1942 has been engaged in selling soda 
fountain syrups at wholesale directly and through jobbers. Prior to engaging in 
this business he had many years’ experience in the handling of plaintiff’s product 
and had sold substantial quantities of it. In 1942 the defendant started to manufac- 
ture and sell in interstate commerce a beverage syrup to which he applied the name 
“Polo Kola.” The product which he sold under the name of “Polo Kola” is mer- 
chandise of the same descriptive qualities as the plaintiff’s “Coca-Cola” and reached 
the consuming public in substantially the same manner as the goods of the plaintiff 
are distributed. The evidence in this case conclusively establishes that from the 
beginning the defendant intended to palm off his product as the product of the plain- 
tiff. Prior to the time that the defendant started out on his venure of manufacturing 
he was a witness for the plaintiff in a suit similar to this. He was called as a witness 
in this case and it is perfectly clear from the evidence that when he adopted the color 
for his product and selected the name he did so with the deliberate intention of 
deceiving the ultimate purchasers into believing that they were purchasing and 
receiving the plaintiff's product. Shortly after the defendant started to manufacture 
this product without license or authorization from the plaintiff, the plaintiff notified 
the defendant in writing of the claimed infringement and requested that he discon- 
tinue using the name “Polo Kola.” The defendant did not comply with this request. 
When called as a witness he offered no plausible excuse for adopting the name that 
he did or for coloring the syrup in imitation of the plaintiff’s product and offered no 
explanation for his attempts to palm off his product as that of the plaintiff. He is 
guilty of trade-mark infringement and unfair competition. 


Conclusions of Law 


1. This action arises under the trade-mark laws of the United States, 15 U. S. 
C. A. 81 et seq., and is between citizens of different states, wherein the amount 
involved is in excess of three thousand ($3,000) dollars, exclusive of interest and 
costs, and this court has jurisdiction. 28 U. S. C. A. 41 (7). 

2. The defendant was guilty of trade-mark infringement and unfair competition 
in that he deliberately marketed his product with the intention that it should be 


passed off as the product of the plaintiff. A judgment may be entered perpetually 
enjoining and restraining the defendant from: 


(a) using, upon or in connection with the manufacture, sale, distribution, bottling, 
advertising or offering for sale of any beverage syrup, concentrate, extract, or beverage 
made therefrom, the words “Polo Kola” or any other colorable imitation of plaintiff’s 
trade-mark “Coca-Cola” and from otherwise infringing plaintiff’s said trade-mark ; 

(b) selling, or delivering, in response to calls or orders for “Coca-Cola” or “Coke,” any 
product other than plaintiffs; 

(c) giving to any part of the merchandise sold by defendant, his agents or distributors, 
a color imitating or resembling the color of the plaintiff’s product unless such product 
reaches the ultimate consumer in a distinctive package and unless the same be sold under 
a name not confusingly similar to the trade-mark “Coca-Cola” or any part thereof. 
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The judgment shall further provide that the defendant shall deliver up to plain- 
tiff for destruction any material having thereon the name “Polo Kola” and he shall 
at once cancel the registration of the name “Polo Kola.” Plaintiff may recover 
its costs to be taxed. 


J. B. LIEBMAN & CO., INC. v. LEIBMAN ert At. 
New Jersey Chancery Court 
July 10, 1944 


UNFAIR COMPETITION—PROTECTION OF BUSINESS GOOD-WILL. 

The law guards the good-will of a business and will protect the owner and the public 
against unlawful injury through unfair competition. 

UNFAIR COMPOTITION—PROTECTION OF TRADE-NAMES—CONFUSION OF CUSTOMERS. 

One who adopts a trade-name for use in his business and builds upon it public good-will 
acquires a property interest in both the trade-name and the good-will which equity will 
protect. However, one who may have some right or title to the use of a name will not be 
justified in adopting it for business use if the probable effect of so doing will be to lead the 
public to suppose that, in purchasing his goods, they are purchasing those of another. 

UnFaiIR CoMPETITION—“LIEBMAN” AND “LEIBMAN”—USE OF SIMILAR SURNAME—‘“LIEBMAN’S 
TOYLAND.” 

Defendant Lester Leibman, in calling himself Liebman and competing with plaintiff, J. B. 
Liebman & Company, under such name, also by displaying on his store front the sign 
“Liebman’s Toyland,” long used by plaintiff, and in otherwise featuring the name “Liebman” 
in his advertising held guilty of unfair competition, and was enjoined from selling merchan- 
dise in the city of Burlington, New Jersey, and in the State of New Jersey, south of said 
city under the name “Liebman’s” or L. Liebman Co.” 

UNFAIR COMPETITION—WHEN PRESENT. 

A nice discrimination is not expected from the ordinary purchaser and neither actual 
confusion nor actual fraudulent intent need be shown where the probable tendency of defend- 
ants’ conduct is to deceive the public and pass off their merchandise or business for that of 
the complainant. 


In equity. Action for unfair competition. Decree for complainant. 


S. Mortimer Hirshorn and Louis B. LeDuc, both of Camden, N. J., for complainant. 
W. Louis Bossle, Camden, N. J., for defendants. 


Wooprvurfr, V. C.: 


Complainant, alleging unfair competition in business, seeks an injunction. 

J. B. Liebman & Co., Inc., the complainant, operates a large department store 
at 726-728 Market Street, Philadelphia, Pa. It also operates branch stores in Wil- 
mington, Del., and in Reading, Allentown, Lebanon and Easton, Pa. For many 
years it has solicited customers and business in the city of Camden and generally 
throughout southern New Jersey. Each month its salesmen-collectors contact from 
10,000 to 12,000 of its active and inactive customers in Camden and South Jersey. 
Its regular yearly expenditure for advertising in newspapers circulating in Phila- 
delphia and throughout the South Jersey area is from $75,000 to $85,000 and, eight 
times a year, it has distributed 100,000 special sale circulars in the same district. In 
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recent years it has annually sold $600,000 worth of merchandise from its Philadelphia 
store alone, half of which has been purchased by Camden and South Jersey customers. 

The founder of complainant’s business, and its president since a corporation was 
formed, is Joseph B. Liebman. The defendant Lester Leibman is his cousin. It 
should be here observed that not only do they spell their surnames differently but 
that the names are differently pronounced. They are both citizens of the United 
States by naturalization; the former applied for and obtained citizenship using the 
name Liebman, was drafted for military service in 1917 as Joseph B. Liebman and 
has used that name ever since; the latter became a citizen through the naturalization 
of his father, Max Leibman. Lester Leibman was registered by that name as a 
citizen and a voter, was married by that name, and was registered by that name in the 
draft for the Second World War ; his parents and his brother bear the name Leibman, 
and Lester used that name continuously and exclusively until he was thirty years 
of age. 

Max Leibman was a grocer and he and his two sons, Lester Leibman and Roy 
Leibman, operated a grocery store in Philadelphia until they failed in business ; 
Joseph B. Liebman then advanced them six or eight thousand dollars to pay their 
business debts and secured employment for all three of them in complainant’s 
Philadelphia store. Max Leibman and Roy Leibman are still employees of the 
complainant. 

Lester Leibman worked as a salesman-collector for the complainant for about 
five years, then quit, without notice, to sell merchandise on his own account similar 
to that sold by the complainant and in the district where he had represented the 
complainant. His venture not succeeding, Lester Leibman formed a partnership 
with another ex-employee of complainant under the trade-name Quality Sales Com- 
pany. The partnership was formed April 20, 1936, and Lester then arbitrarily 
changed the spelling of his name from Leibman to Liebman. The partnership con- 
tinued to operate in the district where Lester had represented J. B. Liebman & Co., 
Inc., until three years ago when Lester opened a store under the name of Quality 
Sales Company at 1225 Broadway, in the city of Camden. The defendants L. Rose 
and E. Rose, his brothers-in-law, became his partners in this business. They sold 
furniture and furnishings on credit in competition with the complainant. 

In October, 1942, defendants rented 1227 Broadway, at the corner of Liberty 
Street and Broadway, and stocked it with toys and novelties for the Christmas trade. 
Lester Leibman (now calling himself Liebman) took charge of that store ; he posted 
signs in the display windows advertising it as “Liebman’s Toyland.” This slogan 
had been used by the complainant for several years to advertise its annual Christmas 
sale of toys and novelties and to designate an entire floor of its Philadelphia store, 
set aside for that purpose. The signs “Liebman’s Tuyland,” as displayed by the 
defendants, strikingly resembled in size and lettering the words as printed and dis- 
played by the complainant. In November, 1942, Joseph B. Liebman advised defend- 
ants that complainant objected to their use of his name “Liebman” and to their use 
and display of the words “Liebman’s Toyland.” Complainant then filed a bill in 
this court seeking an injunction, and a subpoena to answer was served upon Lester 
Leibman. The offending signs were then taken down and the equity suit was dis- 
continued by consent. 
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Sometime after the toyland sign was removed from the show windows of the 
store at Broadway and Liberty Street the defendants caused to be erected over those 
show windows very large signs reading “L. Liebman Co.” The new signs face 
both Broadway and Liberty Street. They are particularly noticeable because they 
are made up of separate cut-out letters painted white. Complainant charges that 
the defendants, in using the name “Liebman” and the signs “L. Liebman Co.,” are 
unfairly competing with it in its merchandising field. 

Defendants admit the essential allegations of the bill and seek to justify the use of 
the name “Liebman” and of the sign “L. Liebman Co.” by asserting the right of 
Lester Leibman to change the spelling of his name to Liebman and to use that 
adopted name in their business. They filed an answer and a counterclaim: The 
answer states that Lester Leibman “changed the spelling of his name to correspond 
with that of his cousin, Joseph B. Liebman” ; the counterclaim states that defendants 
posted “Liebman’s Toyland” signs in the display windows of their store in October, 
1942; that on November 25, 1942, Joseph B. Liebman “telephoned the defendant, 
Lester Leibman, and complained that the use of ‘Liebman’s Toyland’ was an infringe- 
ment of the property right in that name theretofore used and enjoyed by complain- 
ant”; and, that the signs were removed November 27, 1942. By their counterclaim 
defendants seek damages, charging complainant with vexatious and oppressive litiga- 
tion in filing the equity suit which was later discontinued and in bringing a suit at 
law for damages against the defendant Lester Leibman which was subsequently 
dismissed for failure to file security for costs. 

The law guards the good-will of a business and will protect the owner—and the 
public—against unlawful injury through unfair competition. Williamson Candy Co. 
v. Ucanco Candy Co., 3 F. 2d 156, 158 [14 T.-M. Rep. 383]; L. Martin Co. v. 
L. Martin & Wilckes Co., 75 N. J. Eq. 39, 71 Atl. 409; affirmed, 75 N. J. Eq. 257, 
72 Atl. 294. One who adopts a trade-name for use in his business and builds upon 
it public good-will, acquires a property interest in both the trade-name and the good- 
will which equity will protect. Robert H. Ingersoll & Bros. v. Hahne & Co. (Court 
of Chancery), 89 N. J. Eq. 332, 108 Atl. 128 [8 T.-M. Rep. 346]. And one who 
may have some right or title to the use of a name will not be justified in adopting it 
for business use if the probable effect of so doing will be to lead the public to suppose 
that in purchasing his goods they are purchasing those of another. Seixo v. 
Provezende (1866), L. R. 1 Ch. 192. 

The business success of Joseph B. Liebman and of the complainant company has 
been phenomenal. Complainant’s good-will and the name by which it is generally 
known, “Liebman’s,” are valuable assets. Joseph B. Liebman was sixteen years of 
age when he arrived in the United States; he spoke no English. Four years later 
he started a merchandising sales business. In 1920 he formed a corporation, Alumi- 
num Sales Company and became its president. In 1922 the corporation J. B. Lieb- 
man Co., Inc., was formed to take over the business of Aluminum Sales Company. 
Joseph B. Liebman was the president of the first company he formed, and he has 
always been president of the complainant corporation. In 1936 complainant took 
over two properties 726-728 Market Street, Philadelphia, Pennsylvania, and exten- 
sively improved them. There complainant conducts its principal business. In 1941 
it sold merchandise to a total of $2,000,000. 
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From about 1920 until the present store was established, Joseph B. Liebman 
used his surname and “The Friendly Store” in advertising his business. Com- 
plainant’s stationery and its advertising bore the words “Liebman’s—The Friendly 
Store”; in all of its advertising it has identified itself as ““Liebman’s.” When the 
present store properties were improved an impressive new front was constructed ; 
across the width thereof, in large letters, is the one word “Liebman’s.” 

The primary question to be here determined is whether the use by the defendants 
in connection with their business of the name “Liebman” and the trade-name 
“L. Liebman Co.” constitutes such unfair competition with complainant as will move 
this court to prevent such use by injunction. Defendants maintain that they are 
entitled to use the name “Liebman” and the trade-name “L. Liebman Co.” because, 
as they say, Liebman is the present name of the defendant Lester. His family emi- 
grated from Russia. The testimony was to the effect that in Russia the name was 
pronounced as if spelled Labman or Labman, that is, sometimes as if the first “a’’ in 
the name were pronounced short, and sometimes as if that “a” were pronounced long. 
However, the Russian name might appear literally translated into English, the 
defendant Lester is identified in the United States with and by the name Leibman, 
the diphthong pronounced like a long “i.” By that name he became and is a natu- 
ralized citizen ; that name he has never had legally changed. It is, however, imma- 
terial: Had Lester Leibman’s father adopted the same spelling and the same pro- 
nunciation of the name that his nephew Joseph did, or had there been effected a legal 
change of the name from Leibman to Liebman, nevertheless the defendants would 
not be justified in using that name in unfair business competition with the com- 
plainant. 

Obviously, after one has borne a name for thirty years, one does not drop that 
name and adopt another without reason. In the answer of the defendants it is 
alleged that Lester Leibman realized that “it was improper that there should be a 
variance in the spelling of the family name,” and thereupon “changed the spelling 
of his name to correspond with that of his cousin, Joseph B. Liebman.” Examined 
as a witness, Lester Leibman declared that he had not suggested such a reason to 
his solicitor when the answer was to be prepared and filed; he testified that he 
changed his name for no reason except that he suddenly came to realize Liebman 
sounded better than Leibman. He had not chosen to use the name Liebman when 
he was associated in business with his cousin; not until he had quit the employment 
of the complainant and had come to realize that he could not make a success of selling 
merchandise on his own account did he begin to use the name Liebman. Again, when 
he and his present associates decided to open a new store and promote a Christmas 
toy sale, he identified and advertised it by placing, in the show windows, a likeness 
of the slogan adopted and popularized in the Philadelphia-South Jersey district over 
a period of years by the complainant. While the toyland signs were in the show 
windows of the defendants’ store, a number of customers or prospective customers 
asked Lester Leibman, his associates and their employees, if the store was a branch 
of complainant’s Philadelphia store. Lester Leibman testified that he personally 
answered “about six” such inquiries in “just the few days I had this “‘Liebman’s 
Toyland’ sign up.” 






ee 


Nee 


saiomeersai? 


vest Be 


ain 








LIEBMAN & CO. v. LEIBMAN 15 





It was after complainant’s protest to Lester Leibman, the institution of an 
injunction suit, the removal of the sign and the discontinuance of the action, that 
defendants erected the present large signs over the show windows on Liberty Street 
and on Broadway. 

I am convinced that defendants chose to erect the present signs “L. Liebman Co.” 
because they had come to realize the drawing power of the name Liebman with the 
public through the inquiries made when that name appeared in their window. Their 
explanation that the name was used only because of their desire to distinguish be- 
tween their new store in which goods were to be sold for cash and their adjoining 
store where goods were sold on credit, is, in view of the circumstances, incredible. 
While the corporate name of complainant is J. B. Liebman Co., Inc., it has educated 
its customers and the public to think of its store and business as “Liebman’s.”’ 

Whether the use of the name “Liebman” and the signs “L. Liebman Co.” in 
connection with the defendants’ business is calculated to mislead the public must be 
resolved from the standpoint of ordinary purchasers like the six who questioned 
Lester Leibman. A. Hollander & Son, Inc. v. Philip A. Singer, etc., Inc., 119 N. J. 
Eq. 52, 180 Atl. 671 [19 T.-M. Rep. 348], affirmed, per curiam, 120 N. J. Eq. 76, 
183 Atl. 296. <A nice discrimination is not expected from the ordinary purchaser 
and neither actual confusion nor actual fraudulent intent need be shown where the 
necessary and probable tendency of the defendants’ conduct is to deceive the public 
and pass off their merchandise or business as and for that of the complainant. Simi- 
larity, not necessarily identity of names, is recognized as the basis for relief. Hilton 
v. Hilton (Court of Errors and Appeals), 90 N. J. Eq. 564, 567, 107 Atl. 263 
[8 T.-M. Rep. 259] ; Cotex Corp. v. Oxtex Corp. (Court of Errors and Appeals), 
121 N. J. Eq. 377, 187 Atl. 750. The consequences of defendants’ acts, not the 
motive for them, determines whether this court should interfere to protect the com- 
plainant in the custom and patronage, which complainant and its president have 
built up by and around the use of its and his name. Polackoff v. Sunkin (Court of 
Errors and Appeals), 115 N. J. Eq. 134, 169 Atl. 724 [24 T.-M. Rep. 63]. 

The prayer of complainant’s bill is that defendants shall be forthwith restrained 
from selling merchandise to the general public in Camden and vicinity under the 
name “Liebman’s” or “L. Liebman Co.,” or from using said name or any variant 
thereof in the State of New Jersey in connection with said business. There has been 
no testimony that complainant has any trade or business in New Jersey except in 
Burlington and in the state south of that city. I shall, therefore, advise a decree 
restraining the defendants from in anywise selling merchandise to the general public 
in the city of Burlington, New Jersey, and in the State of New Jersey south of the 
city of Burlington under the name “Liebman” or under “Liebman’s” or “L. Liebman 
Co.,” or from using the name Liebman in connection with their present or any other 
merchandising business in competition with the complainant in that city and that 
portion of South Jersey. 

Complainant by its bill also prayed an accounting for profits made or enjoyed by 
the defendants from the use of the name “L. Liebman Co.” or “Liebman’s” and a 
decree against defendants requiring them to pay over such profits to the complainant. 
This relief was not urged upon final hearing and argument; I assume that this 
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prayer has been abandoned. If not, counsel will be heard on presentation of a form 
of decree. Defendants’ counterclaim will be dismissed. 





DEVONSHIRE, JR., INC. v. COHN 
New York Supreme Court, New York County 
November 16, 1944 


UnFair COMPETITION—PHRASES OF SIMILAR MEANING—“YourR HEART THROB FASHION” AND 
“ORIGINAL HEARTBEAT CASUAL”—Worp “HEART” Pustict JuRIS—DISTINGUISHING 
DIFFERENCES IN LABELS. 

Plaintiff, a wholesale manufacturer of dresses sold under the prior adopted mark “Your 
Heart Throb Fashion—U Must Try Me On,” held not entitled to restrain defendant from 
the use on its dresses, similarly sold, the words “Original Heartbeat Casual,” in as much as 
the word “Heart” appearing in both marks is publici juris, the respective labels were identified 
by several distinguishing features and there was no evidence of confusion of customers. 





In equity. Action for unfair competition. Judgment for defendant. 
O’BRIEN, J.: 


In this action plaintiff, the owner of a registered trade-mark “Your Heart Throb 
Fashion—U Must Try Me On,” seeks to restrain the defendant from using a certain 
trade-mark and asks for an accounting upon the ground that defendant with full 
knowledge of the plaintiff’s rights in and to its trade-mark, deliberately planned to 
imitate plaintiff's trade-mark for the purpose of deceiving the public into the belief . 
that the dresses manufactured and sold by the defendant were the same as those 
manufactured and sold by the plaintiff and to create ccnfusion in the minds of the 
general buying public by the use of a mark “Original Heartbeat Casual.” 

The allegations of unfair competition and damage are denied by the defendant. 

Plaintiff and defendant are engaged in a similar line of business. They are 
wholesale manufacturers of dresses, their merchandise being offered generally to 
the same types of buyers, department stores, chain stores and general distributors of 
dresses to the public. 

For several years prior to June 1, 1943, plaintiff commenced the use of the trade- 
mark, bearing the legend “Your Heart Throb Fashion—U Must Try Me On.” This 
legend was inscribed on a thin cardboard in the shape of a “heart” with a red back- 
ground, which was fastened by a string, either to a button or a loop on a dress. The 
trade-mark was also employed by publication in connection with advertising matter 
in magazines distributed generally to the public. In every advertisement so inserted 
by the plaintiff there was legibly inscribed the corporate name of the plaintiff, 
“Devonshire, Jr., Inc.” and the address of plaintiff, No. 1400 Broadway, City of 
New York. The pictures of the style of dresses offered for sale by plaintiff were 
also inscribed in all advertising matter in every instance, with but one exception, 
for plaintiff at times also used the trade-mark “Feather Twill” in conjunction with 
its advertising aforementioned. 

On or about June 1, 1943, Pat Hartly, Inc., and then its successor, the defendant, 
commenced the use of a trade-mark bearing the legend “Original Heartbeat Casual.” 
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This trade-mark was used only on a cloth with a white background, rectangular in 
shape, and was so used by defendant by sewing it on the inner part of the neckband 
of the dress offered for sale by the defendant. The trade-mark was also used by 
publication in magazines generally offered for sale to the public. On every adver- 
tisement published by the defendant there was legibly inscribed the name of the 
defendant “Pat Hartly,” or that of its predecessor, “Pat Hartly, Inc.,” with the 
address, No. 1400 Broadway, Borough of Manhattan, City of New York. On every 
advertisement so published by the defendant there was legibly inscribed a picture of 
the style of the dress offered for sale by the defendant. 

Both litigants transacted an extremely large volume of business during the period 
herein involved, this defendant employing the trade-mark used by it only in connec- 
tion with one style of dress. 

Except as I have stated here, further discussion of the facts might tend to con- 
fuse and, in any event, is unnecessary to the disposition of the issues of fact and a 
declaration of the principles of law involved. 

The evidence discloses that the word “Heart” was in common use by the public 
long before it was applied in conjunction with the plaintiff’s mark, so that a monopoly 
of that word itself cannot be claimed by the plaintiff. The dominant features of both 
marks appear to be “Heartthrob” and “Heartbeat.”” Both contain the identical word 
“Heart” and the expressions are synonymous, but this in and of itself is not con- 
clusive or even sufficient to sustain a claim of unfair competition, for the marks must 
be considered in their entirety, and unless the necessary elements of unfair competi- 
tion are present and are established by competent evidence a court of equity will not 
interfere. 

The competition in this particular industry is extremely keen and the word 
“Heart” and the various combinations in which it is used as evidenced by the various 
exhibits are widely used, so that all of the circumstances and reasonable inferences 
must be viewed in the light of the morals of this particular market place. 

It is true that there is some similarity in these and other marks, but there seems 
to be no confusion as a result of their use, for each mark, similar though it be, defi- 
nitely signifies a particular type and style of garment and is known in the trade as 
the special product of a particular company or corporation. 

The likelihood of confusion, although not impossible, is minimized and in this 
case negatived by the fact that not one instance of any consequence is shown despite 
the huge volume of sales by both companies. 

This proof offered by plaintiff can be characterized as vague, indefinite and based 
upon possibility and conjecture. There is no substantial proof that defendant ever 
attempted to palm off its goods as those of plaintiff; neither is there any proof of 
fraud, deceit or improper business practice or the reasonable likelihood of confusion 
or willful disregard for plaintiff’s rights as is alleged in the complaint. No decline 
in the business of the plaintiff is evident nor has there been any impairment to its 
good-will or reputation. 

The cornerstone of American enterprise is freedom in competition but this 
freedom must be based upon inherent honesty and genuine sincerity of purpose and 
conduct. All of our decisions relative to competition insist upon fairness. ‘“Fair- 


play” is the trade-mark of the law. These qualities foreign to those with piratical 
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tendencies and possessed by others only in theory are often abused, so that equity 
must assert itself in order to curb those whose conscience have become too elastic 
or those who have never been endowed with the essence of fair play. Whether these 
virtues in competition have been followed even to a reasonable degree is a question 
for the determination of a court of equity. This evidence does not disclose a viola- 
tion of the established rules. 

The plaintiff has failed to establish its cause of action as alleged in the complaint. 
The various questions of law and fact are resolved in favor of the defendant and 
judgment is directed for the defendant. Settle judgment. 





HARTMAN v. COHN ert AL. 
Pennsylvania Supreme Court 
June 30, 1944 


TRADE-MARKS—“DUNDEE” ON CLOTHING—GEOGRAPHICAL TERM—SECONDARY MEANING. 

A geographical name, like “Dundee,” may come to signify a different style, design and 
workmanship in suits and clothing, and one who adds a new meaning to such words should 
have the exclusive right to use them in this acquired sense. Plaintiff, therefore, who had 
for 26 years conducted a tailoring busines in Reading, Pennsylvania, under the name “Dundee 
Woolen Mills, Custom Tailors,” held to have identified the name “Dundee” to the public 
exclusively with his business. 

UNFAIR COMPETITION—SUITS—J UDICIAL INTERVENTION. 

It is not necessary, in order to justify judicial interference with the use of names, that 
there be intent to get an unfair share of another’s business; it is sufficient where the effect 
of defendant’s action is to produce confusion in the public mind and consequent loss to 
complainant. 

UnFaiR COMPETITION—SUITS—DOCcTRINE OF UNCLEAN HANDS. 

One of the limitations of the doctrine of unclean hands is that the wrong-doing of the 

plaintiff must have been in reference to the very matter in controversy. 
UNFAIR COMPETITION—USE OF MISLEADING BUSINESS TITLE AND SLOGAN. 

Where plaintiff carried on its custom tailoring business under the name “Dundee Woolen 
Mills, Custom Tailors” and featured the slogan “No Middleman’s Profits,” whereas he had 
no connection with any woolen mills, nor with any middlemen, plaintiff came into court with 
unclean hands and his relief was conditioned on his eliminating from his name and advertising 
the misleading name and slogan. 





In equity. Action to enjoin use of word “Dundee” in connection with defend- 
ants’ clothing business. Decree for plaintiff and defendants appeal. Affirmed. 


Before Maxey, C. J., and Drew, LINN, STERN, PATTERSON, STEARNE, and 
HuGues, JJ. 


Charles H. Weidner and Stevens & Lee, all of Reading, Pa., and Harry J. Halperin, 
of New York City, for appellants. 
Harry S. Craumer, of Reading, Pa., for appellee. 


HuGues, J.: 


The Chancellor found the following material facts: Dwight Hartman for twenty- 
six years conducted a gentlemen’s tailoring shop in Reading, Berks County, making 
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men’s clothing upon the order and to the measure of his customers. During that 
entire period -he traded under the name of “Dundee Woolen Mills, Custom Tailors.” 
No competitor used a similar name in that locality. For many years the defendants 
and their predecessors conducted a business, which they termed nationwide, through 
stores throughout the United States, and have continuously used the names 
“Dundee,” “Dundee Smart Clothes” and “Dundee Clothes.” “Dundee” is attractive 
for use in the sale of clothing, because a city in Scotland of that name is noted for 
its linens and woolens. In 1939 the defendants opened a ready-to-wear clothing 
business in Reading, Berks County, and advertised under the name “Dundee Cloth- 
ing Factory Sales Room.” In the twenty-six years of operation the plaintiff had 
impressed the association of the name “Dundee” with his business and the public 
in Reading had come to understand the word to mean the tailoring shop and business 
of the plaintiff and to signify the men’s clothing tailored by him. These facts were 
supported by competent evidence, affirmed by the court en banc, and will be con- 
sidered conclusive on appeal. Edirose Silk Manufacturing Company v. First Na- 
tional Bank & Trust Co., 338 Pa. 139, 12 A. 2d 40. 

The appellants contend that Dundee, being the name of a city in Scotland famous 
for its woolens, is not susceptible of exclusive appropriation as a trade-name in the 
clothing business. The plaintiff, by advertising and marketing his products under 
that} name, has given it great commercial value in the area which he exclusively 
served. Since the plaintiff used the name “Dundee” to establish, advertise and 
expand his business, even though it is a geographical name, he is entitled to protec- 
tion in its use. In such a case, a geographical name may come to signify a different 
style, design and workmanship in suits and clothing, and a person who adds a new 
meaning to words should have the exclusive right to use them in this acquired sense. 
Any name, geographical or otherwise, applied to a product, becomes an asset to the 
person who advertises and markets that product as soon as the public begins to 
associate that name with that product. Where, as here, the name “Dundee” has 
been used exclusively in the clothing business in Berks County for a long period 
of years by the plaintiff before the appellants came into that territory to sell clothing, 
the geographical term has taken on such a secondary meaning that the plaintiff will 
be protected in such use of it. “When the word is incapable of becoming a valid 
trade-mark, because descriptive or geographical, yet has by use come to stand for 
a particular maker or vendor, its use by another in this secondary sense will be 
restrained as unfair and fraudulent competition, and its use in its primary or common 
sense confined in such a way as will prevent a probable deceit by enabling one maker 
or vendor to sell his article as the product of another.” Quaker State Oil Refining 
Company v. Steinberg et al., 325 Pa. 273, 279, 189 A. 473, 476. 

Until the appearance of the defendants’ store in Reading, the public only asso- 
ciated the trade-name of “Dundee” with the business of the plaintiff. That two 
different corporations or individuals in widely separated areas used the same trade- 
name to designate the same kind of business, should not prevent each from asserting 
his right to the use of that trade-name in the territory in which he has exclusively 
operated. The learned trial judge aptly states: “It is no less true that the use of 
the word ‘Dundee’ by defendants creates a confusion among local customers, liable 
to be prejudicial to plaintiff, (1) through mere confusion among buyers, and occa- 
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sional confusion in mail and package deliveries, (2) by giving to defendants’ cus- 
tomers and therefore to defendants, the unfair advantage that their ready-made gar- 
iments labeled ‘Dundee’ received the credit of tae established reputation of the 
Dundee-made, custom-tailored garments, and (3) by a certain reversed effect, 
namely, that plaintiff’s customers necessarily in our opinion take a somewhat dimin- 
ished satisfaction in wearing plaintiff’s garments, if a cheap ready-made garment 
bearing practically the same label is sold by defendants in the same community. We 
find no difficulty in concluding that defendants’ practices have constituted unfair 
competition, and are enjoinable.” 

It is not necessary, in order to justify judicial interference with the use of names, 
that there be an intent to get an unfair and fraudulent share of another’s business ; 
it is sufficient where the effect of the defendant’s action, irrespective of his intent, is 
to produce confusion in the public mind and consequent loss to the complainant. 
American Clay Manufacturing Company v. American Clay Manufacturing Company, 
198 Pa. 189, 47 A. 936; Potter v. Osgood, 79 Pa. Super. 397. 

The court below having found sufficient reason to restrain the defendants in the 
use of “Dundee,” took occasion to examine into the business of the plaintiff in its 
relations to the public, with reference to the use of the name “Dundee Woolen Mills, 
Custom Tailors,” as well as the advertisement on the front of the plaintiff’s store, 
reading “No Middleman’s Profits.” The record revealed that no woolen mill exists 
which the plaintiff represents or has represented, and the plaintiff conducts his busi- 
ness as do all custom tailors in Reading. The legend “No Middleman’s Profits” 
is a deceptive statement, there being nothing in the manner in which the plaintiff 
transacted his business to justify it. The final decree, therefore, granted the relief 
for which the plaintiff prayed, conditioned upon: 


(a) his registering himself in the fictitious name register in the office of the Prothonotary 
of Berks County as “Dwight Hartman,” trading as “Dundee Tailors,” or some other 
appropriate legend containing the name “Dundee,” but excluding the word “Mills,” (b) his 
altering his shop signs, stationery, package legends, labels and other features in which his 
trade-name appears to conform with the directions contained in (a) hereof, and (c) his 


ceasing to use the word “Mills,” and the slogan “No Middleman’s Profits,” in connection 
with his business. 


The defendants claim that on account of the findings which supported the above 
decree, it appears that the plaintiff did not come into equity with clean hands and is, 
therefore, not entitled to relief against the actions of the defendants. In Comstock 
v. Thompson, 286 Pa. *°7, 461, 133 A. 638, 640, we said: 


The maxim referred to is to be applied where the wrongdoing is in reference to the 
matter in dispute (Dempster v. Baxmyer, 231 Pa. 28, 79 A. 805), and must be connected 
with the controversy in litigation so that it has in some way affected the equitable relations 
subsisting between the two parties, arising out of the particular transaction. (Hays’ 
Estate, 159 Pa. 381, 28 A. 158.)... There are limitations to the application of the rule, 
and the maxim should not be applied where an inequitable result would be reached. 21 
C. J. 175. If it appears that the conduct complained of was not willful, but the wrongful 
act was committed under an honest belief as to its validity, the plaintiff is not without 
remedy (Lewis’ Appeal, 67 Pa. 153), and the same has been decided where the injury 
inflicted on defendants was merely the result of negligence (Bradly v. Jennings, 201 Pa. 
473, 51 A. 343), or the harm suffered as a result is small compared with the interest 
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involved, and for which an accounting is asked (Wilson v. Keller, 195 Pa. 98, 45 A. 682), 
for it is not every reprehensible act which will bar the maintenance of the suit (4 A. L. R. 
65, note). Proof of misconduct as to part of a transaction does not necessarily prevent 
the assertion of rights arising from the remainder of it, which is legally unobjectionable. 
Dempster v. Baxmyer, supra; Barnes v. Barnes, 282 Ill. 593, 118 N. E. 1004, 4 A. L. R. 4. 
When a court of equity is appealed to for relief it will not go outside of the subject- 
matter of the controversy and make its inference to depend upon the character and conduct 
of the moving party in no way affecting the equitable right which he asserts against the 
defendant or the relief which he demands.” Belmont Laboratories, Inc. v. Heist et al., 
300 Pa. 542, 554, 151 A. 15, 19. 


Equity will not stand aside a plaintiff whose rights have been transgressed and 
permit them to be appropriated because of previous bad conduct, and, if the plaintiff 
offers reparation for what he has done, he may be granted relief, contingent upon 
repairing the injury he has inflicted. Valley Smokeless Coal Co. v. Manufacturers’ 
Water Co., 302 Pa. 232, 153 A. 327. 


One of the limitations of the doctrine of coming into equity with unclean hands is that 
the wrong-doing of the plaintiff must have been in reference to the very matter in con- 
troversy and not merely remotely or indirectly connected therewith. Vercesi v. Petri, 
334 Pa. 385, 388, 5 A. 2d 563, 565. 


The issue raised by the plaintiff concerned the use of “Dundee” in the clothing 
business in Berks County. The matters in which the court found the plaintiff acted 
inequitably referred to the public and his customers, and not to the defendants. 
However, since the court had jurisdiction of the plaintiff, he followed the principle 
set forth in Comstock v. Thompson, supra, 286 Pa. page 463, 133 A. page 640: 


Anyone going into a court of equity and asking its aid, whether that aid be such as could 
be obtained in a court of law, or whether it be of a character obtainable only in a court of 
equity, submits himself to the jurisdiction of the court, and, in asking its aid, subjects 
himself to the imposition of such terms as well-established principles would require. The 
decree entered by the court below was entirely proper. 


The decree is affirmed at the cost of the appellants. 





IN THE MATTER OF THE APPLICATION OF THE AMERICAN 
FORK & HOE COMPANY 


United States Court of Customs and Patent Appeals 
December 11, 1944 


TRADE-MARKS—REGISTRATION—“COLLIE KING,” AND “R. Kinc,” “Kinc’s SuPERIoR TooLs”— 
CONFLICTING MARKS. 
The name “Collie King” held to be confusingly similar to the name “R. King” and the 
words “King’s Superior Tools,” all the marks being used on hand tools. 


On appeal from a decision of the Commissioner of Patents, affirming that of the 
Examiner of Trade-Marks, denying registration to appellant’s mark. Affirmed. 
For the Commissioner’s decision, see 33 T.-M. Rep. 298. 


Frank Slough (Donald A. Gardiner, of counsel) for appellant. 
W.W. Cochran (R. F. Whitehead, of counsel) for the Commissioner of Patents. 
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Before GARRETT, P. J., and BLAND, HATFIELD, JACKSON, and O’CONNELL, A. JJ. 


BLAND, J., delivered the opinion of the court. 


Appellant has here appealed from the decision of the Commissioner of Patents, 
affirming that of the Examiner of Trade-Marks, denying registration of appellant’s 
trade-mark, which consists of the words “Collie King,” for use on “Hand Tools, 
namely Hammers, Hatchets, Axes, Adzes, Broadaxes.”’ The application states 
that appellant and its predecessors had used said mark since January 22, 1912. 

The Examiner of Trade-Marks refused registration in view of the prior regis- 
trations to The Collins Company of three trade-marks. The first consists of the 
words “R. King” in handwriting—a facsimile signature. The second consists of 
the following words: “King’s Superior Tools, Manufactured From Best Refined 
Cast Steel, R. King, Canton Conn.,” the words “R. King” again being in the same 
script. The third mark comprises the same words “R. King” in script and, imme- 
diately below, the words “Canton Conn.” The last-mentioned mark was registered 
September 3, 1912, while the first and second marks were registered in 1921 and 
1926, respectively. All three registrations were made under the so-called ten-year 
proviso in § 5 (b) of the Trade-Mark Act of February 20, 1905, which provides 
that a mark which might be otherwise unregistrable under the terms of said act 
would be entitled to registration if used for ten years prior to the passage of the act. 
The three registrations of The Collins Company disclose that one of the marks had 
been used since 1826 and the other two since 1830. 

The Examiner of Trade-Marks stated that the registrations under the ten-year 
proviso gave the name “King” in the registered marks a wholly arbitrary signifi- 
cance ; that appellant had merely prefixed the word “Collie” to the word “King” ; 
and that there was not a “registrable distinction” between the two marks, citing 
cases as follows: E-Z Mills, Inc. v. Martin Brothers Company, 25 C. C. P. A. 
(Patents) 992, 95 F. (2d) 269 [28 T.-M. Rep. 207], holding similar “Klad-ezee”’ 
and “E-Z”; Federal Mill & Elevator Co., Inc. v. Pillsbury Flour Mills Co., C. C. 
P. A. (Patents) 1353, 49 F. (2d) 1042 [21 T.-M. Rep. 341], holding similar 
“Lucky” and “Lucky Strike”; King Kola Mfg. Co. v. Coca-Cola Co., 26 C. C. P. A. 
(Patents) 704, 99 F. (2d) 983 [28 T.-M. Rep. 603], holding similar “King Kola” 
and “Coca-Cola”; and Lever Brothers Co. v. The Sitroux Co., 27 C. C. P. A. 
(Patents) 858, 109 F. (2d) 445 [30 T.-M. Rep. 84], holding similar “Lux” and 
“Sit-Ru-Lux.” 

The Commissioner approved of the action on the part of the Examiner and 
stated : 


“King” and “King’s” as employed in these registrations are, of course, surnames, 
while applicant’s mark as a whole has no such significance. However, “significance of 
marks is not the only factor to be considered, for appearance and sound are equally impor- 
tant.” Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 
88 Fed. (2d) 725. The word “King” is a prominent feature of applicant’s mark, and in 
view of the identity of the merchandise involved renders the mark as a whole too nearly 
similar to each of the registered marks to be used in trade without likelihood of confusion. 
Applicant claims to have used this mark for many years, and asserts that no confusion has 
occurred. But the statute prohibits the registration of marks that are “likely to cause 
confusion or mistake in the mind of the people or to deceive purchasers,” and the absence 
of actual confusion is not controlling. 
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While I think the Examiner correctly decided the case, there are two other reasons, 
to which he has made no reference, why the application as presented must be rejected. 
One is that the labels filed to “show the trade-mark as actually used upon the goods” indi- 
cate that the mark is used by The American Axe & Tool Co., Inc., rather than by appli- 
cant. The other is that the mark borne by these labels differs in several respects from 
the mark shown on the drawing. 


It is our view that the Commissioner reached the right conclusion and correctly 
stated the law. In view of our conclusion that the application for registration was 
properly denied by reason of the fact that some of the goods of the parties are 
identical, to wit, axes, and that the trade-marks are so similar that in their concur- 
rent use there would be a likelihood of confusing the purchasing public as to owner- 
ship and origin of the goods, it will not be necessary to pass upon the two additional 
reasons (relating to the character of labels filed with the application) which the 
Commissioner gave for not allowing registration. 

In this court appellant argues, in effect, that its mark “Collie King” suggests 
the idea of a certain breed of dog, while the marks of the registrant are almost exclu- 
sively concerned with the name of an individual ; that trade-marks such as those of 
the registrant should be “subject to a much more restricted appropriation than had 
the marks been purely fictitious in character and original in concept,” citing Wm. A. 
Rogers, Ltd. v. International Silver Co., 30 App. D. C. 97, and Thaddeus Davids 
Company v. Davids Manufacturing Company, 233 U. S. 461 [4 T.-M. Rep. 175]. 

On this phase of the case, it is sufficient to say that, regardless of whether name 
trade-marks carry with them a restricted appropriation right, it does not change 
the mandate of the statute that it shall be the duty of the Commissioner of Patents 
to deny registration to applicants whose marks “‘so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to merchandise 
of the same descriptive properties as to be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers.” 

It is a queer coincidence, not explained in the record or briefs, just why appellant 
and its predecessors in business should have chosen as a trade-mark for axes, the 
term “Collie King.” It is significant that “King”—the most important trade-mark 
feature of the registered marks—should be prefixed by the word “Collie,” in view 
of the fact that the three registered marks are owned by the very old corporation, 
The Collins Company. 

Appellant argues further that since there is such a difference in meaning between 
the marks involved here and a lack of similarity in the appearance, there would be 
no probability of confusion resulting from the concurrent use of the marks; that 
“In Applicant’s case, only an extremely careful analysis of its mark and of regis- 
trant’s marks could disclose a similarity. Jts difference is at once apparent. Any 
similarity must be sought out and detected.” [Italics quoted. ] 

The difference in meaning of competing marks, under circumstances like those 
at bar, is not the controlling factor. It is a consideration which should not be ignored, 
but even though there is a difference of meaning, this fact is not controlling if, in 
other respects, the marks have such similarity as to produce the results which Con- 
gress intended to avoid. Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 
24C.C. P. A. (Patents) 1098, 88 F. (2d) 725. In that case it was stated that the 
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significance of marks is not the only factor to be considered, and that appearance 
and sound are equally important. 

The appearance and sound in this instance are controlling factors. While there 
is a difference in appearance between applicant’s mark and the registered marks, 
the term in commerce which would ordinarily be applied to the axes upon which the 
marks of the respective parties are used would be a “King ax,” a “Collie King ax,” or 
an “R. King ax.” The term “King” in both instances sounds alike ; and the marks 
resemble each other, although the words of the applicant are in printed capitals, 
while those of the registrant are in script. 

For the reasons stated we conclude that the Commissioner properly affirmed the 
action of the Examiner in denying registration of appellant’s mark, and his decision 
so doing is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Interference 


Interrogatories calling for specimens objectionable 


Frazer, F. A. C.: Denied a petition from the action of the Examiner of Inter- 
ferences sustaining the objections of The Procter & Gamble Company, of Memphis, 
Tennessee, to certain interrogatories propounded by Sweets Laboratories, Inc., of 
New York, New York, under Rule 33 of the Rules of Civil Procedure. 

It was held that interrogatories calling for a yes or no answer concerning subject 
matter that may or may not be within respondent’s knowledge are objectionable 
without inquiry first having been made as to whether respondent had any knowledge 
on the subject. 

It was held that interrogatories calling for the physical delivery to petitioner’s 
counsel of certain specimens, if in existence, were objectionable since Rule 33 makes 
no provision for the delivery of specimens. 

As to petitioner’s offer to waive the delivery of specimens, it was held that this 
would be tantamount to the amendment of the original interrogatories, and that 
such amendments should not usually be permitted.’ 


Petitions from Examiner’s Decision 


Refusal to register 


Frazer, F. A. C.: Dismissed opposer’s appeal from the action of the Examiner 
of Interferences, who had dismissed the opposition of Celanese Corporation of 
America, of New York, New York, to the application of Eastman Kodak Company, 
of Rochester, New York, for registration of a trade-mark, but on an ex parte ground 
held applicant’s mark non-registrable where applicant took no appeal; and the 
ex parte refusal to register has become final.” 


1. Sweets Laboratories, Inc. v. Lexey B. Ellis, Jr. (The Procter & Gamble Company, 
Renewant, Substituted), Canc. No. 4298, 166 M. D. 613, October 21, 1944. 

2. Celanese Corporation of America v. Eastman Kodak Company, Opp’n No. 22,140, 166 
M. D. 630, October 28, 1944. 
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PART II 


THOMAS FRENCH & SONS, LTD., et at v. INTERNATIONAL BRAID 
COMPANY 


United States Circuit Court of Appeals, First Circuit 
January 2, 1945 


TRADE- MARKS—CANCELLATION\—-PETITION FOR SUBPOENA Duces TECUM—REFUSAL TO SUBMIT 
REcorps—A PPEAL—DISMISSAL. 

Where, in a suit by appellee to cancel a federal trade-mark registered by appellant, appel- 
lee petitioned the District Court for a subpoena duces tecum to compel Harris, an officer of 
appellant, to produce certain designated records, and where the latter official refused to com- 
ply with said order, and moved to dismiss on the ground that the court had no appellate 
jurisdiction, being limited to final decisions, held that the order appealed from is not a final 
decision within the meaning of the statute so far as the parties to the principal suit are 
concerned. The motion to dismiss was, accordingly, sustained and the appeal dismissed. 


On appeal from the District Court, District of Massachusetts. Petition by 


appellant for subpoena duces tecum to compel appellee to produce documents and 
testify. Appeal dismissed. 


Harry C. Bierman, New York, N. Y., for appellants. 
Herbert S. Barlow, Providence, R. I., for appellee. 


Before MAHONEY and Woopsvury, Circuit Judges, and SwEENeEY, District Judge. 


Manoney, C. J.: 


The circumstances out of which the present controversy arose are not in dispute. 
The International Braid Company has instituted in the United States Patent Office 
a proceeding for the cancellation of a registered trade-mark owned by Thomas French 
& Sons, Ltd. The trade-mark in question is for ladder web for Venetian blinds and 
consists of a pair of blue threads in each of the successive cross straps or cross tapes 
of the ladder web. In connection with the taking of testimony by deposition to be 
used in that proceeding, International petitioned the District Court, pursuant to 35 
U.S.C. Sees. 54-56, for a subpoena duces tecum to compel the appellant, Harris, an 
officer of French, to testify and produce certain designated records." 


1. The trade-mark application is dated May 12, 1938 and states that “the trade-mark has 
been continuously used and applied to said goods in applicant’s business since the 5th day of 
May, 1938.” 

The subpoena duces tecum in part instructed Harris to bring to the hearing: 


“1. Copies of all invoices or sales records of ladder web for the year 1937. 

“2. Copies of all invoices or sales records of ladder web for the year 1938. 

“3. Copies of all bills received for dyeing yarn for use as an identifying stripe in ladder 
web during the years 1937 and 1938, also copies of any bills received for the winding of yarn 
to be used for this purpose. 

“4. Copy of the inventory at the end of 1938 showing the amount of dyed yarn on 
hand for use as an identifying stripe in ladder web. 

“5. Sample file of all Venetian Blind ladder web tape manufactured by Registrans, 
Thomas French & Sons, Ltd., from November 1, 1937 to December 31, 1939, and all records 
associated with each sample.” 
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The petition was granted, the subpoena was issued, and Harris was properly 
served on March 29, 1944. He appeared before the Notary Public as directed on 
April 6 but refused to answer certain questions and to produce certain records. In- 
ternational thereupon moved to compel obedience to the subpoena duces tecum. The 
cause was heard on April 24, and an order was issued by the court instructing 
Harris to produce the records designated in the subpoena and to answer questions 
relating thereto. He complied to the extent of appearing on May 10 as directed 
and produced certain of the documents, but he refused to permit them to be placed 
in evidence or to allow copies to be made for the use of opposing counsel. Inter- 
national thereupon filed a motion to compel the production of such evidence. Coun- 
sel for Harris filed a memorandum in opposition to that motion but did not appear 
at the hearing although notified. He informed the deputy clerk by letter “that he 
could not arrange to come from New York to Boston for the hearing, ‘because of the 
difficulty of travel and the impossibility of obtaining suitable railroad accommoda- 
tions.’” From the order* of the District Court on May 22 instructing Harris to 
produce certain documents and leave them in the custody of the notary subject to in- 
spection and copying, and to answer certain questions, French and Harris have taken 
this appeal. 

The appellee has moved to dismiss on the ground that this court has no jurisdic- 
tion to entertain this appeal. Section 128° of the Judicial Code limits our appellate 
jurisdiction to “final decisions’* with certain exceptions not here relevant. If the 
order in question is not final we have no jurisdiction. 

The proceedings out of which the present dispute arose were instituted by the 
appellee to obtain testimony for use in the contested case pending in the Patent Office. 
They are merely a step in the disposition of that cause, and in effect the appellee is 
relying upon 35 U.S.C. Secs. 54 and 56° to compel the production of evidence in an- 
cillary proceedings for use in the trial of the original suit in another jurisdiction. 


2. Harris was ordered to produce the following documents : 


“1. (a) The sales records identified in this proceeding as Exhibits 31 through 36 in- 
clusive and 38; (b) the chain drafts and memoranda which are records concerning Ex- 
hibits 26 through 30 inclusive and 37 which were introduced in evidence in the proceeding 
before the said John B. Cummings on May 10, 1944; (c) the office records comprising 
carbon copies of the original invoices numbered 1289M, 1291M and 1772M; and (d) all 
bills or invoices received from Pawtucket Dyeing and Bleaching Company for work done 
in February, 1938, for the dyeing or winding of yarn. 

“2. To leave in the custody of the said notary and subject to inspection and copying 
by the petitioner all the documents and exhibits referred to in paragraph 1 (a), (b), (c) 
and (d) above. 

“3. To answer all questions relating to the specimen tape which the said John D. 
Harris refused to answer on May 10, 1944 which questions are numbered 203 to 207 in- 
clusive, and which are set forth in the petitioner’s motion to compel production of evidence 
submitted to this court May 19, 1944. 


3. Section 128 (28 U. S. C. Sec. 225) provides that, “The circuit courts of appeals shall have 
appellate jurisdiction to review by appeal final decisions . ‘ 


4. For a general discussion of “final judgments” see Crick, The Final Judgment as a Basis 
for Appeal, 41 Yale L. J. 539; United States v. 243.22 acres of land in Town of Babylon, 129 F. 
2d 678; Cobbledick v. United States, 309 U. S. 323. 

5. 35 U. S.C. “Sec. 54. Subpoenas to Witnesses; Subpoenas Duces Tecum. 

The clerk of any court of the United States for any district or territory wherein testimony 
is to be taken for use in any contested case pending in the Patent Office, shall, upon the applica- 
tion of any party thereto, or of his agent or attorney, issue a subpoena for any witness residing 
or being within such district or Territory, commanding him to appear and testify before any offi- 
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“Neither a party nor a non-party witness will be allowed to take to the upper court 
a ruling where the result will be ‘to halt in the orderly progress of a cause and con- 
sider incidentally a question which has happened to cross the path of such litigation’ 
. Mr. Chief Justice Taft in Segurola v. United States, 275 U.S. 106, 112.” Cobble- 
dick v. United States, 309 U. S. 323, 326 (1940). It is our opinion that the order [ 
appealed from is not a final decision within the meaning of the statute so far as the 
parties to the principal suit are concerned. National Nut Co. of California v. Kelling 
Nut Co., 134 F. 2d 532 (C.C.A. 7th, 1943). 

It is well settled that an order granting or denying a subpoena duces tecum for 
records and documents of a party bearing upon issues relevant in a pending action 
is not appealable. Alexander v. United States, 201 U.S. 117, approved in Cobble- 
dick v. United States, supra; Goodyear Tire & Rubber Co., Inc. v. Jamaica Truck 
Tire Service Co., et al., 66 F. 2d 91 (C. C. A. 7th, 1933) cert. den, 290 U. S. 700; 
Tucker v. Peiler, 297 F. 570. In the Alexander case the court said: 


In a certain sense finality can be asserted of the orders under review, so in a certain 
sense, finality can be asserted of any order of a court. And such an order may coerce a 
witness, leaving to him no alternative but to obey or be punished. It may have the effect 
and the same characteristic of finality as the orders under review, but from such a ruling 
it will not be contended that there is an appeal. Let the court go further and punish the 
witness for contempt of its order, then arrives a right of review, and this is adequate for 
his protection without unduly impeding the progress of the case. 





In the present case where the witness refuses to testify the court may “enforce 
obedience to the process, or punish the disobedience, as in other like cases .. . ” 35 
U. S. C. Sec. 56. “This power to punish being exercised the matter becomes per- 
sonal to the witness and a judgment as to him. Prior to that the proceedings are 
interlocutory in the original suit.”” Alexander v. United States, supra; National Nut 
Co. v. Kelling Nut Co., supra. 

The order in question is directive only and not punitive. It was issued in aid 
of the subpoena for the purpose of making it effective. As such it is an interlocutory 
order in the original suit. | 

The motion to dismiss is sustained and the appeal is dismissed with costs to the 
appellee. 





cer in such district or territory authorized to take depositions and affidavits at any time and place 
in the subpoena stated ... 


“Sec. 56. Failing to attend or Refusing to Testify. 

Whenever any witness, after being duly served with such subpoena, neglects or refuses 
to appear, or after appearing refuses to testify, the judge of the court whose clerk issued 
the subpoena may, on proof of such neglect or refusal, enforce obedience to the process, or 
punish the disobedience, as in other like cases .. . .” 
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JAMES HEDDON’S SONS vy. COE, COM’R PATS. 
Court of Appeals, District of Columbia 
January 15, 1945 


TRADE- MARKS—REGISTRATION—FUNCTIONAL FEATURE OF GoopS—HERRINGBONE DESIGN FOR 
Fis Balt. 


A trade-mark consisting of a herringbone design stamped or painted on casting baits, 


giving the bait a fishy appearance, held to be a functional feature of the goods and hence not 
entitled to registration. 


On appeal from the District Court, District of Columbia. Action under R. S. 
4915 to obtain registration of a trade-mark. From judgment dismissing complaint, 
plaintiff appeals. Affirmed. For decision below see 34 T.-M. Rep. 6. 


Ephraim Banning, Chicago, Ill. (A. Yates Dowell, Washington, D. C., on the brief) 
for appellant. 

E. L. Reynolds, Washington, D. C. (W. W. Cochran, Solicitor, U. S. Patent Office, 
on the brief) for appellee. 


Before MILLER, EpGERTON and ARNOLD, Associate Justices. 


ARNOLD, A. J. 


Appellant seeks registration as a trade-mark for a herringbone design stamped 
or painted on the artificial plugs and casting baits which it manufactures and sells 
to fishermen. The design does more than identify the maker of the product. It 
makes the bait appear to have a skeleton and thus gives it a fishy appearance in 
spite of the fact that it does not resemble any existing fish. Furthermore, it is 
modified and adapted on various shapes of artificial bait in order to add to their 
attractiveness. 

The court below found that the mark suggested the bone structure of a fish; that 
some fishermen considered that it made the bait more attractive to fish and that, 
in any event, the mark made the baits more attractive to fishermen and resulted in 
increased sales. On the basis of these findings the court held that the mark served 
a useful function and was, therefore, not entitled to registration as a trade-mark. 

Appellant contends that the mark serves no useful function, and that there is no 
evidence of an increase in sales. It therefore argues that the above findings are 
without support. To prove lack of utility experts were called who testified that 
within certain broad limits it makes no difference to a fish how an artificial lure 
is shaped or marked. It is the flash of color and the movement of the object which 
attracts the fish. Fish, according to these experts, are incapable of distinguishing 
variations of color or design. 

We would be reluctant indeed to undermine the folklore of fishing by making 
such a revolutionary finding of fact. It would constitute such a serious reflection 
on the intelligence and discrimination of fish that no angler with a spark of loyalty 
could fail to resent it. Fortunately, the facts here do not require us to decide that 
issue. It is clear from the exhibits that the mark here is part of the design of the 
bait. It cannot be said to have no utility unless the product has no utility. The 
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fact that some other design might be equally useful does not prevent this design 
from having utility. The design of a fish bait is no more subject to registration 
as a trade-mark than the pattern of a garment. It is, therefore, immaterial whether 
or not the fish can tell the design from some other design or whether it increases 
the sales to fishermen. 

The judgment of the lower court will be affirmed on the authority of our deci- 
sions in In re Goodyear Tire & Rubber Co., 55 App. D. C. 400, 4 F. 2d 1013 (1925), 
[15 T.-M. Rep., 262] and Jn re Barrett Company, 48 App. D. C. 586 (1919) 
[9 T.-M. Rep. 227]. 





COMPANHIA ANTARTICA PAULISTA v. COE, COM’R PATS. 
Court of Appeals, District of Columbia 
January 15, 1945 


TRADE-M ARKS—“ANTARTICA’’—GEOGRAPHICAL TERM. 

The word “Antartica” held merely geographical and hence unregistrable. The fact 
that Antartica is uninhabited and so cannot be the origin of the product, and the use of the 
term is accordingly fanciful, held irrelevant as court cannot read such exception into the 
plain language of the act. 


Appeal from the District Court, District of Columbia. Action under RS 4915 
to obtain registration of a trade-mark. From judgment dismissing complaint, plain- 
tiff appeals. Affirmed. 


Gilbert P. Ritter (Henry K. Muir on the brief) both of Washington, D. C., for 
appellant. 

E. L. Reynolds, Washington, D. C. (W. W. Cochran, Solicitor, U. S. Patent Office, 
on the brief) for appellee. 


Before MILLER, EDGERTON and ARNOLD, Associate Justices. 
Per Curiam: 


This is an action brought under Section 4915 R. S. seeking registration of the 
word “Antarctica” as a trade-mark. The court below held that since the term was 
the name of a continent it came within the proviso’ of Section 5 of the Trade-Mark 
Act, 15 U. S. C. § 85, making merely geographical terms not entitled to registration. 

Appellant insists that the use of “Antarctica” as applied to its product is not 
“merely geographical” within the terms of the proviso. It argues that the public 
knows that Antarctica is an uninhabited country and therefore cannot be the origin 


1. “No mark by which the goods of the owner of the mark may be distinguished from other 
goods of the same class shall be refused registration as a trade-mark on account of the nature 
of such mark unless such mark— * * 

“(b) Consists of or comprises the flag or coat of arms or other insignia of the United 
States or any simulation thereof, * * *: Provided, That no mark which consists merely in 
the name of an individual, firm, corporation, or association not written, printed, impressed, or 
woven in some particular or distinctive manner, or in association with a portrait of the individual, 
or merely in words or devices which are descriptive of the goods with which they are used, 
or of the character or quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this subdivision * * *.” 
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of the product,—since the use of the geographical terms is fanciful it is more than 
“merely geographical.” We cannot read such an exception into the plain language 


of the act.’ 


Affirmed. 





IN THE MATTER OF THE APPLICATION OF GEORGE LA MONTE & 
SON 


United States Court of Customs and Patent Appeals 
December 11, 1944 


TRADE-M ARKS—“BASKETWEAVE” FOR SAFETY PAPER—DESCRIPTIVE TERM. 
The words “Basketweave,” used as a trade-mark for safety paper, such as bank checks, 
rickets, vouchers, etc., held descriptive of the goods and hence unregistrable. 


On appeal from a decision of the Commissioner of Patents affirming the deci- 
sion of the Examiner of Trade-Marks refusing to register appellant’s trade-mark. 
Affirmed. For the Commissioner’s decision see 33 T.-M. Rep., 430, 556. 


Kenyon & Kenyon (Douglas H. Kenyon and Lee B. Kemon of counsel) for appel- 
lant. 


W.W. Cochran (R. F. Whitehead of counsel) for the Commissioner of Patents. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, JACKSON, and O’Con- 
NELL, Associate Judges. 


HATFIELD, J., delivered the opinion of the court : 


This is an appeal from the decision of the Commissioner of Patents (58 
U. S. P. Q. 87) affirming the decision of the Examiner of Trade-Marks rejecting 
appellant’s application for the registration of an alleged trade-mark under the Trade- 
Mark Act of February 20, 1905. 

The mark for which appellant seeks registration consists of the word “Basket- 
weave,” and is for use on so-called “safety paper’ such as is used for bank checks, 
bank drafts, tickets, vouchers, and the like. 

It appears from the record that appellant is the manufacturer of safety paper, the 
surface of which is tinted and so lined as to give it a basketweave appearance. The 
design covers the entire surface of the paper, but apparently serves no utilitarian 
purpose. However, when an erasure is made on the paper, a white spot appears 
on the tinted surface, indicating that the check, draft, or the like has been altered. 

The tribunals of the Patent Office refused registration of appellant’s mark on the 
ground that the term ‘““Basketweave”’ is descriptive of appellant’s safety paper. 

In his decision, the Commissioner of Patents stated that the mark is not used 
on appellant’s paper in an arbitrary sense, but is merely descriptive of the design 
or ornamental finish of the surface of the paper, and that, owing to the fact that 
section 5 of the Trade-Mark Act of February 20, 1905 expressly prohibits registra- 


2. Kraft Cheese Co. v. Coe, 63 U. S. P. Q. 326; In re Kraft-Phenix Cheese Corporation, 120 
F. 2d 391 (C. C. P. A., 1941) ; In re Crescent Type-writer Supply Co., 30 App. D. C. 324 (1908). 
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tion of a mark which is merely descriptive of the goods on which it is used or of the 
character or quality of such goods, appellant is not entitled to register its mark. 

It is conceded by counsel for appellant that the term “Basketweave” is descrip- 
tive of the appearance or ornamental finish of the surface of the paper to which 
appellant’s mark is applied. Counsel contend, however, that the surface design on 
the paper is in itself a trade-mark ; that it was adopted and used for that purpose; 
that it indicates origin in appellant; and that, therefore, the term “Basketweave”’ 
is not in any sense descriptive of the goods on which it is used. 

It appears from affidavits of record that other manufacturers of so-called “safety 
paper” have used surface designs, consisting of various formations of lines, as trade- 
marks for the purpose of indicating origin in the manufacturer. 

It is evident from what has been said that the basketweave design, made by a 
distinctive formation of lines covering the entire surface of appellant’s paper, serves 
not only as an ornamental feature of appellant’s goods, but is, in fact, a part of such 
goods, and, although appellant may be entitled to protection from others copying its 
ornamental design under the law of unfair competition, it is not merely for that 
reason entitled to the registration of such design as a valid trade-mark. See Nims 
on Unfair Competition and Trade-Marks, 3rd Edition 509, §191. 

As was stated in the case of Ex parte Root Glass Company, 151 Ms. D. 623, 
which was reviewed and approved in the case of Jn re Burgess Battery Co., 27 
C.C. P. A. (Patents) 1297, 1299, 112 F. (2d) 820, 46 U. S. P. Q. 39, the exclusive 
use of a trade-mark is to indicate origin, and a design which covers the entire surface 
of an article loses its distinctive feature as a trade-mark and by repetition becomes 
nothing more than an ornamentation or distinctive design of the article itself and, 
therefore, cannot be considered a valid trade-mark under the Trade-Mark Act of 
February 20, 1905. See In re Burgess Battery Company, 31 C. C. P. A. (Patents) 
—, 142 F. (2d) 466, 61 U.S. P. Q. 367. 

In the case of Jn re Barrett Company, 48 App. D. C. 586 [9 T.-M. Rep. 227], 
the court quoted with approval the commissioner’s decision in the case wherein it 
was stated, among other things, that— 


by applying the mark all over the surface, the mark ceases to be a mark on the surface 
and becomes the surface itself. The mark, if there was one, is entirely lost by the mere 
fact of uniform repetition over the whole surface. It is no longer capable of appealing 
to the beholder as a mark of origin, but would inevitably create the impression that it was 
something else. 


In the case of In re American Circular Loom Company, 28 App. D. C. 446, the 
court, in holding that a trade-mark consisting of “flakes of mica impressed in or 
otherwise applied to the external surface of an insulating tube or tubular coverings 
for electric wires” was not registrable as a trade-mark, quoted with approval the 
following from the commissioner’s decision in the case: 


Custom and reason require that a trade-mark shall have an existence so distinct from 
the goods to which it is applied that it will be readily recognized by the public and by pur- 
chasers as an arbitrary symbol adopted to authenticate origin. The surface effect which 
the applicant calls his trade-mark is not so clearly distinct from the article upon which 
it appears as to be readily recognizable as an arbitrary symbol for this purpose, and, in 
my Opinion, it would not be so recognized by those not specially informed. 
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Although the facts in the American Circular Loom Company case, supra, are 
somewhat different from the facts in the instant case, we think the quoted excerpt 
from the commissioner’s decision is pertinent to the issues here involved. 

In the cases cited, as in the instant case, it was urged by counsel for the applicants 
for trade-mark registration that the ornamental surface of the goods was adopted 
and designed for the purpose of indicating origin of the goods in the applicant. 

We are in agreement with the Commissioner of Patents that the word “‘Basket- 
weave” which appellant seeks to register as a trade-mark is merely descriptive of the 
ornamental surface of appellant’s paper; that it is descriptive of appellant’s goods 
or of the character or quality of such goods; and that, therefore, appellant is not 
entitled to the registration of its mark. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


Irrelevant interrogatories not allowed 


Frazer, F. A. C.: Denied a petition by American Viscose Corporation, of 
Wilmington, Del., seeking a review and reversal of various orders of the Examiner 
of Interferences sustaining the objections of the party Celanese Corporation of 
America, of New York, N. Y., to certain interrogatories propounded in accordance 
with rule 33 of the Rules of Civil Procedure. The interrogatories are directed to the 
dates, manner and extent of use of a registration relied upon by Celanese Corporation 
of America as a basis for cancellation of a trade-mark registration issued to American 
Viscose Corporation. 

It was held that in opposition proceedings the validity of an opposer’s registered 
trade-mark is not open to attack; and unless the registration involved is sought to 
be canceled, the same rule applies in cancellation proceedings. 

It was held that American Viscose Corporation could long since have petitioned 
for cancellation of the registration relied upon by Celanese Corporation of America, 
either by counterclaim or in an independent proceeding; and having failed to do 
so, its interrogatories go to matters that are wholly irrelevant to the issues here 
involved.* 


Petitions to limit scope of examination denied 


Frazer, F. A. C.: Denied identical petitions in two trade-mark cancellation 
proceedings whereby the party Wm. Anderson Textile Mfg. Co., Ltd. of New 
York, N. Y., seeks reversal of the actions of the Examiner of Interferences denying 
identical motions brought under rule 30(b) of the Rules of Civil Procedure to limit 
the scope of the examination of certain witnesses whose depositions are proposed 
to be taken by the party McMullen-Leavens Company, also of New York, N. Y. 





1. Celanese Corporation of America v. American Viscose Corporation, Canc. No. 4321, 166 
M. D. 634, November 4, 1944. 











34 THIRTY-FIVE TRADE-MARK REPORTER 





It was held that since the Examiner properly exercised his discretion, the peti- 
tions may well be denied on that ground alone. 

However, the reasons for agreement with the Examiner’s rulings were stated 
briefly. In response to petitioner’s arguments to the effect that McMullen-Leavens 
Company should not be permitted to take testimony in an attempt to prove the mat- 
ters to which the interrogatories were directed where the Commissioner has ruled 
that the interrogatories need not be answered, it was held that there may be many 
valid objections to proposed interrogatories, that would not apply to testimony on 
the same subject matter; and in these proceedings such testimony might have been 


taken under the Federal Equity Rules regardless of the disposition made of the 
interrogatories.” 


Conflicting Marks 


“Tnnerlax” and “Analax” 


Frazer, F. A. C.: On appeals by both parties, affirmed the action of the Exam- 
iner of Interferences dismissing the opposition of McKesson & Robbins, Incorpo- 
rated, of New York, N. Y., to the application of Fred S. Hirsch, of Los Angeles, 
Calif., for registration of the word “Innerlax” as a trade-mark for laxatives, and re- 
fusing the registration applied for. Opposer pleaded, but failed to prove, its owner- 
ship of an old registration to a third party of the trade-mark “Analax” for the same 
goods. 

The applicant, having neither filed a brief nor appeared for oral argument on 
appeal, and opposer making no serious contention but that the decision appealed 
from is sound, it was held that the Examiner rightly dismissed the opposition be- 
cause opposer’s ownership of the registration was not established, and rightly held 
that the registered mark and applicant’s mark were confusingly similar; so that re- 


gardless of ownership, the registration was a statutory bar to the proposed registra- 
tion of applicant’s mark.® 


“Flying Aces” and “Popular Flying” 


Frazer, F. A. C.: Affirmed the Examiner’s refusal to register to Ziff-Davis Pub- 
lishing Company, of Chicago, IIl., the word “Flying,” under the provisions of the 
act of March 19, 1920, as a trade-mark for a periodical which appears to be a 
monthly magazine, of which the mark sought to be registered is the title. Registra- 
tion was refused in view of the three trade-marks “Flying Aces,” registered under 
the act of 1905 for a monthly magazine; “Popular Flying,” registered under the act 
of 1905 for magazines published every month ; and “Flying Manual,” registered un- 
der the act of 1920 for a publication appearing annually or in approximately annual 
periods. 

As to the latter publication, it was held that, broadly speaking, it is doubtless 
of the same descriptive properties as applicant’s magazine; but because of its specific 


2. McMullen-Leavens Company v. Wm. Anderson Textile Mfg. Co., Ltd., Canc. Nos. 4173 
and 4174, 166 M. D. 648, November 23, 1944. 


3. McKesson & Robbins, Incorporated v. Fred S. Hirsch, Opp’n No. 22,625, 166 M. D. 654, 
November 29, 1944. 
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differences therefrom, and the inclusion of the word “Manual” in its title, the con- 
current use of that title and applicant’s would not be likely to cause confusion. 

It was held, however, that there are no such differences between applicant’s 
monthly magazine and the monthly magazines bearing the titles “Flying Aces” and 
“Popular Flying” because, as described in the application and in the respective reg- 
istrations, they may be, or become, so nearly alike as to be considered substantially 
identical in kind; and as applied to such goods it seems clear beyond argument that 
the word “Flying” alone may readily be confused with either “Flying Aces” or 
“Popular Flying.” 

In response to applicant’s assertion that the “Popular Flying’ mark has been 
abandoned through nonuse, it was held that the registrant disclaims any intention 
to abandon; so that the registration can be overcome as a reference, if at all, only 
by the institution of an appropriate cancellation proceeding. 

In respect to counsel’s citation of an unpublished court decision holding one of 
the marks to be invalid, it was held that there has been no order that the registra- 
tion be canceled, and it still stands as a statutory bar to the registration of confu- 
singly similar marks for merchandise of the same descriptive properties.‘ 


“Lubritine” and “Lubroline” 


Fraser, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Sharp & Dohme, Incorporated, of Philadelphia, Pa., to the 
application of Abbott Laboratories, of North Chicago, IIl., for registration of the 
word “Lubritine” as a trade-mark for lubricating jelly particularly for application 
to catheters and other instruments, the operator’s hands and gloves, as well as the 
mucous membranes in rectal and gynecological examinations, the mark having been 
used continuously since 1916. Opposer relied upon its ownership of the trade-mark 
“Lubroline,” used continuously since 1910, and registered in 1926 for an aseptic 
nasal emollient. 

In response to applicant’s argument that the goods of the parties are of different 
descriptive properties, after conceding that it is true that the two are noncompetitive 
and are intended for different purposes, it was held that both are antiseptic emollient 
jellies ; both are packaged in collapsible metal tubes ; and both are sold, in part at least, 
through the same outlets to the same class of purchasers; so that they possess the 
same descriptive properties within the meaning of the Trade-Mark Act. 

It was held that “Lubritine”’ and “Lubroline” are confusingly similar as applied 
to such goods, since they look alike and sound alike; and as their common first 
syllable is doubtless derived from the descriptive word “lubricant,” they also have 
the same suggestive significance. 

In response to applicant’s argument that the long concurrent use of the marks, 
in the course of which there is no evidence that actual confusion has occurred, is 
strongly indicative that confusion in the future is unlikely, it was held that while 
this contention would merit careful consideration in a close case, nevertheless, where, 


4. Ex parte Ziff-Davis Publishing Company, Ser. No. 456,356, 166 M. D. 655, November 
29, 1944. 
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as here, there can be no doubt of the likelihood that confusion may occur, opposer’s 
failure to prove that it has occurred is unimportant.° 


“Tecal’’ and “Tecasol” 


VAN ARSDALE, A. C.: Reversed the action of the Examiner of Trade-Mark 
Interferences who had dismissed the notice of opposition filed by Teca Corporation, 
of New York, N. Y., against the granting to Premo Pharmaceutical Laboratories, 
Inc., also of New York, N. Y., registration of the mark “Tecal’” for a pharmaceutical 
preparation of theobromine calcium salicylate for use as a diuretic and in circulatory 
disorders involving hypertension, and who had further adjudged applicant to be en- 
titled to be granted the registration. The opposition was based on the prior regis- 
tration and use by opposer of the mark “Tecasol” for bath salts and bath prepara- 
tions either for therapeutic uses or for use in connection with electro baths or for 
both uses. 

It was held that while the goods are specifically different in their constitution 
and in their manner of use and as to the afflictions or ailments which they are in- 
tended to relieve, nevertheless, the goods of the prior registration are goods of the 
same descriptive properties in the statutory sense as the goods named in the applica- 
tion against which the opposition is directed. 

It was held that no consideration is required as to any possible error in the 
Examiner’s decision to which attention has not been specifically directed by the 
appeal or reasons of appeal filed by appellant ; and in view of the findings not chal- 
lenged by the reasons of appeal, there is ample support for a decision dismissing the 
notice of opposition, so that the appeal might be decided on that basis except for the 
fact that the trade-mark statutes are concerned with the public interest. 

It was held that the public interest involved impelled the Assistant Commissioner 
to proceed since in his opinion the concurrent use of the marks on the goods to which 
they are applied would be likely to cause confusion and mistake in the mind of the 
public, and to deceive purchasers.® 


“Aunt Polly’s and “Aunt Penny’s” 


Frazer, F.A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Schuckl & Co., Inc., of Sunnyvale, Calif., to the application of 
B. T. Babbitt, Inc., of New York, N. Y., for registration of the notation “Aunt 
Polly’s” as a trade-mark for dehydrated soup mixtures, namely, beef noodle, chicken 
noodle, vegetable noodle, Yankee bean, split green pea, and old fashioned potato. 
The opposition was predicated upon opposer’s trade-mark “Aunt Penny’s,” regis- 
tered for fruits in glass and canned vegetables, which registration antedates appli- 
cant’s first use of the mark sought to be registered on the goods named in the applica- 
tion. 

Although opposer’s early use of this mark was very limited, and had not been 
increased to any great extent at the time the testimony was taken, it was held 


5. Sharp & Dohme, Incorporated v. Abbott Laboratories, Opp’n No. 20,893, 166 M. D. 
672, December 13, 1944. 

6. Teca Corporation v. Premo Pharmaceutical Laboratories, Inc., Opp’n No. 22,524, 166 
M. D. 665, December 8, 1944. 
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that since an opposer need not have used the registered mark upon which it relies 
in order to prevent the registration of a confusingly similar mark to another, a 
fortiori, a slight use is sufficient. 

It was held that it is clear beyond question that canned vegetables and dehydrated 
soup mixtures are goods of the same descriptive properties. 

In response to applicant’s argument that because the goods are specifically differ- 
ent, and the marks are not identical, the latter may be employed concurrently with- 
out any reasonable likelihood of confusion, it was held that “Penny’s” and “Polly’s” 
do not differ greatly either in appearance or in sound; and when both are preceded 
by the common title “Aunt” their similarity in these respects is enhanced, and they 
also take on a similar significance, so that the opposition was properly sustained. 

It was held that applicant’s prior use of the mark in connection with cleanser 
and various premiums is of no avail to applicant in the present proceeding since 
neither the cleanser nor the premiums have the same descriptive properties as food 
products.’ 

“Solar” and “Solarex” 


Frazer, F. A. C.: On appeals by both parties, affirmed the action of the Exam- 
iner of Interferences holding that neither party is entitled to the registration for 
which it has applied. The interference involves the application of Solar Corpora- 
tion, of Milwaukee, Wis., the senior party, filed February 2, 1942, for registration 
of the word “Solar” as a trade-mark for ready mixed paints, paint enamels, var- 
nishes, liquid floor wax, and raw and boiled linseed oils, and the application of 
Great Lakes Varnish Works, Inc., of Chicago, Ill., the junior party, filed February 
15, 1943, for registration of the word “Solarex” as a trade-mark for ready mixed 
paints, paint enamels, and varnishes. As between themselves, the junior party was 
the first to adopt and use the trade-mark in question, but the senior party asserted 
priority by virtue of an assignment. 

It was held that it is clear from the testimony that an existing business was not 
transferred to the senior party, and the assignment thus worked a mere abandon- 
ment by the assignor ; and as both marks here sought to be registered were then in 
use by the respective parties, neither party is entitled to an award of priority as 
against the other, and neither mark may properly be registered.* 


Descriptive Term 


“Hotel World-Review” for newspaper for hotel and restaurant trade 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register on the application of Gehring Publishing Company, of New York, 
N. Y., a mark which is the title of the publication with which it is used, “Hotel 
World-Review,” under which appears the disclaimed legend “The Weekly News- 
paper for Hotel Restaurant & Club Executives.” Applicant has also disclaimed the 
word “Hotel” in the title, but has declined to comply with the Examiner’s require- 


. 7. Schuckl & Co., Inc., v. B. T. Babbitt, Inc., Opp’n No. 22,453, 166 M. D. 641, November 
10, 1944. 

8. Great Lakes Varnish Works, Inc., v. Solar Corporation, Interference No. 3402, 166 M. D. 
652, November 28, 1944. 
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ment that the word “Review,” which he held to be descriptive of the goods, be like- 
wise disclaimed. 

It was held that examination of specimens of applicant’s publication which were 
filed shows that they fall squarely within one dictionary definition of the word “re- 
view,” namely, a general survey or view, as the events of a period. 

It was held that the Examiner would have been justified in refusing the pro- 
posed registration on the ground that the mark as a whole is descriptive, because 
the notation “Hotel World-Review” obviously means a review of the hotel world, 
notwithstanding that in years gone by many descriptive marks have been registered 


for publications ; since the erroneous practice that had developed in the Patent Office 
has been corrected.’ 


Geographical Term 


“Richwood” for household furniture 


Frazer,.F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register, on the application of Gamble Stores Incorporated, of Minneapolis, 
Minn., as a mark the word “Richwood,” printed upon a background said to repre- 
sent a wooden panel, for various articles of household furniture, under the act of 
February 20, 1905, on the ground that it is merely a geographical name or term. 

It was held that the mark sought to be registered is merely a geographical name or 
term, notwithstanding applicant’s arguments that the word, being a combination of 
the two words “rich” and “wood,” is suggestive of the high quality of the wood 
with which applicant’s furniture is built; that all of the towns named “Richwood” 
are relatively small, and that none of them is located in applicant’s home state; and 
that applicant pointed to a number of marks somewhat similar to its own in respect 
to their geographical significance, and to several consisting in the same word, all 
of which had been registered under the act of 1905, but prior to the decision in 
In re Lamson & Co., 30 C. C. P. A. 1030, 135 F. (2d) 1021.” 


Mereiv Name of Individual 


“Smith” in the notation “Smith way” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to A. O. Smith Corporation, of Milwaukee, Wis., the notation “Smith 
way” under the provisions of the act of February 20, 1905, in the absence of a dis- 
claimer of the word “Smith,” which the Examiner held to be merely the name of 
an individual. 

It was held that the surname “Smith,” although having other meanings, is not 
subject to exclusive appropriation as a trade-mark. 

Although applicant in its brief treated its mark as though it were the unitary 
word “Smithway,” on the drawing and in the accompanying specimens, it is not 
only printed in two words, but the name appears in block capitals while the word 


9. Ex parte Gehring Publishing Company, Ser. No. 459,656, 166 M. D. 632, November 4, 
1944 


10. Ex parte Gamble Stores, Incorporated, Ser. No. 456,214, 166 M. D. 631, November 2, 
1944. 
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“way” is written in lower case script, so that the Examiner was right in requiring 
a disclaimer of the nonregistrable word “Smith.” 

Applicant’s contention that the association of the name “Smith” with the word 
“way” results in a distinctive display was held to be clearly untenable since the re- 
quirement of the statute is that, in order to be registrable, the name itself be written, 
printed, impressed, or woven in some particular or distinctive manner, or in asso- 
ciation with a portrait of the individual.” 


Non-Conflicting Marks 


“Corduroyal” and “Cordolite” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Kaylon Incorporated, of New York, N. Y., to the applica- 
tion of Arrow Importing Company, Inc., of Cleveland, Ohio, for registration of the 
word “Corduroyal,” displayed in association with a rather elaborate design, as a 
trade-mark for wearing apparel for men, women, and children, namely, jackets, 
coats, reversible coats, and raincoats. Opposer relied upon its registration of the 
trade-mark “Cordolite” for negligee and dress shirts. 

It was held that although the initial parts of both marks are identical, they are 
conceded to be suggestive, if not actually descriptive, and such parts of registered 
marks may be more or less disregarded in determining the question of their similar- 
ity to marks sought to be registered since the remaining portions of the marks are 
sufficiently dissimilar to obviate likelihood of confusion between the marks as a 
whole and the goods of the parties are not identical.” 


“Toptater” and “Top Ten” 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Maine Potato Growers, Inc., of Presque Isle, Maine, 
to the application of The Kroger Grocery & Baking Company, of Cincinnati, Ohio, 
for registration of the notation “Kroger’s Top Ten,” appropriated to potatoes. The 
action of the Examiner of Interferences adjudging applicant’s mark nonregistrable, 
ex parte, because descriptive of the goods with which it is used, was also reversed. 
Opposer relied upon its ownership of the trade-mark “Toptater,” previously reg- 
istered for the same goods. 

Although it was the Examiner’s opinion that these marks are of such near re- 
semblance as to be likely to cause confusion when applied to identical goods, it was 
held that the three-word mark “Kroger’s Top Ten” is not confusingly similar to the 
unitary expression ‘“Toptater,” since they differ widely in appearance and in sound, 
and they have no similarity in meaning save that each may be suggestive of quality, 
so that the opposition should be dismissed. 

Although the Examiner of Interferences properly held the words “Top Ten” 
to be descriptive, applicant having trade-mark ownership in the name “Kroger’s” 
by reason of its registration under the so-called ten-year proviso of the act of 1905, 


11. Ex parte A. O. Smith Corporation, Ser. No. 477,620, 166 M. D. 639, November 7, 1944. 
12. Kaylon Incorporated v. Arrow Importing Company, Inc., Opp’n No. 22,503, 166 M. D. 
636, November 6, 1944. 
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it was held that applicant’s mark is necessarily dominated by the name and would 
be registrable, subject to the filing by applicant of an appropriate disclaimer of the 
words “Top Ten.” 

In response to opposer’s contention that the proposed registration should be 17 
refused on the ground that applicant has not used the mark sought to be registered, 
it was held that while there is no direct evidence that applicant has used the mark, \ 
there is no evidence to the contrary, sufficient to overcome the sworn statement in 
the application concerning use of the mark. \4 

A motion to amend the petition, alleging that potatoes are among the food prod- 
ucts petitioner sells, proposed under rule 15 (b) of the Rules of Civil Procedure, 
was denied since that rule provides for such amendment of the pleadings as may be 
necessary to cause them to conform to the evidence; but the record of the instant 
case contains no evidence to support the amendatory allegation. It was held that 
petitioner’s ownership of a registration of the trade-mark “Top-o-th Mornin” for 
coffee, butter and food flavoring, vanilla extract and lemon extract, was sufficiently 
established by a recorded assignment, but that the goods covered by that registration 
are not of the same descriptive properties as respondent’s goods; and even if they 
were, the marks “Toptater’” and “Top-o-the-Mornin” are not confusingly similar.”* 


Petitions from Examiner’s Decision 
Meaning of Rule 157 





Frazer, F. A. C.: Denied a petition from the action of the Examiner of Inter- 
ferences refusing to reopen for the purpose of introducing into the cancellation pro- 
ceeding a notice of opposition in Opposition No. 21,629, after the Examiner’s 
decision dismissing the petition of The Schiff Company, of Columbus, Ohio, to 
cancel certain trade-mark registrations owned by The Scholl Manufacturing Com- 
pany, Inc., of Chicago, IIl. 

It was held that a motion by petitioner that the record in Opposition No. 21,629 
be used in this cancellation proceeding was manifestly brought under Rule 157; and 
that rule makes no provision for the use in a subsequent proceeding of any part of 
a previous record save the testimony taken. 

It was further held that, assuming that a notice of opposition is an “official 
record” within the meaning of Rule 154 (e), there was no notice to respondent, as 
required by the rule, that the notice of opposition would be used as evidence in the 
instant proceeding.” 


a 


13. Maine Potato Growers, Inc., v. The Kroger Grocery & Baking Company, Opp’n No. 
22,610, 166 M. D. 645, November 11, 1944. 

14. The Schiff Company v. The Scholl Manufacturing Company, Inc., Canc. No. 4184, 166 
M. D. 612, October 19, 1944. 
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PART II 


IN THE MATTER OF THE APPLICATION OF MID-WEST ABRASIVE 
COMPANY 


United States Court of Customs and Patent Appeals 
January 4, 1945 


TRADE-MarKS. 


“Mid-West” for abrasive materials; the word “Mid-West” held to be unregistrable under 
Act of 1905 because merely geographical. 


Appeal from a decision of the Commissioner of Patents refusing registration of 
the trade-mark “Mid-West.” Affirmed. 


Whittemore, Hulbert & Belknap, Clarence B. Zewadski and William H. Gross for 
appellant. 


W.W. Cochran (R. F. Whitehead of counsel) for the Commissioner of Patents. 


GarreETT, P. J.: 


We have before us appeals from decisions of the Commissioner of Patents 
(speaking through an assistant commissioner) [33 T.-M. Rep. 358], affirming de- 
cisions of the Examiner of Trade-Marks denying appellant’s applications for reg- 
istrations of certain claimed trade-marks. 

Identical issues are presented in the respective cases, and, while separate records 
are before us, both were briefed and orally argued together by Mid-West Abrasive 
Company and by the Solicitor for the Patent Office. 

The applications involved were filed on the same date, May 25, 1942. The draw- 
ing of that involved in appeal No. 4936 consists of the hyphenated word “Mid- 
West” only, while that in appeal No. 4936 consists of that word shown above a 
representation of some animal (possibly a beaver, or perhaps a wolverine) which is 
referred to in the decision of the commissioner as “a relatively insignificant design.” 
It is noted that the specimens, supposed to show the style of the marks as actually 
used, filed in both cases, include the design referred to. The goods named in the 
respective cases are identical—‘Coated Abrasive Papers and Cloths, and Abrasive 
Stones.” 

Appellant places no stress whatever upon the design, and the controversy in both 
cases is confined strictly to the word, “Mid-West.” 

The decisions of the Commissioner of Patents were rendered on the same day 
(May 5, 1943) in substantially identical phraseology (see 33 T.-M. Rep. 358) 
and we here quote that rendered in (our) appeal No. 4935 in full: 


This is an appeal from the refusal of the Examiner of Trade-Marks to grant applicant 
registration of the mark “Mid-West” for coated abrasive papers and cloths and abrasive 
stones, on the ground that he considers the word “Mid-West” is geographical in view of 
my decision in Ex parte Western Stove Co., Inc., 538 O. G. 751, 163 Ms. D. 919. 





NN ee 








APPLICATION OF MID-WEST ABRASIVE CO. 43 





That case involved the mark “Western Holly.” Holly is a tree or shrub and the 
adjective “Western” designates the species whose geographical distribution is west of the 
Mississippi and disclaimer of the word “Western” of the mark “Western Holly” was 
required on the ground that as used in the mark the word “Western” was geographical. 

In the present case the mark consists of the word “Mid-West” alone. Accordingly to 


Webster’s New International Dictionary, Second Edition, a definition of the word Mid- 
West (Middle West) is as follows: 


That part of the United States occupying the northern half of the Mississippi River 
basin; roughly, the section extending from the Rocky Mountains to the Alleghenies, north 


of the Ohio River and the southern boundaries of Missouri and Kansas; the North Central 
States. 


This is the predominant meaning of the word in the United States. 
Applicant calls attention to Champion Spark Plug Company v. Globe-Union Manufac- 
turing Company, 24 C. C. P. A. 1088, 88 Fed. (2d) 970, 484 O. G. 742, in which the 


word “Globe” was held to be not merely geographical. However, in that case Judge Garrett 
stated with respect to the word “Globe” as follows: 


.... it identifies no particular geographical location, nor is its proper use as a trade-mark 
likely to interfere with or embarass any public or private right. 


The same cannot be said with regard to the word “Mid-West.” This word not only 
identifies a geographical location with considerable particularity but also every one has 
the right to use the word for purposes of geographical designation and registration 
of the mark for any specific goods would tend to interfere with or embarass the rights 


of others to the free use of the word in connection with products identified with the mid- 
west. 


The above-stated geographical meaning of the word “Mid-West” is at least so pre- 
dominant over any other meaning the word may have that in my opinion the word must be 


considered to be merely geographical and therefore its registration under the Act of 
February 20, 1905, is prohibited by section 5 of that Act. 


The refusal of the Examiner of Trade-Marks to grant the registration for which 
applicant has applied is affirmed. 


It is thus to be seen that appellant’s applications were denied solely upon the 
ground that the word “Mid-West” is merely a geographical name or term, the 
only authority cited being the definitions given in the second (1935) edition of 
Webster’s New International Dictionary. 

Section 5, subsection (b), third proviso, of the Trade-Mark Registration Act 
of February 20, 1905, provides that no mark which consists of “merely a geo- 
graphical name or term, shall be registered under the terms of this Act.” 

So far as we are able to determine, this particular provision was embraced in the 
act at the time of its passage and has remained unaffected by any subsequent amend- 
ment. This we say because it is evident that the decisions in the cases before us 
are contrary to the long continued practice of the Patent Office relative to registra- 
tion of the term “Mid-West,” except as that practice may have been modified by 
implication in the case of Western Stove Co., Inc., referred to in the commissioner’s 
decision, 53 U. S. P. Q. 316. 

The brief on behalf of appellant states: 


Insofar as we can ascertain, the Patent Office in the past has never denied registration 
of the term “mid west” on the ground that it is geographical. Nor can we find any case 
where a Court held the term “Mid-West” geographical, and thus not a valid trade-mark. 
On the contrary, the Patent Office has granted in excess of 25 registrations in which the 
term “Mid-West” is the sole or dominating part of the mark. 
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A list of the registrations so alluded to was brought to the attention of the com- 
missioner in the brief of appellant before him (made a part of the appeal record 
here) and is repeated in its brief before us. The commissioner made no allusion to 
such prior registrations, nor to the prior Patent Office practice. 

So far as the record ‘shows, the earliest registration of the term under the 1905 
act (there was one in 1902 before passage of the 1905 act) was granted November 
19, 1912 (registration No. 89,194), for use as a trade-mark on “Steel Wool 
Journal & Machinery.” The latest was granted under date of September 20, 1938 
(registration No. 360,487), for use on ‘Electric Locomotives.” The many registra- 
tions between those dates were for use on various types of goods, descriptions of 
which are unnecessary in view of the issue here involved. 

It must be assumed that for more than a quarter of a century (1912 to 1938) 
the term “Mid-West” (or its equivalent, “Middle West”) was not regarded by the 
commissioners of patents as being “merely a geographical name or term’’; other- 
wise, its registration would not have been so frequently granted. 

Appellant contends that “Mid-West” is not geographical; that “listing” it in a 
dictionary cannot make it geographical ; that it has never before been denied registra- 
tion on the ground that it is geographical ; that if the commissioner’s decision in these 
cases is correct the many prior registrations of the term are invalid and should 
never have been granted, and that doubt will be cast upon the validity of many 
other registrations embracing terms such as “Western,” “Northern,” “Eastern,” 
“Southern,” “Nor’-East,” “North,” “Deep South,” and various others containing 
words having geographical suggestion. 

The brief for appellant states, in substance, that it is difficult, if not impossible, 
to find a case exactly in point because neither the registrability nor the validity of 
marks such as “Mid-West,” “Western,” etc., has ever been raised (except to the 
extent that “Western” was involved in the ex parte cases of Western Stove Co., 
Inc., supra.) and Western Supply Co. [33 T.-M. Rep. 487], the latter decided by 
the commissioner July 14, 1943, subsequent to his decision in the instant cases. It 
is insisted by appellant that the decision in the latter case “substantially modifies” 
the decision in the former case and in the instant cases “‘as to his interpretation of 
the word ‘geographical’ as it appears in the Trade-Mark Act.” 

Appellant, however, cites decisions in the cases of Champion Spark Plug Co. v. 
Globe-Union Mfg. Co., 24 C. C. P. A. (Patents) 10868, 88 F. (2d) 970 (discussed 
in the decision of the commissioner, supra), in which we held that the word “Globe” 
is not merely a geographical name or term; Hamilton Brown Shoe Co. v. Wolf 
Brothers & Co., 240 U. S. 251 [6 T.-M. Rep. 169], in which the Supreme Court 
held the words “The American Girl,” as applied to women’s shoes not to be a 
geographical or descriptive term; Southeastern Brewing Co. v. Blackwell, 80 F. 
(2d) 607 [26 T.-M. Rep. 1], in which the Circuit Court of Appeals of the Fourth 
Circuit held that the words “Old South” or “Old South Brew” . .. . do not constitute 
a term that is geographical or descriptive ... , and Century Distilling Co. v. Con- 
tinental Distilling Corporation, 38 U. S. P. Q. 105, in which the United States 
District Court (E. D. Pennsylvania) upheld the validity of the word “Dixie” as a 
trade-mark. 

The brief of the Solicitor for the Patent Office cites no cases but discusses some 
of the decisions cited by appellant. It may be added that the brief makes no 
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reference to any definition of the term except that from Webster quoted in the com- 
missioner’s decision. 

In passing upon the registrability of a claimed trade-mark we do not consider 
the validity or invalidity of prior registrations of the same marks. No citation of 
authorities is necessary in support of this well established and long followed rule. 
No reason is found for making any exception to it here. Should a case involving 
prior registration of the term come before us it will be considered, in the light of the 
statute, upon the facts disclosed by the record in the case. 

We have not been able to ascertain when “Mid-West” became a term of com- 
mon usage, but it is certain that it had become such at the time the applications 
here involved were filed and that it then had, and now has, nothing other than 
a geographical significance. 

The definition quoted by the commissioner from Webster’s New International 
Dictionary appeared in the 1935 edition of that work. It was repeated in the 1939 
edition. 

There are other defining and describing authorities. 

In the 1942 edition of the Encyclopedia Britannica “Middle West” is defined 
as “the northern portion of the central United States and more specifically the 
States of Ohio, Indiana, Illinois, Michigan, Iowa, Wisconsin and Minnesota.” 

The Dictionary of American English on Historical Principles, 1942, Vol. 3, 
defines the term as follows: 


North central portion of the United States embracing approximately the area north 
of the Ohio River and its latitude from the Rocky Mountains to the Alleghenies. \ 


American Red Cross, for its work, maps the United States by areas. As shown 
on its may of February 27, 1943, in the Division of Maps, Library of Congress, 
there is a “Midwestern Area” which includes several states, some of them east 
and some of them west of the Mississippi River. 

A map of American Sociological Society in the Division of Maps, Library of 
Congress, shows a “Midwest Society” covering numerous states, some of them 
east and some of them west of the Mississippi River. 

It is clear that “Mid-West” is a geographical term, relating to an area within 
the United States, which area has no definite boundaries. There is no “official” 
or statutory designation of the area and so, strictly speaking, it is not a legally 
recognized name, but in common usage it is a term which has no meaning or sig- 
nificance other than geographical. 

Therefore, we feel constrained to agree with the commissioner’s conclusion. 

For the purpose of formal judgment we treat the cases as being consolidated, 
and, in both appeals, 4935 and 4936, the decisions of the commissioner are affirmed. 
Affirmed. 
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SCHERING & GLATZ, INC. v. SHARP & DOHME, INC. 


United States Court of Customs and Patent Appeals 
December 11, 1944 


TRADE-MARKS—OPPpoSsITION—CONFLICTING MARKS. 
“Thromboquin” administered by way of hypodermic injection held confusingly similar 
to “Thrombol,” a natural product sold in bottled form. 
TRADE-MARKS—OPPOSITION—EFFECT OF CONSENT BY OPPOSER. 
Patent Office will not consider “consent” to registration by opposer where public interest 
demands refusal of registration. 


Appeal from a decision of the Commissioner of Patents sustaining the opposi- 
tion. Affirmed. 


John M. Leach for appellant. 
No appearance for appellee. 


O’ConNELL, J.: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents [33 T.-M. Rep. 348], reversing the decision of the 
Examiner of Interference dismissing the opposition to the registration of appellant’s 
mark. 

The case was argued and submitted by the appellant only, the appellee prior 
to the calling of the calendar having filed a written notice with the clerk of the 
court to the effect that it would file no brief and make no appearance at the hear- 
ing, and that it no longer desires to oppose the appeal herein and the application 
filed by the appellant in the United States Patent Office for the registration of the 
mark in question. 

The action of the appellee in withdrawing its opposition relieves the court of the 
necessity of determining the rights of the respective parties as between themselves. 
It does not follow, however, that the appellant is entitled to a judgment reversing the 
Commissioner of Patents. 

Congress has declared, as a matter of public policy, that marks which are de- 
ceptively similar to an existing trade-mark shall not be registered if they are for 
use on merchandise of the same descriptive properties. 

The primary purpose of the statutory prohibition is to protect the public against 
confusion or mistake in the purchase of goods, and the Commissioner of Patents, 
in refusing to register a prohibited mark, acts as the guardian of the public in- 
terests, and not merely as an arbiter of a private dispute between two parties. 
Century Distilling Co. v. Continental Distilling Corp., 23 F. Supp. 705. 

For this reason it is not only the right but the duty of the tribunals of the Patent 
Office to determine, ex parte, and without reference to the issues raised by the 
notice of opposition, whether or not the mark submitted by an applicant is entitled 
to registration. See Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 
29 C.C. P. A. (Patents) 1024, 127 F. (2d) 318 [32 T.-M. Rep. 306], and authorities 
therein cited. 
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For the same reason a consent or an agreement authorizing the registration 
of a mark entered into between the applicant for its registration and the owner of an 
existing trade-mark is of no legal force or effect as the parties by their deeds or 
agreement cannot confer upon the Commissioner of Patents the power to do that 
which he is prohibited from doing under the law. See Skookum Packers Association 
v. Pacific Northwest Canning Co., 18 C. C. P. A. (Patents) 792, 797, 45 F. (2d) 
912 [21 T.-M. Rep. 50] ; George A. Broon and Company, Inc. v. Abraham Aronovic, 
33 U. S. P. Q. 390; Fruit Industries, Ltd. v. Ph. Schneider Brewing Co. 

The appellant in the case at bar, however, feeling aggrieved by the refusal of 
the Commissioner of Patents to register its mark, has the right under the statute to 
a determination by this court of the validity of the adverse decision with which it is 
confronted. 

Since the facts upon which the Commissioner of Patents based his action are 
fully set forth in the record submitted, and since it appears therefrom that he 
has represented the public, as was his duty, the court may review the legal questions 
involved herein and render judgment. Frankfort Distilleries, Inc. v. Dextora Com- 
pany, 26 C. C. P. A. (Patents) 1244, 103 F. (2d) 924. 

The Commissioner of Patents has held herein that the goods of the respective 
parties are merchandise of the same descriptive properties, and that applicant’s 
mark “Thromboquin,” used since 1940, is deceptively similar to opposer’s mark, 
“Thrombol,” registered and used since 1926, and, therefore, the registration of 
“Thromboquin” as a trade-mark was prohibited under Section 5 of the Trade- 
Mark Act of February 20, 1905. 

The pertinent part of Section 5, supra, provides— 


.... That no mark by which the goods of the owner of the mark may be distinguished 
from other goods of the same class shall be refused registration as a trade-mark on account 
of the nature of such mark. 

se «@ 

Provided, That trade-marks which . . . . so nearly resemble a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers shall not be registered. ... 


In determining the question of the confusing similarity of trade-marks, the 
marks must be considered in their entirety, but this doctrine is not inconsistent with 
the rule that one word or one feature of a mark may be the dominant part thereof 
and entitled to greater force and effect than other parts of the mark. See California 
Prune & Apricot Growers Association v. Dobry Flour Mills, Inc., 26 C. C. P. A. 
(Patents) 910, 101 F. (2d) 838 [29 T.-M. Rep. 151]. Under any circumstances 
the common portion of the marks must be considered and cannot be disregarded. 
See Nepera Chemical Co., Inc. v. The Wm. S. Merrell Company [31 T.-M. Rep. 419] 
and 647. 

We are of the opinion that the term “thrombo” is the dominant part of each 
of the marks under consideration. Each mark begins with the same seven letters 
of the alphabet, namely, “thrombo.” These letters do not of themselves form an in- 
dependent word of the English language, but are recognized as part of a word, a 
combining form derived from the Greek language. 
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This root is used in other and longer words, particularly by the medical profes- 
sion, ordinarily to indicate relationship to such a term as “thrombus,” meaning a 
coagulum of blood elements or a growth of cells, as tumor cells, formed in the 
heart, a blood vessel, or a lymphatic during life. 

To the root “thrombo,” the opposer annexed the letter “I” to constitute its trade- 
mark “Thrombol.” ‘To the root “thrombo,” the applicant added the suffix “quin,” 
suggesting the presence of quinone, to constitute its mark “Thromboquin.” 

It may thus be noted that the applicant has appropriated the opposer’s entire 
trade-mark with the exception of its last letter. 

The record discloses that the applicant, in its answer to the notice of opposition, 
admitted that its mark and the trade-mark of the opposer are used upon goods of 
the same descriptive properties. Nevertheless, the appellant assigns and argues, 
as one of the reasons of appeal herein, that the Commissioner of Patents erred in not 
permitting the applicant to restrict the description of its goods to indicate that the 
substance contained in its product differs in character from the substance contained 
in the product of the opposer. 

There is no doubt, however, that the goods of the respective parties must be 
classified as merchandise of the same descriptive properties. 

As pointed out above, the primary purpose of the statute is to protect the pub- 
lic against confusion or mistake in the purchase of goods. To effect this purpose, 
courts have given a liberal interpretation to the phrase “merchandise of the same 
descriptive properties,” with the result that many identical or similar marks have 
been refused registration, although the respective articles of merchandise in ques- 
tion were considerably different. See California Packing Corporation v. Tillman & 
Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238] ; 
Philadelphia Inquirer Co. v. Coe, 133 F. (2d) 385, and cases cited therein. 

In this connection, however, the appellant further contends that the merchan- 
dise in question is sold to an exclusive class of purchasers, namely, doctors, interns, 
and nurses, and therefore no confusion or mistakes in the mind of the public would 
result in the sale of the goods. 

This exclusive class of purchasers, it is asserted, has as part of its technical 
vocabulary, and readily distinguishes between, medical terms employing the same 
root, and therefore such class of purchasers would have no difficulty in distinguish- 
ing between the two marks “Thrombol” and “Thromboquin,” particularly as the 
goods are of a type that necessitates caution in their use. 

This raises the point as to who constitute the public in the instant case. 

The statute provides protection for people who have occasion to engage in the 
purchase of goods. The trade-mark law is made not only for the protection of 
experts, but also for the public in general—the vast multitude which includes the 
ignorant, the unthinking, and the credulous, who, in making purchases, do not stop 
to analyze, but are governed by appearances and general impressions. See Florence 
Mfg. Co. v. J.C. Dowd & Co., 170 Fed. 73, 75 [1 T.-M. Rep. 289]. 

If the merchandise in question is purchased by all classes of people, then all the 
people constitute the public under the provisions of the statute, but if the merchan- 
dise is purchased exclusively by a particular class of people, then that particular 
class of people constitutes the public under the same statutory provisions. 
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The agreed statement of facts restricted in scope submitted by the parties to the 
Patent Office to be used as a basis for its decision contains no direct reference as to 
the sale of the goods to any class of purchasers, nor to the number of customers who 
purchase the merchandise. Judging from the exhibits, “Thrombol” is purchased 
by English and Spanish speaking people, and exported, for example, to the Union 
of South Africa. 

The record shows, however, that ““Thrombol” is a natural product composed of 
finely divided calf brain tissue, while “Thromboquin” is a chemical compound of the 
quinone group. 

“Thrombol” is put up in bottles and is sold in two different forms, depending 
upon the manner in which it is to be administered ; one form is for local application 
to a bleeding surface by means of gauze or cotton swabs, and the other form is 
employed for injection into the skin at sites immediately adjacent to the bleeding 
points. “Thrombol’” may also be administered orally. 

Those using ““Thrombol” are admonished that the remedy should never be given 
intravenously, because of the danger of causing intravascular clotting. 

“Thromboquin” is put up and sold in hermatically sealed sterile ampules and is 
designed for administration by hypodermic injection into the veins of a patient 
by or under the supervision of a physician. 

; ; By reading the directions for the administration of the two respective forms of 
. “Thrombol,” together with the literature accompanying the distribution of the 
goods, it is fair to assume that the subcutaneous form of the product, at least in the 
first instance, is to be used only by or under the direction of a physician. 

. The “Thrombol” literature also states that “before giving dilute Thrombol by 
7 oral administration, or before injecting it subcutaneously, patient should be tested 
for foreign protein sensitivity by intracutaneous injection,” and a test therefore is 
provided which ordinarily would be given by or under the direction of a physician. 

Whether such a test is required after it is known by the doctor and the patient 
that the patient is not sensitive to foreign protein by intracutaneous injection does 
not appear from the statement of facts. 

“Thrombol” is advertised in the opposer’s exhibits as being of special value in 
the case of circumcision. The Patent Office was asked to take judicial notice of the 
fact that circumcision is often performed by a particular class of ecclesiastical min- 
isters who are members of the general public, and who are not physicians and have 
never been obliged to take any part of the training necessarily required of one to 
' : become a physician. 


7 4 In support of its contention that members of the general public are to be classi- 
fied as purchasers of its goods, opposer argued in the proceedings in the Patent 
) Office that a clear and important distinction is to be observed between situations in 
, which remedies are to be administered under the “direction” of a physician and 
those that are to be administered under his “supervision.” 
. It was pointed out that in cases of bleeding following an operation, a doctor or 
. 3 a dentist could telephone a patient directing him as to the use of the medicine, par- 
- . ticularly in the case of ‘““Thrombol” for local application. It was further pointed 


out that there is no reason why a physician could not adequately inform the average 
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hemophiliac how to administer opposer’s subcutaneous preparation to himself and 
thereby avoid the expense and inconvenience of frequently having the physician do 
so. 

It was also stated that judicial notice may be taken of the fact that the average 
diabetic regularly and daily administers insulin by himself to himself by hypodermic 
injection without the presence of a physician, after he has once been instructed how 
to do so. 

In reaching a conclusion as to who constitutes the public in the purchase of the 
goods of the respective parties, it is worthy of note that a doctor’s prescription is 
not required in making a purchase thereof. 

From the facts in this case and the reasonable inferences that may be drawn from 
the record, it is clear that while members of the medical profession may pre- 
dominantly comprise the purchasers of the products of the opposer, nevertheless the 
goods are available to purchasers of the general public. 

Such a finding, however, is not necessary to a decision herein. The remedy is 
one likely to be used in an emergency when a matter of seconds may mean the life 
or death of a rapidly bleeding person. It is common knowledge that doctors, interns, 
and nurses do not ordinarily go to the drug store in person to purchase a remedy, 
but frequently order it by telephone or by sending a messenger. This is particularly 
true in the event of an emergency. Confusion, mistake, or delay in obtaining or 
applying the remedy may easily result in fatal consequences, and members of the 
medical profession and their assistants, no matter how discriminating, would 
have difficulty in keeping in mind and distinguishing between the two marks, 
“Thrombol” and “Thromboquin.” 

Considering the goods upon which the marks are used, and considering the 
resemblances between the marks in significance, sound, and in appearance, it is im- 
possible to escape the conclusion that confusion or mistake and deception of pur- 
chasers might likely result from the concurrent use of the two marks on the 
respective goods of the parties. See Nepera Chemical Company, Inc. v. The Wm. 
S. Merrell Company, supra; Campbell Products, Inc. v. John Wyeth & Brother, 
Inc., 31 C. C. P. A. (Patents) —, 143 F. (2d) 977. 


For the reasons stated, the decision of the Commissioner of Patents is affirmed. 
Affirmed. 





IN RE LASKIN BROTHERS, INC. 
United States Court of Customs and Patent Appeals 
December 11, 1944 


TRAD-MARKS—REGISTRATION—SAME DESCRIPTIVE PROPERTIES. 
Trade-mark “Caress” held unregistrable for panties, slips, night dresses, etc., in view of 
previous registration of identical mark as applied to hosiery. 
TRADE- MARKS—EFFECT OF LETTER OF CONSENT IN Ex PARTE PROCEEDING. 
“Letter of consent” filed by registrant will be ignored by Patent Office where confusion 
of the public may result regardless of whether the proceeding is inter partes or ex parte. 


Appeal from Commissioner of Patents refusing registration of the trade-mark 
“Caress” for panties, etc. Affirmed. 












IN RE LASKIN BROTHERS 


O’CONNELL, J.: 


This is an appeal from the decision of the Commissioner of Patents [33 T.-M. 
Rep. 258], affirming the final action of the Examiner of Trade-Marks in refusing 
to register the word “Caress” as a trade-mark for panties, slips, night dresses, com- 
binations, and petticoats in view of a registration previously issued to H. W. Anthony 
Company for the same mark applied to hosiery. 

The original decision of the examiner held that since both marks were the same, 
and the goods were of the same descriptive properties, the registration was pro- 
hibited by statute. 

Thereafter, the applicant filed a “Letter of Consent” from the registrant, H. W. 
Anthony Company, asserting that the use of the mark by applicant on the goods 
stated does not, in any way, conflict with the use of the trade-mark by the registrant 
for hosiery, and assenting to both the use and registration of such mark by the 
applicant. 

The examiner then held that since the marks were the same and the goods 
were of the same descriptive properties, the consent of the registrant was unavail- 
ing. That decision was affirmed by the Commissioner of Patents, and this appeal 
brings the legality of his action before us for review. 

Section 5 of the Trade-Mark Act of February 20, 1905, relating to the registra- 
tion of trade-marks, so far as pertinent, provides— 


.... That no mark by which the goods of the owner of the mark may be distinguished 
from other goods of the same class shall be refused registration as a trade-mark on account 
of the nature of such mark. 

+ * x * 


Provided, That trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to deceive purchasers shall 
not be registered .... (Italics ours.) 


Since there is no dispute as to the fact that the marks are identical, the first 
issue to be considered is whether or not the merchandise is of the same descrip- 
tive properties. 

The appellant insists that there is a radical difference between its goods and 
the goods of the registrant, and that the concurrent sale of their respective merchan- 
dise under the same trade-mark by the two different parties would not be likely to 
cause confusion or deceive the purchaser. 

In effecting what is considered to be the primary purpose of the trade-mark law, 
namely, to prevent confusion or mistake in the mind of the public or the deception 
of purchasers as to the origin of the goods of competing vendors, the courts have 
given a liberal interpretation to the statutory phrase, “merchandise of the same de- 
scriptive properties.” 

As a result, many identical or similar marks have been refused registration, 
although the respective articles of merchandise in question were considerably dif- 
ferent. In California Packing Corporation v. Tillman & Bendel, Inc., 17 C.C. P. A. 
(Patents) 1048, 40 F. 2d 108 [20 T.-M. Rep. 238], the court held that coffee con- 
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stituted goods of the same descriptive properties as canned fruits and vegetables. In 
R. H. Macy & Co., Inc. v. H. W. Carter & Sons, 12 F. 2d 190, 56 App. D. C. 249, 
men’s clothing and hosiery were held to be goods of the same descriptive properties, 
and in Lewis v. New Way Hosiery Company [29 T.-M. Rep. 403], there was the 
same holding as to women’s lingerie and negligees, and women’s hosiery. See also 
Philadelphia Inquirer Co. v. Coe, 38 F. Supp. 427, and cases therein cited. 

In their respective petitions for registration of the mark “Caress,” both the appli- 
cant and registrant herein applied to have their merchandise classified in the Patent 
Office in Class 39, Clothing, and there can be no doubt under a long line of decisions 
of this court that the goods of the two parties are of the same descriptive properties. 

Therefore, the facts in this case bring it directly within the prohibitory provision 
of the statute cited, and the doctrine enunciated in Philadelphia Inquirer Co. v. Coe, 
77 U.S. App. D. C. 39, 133 F. 2d 385. 

Nor does the fact that the applicant procured a “Letter of Consent” from the 
registrant alter the situation. In refusing to register a prohibited mark, the Com- 
missioner of Patents acts as the guardian of the public interests and the parties by 
their deeds or agreement cannot confer upon him the power to do that which he is 
prohibited from doing under the statute. See Skookum Packers Association v. 
Pacific Northwest Canning Co., 18 C. C. P. A. (Patents) 792, 797, 45 Fed. 2d 
912 [21 T.-M. Rep. 50] ; Philadelphia Inquirer Co. v. Coe, supra; George A. Breon 
and Company, Inc. v. Abraham Aronovic [27 T.-M. Rep. 405] ; Fruit Industries, 
Ltd. v. Ph. Schneider Brewing Co., 46 U.S. P. Q. 487. 

Even under the test of likelihood of corifusion, the result in this case would be 
the same, as the goods have all the criteria that have been held to show likelihood of 
confusion where the marks are identical or nearly resemble one another. 

Appellant contends that none of the cases cited by the examiner in his decision, 
and followed by the Commissioner of Patents, are applicable to the case at bar for the 
reason that a controversy existed between two contending users in each such case. 
The point is without merit. The legal construction of the statutory phrase “mer- 
chandise of the same descriptive properties” is the same in both ex parte and inter 
partes proceedings, and the same rules are applied in reaching a decision whether the 
proceedings are ex parte or contested. In re Keller, Heumann & Thompson Co., 
Inc., 23 C. C. P. A. (Patents) 837, 839, 81 F. 2d 399 [26 T.-M. Rep. 83]. 

The decision of the Commissioner of Patents is affirmed. 





FOX FUR CO., INC. v. FOX FUR CO., INC. 
District Court, D. Maryland 
December 29, 1944 


UnFatr COMPETITION—NAMES OF CORPORATIONS AND INDIVIDUALS. 
Plaintiff I. J. Fox, Inc., entitled to injunctive relief against Fox Fur Co., Inc. 
UnFAIR CoMPETITION—SECONDARY MEANING—Fox Furs not DESCRIPTIVE. 
The word “Fox” in defendant’s trade-name falsely suggests an association with the plain- 
tiff’s well established business. Use of the word “Fox” in defendant’s corporate name will be 
enjoined unless accompanied by a phrase disclaiming any connection with plaintiff. 


eI te rere 














FOX FUR CO. v. FOX FUR CO. 


Action for unfair competition. 


Irving B. Grandberg, Atwood C. Wolf, Leon M. Labes and Ellis B. Miller, for 
plaintiffs. 

Frank, Skeen & Oppenheimer, Edward Azrael and Max Sokol and Maxwell A. 
Ostrow, for defendants. 


CoLEeMAN, D. J.: 


This is a suit for injunctive relief and damages based upon alleged unfair com- 
petition and fraudulent infringement of trade-names. 

The jurisdictional prerequisites as to amount involved and diversity of citizen- 
ship of the parties are satisfied. Two of the plaintiffs are New York corporations 
and the third plaintiff, an individual, a citizen of New York. Hereinafter, plaintiff, 
I. J. Fox, Inc., since it is the principal plaintiff, will, for convenience, be referred to 
as “the plaintiff,” unless complete clarity requires otherwise. The sole defendant is 
Fox Fur Co., Inc., a Maryland corporation, the suit having been dismissed as against 
an individual, Ronald Sidney Yedwal, who was originally joined as a defendant. 

As a result of a hearing held pursuant to an order of this Court directing the 
defendants to show cause why a preliminary injunction should not issue against 
them pending a hearing upon the merits, the injunction was denied, and defendants 
having duly answered the bill of complaint, the case proceeded to a hearing on the 
merits. 

Summarized briefly, plaintiff contends that the use by the defendant, Fox Fur 
Co., Inc., of the words “Fox Fur” in its corporate name and the same, as well as 
the words “Fox” and “Fox Furs,” in advertising and selling various types of furs, 
has caused confusion in the public mind between the general line of furs dealt in by 
the plaintiff and those dealt in by the defendant, and has tended to mislead the public 
generally, including purchasers or prospective purchasers of furs, into supposing that 
the furs dealt in by the defendant are, in fact, the furs advertised and dealt in by the 
plaintiff ; that the trade-names, “I. J. Fox, Inc.” and “Fox Fur Co., Inc.,” have, by 
long association with the retail fur business, acquired a special significance or sec- 
ondary meaning, and that, therefore, defendant’s use of the words “Fox,” “Fox Fur” 
or “Fox Furs” infringes upon these trade-names, and that this would be true even 
though such words be preceded by initials or proper names, or by any other words 
of a descriptive character. No labels used by defendant on its furs or fur garments 
are claimed to infringe. 

Briefly stated, defendant’s contention is that no one has the exclusive right to the 
use of a generic term such as “Fox” or “Fox Fur” as a trade-name, and, further, 
that defendant has resorted to no methods in its advertising or sales of the furs in 
which it deals which have confused or tend to confuse the public as between the 
plaintiff's and defendant’s goods, trade-names, or good-will. 

We find the following facts: I. J. Fox, the individual plaintiff, was engaged in 
the retail fur business as an individual prior to the year 1918, and in 1928, one of the 
corporate defendants, I. J. Fox, Inc., succeeded to his business and has ever since 
been continuously engaged in it. The store is at 393 Fifth Avenue, New York City. 
I. J. Fox, Inc., owns or controls other retail fur stores operating under the same 
in Boston and Cleveland. It also maintains a branch store under the name of “Fox- 
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Weis” in Philadelphia, and has had in contemplation the opening of a store in Balti- 
more. In addition, it conducts a retail fur business in some forty-seven depart- 
ment stores in nine States (but not in Maryland) in the Eastern part of the country, 
in connection with which it bills direct the purchasers of its furs displayed in these 
department stores, and allows the latter commissions on such sales. The remain- 
ing plaintiff, Fox Fur Co., Inc., also a New York corporation, does not sell at 
retail, its business consisting solely of purchasing at wholesale for the plaintiff, I. J. 
Fox, Inc., and its affiliates, except the one in Philadelphia. Fox Fur Co., Inc., has 
never advertised or done any business of any kind in the State of Maryland. 

The gross business of I. J. Fox, Inc., is very large :—for all stores approximately 
$77,000,000 during the years 1931-1944, inclusive; for the New York store alone in 
1943, $3,000,000, and for all stores that year, $8,000,000. More than $12,000,000 
has been expended by it to date in advertising its trade-name and general retail 
business, and it is presently expending in excess of $1,250,000 a year in such 
advertising through radio broadcasting, newspapers, etc. It employs more than 
1,000 persons. However, the plaintiff has never done any fur business in Mary- 
land nor has it ever placed any paid fur advertisment in any Baltimore newspaper or 
on any Baltimore radio station, and the only advertising which the plaintiff has 
placed in any magazine of national circulation was a series of advertisements in the 
year 1940, in the magazine Esquire. The plaintiff has advertised over various radio 
stations outside of the City of Baltimore, but, generally speaking, the radio public 
of Baltimore rarely listens to any but Baltimore stations. The plaintiff has a list of 
some 800 persons resident in the State of Maryland, including Baltimore, who, 
over a period of years, have purchased or stored garments, or in some other manner 
dealt with it, or with one of its affiliated companies, but such transactions have taken 
place entirely outside the State of Maryland. This list includes persons who may 
have lived in New York and subsequently moved to Maryland, as well as all persons 
now living in the State of Maryland who have dealt in any way with the plaintiff, 
or any of its affiliated companies over a considerable period of years. The plaintiff 
has advertised extensively in New York City newspapers, some of which had, and 
still have circulations in Maryland, but the number of editions of these newspapers 
having such circulation which contain advertisements of the plaintiff is and has 
been quite small. All of the advertising matter of plaintiff and its affiliated com- 
panies always stresses the name and initials of the individual, I. J. Fox, and generally 
includes the slogan “America’s Largest Furrier.” 

No customer of the defendant has ever actually purchased any garment from 
the defendant under the misapprehension that the defendant was in any way con- 
nected with plaintiff or any of its affiliates, although some few customers of the 
defendant have been known to ask if the defendant was connected with I. J. Fox, 
Inc. Two persons testified that they had dealt with I. J. Fox, Inc., outside of Mary- 
land, and that upon seeing defendant’s advertisements, thought that the defendant 
was connected with I. J. Fox, Inc., but neither of these persons had ever been in 
defendant’s store, or had any business dealings with defendant. 

Fifteen years after I. J. Fox, Inc., was incorporated, that is, in January, 1943, 
Messrs. Benjamin Dranow, Gus Getsos and Ronald Sidney Yedwal, incorporated the 
defendant company under the name of “Ronald Furs Incorporated,” for the pur- 
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pose of engaging in the general retail fur business in the City of Baltimore which 
they commenced at 313 North Eutaw Street, Baltimore, but moved, on or about 
March 1, 1943, to 106 North Howard Street, having changed the corporate name to 
“Fox Fur Co., Inc.” It is significant that “Ronald” is the first name of the other 
individual, originally a defendant in the present suit. About two months prior to 
the incorporation of the Maryland company, Dranow and Getsos caused to be in- 
corporated under the laws of the District of Columbia, a company known as “Fox 
Fur Co., Inc.,” and under this corporate name engaged in a general retail fur busi- 
ness in Washington and advertised their business in Washington newspapers, as a 
result of part of which advertising, litigation arose between I. J. Fox, Inc., and Fox 
Fur Co., Inc., of Washington, which litigation, however, was settled without an 
adjudication of the questions with which we are here concerned. Dranow and Getsos 
had, as early as 1934, been connected with the sale of fur merchandise by the plaintiff, 
Fox Fur Co., Inc., which, as already stated, does the wholesale buying for I. J. 
Fox, Inc., and they have recently opened retail fur stores in Wilmington, Delaware, 
and Paterson, N. J., under the same name as defendant’s. Dranow, Getsos and 
Yedwal were all original stockholders, officers and directors of defendant company, 
and the first two named still are. 

Defendant has never conducted but one retail store and that in the City of 
Baltimore. No person with the surname Fox is now or ever has been connected 
with defendant’s business. While it sells fur garments made out of the pelts of 
many kinds of animals, its sales made from the pelt of the fox on a dollar basis, is 
in excess of 25 percent of its total sales of all kinds of furs; and the average propor- 
tion of sales of fur garments made from fox pelts in Baltimore retail fur stores, as 
well as in retail stores generally throughout the United States, is from, three percent 
to five percent. Defendant deals in less expensive grades of furs, generally, than does 
plaintiff, and its business is a great deal smaller than that of plaintiff, its gross sales 
for its first year being only approximately $200,000. 

In defendant’s various types of advertisements there is appended under defend- 
ant’s corporate name, the phrase “This is a local corporation and business,” but in 
some cases, the defendant, in its advertising, has used the phrase “Foxes Fine 
Furs” which its counsel admits was improper; and in the few cases in which cus- 
tomers of defendant have inquired of its representatives or employees at defendant’s 
store whether defendant was connected with I. J. Fox, Inc., or any of its affiliates, 
such customers have been told that defendant was not so connected. 

Upon the foregoing facts, the conclusion seems inescapable that defendant’s use 
of the words “Fox Fur” in its corporate name, and the use of the same and similar 
terms in its adverising, are likely to mislead purchasers or prospective purchasers 
of furs into supposing that the furs of the defendant are, in fact, furs advertised and 
dealt in by the plaintiff. 

It is true that the testimony in the present case is scant as to any person having 
been actually so misled. However, such proof is not a condition precedent to the 
right to injunctive relief in a case of this kind. Such relief may be granted on pros- 
pective grounds as well as upon what has aiready happened. 

We so conclude because even though the evidence is circumstantial except for 
the testimony of three witnesses whose statements are admittedly of doubtful 
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credence because of animosity, arising out of family and business disputes, the 
persons who organized and own the defendant company must have been motivated 
in adopting the word “Fox” as part of the corporate name, by the knowledge of the 
long established and very successful business of the plaintiff, and, therefore, must 
have intended to benefit by the inclusion of this word in their corporate name, at 
the expense of I. J. Fox, Inc. 

This conclusion is amply supported by the facts. Defendant’s contention is a 
specious one, refuted by the facts and every reasonable inference to be drawn there- 
from. No one having the name Fox has ever been connected with the defendant 
company. It is not reasonable to accept the theory that the name was adopted be- 
cause of an actual or contemplated specialization in the sale of fox furs, first, because 
the evidence does not indicate there has ever really been any such specialization ; 
second, because many successful dealers—there are many retail furriers in Balti- 
more—are shown to have little difficulty in selling fox furs without using the word 
“fox” in their corporate or trade-name; third, two of the very persons who own 
and organized the defendant company claimed to have specialized for years in fox 
furs in New York and yet traded under their own names and did not use the 
word “Fox” or “Fox Fur” as part of their trade-name; and fourth, although the 
business of defendant itself is that of a relatively small retail fur store, with exclusive 
Baltimore patrons, it is in reality one of a number of chain of stores, all with the 
same name, organized and operated to sell furs of various kinds, as they happen to 
be in vogue, in various cities by the same persons, or affiliates of the same persons, 
who organized and operate the Baltimore store. The first of these chain stores 
was established in Washington under the name “Fox Fur Co., Inc.” Then, this 
name was adopted for the Baltimore company; another company was organized 
under the same name in Wilmington, and a fourth in Paterson, N. J. Last, but not 
least, in some of its advertising the defendant actually used the phrase ‘‘Fox’s Fine 
Furs,” which obviously had no reference to fox, the animal, and leaves us with no 
other inference that can reasonably be made than that defendant was pirating the 
name and good-will of plaintiff. 

In order to constitute unfair competition with respect to a trade-name, two ele- 
ments must be present: the name must have acquired a secondary meaning or sig- 
nificance that identifies the plaintiff; and the defendant must have unfairly used it 
or a simulation of it as respects the plaintiff, 1.e., must have used it in such a way 
as will create, or tend to create in the mind of the public a belief that the name 
so used is that of the plaintiff or an affiliate of the plaintiff. If these elements 
exist, then defendant’s motive, except in so far as it may affect the extent of 
allowable damages, is immaterial. See McGraw-Hill Pub. Co. v. American 
Aviation Associates, 117 F. 2d 293 [36 T.-M. Rep. 150] ; S. S. Kresge Co. v. Winget 
Kickernick Co., 96 F. 2d 978; Brooks v. Great Atlantic & Pacific Tea Co., 92 F. 2d 
794; R. H. Macy & Co. v. Macy Drug Store, 84 F. 2d 387 [23 T.-M. Rep. 443]. 

Relief may be had even though plaintiff’s and defendant’s goods may be so com- 
pletely different as to be in no sense competitive; and whether or not competitive 
in character, actually doing business by the plaintiff in the territory where relief is 
sought is not a prerequisite to the granting of relief. See Phillips v. The Governor 
& Co., etc., 79 F. 2d 971 [25 T-M. Rep. 635] ; The Governor & Co., etc. v. Hud- 
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son Bay Fur Co., 33 F. 2d 801 [21 T.-M. Rep. 616] ; Buckspan v. Hudson Bay Co., 
22 F. 2d 720 [18 T.-M. Rep. 4] ; Finchley v. Finchly Co., 40 F. 2d 736. 

Even if a person or persons named “Fox” were identified with the defendant’s 
business, such surname could still not be used as part of the defendant’s trade-name 
without at least prefixing some distinguishing initials or adding some explanatory 
statement. See Herring, etc. Safe Co. v. Halls Safe Co., 208 U. S. 554; Vick Medi- 
cine Co. v. Vick Chemical Co., 11 F. 2d 33 [16 T.-M. Rep. 67] ; Neubert v. Neubert, 
163 M. 172 [22 T.-M. Rep. 412]. 

The fact that the word “Fox” is both a family name and the name of those wily 
animals included in the genus Vulpes does not justify a relaxing of the legal prin- 
ciples aimed at preventing unfair competition. Let us suppose that a Mr. Bird 
had a long established business of selling bird seed under the name of the Bird Seed 
Co., and that subsequently another Mr. Bird, with different first names, sets up a 
competing bird seed business under the same name—Bird Seed Co., without more. 
Can it reasonably be maintained that the second Mr. Bird was not engaging in unfair 
practices as respects the first Mr. Bird merely because (1) their two surnames are 
the same, and (2) no one has the exclusive right to the use of a generic term for 
a common product? 

Contending that since no one has the exclusive right to the use of a generic 
term as a trade-name, relying upon such cases as Kellogg Co. v. National Biscuit 
Co., 205 U. S. 111, and Goodyear India Rubber Glove Co. v. Goodyear Rubber Co., 
128 U. S. 598, defendant stresses the fact that this rule has been applied even in 
cases where, unlike the present one, there is active competition in the same territory, 
citing such cases as Dixi-Cola Laboratories v. Coca-Cola Co., 117 F. 2d 352 [35 
T.-M. Rep. 532]; S. R. Feil v. John E. Robbins Co., 650 [5 T.-M. Rep. 563] ; John 
Morrell & Co. v. Doyle, 97 F. 2d 232; Thomas Kerfoot & Co. v. Lous K. 
Liggett Co., 67 F. 2d 214 [23 T.-M. Rep. 455]. However, as such decisions 
indicate, there is a clear distinction between attempts to establish the right to 
exclusive use of the trade-name of a produce and that of the producer of a prod- 
uct, in a case such as the present one. Plaintiff here is not seeking to exclude de- 
fendant from the retail fox fur or general fur business. This, of course, it cannot 
do. What the plaintiff claims is that defendant should not be allowed to use the 
common noun “fox” in any way to suggest the proper name “Fox.” We believe 
this claim is sound, and that the proof amply supports a finding that what defendant 
has been doing is well calculated to lead the public to believe that the word “Fox” 
as used in defendant’s trade-name and advertising indicates an affiliation with plain- 
tiff. Also, defendant’s addition to its advertisement of the clause, “This is a local 
corporation and business,” is quite insufficient to obviate the misleading character 
of the use of the word “Fox,” as embodied in defendant’s corporate name and adver- 
tisements. Clearly, no immunity as respects the charge of unfair competition flows 
from the mere fact that defendant has been granted a certificate of incorporation 
bearing its present name. See The Peck Brothers & Co. v. Peck Bros., 113 F. 290. 

At the close of the case, defendant’s counsel offered, without conceding, how- 
ever, that defendant does not have the legal right to use its present corporate name, 
to employ some name or initials immediately preceding the phrase “Fox Fur” in 
defendant’s corporate title, thus changing its corporate name to some such name as 
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“Bay Fox Fur Co.,” “Bengus Fox Fur Co.” or “Chesapeake Fox Fur Co.” Plain- 
tiff, however, has been unwilling to accept such proposal as a satisfactory solution 
of the present controversy, and has persisted in urging upon the Court that defendant 
be required to desist from hereafter using the word “Fox” in its corporate name or 
in its advertising, in any form whatsoever, no matter how qualified. 

We believe that even though the conclusion is inescapable, as already explained, 
that defendant’s adoption of its present trade-name was deliberate and for the 
very purpose of capitalizing the good-will of the plaintiff, nevertheless, a require- 
ment that defendant change its name by some such modification as it has offered 
to do will afford the plaintiff the full protection to which it is legally entitled in this 
respect. We do not feel required to specify the exact form that the modified trade- 
name shall take. Suffice it to say that defendant must use as a prefix to its present 
trade-name, not some initials, but some individual or descriptive name which will 
remove all possible ground for believing that the phrase “Fox Fur” or “Fox Furs,” 
whenever hereafter used in defendant’s trade-name or advertisements indicate or sug- 
gests some connection with the trade-name and business of the plaintiff. 

The present case is strikingly similar in important respects to that of R. H. 
Macey & Co. v. Macy’s Drug Store, 84 F. 2d [23 T.-M. Rep. 443], a decision of 
the Circuit Court of Appeals for the Third Circuit. There, R. H. Macy & Co., Inc., 
the well known New York retail department store, was held to have acquired a 
secondary meaning so as to entitle it to protection against use of the word “‘Macy’s” 
by a drug store in the city of Philadelphia whose owners, neither of whom was 
named Macy, had, nevertheless, adopted the name “Macy’s Drug Store” and reg- 
istered it under the Pennsylvania Fictitious Names Act. It is true in that case the 
parties litigant were not dealing exclusively in one specific commodity, as are the 
litigants in the present case. It is also true that, unlike the plaintiff in the present 
case, Macy’s actually did considerable business in the same city with the defendant. 
However, these differences cannot, as we have seen, be considered controlling, and 
the two situations are very similar with respect to the adoption and the reason for 
the adoption by the defendant in each case, of the plaintiff’s name. Therefore, what 
the Court said as follows in the Macy case seems peculiarly applicable to the present 
case (84 F. 2d 387 at 388): 


In its own extensive business the plaintiff company conducts a retail department store 
in New York City, and does a large volume of interstate business in the United States and 
and very considerable business in the city of Philadelphia. One of its departments deals 
in drugs, medicines, cosmetics, toilet preparations, cigars, cigarettes, and other articles 
commonly sold in drug stores. The plaintiff is commonly referred to as “Macy’s,” and 
its drug department is operated under the name ‘“Macy’s Drug Department.” 

The defendants, whose names are Bernett and Rosenfeld, operate a drug store in the 
city of Philadelphia, and have registered the name of “Macy’s Drug Store” under the 
Fictitious Names Act (54 P. S. Sec. 21 et seq.) They also use signs on their stores stat- 
ing it is “Macy’s Drug Store.” No one connected with the defendants’ store is named 
“Macy.” The defendants’ explanation is that they innocently used the last two syllables 
of the word “pharmacy” in their slogan, “The last word in pharmacy” as the basis for 
their use of the name “Macy.” This contention does not deceive this court as to what their 
real purpose is; namely, to appropriate the good-will and trade of the Macy Company. 

The District Court refused to find that the defendants were guilty of unfair competition 
and, therefore, denied the injunction. We think, however, that the word “Macy’s” had 
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acquired a secondary meaning and referred to the plaintiff’s business; that its application 
to the defendants’ business was misleading ; that its use was intended to, and had a tendency 
to, mislead and deceive the public into the belief that the defendants’ business was connected 
with that of the plaintiff. Indeed, the entire atmosphere surrounding the acquisition of 
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the name “Macy’s” by the defendants justifies a conclusion that there was a palpable at- 
tempt to make use of the plaintiff’s reputation and good-will, acquired through many years 
of advertising, and appropriate it to the benefit of the defendants and deceive the public.” 


Finally, it should be noted we do not consider the recent case of Little Tavern 
Shops, Inc. v. Davis, 116 F. 2d 903, must be construed as authority for requiring 
defendant to make a greater change in its name and form of advertising, than we 
require it to make. In that case, there was evidence that the plaintiff corporation, 
which had secured registration of “Little Tavern Shops” as a trade-mark for sand- 
wiches, had used its corporate name “Little Tavern Shops, Inc.” for a number of 
years in conjunction with operating eating shops in Baltimore ; that plaintiff operated 
thirteen similar shops there, and that its customers had been led to believe that the 
food and liquor store operated by defendant in Baltimore under the name of 
‘“Hubbard’s Little Tavern Liquors,” with emphasis on the words “Little Tavern,” 
was one of plaintiff’s stores. The Circuit Court of Appeals for this Circuit, reversing 
this Court, held, on such evidence, that plaintiff was entitled to an injunction re- 
straining defendant from using the words “Little Tavern.” 

In the case just referred to, the term “Little Tavern Shops” was a descrip- 
tive term used to designate places of a distinctive kind of architecture and not the 
product there sold. Further, the matter of signs used by the respective parties 
figured prominently in the litigation. While the defendant had added the word 
“Hubbard’s” to the term “Little Tavern” on its sign, it only illuminated the words 
“Little Tavern” at night, and not the word “Hubbard’s.” Also, there were other 
features tending to distinguish that case from the present one. But suffice it to 
repeat that, as the Court there found, the plaintiff's corporate name was descriptive 
of the kind of places in which the plaintiff's business had long been and was being 
conducted, as opposed to a corporate name which, as in the present case, is descrip- 
tive not of the kind of a place, but of a product sold. 

To conclude, when, as here, the product sold ts commonly described by a generic 
term which happens to be comprised, in part, of a noun used as an adjective which is 
the same as plaintiff's surname, the principles of law aimed at preventing unfair 
competition in trade-names are, we think, complied with if there be added as a 
prefix to such noun as part of the corporate or trade-name, some descriptive word or 
words which will clearly indicate that it is the thing, namely, the fur of the fox, and 
not some person or persons or other company identified with the business having the 
name “Fox” that is referred to; and if, as respects defendant’s advertising or sales 
“talk” in whatever medium, defendant shall never refer to its merchandise as “Fox’s 
furs,” ““Fox’s fine furs,” or in any other way that will convey or tend to convey the 
impression that it is the dealer’s or seller’s name or trade-name, and not merely the 
kind of animal from which the fur comes that is referred to, but shall use only such 
terms as “fox fur,” “fox furs,” or “fur of the fox.” 

A decree will be signed in accordance with this opinion. 


rnin 
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ROCHE-ORGANON, INC. v. HORMORGANO CORP. 
United States District Court, Eastern District of New York 
February 8, 1945 


TRADE-M ARKS—INFRINGEMENT. 


Scope of motion under rule 12(f) of the Federal rules. Where defendant’s pleading in 
trade-mark infringement suit is discursive and vague plaintiff held entitled to bill of particulars 
setting forth clearly and accurately a statement of defendant’s claim. 


Action for trade-mark infringement. 


Briesen & Schrenk (Karl Pohl, of counsel), for plaintiff. 
Blair, Curtin & Hayward (Joseph V. Meigs, of counsel), for defendant. 


KENNEDY, D. J.: 


Plaintiff moves for an order under Rule 12 (f) to strike from the answer para- 
graphs numbered 1 to 23, which are designated affirmative defenses, on the ground 
that the allegations attacked are redundant, immaterial and impertinent, and do 
not constitute affirmative defenses proper under Rule 8 (c). Plaintiff also moves 
for an order dismissing the counterclaim (answer, paragraphs 1 to 38) on the 
ground that it fails to assert a claim against plaintiff, either under the anti-trust acts 
(15 U.S. C., Sec. 1, et seq.) or under the declaratory judgment act (49 Stat. 1027, 
28 U.S. C., Sec. 400). The motion has a third branch under which plaintiff seeks 
a more definite statement of the counterclaim under Rule 12 (e). 

For practical purposes the affirmative defenses and the counterclaim may be con- 
sidered together, and the attack on their sufficiency treated as if a single motion had 
been directed at them. To understand why this treatment is proper one must 
consider briefly the factual background which the pleadings disclose and from 
which the conflicting claims arise. 

Plaintiff is a New Jersey corporation. Since 1938 it has been engaged in the 
manufacture of hormone preparations. Among the trade-marks it uses is the 
designation ““Roche-Organon.” 

Defendant sells pharmaceutical and “organic products.” In April, 1944, it 
organized the ‘“‘Hormorgano Corporation,” and it does business under that name. 

Plaintiff says that the word “Hormorgano” so closely resembles the designation 
“Roche-Organon”’ that the public may become confused and, as a result, the de- 
fendant’s products may be passed off as those of the plaintiff. To prevent this, 
plaintiff says it is entitled to a decree restraining the defendant against the use of 
any name employing the word “hormone” or the word “organo,” or at least any 
combination of these words which would be a colorable imitation of plaintiff’s trade- 
mark or trade-name “Roche-Organon.” So far the controversy appears to present 
a very simple issue. 

However, in its answer, both by way of affirmative defense and counterclaim, 
the defendant asserts that the word “hormone” and the word “organic” are in com- 
mon usuage, and that plaintiff is actually asserting a right to prohibit anybody 
except itself from using those words, or any combination that suggests them, 
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whether or not a colorable imitation of plaintiff's name could legitimately be claimed. 
Defendant says it has never in fact attempted to confuse the public or to pass off 
its products as the plaintiff’s. Substantially the defendant’s position, both in its 
affirmative defense and in its counterclaim, is that plaintiff is attempting to set up 
a monopoly in the use of these common words, has harassed and embarrassed the 
defendant, and interfered with its business and, in fact, that there is a conspiracy 
in existence between the plaintiff and an affiliate corporation called Hoffmann- 
La Roche, Inc., to violate the anti-trust laws of the United States and of the State 
of New York and to create an illegal restraint of interstate commerce in the manufac- 
ture and marketing of hormones and organic substances. 

I acknowledge that the defendant’s pleading is rambling and discursive. In its 
present form, or lack of form, it does not give the plaintiff any clear indication of 
what it will have to meet in the way of proof at the trial. 

Prior to the adoption of the Federal Rules of Civil Procedure I should hardly 
have doubted that defendant ought to plead over and make its answer concise, direct, 
factual and informative. However, there is an alternative which can be adopted here. 
Plaintiff has moved for a “bill of particulars” or, more accurately, a definite state- 
ment of defendant’s claim. I therefore deny the application to the extent that it seeks 
an order striking the defenses and dismissing the counterclaim. I grant that portion 
of the application under which a more definite statement of the claim is sought. 

Settle order on notice. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 
“Ribotinic” and “Ribothiron” 

Frazer, F. A. C.: This is an appeal from the decision of the Examiner of Inter- 
ferences sustaining the opposition of Sharp & Dohme, Incorporated, to the application 
of Abbott Laboratories for registration of the word “‘Ribotinic” as a trade-mark for 
“a vitamin preparation.” 

Opposer relies upon its ownership of the trade-mark “Ribothiron,” registered 
some two years prior to applicant’s claimed date of first use, for “preparations used in 
the treatment of metabolic deficiencies, including preparations containing iron and 
vitamins either separately or jointly and for tonics, for internal use.” 

The case was submitted on an agreed statement of facts, from which it appears 
that the product now being marketed by applicant under the mark sought to be 
registered is in liquid form, and is “effectively used only hypodermically and by or 
under the direction of a physician.” It is available only in sterile ampoules. It further 
appears that opposer’s present product is a preparation containing ferrous sulfate and 
vitamins B, and By which is sold in tablet form and also in the form of an elixir, and 
that it may be purchased over the counter without prescription. The goods of the 
parties thus differ rather widely in their specific characteristics ; but it will be ob- 
served that the description of merchandise, both in the application and in the registra- 
tion, is so broad that either may fairly be said to include the other. In fact, it is 
stipulated in the agreed statement that ‘‘a vitamin preparation is a preparation for 
the treatment of metabolic deficiencies.” 
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Moreover, the goods currently being sold by the respective parties are unques- 
tionably of the same descriptive properties ; and the marks are obviously very similar. 
If confusion is unlikely, therefore, it is because of difference in packaging and 
methods of sale, both of which are, of course, subject to change. 

Applicant argues that each mark is suggestive of the ingredients of the product 
on which it is used, and to pharmacists and physicians that is probably true. But I 
doubt that the general public sufficiently familiar with the technical words from 
which the marks are derived to recognize the alleged suggestiveness of either mark. 

Resolving doubts in opposers’ favor, it is my opinion that the opposition was 
properly sustained ; and the decision of the Examiner of Interferences is accordingly 
affirmed.! 


“Pyrahexyl” and “Prohexinol” 


Frazer, F. A. C.: This is an appeal from the decision of the Examiner of 
Trade-Mark Interferences sustaining the opposition of Sharp & Dohme, Incorpo- 
rated, to the application of Abbott Laboratories for registration of the word “Pyra- 
hexyl” as a trade-mark for “a product useful in treating narcotic and alcoholic 
addicts.” The mark is claimed to have been used since October 28, 1942. 

Opposer owns the trade-mark “Prohexinol,” registered February 20, 1940, for 
“preparations for use as antiseptics, for use as vaso-constrictors, and for use for 
nasal decongestion, or for any combinations of such uses.” 

The Examiner of Interference held that the goods of the parties are of the same 
descriptive properties, and that their marks are confusingly similar. Applicant takes 
issue with both rulings, and argues that in any event “the cumulative effect of the 
differences in the goods and the differences in the marks” is sufficient to obviate any 
reasonable likelihood of confusion. 

Opposer’s product is a bottled antiseptic nasal decongestant in liquid form, in- 
tended to be dropped or sprayed into the nostrils. It is available to the public without 
prescription, for use in self-medication. Applicant’s product is in the form of a 
viscous oil, which is incased in capsules for oral administration “in the treatment 
of psychiatric symptoms associated with the withdrawal of narcotics from addicted 
patients.” It is sold only on prescription, and presumably is always used under 
the supervision of a physician. 

It will thus be observed that the goods of the parties to which the marks are 
respectively applied, while unquestionably having the same descriptive properties, 
are nevertheless quite different in their essential characteristics ; and in view of the 
slight difference between the marks, I am inclined to agree with applicant that 
there is little likelihood of confusion under present trade practices. But certainly 
there are preparations “useful in treating narcotic and alcoholic addicts, other than 
capsulated oils, which may be purchased and used without a doctor’s advice, and 
which may closely resemble opposer’s nasal decongestant. 

If applied, for example, to an aqueous solution sold in bottles to the general public, 
I am clearly of the opinion that applicant’s mark so nearly resembles the mark of 
opposer, applied to opposer’s goods, as to be likely to confuse the public or to deceive 


1. Sharp & Dohme, Inc. v. Abbott Laboratories, Opp’n No. 22218, 166 M. D. 687, January 
20, 1945. 
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purchasers. And the proposed registration would cover such a preparation, if “use- 
ful in treating narcotic and alcoholic addicts,” together with all other types of prod- 
uct falling within that definition. General Foods Corporation v. Casein Company 
of America, 108 F. 2d 261. 

The decision of the Examiner of Interferences is affirmed.’ 


“Desylan” and “Desynon” 


Frazer, F. A. C.: This is an appeal from the decision of the Examiner of Inter- 
ferences sustaining the opposition of Winthrop Chemical Company, Inc., to the ap- 
plication of Warren F. Wilhelm for registration of the word “Desylan” as a trade- 
mark for “disinfecting solution.” 

Opposer relies upon its ownership of the trade-mark “Desynon,” registered prior 
to applicant’s first use of the “Desylan” mark, for “crystalline vitamin D.” 

The case was submitted on a stipulation of facts, from which it appears, inter 
alia, that opposer’s mark is really applied to “a vitamin D preparation in liquid 
form”; that the goods of both parties on which their marks are used are sold, in 
part at least, to the same class of purchasers; and that opposer manufactures other 
products, including disinfectants. The Examiner of Interferences was thus per- 
suaded that purchasers would be likely to assume that applicant’s disinfecting solu- 
tion and opposer’s vitamin preparation may be produced by the same concern, and 
for that reason be concluded that such goods have the same descriptive properties. 

In the absence of evidence on the subject, I am unable to believe that purchasers 
would be likely to make the assumption ascribed to them by the Examiner of Inter- 
ferences. It seems to me that these goods are so widely unrelated, in composition, 
purpose, and manner of use, that even their manufacture by the same dealer is alone 
insufficient to establish that they are of the same descriptive properties. It is my 
opinion that they are not. 

A somewhat similar situation was presented in the case of Pratt & Lambert, 
Inc. v. Chapman & Rodgers, Inc., 136 F. 2d 909, where the United States Court 
of Customs and Patent Appeals agreed with the Patent Office that paints and var- 
nishes have different descriptive properties than insecticides, though “cerain paint 
and varnish manufacturers produce insecticides.” It may be that those goods differ 
to a slightly greater extent than do the goods involved here, but they were sold 
under identical trade-marks. 

“Desylan” and “Desynon” are quite similar in appearance and in sound, but 
obviously they are not identical. And even should it be held that the products 
on which they are used are broadly of the same descriptive properties, it would still 
be my belief that there is no reasonable likelihood of confusion between them. Their 
similarities are comparable to those of the marks “Dial” and “Dical-D” involved in 
the unsuccessful opposition proceeding of Ciba Pharmaceutical Products, Inc. v. 
Abbott Laboratories, 121 F. 2d 551, in relation to merchandise concerning which 
the court said: 


It is clear that there is a per se difference between the goods of the respective parties 
as to their inherent characteristics and, of course, as to uses. We regard both as being 


“ a ti & Dohme, Inc. v. Abbott Laboratories, Opp’n No. 22386, 166 M. D. 689, January 
, 1945. 
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medicinal in character, but the product of appellants, in its essential substance, differs from 
the product of appellee in its essential substance, and the difference in use is obvious. . . 

Upon the differences in the contesting marks it is unnecessary to comment, because 
such differences are obvious. 


In other words, the goods there under consideration were unquestionably of the 
same descriptive properties, though specifically different; and because the marks, 
though similar, were distinguishable, it was found that their concurrent use on such 
goods would not be likely to result in confusion. If, as I am constrained to hold, 
the goods of the instant case are of different descriptive properties, clearly “confusion 
in trade will not be likely to result in a statutory sense.” General Mills v. Freed, 
89 F. 2d 664. And even if I am wrong in so holding, the cumulative effect of the 
difference in the goods and the differences in the marks afford sufficient assurance 
that confusion is unlikely. 

For the reasons stated, the decision of the Examiner of Interferences is reversed, 
and the opposition is dismissed.° 


Descriptive Marks 
Descriptive mark registrable under Act of 1920 


Frazer, F. A. C.: This petition is taken from the refusal of the Examiner 
of Trade-Marks to register the notation for “For Pure Enjoyment,” under the pro- 
visions of the Act of March 19, 1920, as a trade-mark for “drawings and art lay- 
outs.” Registration was refused on the ground that the notation is devoid of trade- 
mark significance. 

Applicant’s brief, in the main, is devoted to an argument in support of his con- 
tention that the alleged trade-mark is not descriptive of the goods named in the appli- 
cation. But that is beside the point. Descriptiveness in itself is no bar to registra- 
tion under the Act of 1920, nor did the examiner base his decision on that ground. 

But the Act of 1920 is directed to the registration of trade-marks, and a trade- 
mark must indicate origin of the goods with which it is used. I am clearly of the 
opinion that such expressions or slogans as the one here in question are inherently 
incapable of performing that function. 

Applicant points to several registrations of somewhat similar phrases, that 
obviously should not have been granted, presumably on the theory that they afford 
precedents for the registration of applicant’s mark. But to borrow the language of 
the United States Court of Customs and Patent Appeals in the case of In Re Sears, 
Roebuck & Co., 30, 132 F. 2d 341. 


The right of registration in the instant case may not be determined by the actions had 
in those cases. 


The decision of the Examiner of Trade-Marks is affirmed.’ 





3. Winthrop Chemical Co., Inc. v. Wilhelm, 166 M. D. 691, January 26, 1945. 
4. Ex parte Kram, Serial No. 442791, 166 M. D. 697, January 26, 1945. 
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“Ez-Code” held descriptive 


Frazer, F. A. C.: Applicant appeals from the refusal of the Examiner of Trade- 
Marks to register the notation ‘““Ez-Code,” under the provisions of the Act of Febr- 
uary 20, 1905, as a trade-mark for goods described in the application as “labelling in- 
dicia.” Registration was refused on the ground that the mark is descriptive of the 
goods. 

Applicant’s product consists in a series of lettered and numbered labels pasted 
on a cardboard strip, at one end of which are printed the words ““Ez-Code Labels.” 
The mark thus identifies the labels rather than the indicia. In fact it is difficult to 
comprehend just how indicia, per se, could constitute vendable merchandise. But 
in any event, it seems clear that if the mark describes the labels it is descriptive of 
the goods on which it is used. 


In the early prosecution of the case, applicant filed an argument from which 
I quote the following : 


For the examiner’s information, these labels are placed on a series of electrical wires 
so that the electrician will be able to quickly identify each different wire. The label has 
wide-spread use in the aircraft industry, since airplanes have a large number of electrical 
circuits and wires which must be identified. Obviously, the label is not a code. 


But just as obviously, the individual labels, after being removed from the card- 
board strip and separated, are used in the operation of a code, and are therefore 
“code labels.”” And the inclusion of the word “easy,” or its phonetical equivalent 
“Ez,” does not detract from the descriptiveness of the mark as a whole in relation 
to the labels ; for that word merely characterizes the code. 

In my opinion the examiner was clearly right in refusing the proposed registra- 
tion, and his decision is accordingly affirmed.* 


“Dye Set” held unregistrable for laundry sours 


Frazer, F. A.C.: Applicant appeals from the refusal of the Examiner of Trade- 
Marks to register the notation “Dye Set,” under the provisions of the Act of February 
20, 1905, as a trade-mark for “laundry sours.” Registration was refused on the 
ground that the mark is descriptive of the goods. 

Applicant admits that its product “will set a dye, that is, it will prevent a dye from 
running.” Applicant contends, however, that the mark thus describes only a result 
obtained through the use of the product, and is not descriptive of the product itself, 
or of its character or quality. This argument finds a complete answer in the case of 
Walgreen Co. v. Godefroy Manufacturing Co., 22 C. C. P. A. 818, 74 F. 2d 127 
[22 T. M. Rep. 271], where the Court of Customs and Patent Appeals held the 
registered mark “‘Peaudouce”’ to be invalid as applied to skin cream, because its mean- 
ing in English was “soft skin,” and it was hence “merely descriptive of the intended 
purpose and function of the goods on which it is used, and is, therefore, merely 


5. Ex parte Welch, Ser. No. 458380, 166 M. D. 700, January 31, 1945. 
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descriptive of the ‘qualities, ingredients or characteristic’ of such goods.” In my 
opinion that case is directly in point, and is controlling here. 


The decision of the Examiner of Trade-Marks is affirmed.® 
Denial of registration under Act of 1905 not res judicata for registration under Act of 1920. 


Frazer, F. A. C.: This is a petition from the refusal of the Examiner of 
Trade-Marks to register the word “Cabinet,” under the provisions of the Act of 
March 19, 1920, as a trade-mark for “liquid heating and cooling apparatus compris- 
ing an enclosure housirig an apparatus for heating and/or cooling liquid food prod- 
ucts or liquids to be used in food products.” 

In the early prosecution of the case applicant filed a paper in which its device 
is more clearly described in the following sentence: 


The trade-mark “Cabinet,” forming part of the expressed “Cabinet Heater-Cooler Sys- 
tem,” is used on equipment comprising a plurality of closely positioned heating and cooling 
units housed in an enclosure or cabinet and used for the sanitary heating or cooling of food 
products or liquids to be used in food products while such liquid or liquid food products 
are passed over the heating or cooling units or the inside of the heating enclosure. 


In other words, it is a heat exchange device of the cabinet type, in relation to 
which the examiner concluded that the word “Cabinet” is incapable of indicating 
origin ; and he refused the proposed registration on that ground. I am clearly of the 
opinion that he was right. To purchasers the word could mean only type or style, 
and would have no trade-mark significance. If the drawing of the application were 
amended to include applicant’s name, as it appears on the specimens filed to show 
the mark as used, it may be that a registrable mark would result. But as presented 
the application was properly rejected. 

The case was originally prosecuted to appeal under the Act of 1905; and appli- 
cant argues that the sole question here in issue is res judicata, because in disposing 
of that appeal the Assistant Commissioner [32 T.-M. Rep. 446, 498, 504], did not 
affirm the examiner’s ruling that the mark lacked trade-mark significance. Had the 
point been adjudicated, there would be merit in applicant’s argument. But it was 
not even mentioned in the decision, which affirmed the examiner’s refusal to register 
on the ground that the mark was merely descriptive of the goods. If the doctrine 
of res judicata were to be applied a ruling adverse to applicant would necessarily fol- 
low, for the Assistant Commissioner affirmed the examiner, and one of the grounds 
upon which the examiner had refused registration under the Act of 1905 was the 
same as the ground upon which his present decision is based. 

The decision is affirmed.’ 


Act of 1920; Lack of trade-mark significance 


Frazer, F.A.C.: By this petition applicant seeks a review and reversal of the 
refusal of the Examiner of Trade-Marks to register the word “Peanut,” under the 
provisions of the Act of March 19, 1920, as a trade-mark for insecticides and fungi- 


6. Ex parte The Pennsylvania Salt Mfg. Co., Ser. No. 463654, January 31, 1945. 
7. Ex parte Cherry-Burrell Corp., Ser. No. 412946, 166 M. D. 699, January 30, 1945. 
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cides. The examiner’s position is explained as follows in his statement in answer to 
the petition : 


It is a matter of common knowledge that many insecticides and fungicides are manufac- 
tured and recommended for use in connection with specific crops and it is considered, 
therefore, that the word “Peanut” and such words as “Potato,” “Cotton,” “Soy Bean,” 
and “Beet,” for example, would not be recognized as words indicating origin, but rather as 
the names of the crops for which the insecticides and fungicides are to be used. 


In other words, the examiner was of the opinion, which I am constrained to 
share, that as applied to the goods in question the mark is devoid of trade-mark sig- 
nificance. Applicant does not deny that its product is suitable for use in spraying 
peanut plants, and to one who purchased it for that purpose the mark would be 
nothing more than a part of the name of the goods. It would no more indicate origin 
than would the word “‘shoe”’ as applied to polish. 

Applicant asserts that its mark is “Peanut Brand” ; but while the word “Brand”’ 
appears on the specimens, it is absent from the drawing. And in any event, that 
word is “obviously incapable of trade-mark significance.” Jacob Forst Packing Co. v. 
C. W. Antrim & Sons, 28 C. C. P. A. 1005, 118 F. 2d 576. 

The decision of the Examiner of Trade-Marks is affirmed.® 


Name of individual “Levi” held not registrable 


Frazer, F. A.C.: This is an appeal from the refusal of the Examiner of Trade- 
Marks to register the word “‘Levi’s” as a trade-mark for “men’s, women’s and chil- 
dren’s overalls and jackets,”’ on the ground that the mark “‘is the name of an individual 
not distinctively displayed.” 

I agree with the examiner that the mark lacks distinctive display, and also that 
it is the name of an individual. But it is perhaps more commonly used as a given 
name than as a surname, and it has always been the practice to register given names. 
See ex parte Sawyer Electrical Manufacturing Co. [33 T.-M. Rep. 364]. It appears 
that “Levi” was the Christian name of applicant’s founder, whose complete name 
is incorporated in its own; and as applied to applicant’s goods, the word is therefore 
more likely to carry that significance than would ordinarily be the case. 

In 1928 applicant was granted a registration of this same word as a trade- 
mark for overalls, the only material difference between the registered mark and the 
one here in question being that the latter is printed vertically while the former is 
printed horizontally. Applicant is thus entitled to the benefit of any reasonable 
doubt as to the registrability of its mark upon his later application. Ex parte Conti- 
nental Distilling Corporation, 561 O. G. 530, I think the case involves such a 
doubt. 


For the reasons stated the decision of the Examiner of Trade-Marks is reversed.® 





8. Ex parte Stauffer Chemical Co., Ser. No. 456408, February 1, 1945. 
9. Ex parte Levi Strauss & Co., Ser. No. 462783, January 31, 1945. 
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Opposition 


Motion to dispense with oral hearing denied 


Frazer, F. A. C.: Denied the motion to dispense with oral hearing and to set 
times for filing briefs in the near future, of Campana Corporation, of Batavia, IIl., 
whose appeal from the decision of the Examiner of Interferences dismissing its op- 
position to the application of Harry R. Lukaiser, of New York, N. Y., for regis- 
tration of a trade-mark is now pending, since the opposed application of Lukaiser 
has been finally rejected in another proceeding; so that opposer can suffer no 
prejudice through delay; and if, when the appeal is reached for hearing, opposer 
desires to waive oral argument and submit its case on brief, that is opposer’s 
privilege; but the Patent Office has no authority to deprive applicant of his right 
to an oral hearing. 


10. Campana Corporation v. Harry R. Lukaiser, Opp’n No. 22,849, 166 M. D. 640, No- 
vember 7, 1944. 
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PART II 


INTERNATIONAL VITAMIN CORP., Etc. v. WINTHROP CHEMICAL 
CO., INC. 


United States Court of Customs and Patent Appeals 
February 7, 1945 


TRADE-MARKS—OPPOSITION—CONFLICTING MARKS. 
“Blexin” used on Vitamin B preparation held confusingly similar to “Betaplexin” for 
similar preparation. 


Appeal from decision of Commissioner of Patents sustaining the opposition. 
Affirmed. 


James Atkins for appellant. 
James F. Hoge, L. B. Stroughton, and Thomas L. Mead, Jr., for appellee. 


Before Garrett, Presiding Judge, and BLANp, HATFIELD, JACKSON and 
O’CoNNELL, Associate Judges. 


Jackson, A. J.: 


On August 22, 1940, International Vitamin Corporation filed its application to 
register the trade-mark “Blexin” appearing in large block letters over a small circle 
across which are the letters “I. V. C.” above “The House of Vitamins” in small 
handwriting. The latter words were disclaimed. The trade-mark is applied to a 
Vitamin B Complex preparation. 

On October 22, 1941, International Vitamin Corporation assigned and sold to 
American Home Products Corporation all its right, title and interest in and to cer- 
tain trade-marks, among which was listed the mark “Blexin.” The assignment was 
duly recorded in the Patent Office and, upon application by International Vitamin 
Corporation, American Home Products Corporation was substituted as assignee. 

The trade-mark was published in the Official Gazette for December 31, 1940, and 
subsequently appellee filed its notice of opposition, alleging continuous use since 
February 20, 1939, of the trade-mark “Betaplexin” duly registered in the Patent 
Office on July 18, 1939, for a Vitamin B Complex preparation. Opposer alleged 
its belief that it would be damaged by the registration sought in that the resem- 
blances between the two marks would be likely to cause confusion and mistakes in 
the mind of the public and to deceive purchasers. 

Both parties took testimony, which it is not necessary to discuss for the reason 
that it is admitted the goods of the parties are identical and that appellee’s use of its 
mark is prior to that of appellant. Therefore the only question to be decided here is 
whether or not under those circumstances the mark of appellant is confusingly 
similar to the mark of appellee. 

The Examiner of Interferences held that the resemblances in the marks pre- 
ponderated over the differences and further stated that “it is believed that there is 
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a reasonable doubt that confusion in trade would be likely to result from the con- 
current usé of these marks upon goods of the kind specified.” The examiner sus- 
tained the opposition and further adjudged that appellant was not entitled to the 
registration for which it made application. 

The Commissioner of Patents, upon appeal, affirmed the decision of the Exam- 
iner of Interferences [33 T.-M. Rep. 352]. From that decision this appeal was 
taken. 

There can be no doubt that the word “Blexin” is the dominating feature of 
appellant’s mark. It is clear that the purchasing public in buying appellant’s 
product would, we might say invariably, ask for it by the name “Blexin.” It is 
inconceivable that the purchaser would ask for “Blexin, I. V. C., The House of 
Vitamins.” Goods are not purchased in that fashion. 

It appears to us that the last two syllables of appellee’s mark would remain in 
the mind of a user of appellee’s product, and that the pronunciations of “‘plexin,” 
the last two syllables of appellee’s mark, and “Blexin,” the dominating feature of 
appellant’s mark, are almost idem sonans. We are of opinion that the first two 
syllables of appellee’s mark, “Beta,” being the Greek equivalent of the English 
“B,” the one is to all intents and purposes practically identical with the other, and 
that the word “Blexin’”’ might well be termed a telescoped version of the mark 
“Betaplexin.” For these reasons we hold that registration of appellant’s mark was 
properly refused. 

Many cases have been cited by both parties, but as we have often held in trade- 
mark litigation such as comes to this Court, each case must of necessity be decided 
on its own facts, and precedents are of very little help in deciding such cases. In re 
Dutch Maid Ice Cream Company, 25 C. C. P. A. (Patents) 1009, 95 F. (2d) 262. 

The decision of the Commissioner of Patents is affirmed. 





HOFFMAN-LA ROCHE, INC. v. ROCH D. KAWERK 
United States Court of Customs and Patent Appeals 
March 6, 1945 


TRADE-MARKS—OPPOSITION. 
“Rox Rox Salve” used on chest cold salve held confusingly similar to “Roche Salve.” 


Appeal from decision of Commissioner of Patents dismissing the opposition. Re- 
versed. 


Briesen & Schrenk (Louis Alexander and H. von Maltitz of counsel) for appellant. 
Almon S. Nelson for appellee. 


GarreTT, P. J.: 


Appellee, Roch D. Kawerk, doing business as Rox Products Company, made 
application to the United States Patent Office, under the provisions of the Trade- 
mark Act of February 20, 1905, for the registration of his trade-mark “, ROX ” 


ROX-SALVE 
for use on “Salve, useful in the treatment of head and chest colds, nasal congestion, 
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and as an antiseptic dressing for minor cuts or insect bites.”” Appellant, Hoffman- 
La Roche, Inc., filed notice of opposition to said proposed registration, based upon 
the prior use of its registered trade-mark ‘Roche’ on a large variety of medicinal 
and pharmaceutical preparations, including preparations recommended for the treat- 
ment of colds and preparations having antiseptic qualities. 

Appellant took the testimony of one witness, its acting vice-president ; appellee 
took no testimony. 

Appellant alleges a use of its mark, by itself and its predecessors, over a period 
of nearly 50 years for a “constantly varying and ever increasing line of medicinal 
and pharmaceutical preparations,’ and that during that period millions of dollars 
had been spent in advertising and popularizing said mark. These allegations find 
support in the evidence introduced by appellant. Appellee’s earliest use of his mark 
on his goods was November 29, 1941. 

The Examiner of Trade-Mark Interferences held that the marks, in some in- 
stances used on identical goods, are confusingly similar, and that “confusion may be 
reasonably expected to result from their concurrent use in trade’; and (the appel- 
lant being senior in use) he sustained the opposition and adjudged that appelle’s mark 
should not be registered. 

Upon appeal, the Commissioner of Patents (speaking through an assistant 
commissioner ), took the opposite view from that taken by the examiner with ref- 
erence to the likelihood of confusion and reversed the examiner’s decision [33 T.-M. 
Rep. 484]. It was the view of the commissioner that purchasers of appellee’s salve 
would call for “Rox Rox Salve” rather than asking for “Rox Salve.” He recog- 
nized the similarity in sound but held that those desiring appellant’s “Roche” salve 
would state the nature of the preparation, and that, considering “Rox Rox Salve” 
in its entirety, there was such a difference in the appearance and manner in which 
the goods of the respective parties would be purchased that confusion would be 
unlikely. 

It will be noticed that appellee’s trade-mark, as applied for, is “,oy®O¥ yp: The 
word “salve” has been disclaimed. In the label submitted to the Patent Office 
illustrating the manner in which appellee uses his mark, it is observed that im- 
mediately under the first term “Rox” is placed the word “Brand” in small red let- 
ters. The first term “Rox” is also printed in red, while the term “Rox-Salve” 
is printed in green. This would seem to indicate that appellee regards the second 
“Rox” as the important term of the mark in indicating origin. Appellee’s answer 
to the notice of opposition admits that “Rox” is the dominant feature of the mark. 
We think all the probalities are that purchasers will call for appellee’s product as 
“Rox Salve” and it is our view that confusion would be likely to result, owing to 
the fact that on the same shelf would probably be found appellant’s “Roche” salve. 

There is some dispute about the pronunciation of the word “Roche,” which 
admittedly is the French word for “rock.” The record shows that the term “Roche”’ 
is correctly pronounced with a short “o,’”’ as in the term “rochelle,”” which means a 
small rock, and that “rochelle” is pronounced with a short “o,” as the “o” is pro- 
nounced in the words “rock” and “Rox.’”’ Both products are sold over the counter 
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(appellant’s extensively), and appellant’s “Roche” salve is additionally sold on 
physician’s prescriptions. 

It is our view that the Examiner of Trade-Mark Interferences arrived at the 
right conclusion in holding that purchasers of salve might obtain a different product 
from that which they contemplated purchasing, or at least would be confused with 
reference to the origin of the goods. We think there is sufficient similarity in sound, 
appearance, and meaning between the two marks, the goods in part being identical, to 
justify the conclusion that the likelihood of confusion flowing from the concurrent 
use of the marks would be imminent. At least there is sufficient doubt on the ques- 
tion to require, when it is resolved against the applicant-appellee, that the opposition 
be sustained and the registration of appellee’s mark be denied. 

Appellant has cited a number of cases with reference to the dominant portion 
of appellee’s mark. Unquestionably, under the circumstances stated, the “Rox” 
part of the mark is the only portion calculated to indicate origin. This is true not- 
withstanding the fact that the mark applied for must be considered in its entirey 
as “pox OX ve: Appellee, in urging that confusion would be unlikely, argues that 
appellant’s mark ‘“Roche’’ would be pronounced “R6sh” as in “roach.” The record 
does not support this contention, and it is, of course, well known that the pronuncia- 
tion of proper names is more or less arbitrary. So, it is probable that the name 
would be pronounced “rock” as often as “Rosh.” 

Numerous decisions are cited by the appellee in support of his position that the 
marks are sufficiently dissimilar in sound, meaning, and appearance to avoid the 
likelihood of confusion ; but we find it unnecessary to discuss them because, as we 
have frequently said, so many different considerations enter into the determina- 
tion of a question of this character that each case must, in the final analysis, rest 
on its own bottom. It is seldom that any decided case involving this question affords 
an absolute yardstick for decision. 

On the question of considering the marks in their entirety, appellee urges the 

applicability of numerous decisions. Of course, it is the rule that in determining 
this question, the mark as a whole must be taken into consideration; but that does 
not mean that those called upon to determine the question may not analyze the 
different features of the mark with a view of determining whether the marks in- 
volved in a case are confusingly similar. See Franco-Italian Packing Corp. v. Van 
Camp Sea Food Co., Inc., 31 C. C. P. A. (Patents) 1029, 142 F. (2d) 274, and 
cases therein cited. 
Appellee, as well as the commissioner, stresses the fact that appellee’s mark 
ROMS LVE and that one calling for “Rox Rox Salve” would not be confused 
with appellant’s “Roche” salve. If it is assumed that confusion would be likely to 
result between ‘Rox’ salve and “Roche” salve, it does not seem reasonable to be- 
lieve that appellee avoids the probability of confusion by repeating the dominant 
feature of his mark. It seems to us that under such circumstances, the importance of 
the word “Rox” is emphasized rather than minimized. 

It is further proper to say that in cases of this character, in considering the 
likelihood of confusion, it is of greater importance to consider the points of similarity 
than the points of difference. In Guggenheim v. Cantrell & Cochrane, Ltd., 56 


“é ’° 


is 














































na narmsasteeila masa iin Ne RAR NN 


OE ON ENENRT  ee arieAe am ae NEN Oe 





74 THIRTY-FIVE TRADE-MARK REPORTER 


App. D. C. 100, 10 F. (2d) 895 [16 T.-M. Rep. 81] Mr. Justice Robb, speaking for 
the Court of Appeals of the District of Columbia (now the United States Court of 
Appeals for the District of Columbia), said: 


In this court, it has been repeatedly declared that there is neither legal nor moral 
excuse for even an approximate simulation of a well-known mark applied to goods of the 
same descriptive properties, and that, when an attempt to effect such simulation becomes 
apparent, the two marks should not be examined with a microscope to detect minute differ- 
ences, but, on the contrary, should be viewed as a whole, as the general public would 
view them; in other words, that the points of similarity are of greater importance than 
the points of difference. .. . 


The last above quoted language was cited by us with approval in Campbell Prod- 
ucts, Inc. v. John Wyeth & Bros., Inc., 31 C. C. P. A. (Patents) 1217, 143 F. (2d) 
977 [34 T.-M. Rep. 248]. 

It would be logical to conclude that appellee, when he adopted his mark, the 
reasons for doing so not being shown (except as the similarity of his Christian 
name and the term “Rox” appears), knew of the favorable repute of appellant’s 
identical product, sold under the “Roche” mark. Under such circumstances it 
was incumbent upon him to select, from the vast field of trade-mark possibilities, 
a term that would indicate origin of the goods in his and one which would not be 
likely to bring about the result Congress, in the enactment of the said trade-mark 
act, sought to avoid. Failing to do so, the law requires that registration be denied. 

The decision of the Commissioner of Patents is reversed. 


BLAND, J., concurring: 


I concur in the foregoing opinion and, in addition to what is said by the ma- 
jority, I wish to express my views on one phase of the case which is not mentioned 
by the majority. 

In determining the similarities and dissimilarities between trade-marks, each 
feature of each mark may be separately considered with a view toward ascertaining 
what purchasers and sellers of the merchandise would do and think. The statute 
under which we are proceeding was designed to do away with the likelihood of con- 
fusion, and the pertinent portion reads: 


.... be likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers. .. . (Italics mine.) 


We are concerned not only with what the purchaser might think, but in the in- 
stant case, if one came into a drugstore and asked for the new product, “Rox 
Salve,” there would be a grave probability that if the druggist had only “Roche 
Salve,” he might mistakenly deliver it to the purchasers; thus, being deceived him- 
self, he would aid in the deception of the purchaser. The statute attempts to ward 
against confusion or mistake in the mind of the public as well as to avoid deceiving 
purchasers. Surely the drug clerk is not only a seller but also a purchaser of the 
salve, and he also forms one of the public. In a case of the character of that at bar, 
we are interested not only in seeing that the purchaser makes no mistake himself, 
but that he is not led into error by the confusion or mistake of others interested in 
the transaction. 
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IN RE DOBECKMUN CO. 
United States Court of Customs and Patent Appeals* 
February 7, 1945 


TRAD-MARKS—DESCRIPTIVE TERM. 


“Breakfast Bread” held unregistable for merchandise wrappers, particularly bread 
wrappers. 


Appeal from decision of Commissioner of Patents denying registration. Af- 
firmed. 


Ely & Frye for appellant. 
W.W. Cochran (R. F. Whitehead of counsel) for Commissioner of Patents. 


Before GarrEtTT, Presiding Judge, and BLAND, HATFIELD, JACKSON and O’Con- 
NELL, Associate Judges. 


HATFIELD, A. J.: 


This is an appeal from the decision of the Commissioner of Patents [34 T.-M. 
Rep. 123] affirming the decision of the Examiner of Trade-Marks rejecting appel- 
lant’s application for the registration of an alleged trade-mark under the Trade- 
Mark Act of February 20, 1905. 

The mark for which appellant seeks registration consists of the words “Break- 
fast Bread” for use on “merchandise wrappers, particularly bread wrappers sold in 
roll, sheet, or bag form,” the word “Bread” being disclaimed apart from the mark 
as shown. 

There appears, among other things, on the specimens filed with appellant’s 
application showing the trade-mark as actually used the following: “Try Breakfast 
Bread, Tailored for Toast, Ideal for Roughage and Reducing Diets.” 

It appears from appellant’s application that appellant’s alleged trade-mark has 
been used on its goods since February 28, 1941, and that the mark is applied to such 
goods by printing it directly thereon. 

In holding that appellant’s trade-mark was not registrable, the Examiner of 
Trade-Marks expressed the opinion that it did not “function primarily as a trade- 
mark for wrappers, but rather as a designation of the contents to be wrapped in the 
wrappers,” and held that the decision of the Commissioner of Patents in the case 
of Ex parte Adams, 1918 C. D. 53, 255 O. G. 609 [8 T.-M. Rep. 275], was con- 
trolling of the issue in the instant case. 

In the case of Ex parte Adams, supra, it was held that the applicant was not 
entitled to register the words “Butter Krust” as a trade-mark for use on bread 
wrappers and packages. In so holding, the commissioner, among other things, 
said : 

.... What the applicant seems to have done ts to invent a catchy name for bread, 
and undertakes to promote the sale of oil-paper wrappers by the use of this name. The ques- 


* A petition for rehearing was filed by appellant on March 2, and denied by the court on 
March 15, 1945. 
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tion is may a trader in wrappers register as a trade mark for wrappers a device which is 
obviously intended for one particular article of trade and on its face refers to the article 
within the wrapper rather than to the wrapper itself? While no exact precedent has 
been found, this question must be answered in the negative. The meaning of a trade- 
mark, like a reputation, grows out of the opinions of others and not the opinion or intent 
of the owner. The ultimate consumer is the man who buys the bread, and he would never 
suppose this mark to refer to the wrapper. Even the baker, the immediate consumer of the 
applicant's goods—wrappers—understands the term to refer to the bread, and buys the 
wrapper for no other purpose than to use the name “Butter Krust” as a name for bread. 
The only thing in the wrapper over and above the making of the paper (which the appli- 
cant does not make) is the affixing of the name “Butter Krust.” Probably the baker has 
little interest in knowing who made the paper, and the goods he buys are not bought because 
of the applicant’s reputation for making paper, but because they contain this fancy name, 
In Pioneer Co. v. Oppenheimer’s Sons (C. D., 1907, 144; 128 O. G., 1293), the alleged trade- 
mark “Combination Sets,” for paper boxes, was canceled because the mark itself represented 
something other than boxes—namely, suspenders, garters, and armbands—for which the 
applicant had not registered it (and probably could not register it because it was de- 
scriptive). (Italics not quoted.) 


In his decision in the instant case affirming the decision of the Examiner of Trade- 
Marks, the Commissioner of Patents stated that counsel for appellant argued that 
appellant did not bake or sell bread, but, on the contrary, sold its wrappers to bakers 
of bread, and that as its trade-mark was used on the wrappers only appellant was 
entitled to the registration of its mark. The commissioner then said: 


.... Breakfast bread is bread primarily suitable for breakfast and therefore the words 
“Breakfast Bread” applied to bread wrappers, particularly when, as appears on the speci- 
men wrappers filed with the application, they are associated with the words “Tailored 
for Toast” or “Delicious Toasted,” are merely descriptive of the intended purpose and func- 
tion of the wrappers, to wit, to contain or to enclose bread suitable for breakfast, for in- 
stance, toastable breads; and the mark is not registrable for the wrappers for that reason. 
Walgreen Co. v. Godefroy Manufacturing Co., 22 C. C. P. A. 818, 454 O. G. 530, 74 Fed. 
(2d) 127 [22 T.-M. Rep. 271]. Ex parte Viking Refrigerators, Inc., 532 O. G. 776, 163 
M. D. 835. 


It is contended here by counsel for appellant that appellant does not sell its 
goods to the retail trade, but only to manufacturers of bread; that “Appellant and 
its competitors have created a new industry which is an integral part of modern 
food selling ;” that it and its competitors are rarely known to the retail merchant or 
to the general public ; that its wrappers lose their identity as a separate commercial 
commodity when used by the bread manufacturer; and that, although appellant’s 
customers (manufacturers of bread) “salvage” appellant’s mark and use it to identify 
and describe their breakfast bread and although the mark as used may be descrip- 
tive of the contents of the wrapper so far as the purchaser of the bread is concerned, 
appellant is, nevertheless, entitled to register its mark. Counsel rely here largely 
on the decision in the case of Bayer Co., Inc. v. United Drug Co., 272 Fed. 505 
[11 T.-M. Rep. 178], wherein it was held, among other things, by the District 
Court for the Southern District of New York that the owner of a trade-mark might 
have the right to the exclusive use of such mark in sales to manufacturing chemists, 
physicians, and retail druggists, but would not be entitled to its exclusive use so far 
as the general public is concerned. 
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The decision in the Bayer Co. case, supra, is not of vital importance here as the 
question before us is not whether appellant is entitled to the registration of a trade- 
mark for use on its bread wrappers, but rather whether it is entitled to the registra- 
tion of a trade-mark which is designed not merely to indicate origin of its wrappers 
but also to describe, as it does, the bread enclosed in such wrappers. 

Counsel for appellant frankly state in their supplemental brief that if appellant 
is entitled to the registration of its mark, the baker of bread who uses appellant’s 
wrappers would be entitled to prevent other bakers from using the term “Break- 
fast Bread” on wrappers or packages to describe their breakfast bread. 

Obviously, if appellant is entitled to register its mark “Breakfast Bread’ for 
use On wrappers designed to indicate to the purchasing public that the bread con- 
tained therein is breakfast bread, it would be entitled to use and register such 
terms as “luncheon bread,” “tea bread,” “dinner bread,” “supper bread,” and any 
other term which is descriptive of bread and of which it was the first user and 
thereby monopolize the entire field and prevent bread manufacturers other than 
its customers from using any of such descriptive terms on their bread or bread 
wrappers. 

It would seem to be too clear for argument that appellant’s alleged trade-mark 
is, as stated by the commissioner, “merely descriptive of the intended purpose 
and function of the wrappers, to wit, to contain or to enclose bread suitable for 
breakfast,” and is, therefore, merely descriptive of the character of appellant’s 
goods. See Walgreen Co. v. Godefroy Manufacturing Co., 22 C. C. P. A. (Patents) 
818, 74 F. (2d) 127 [22 T.-M. Rep. 271] ; /n re General Permanent Wave Corpora- 
tion, etc., 28 C. C. P. A. (Patents) 1099, 118 F. (2d) 1020 [36 T.-M. Rep. 210]. 

Counsel for appellant have presented many ingenious arguments in support of 
their contention that appellant’s mark is registrable under the Trade-Mark Act 
of February 20, 1905. Those arguments have been given the consideration they 
merit. We are of opinion, however, that, for the reasons hereinbefore stated, 
appellant is not entitled to the registration of its mark. Accordingly, the decision 
of the Commissioner of Patents is affirmed. 





KRAFT CHEESE COMPANY v. COE, COMMISSIONER OF PATENTS 
U.S. Court of Appeals for the District of Columbia* 
December 18, 1944 


TRADE-M ARKS—GEOGRAPHICAL TERM. 
The words “Old English” refused registration as a trade-mark for cheese on the ground 
that they are merely geographical. 


Appeal from decision of Commissioner of Patents denying registration, Af- 
firmed. 


* Rehearing denied Jan. 4, 1945. 
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Cyril A. Soans (Thomas L. Mead, Jr., of counsel) for appellant. 
W. W. Cochran (R. F. Whitehead of counsel) for appellee. 


Before MILLer, EpGERTON and ARNOLD, Associate Justices. 
ARNOLD, A. J.: 


The sole question involved is whether the plaintiff is entitled to the words “Old 
English” in Gothic letters as a registered trade-mark for its cheese under the act of 
1905. The Patent Office refused registration on the ground that the mark was 
merely geographical. The district court dismissed the complaint seeking adjudica- 
tion of the plaintiff’s right to this trade-mark on the ground that the word “English” 
was geographical and the word “Old” was descriptive. 

We believe the district court was clearly right. Section 5 of the act provides in 
part: 


That no mark which consists . . . . merely in words or devices which are descriptive 
of the goods with which they are used .... or merely a geographical name or term, 
shall be registered under the terms of this sub-division. .. .” 


The phrase “Old English” is clearly within this proviso. This court has repeat- 
edly held that such terms cannot be registered. 

It is true that some cases have created a twilight zone by permitting the use of 
geographical terms which have acquired a secondary meaning in connection with a 
particular product. These are ordinarily the names of comparatively unknown 
places such as “Tabasco” as applied to a pepper sauce or the arbitrary use of the 
term “American Girl” as applied to shoes.* In view of the wealth of possibility in 
the arbitrary use of artificial terms there seems little reason for a court to permit 
the registration of words which have a common ordinary significance to the casual 
purchaser. Some cases have permitted the registration of geographical terms where 
they considered them to refer to a period of history rather than a geographical area.* 
This is a tenuous distinction which we do not think should be expanded. 


1. “America” as applied to clocks, American Watch Import Co. v. Western Clock Co., 
356 O. G. 498, 57 App. D. C. 7, 16 F. (2d) 347 [17 T.-M. Rep. 13] (1926); “Black Band” as 
applied to coal, Black Band Consol. Coal Co. v. Glenn Coal Co., 365 O. G. 478, 57 App. D. C. 
268, 20 F. (2d) 284 [17 T.-M. Rep. 303] (1927); “House of France” as applied to dresses, 
In re Dentz & Ortenberg, Inc., 325 O. G. 463, 54 App. D. C. 265, 296 Fed. 1012 [14 T.-M. Rep. 
287] (1924) ; “Oriental Cream” as applied to a cosmetic lotion, Jn re Hopkins, 128 O. G. 890, 29 
App. D. C. 118 (1907); “Quaker City” as applied to flour, Quaker City Flour Mills Co. v. 
Quaker Oats Co., 214 O. G. 684, 43 App. D. C. 260 [5 T.-M. Rep. 197] (1915) ; “Old Lexington 
Club” as applied to whiskey, Kentucky Distilleries & W. Co. v. Old Lexington Club Distilling 
Co., 135 O. G. 220, 31 App. D. C. 223 [8 T.-M. Rep. 113] (1908). 

2. Mcllhenny Co. v. Gaidry, 253 Fed. 613 [8 T.-M. Rep. 283] (C. C. A. 5th, 1918). Contra: 
E. Mcllhenny’s Son v. B. F. Trappey & Sons, 229 O. G. 461, 51 App. D. C. 273, 278 Fed. 582 
[12 T.-M. Rep. 20] (1922); MclIlhenny Co. v. Trappey, 297 O. G. 800, 51 App. D. C. 216, 
277 Fed. 615 [12 T.-M. Rep. 91] (1922) ; McIlhenny v. New Iberia Extract of Tabasco Pepper 
Co., 153 O. G. 547, 34 App. D. C. 430 (1910). 

3. Hamilton-Brown Shoe Co v. Wolf Bros. & Co., 225 O. G. 1441, 240 U. S. 251 [6 T.-M. 
Rep. 169] (1916). 

4. “Old South” as applied to beer, Southeastern Brewing Co. v. Blackwell, 80 F. (2d) 607 
[26 T.-M. Rep. 1] (C. C. A. 4th, 1935), cert. den. 297 U. S. 717 (1936) ; Gerhard Lang Brewery 
v. Phoenix Brewery Corp. [29 T.-M. Rep. 439] (N. Y. Sup. Ct., 1939) (infringement action). 
See /llinots Watch Case Co. v. Shulton, Inc., 40 U. S. P. Q. 560 (1939) ; rev’d on other grounds, 
520 O. G. 261, 111 F. (2d) 299 (C. C. P. A. 1940) (“Early American” as applied to toiletries). 
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Plaintiff relies upon the Supreme Court opinion in the Beckwith case’ in which 
it was held that the phrase “‘Moistair Heating System” could be registered as part of 
a composite mark comprising the head of an Indian Chief named “Doe-Wah-Jack” 
even though the phrase itself was descriptive. No doubt if the phrase “Old English” 
had been an integral part of some peculiar design or seal such an arbitrary arrange- 
ment could have been registered. But that is not the case here. The only peculiarity 
of this trade-mark is the fact that plaintiff uses a familiar Gothic type. 

The judgment of the Court below is affirmed. 


/ 





COHN-GOLDWATER MFG. CO. v. WILK SHIRT CORPORATION 
Circuit Court of Appeals, Second Circuit 
March 5, 1945 


TRADE-MARKS—TERRITORIAL LIMITATIONS. 
Where plaintiff used the trade-name “Wilshire” in California only he cannot enjoin de- 
fendant from using it in 45 states in good faith. 
REGISTRATION—Act oF 1920. 
Owner of 1920 Act registration cannot claim protection thereunder since it did not have 
exclusive use of mark for year prior to registration. 


In equity. Action for trade-mark infringement. Appeal from District Court 
for Southern District of New York from judgment for plaintiff in part and for 
defendant in part, plaintiff appeals. Affirmed. 


Albert J. Fihe for appellant. 
Morris Kirschstein for appellee. 


Before Evans, CLARK and Frank, Circuit Judges. 
Evans, C., J.: 


This is a trade-mark infringement suit wherein the District Court granted the 
defendant, on its counterclaim, the exclusive use of its trade-name “Wilshire” on 
shirts, in forty-five states, and granted plaintiff the right to use the same trade- 
name, also on shirts, solely in the State of California. It held the plaintiff’s registered 
trade-mark to be invalid because not in exclusive use for one year prior to its date of 
registration, on October 20, 1936. The trial court also found that the plaintiff, sell- 
ing in California, and the defendant, selling in New York, independently of each 
other and ignorant of each other’s adoption of the name, “Wilshire,” began the use 
of this name on shirts. The plaintiff preceded the defendant in such use by a 
month or two, having begun in December, 1934, while defendant first used the name 
in January, 1935. 

Plaintiff unfortunately had destroyed its records for the time prior to 1938 and 
was unable to prove the scope of its sales of “Wilshire” shirts for the years 1935 to 


5. Estate of P. D. Beckwith, Inc. v. Commissioner, 274 O. G. 613, 252 U. S. 538 [10 T.-M. 
Rep. 255] (1920). 
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1938.1 Defendant proved its use of the name in 1935 in thirty-seven states, and in 
1936, in nine additional states. 

The name “Wilshire” had been used prior to both plaintiff's and defendant’s 
use, by a Newmark Co. which had ceased to exist. Plaintiff had oral consent from 
one connected with that company to use the mark. Defendant, after a search of 
the trade-mark registrations and discovery of the registration of “Wilshire” by 
Newmark Co. learned that the Newmark Co. had gone out of existence. 

Defendant’s “Wilshire” shirts sell at from $10 to $12 per dozen wholesale and 
plaintiff’s sell for $15 to $40 per dozen. Plaintiff's volume of sales greatly exceeds 
that of defendant’s. In 1941 plaintiff sold over $680,000’ of “Wilshire” shirts, 
whereas defendant sold $204,179 of such shirts in the same year. Plaintiff spends* 
three times as much as defendant on advertising. 

Confusion between the two products began in 1938 in Texas and Nebraska as 
well as in California. 

As between two well-nigh simultaneous users of a trade-name this apportion- 
ment of territory would seem not a little harsh—forty-five states to one. But the 
harshness, if any, is due to the fact that plaintiff was unable to factually substantiate 
its extended territorial claims with any contemporaneous, documentary, or even oral, 
proof. On the other hand, defendant’s case was supported in detail by order blanks 
dated in 1935 and the following years, for substantial-sized orders, from many states. 
It showed sales in forty-six states for 1935 and 1936. 

Plaintiff showed the purchase of 5,000 labels (with name “Wilshire”’) in Decem- 
ber, 1934, and the representatives of the label manufacturnig company testified that 
they had been ordered continuously since. It was not shown, however, that any of 
these labels were used on shirts sold outside of California. 

The president of the plaintiff company was able to identify many documents 
indicative of wide and substantial sales of plaintiff's “Wilshire” shirts, in the year 
1938 and thereafter. He stated plaintiff had begun national advertising of “Wilshire” 
shirts in 1937 or 1938, but this was after defendant had occupied the field. 


1. The testimony in regard to the destruction of these records is herewith reproduced. It 
seems no further effort was made to fill this gap in evidence. 


“If you have any proof of any earlier sales outside the State of California, I would like 
to see it, sir? 

“A. Well, you see, the trouble is our sales records have been destroyed, not only outside 
of California but in California as well. 

“By Mr. Fihe: Previous to what year? 

“A. I think I could get statements from customers who have purchased these shirts 
from outside of the State of California prior to 1938. 

“Q. Well, if you can produce any proof, I would like to see it. 

“By Mr. Fihe: That would take some time, wouldn’t it, Mr. Armer? 

“A. Yes, it would require quite some time. 

“Mr. Fihe: I suggest you write some of your representative customers, like we did in 
the case of Mr. Moore out here in Van Nuys, and let them send you some of their original 
bills, if they have them. 

“A. It would be pretty difficult. Very few retail merchants keep their bills that far back. 
I could get letters from them to that effect, I am sure, if that will suffice. 

“Mr. Fihe: Whatever you do in that regard, I suggest you do it, and when you get a 
certain amount of that material ready, Mr. Lyon and I will get together and we might be able 
to stipulate it into the record, or otherwise put it in some way.” 

2. Plaintiff’s president stated the “majority of this figure was for Wilshire brand shirts.” 
3. $9,000 annually. 
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A careful reading of the record convinces us that the district court’s findings are 
supported by the evidence. Plaintiff certainly did not have exclusive use of the word 
“Wilshire” for a year prior to that term’s registration in October, 1936, and it can 
claim no protection thereunder. It was unable to present evidence of establish- 
ment of its trade-name in territories outside of California, whereas defendant made 
such showing. The trial court’s apportionment of territory to the respective claim- 
ant of the same trade-mark is sustained by precedent. This practice was sanctioned 
in Hanover Milling Co. v. Metcalf, 240 U. S. [6 T.-M. Rep. 149] and United 
Drug Co. v. Rectanus Co., 248 U. S. 90* [9 T.-M. Rept. 1]. See also Derenberg, 
Trade-Mark Protection, p. 455. 

The decree of the district court is affirmed. 





INKOGRAPH CO., INC. v. GRODIN 
New York Supreme Court 
February 26, 1945 


TRADE- MARK—INFRINGEMENT—DESCRIPTIVE TERM. 


“Nidor-Graph” as used on pens held not confusingly similar to “Inkograph” as used on 
pencil pointed pens. 


In equity. Action for trade-mark infringement. Judgment for defendant. 
VALENTE, J.: 


Plaintiff seeks to enjoin the defendants from using the name “Nidor-Graph” 
in connection with the pen they offer and display for sale. The trade-mark of the 
plaintiff, ““Inkograph” refers to a pencil pointed pen. 


4. In the United Drug case the court stated: 


“Undoubtedly, the general rule is that, as between conflicting claimants to the right to 
use the same mark, priority of appropriation determines the question . . . . But the reason is 
that purchasers have come to understand the mark as indicating the origin of the wares, so 
that its use by a second producer amounts to an attempt to sell his goods as those of his 
competitor. The reason for the rule does not extend to a case where the same trade-mark 
happens to be employed simultaneously by two manufacturers in different markets separate 
and remote from each other, so that the mark means one thing in one market, an entirely 
different thing in another. It would be a perversion of the rule of priority to give it such 
an application in our broadly extended country that an innocent party who had in good faith 
employed a trade-mark in one state, and by the use of it had built up a trade there, being the 
first appropriator in that jurisdiction, might afterwards be prevented from using it, with con- 
sequent injury to his trade and good-will, at the instance of one who theretofore had employed 
the same mark but only in other and remote jurisdictions, upon the ground that its first em- 
ployment happened to antedate that of the first-mentioned trader.” 


In the Hanover Milling Co. case the court said: 


“In the ordinary case of parties competing under the same mark in the same market, it is 
correct to say that prior appropriation settles the question. But where two parties inde- 
pendently are employing the same mark upon goods of the same class, but in separate markets 
wholly remote the one from the other, the question of prior appropriation is legally insig- 
nificant, unless at least it appear that the second adopted has selected the mark with some 
design inimical to the interests of the first user, such as to take the benefit of the reputation 
of his goods, to forestall the extension of his trade, or the like.” 
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I do not agree with the plaintiff’s contention that the mark used by defendants 
so nearly resembles the mark of plaintiff as to be a colorable imitation thereof and 
likely to cause confusion in the minds of purchasers. Aside from a slight similarity 
of color scheme there is no similarity in the product or display cards. The defend- 
ants’ product is vastly different as to size, shape and general construction. The pen 
points are fundamentally different while the caps and clips are dissimilar. In other 
respects the articles bear no resemblance to each other and so much so that the pos- 
sibility of “palming off” the defendants’ pen for that of the plaintiff is indeed re- 
mote. 

In using the name ‘“Nidor-Graph,” the defendants Grodin have reversed the 
spelling of their name and affixed the word “graph” thereto. “Graph” is an ordinary 
English word denoting that which writes or that which is written. It is descriptive 
of a pen or writing instrument and therefore is not the subject of exclusive appro- 
priation. 

Judgment is accordingly granted to the defendants. Submit judgment and 
finding on two days’ notice. 





HERZBERG v. REVLON PRODUCTS, CORP. 
New York Supreme Court 
February 8, 1945 


TRADE- MARKS—INFRINGEMENT—DESCRIPTIVE TERM. 
“Seal-fast” held not confusingly similar to “Seal-cote”’; both words held descriptive and 
incapable of exclusive appropriation. 


In equity. Action for trade-mark infringement. Judgment for defendant. 


VALENTE, J.: 


The test by which the issue herein is to be resolved is whether there is such 
similarity between the two names of the articles in question, or the various fea- 
tures of the packages are so nearly alike that a casual purchaser of the article might 
be misled. At the trial it was shown that the only similarity between the two 
marks is to be found in the first of each of them, i.e., “seal.”” The second words 
are entirely dissimilar. No deceptive resemblances exist between the bottling and 
packaging employed, and the general dress and shape of the glass containers bear 
no similarity to each other. The defendant’s product emphasizes the name “Revlon” 
and not “seal-fast,’”” which would remove any doubt in the mind of any buyer as to 
the origin of the product (Parker Pen Co. v. Finstone, 7 F. 2d 753; [15 T.-M. Rep. 
524]; Brown v. Doscher, 147 N. Y., 647). Not only does the article sell at sub- 
stantially different prices, but the appearance of the packages clearly suggests that 
the defendant made no attempt to assemble or collocate the features of the plaintiff's 
package so that confusion might be created in the public mind or the ignorant or 
credulous misled. The single identical word “seal,” which is in small type on the 
defendant's label, is not sufficient to support a claim that the defendant’s mark in- 
fringes upon the plaintiff's. Colburn v. Puritan Mills, Inc., 108 F. 2d, 377. 
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The words in question “‘seal-cote,” used by the plaintiff, and “‘seal-fast,” used 
by defendant, are all of common speech, purely descriptive of the inherent properties 
of the commodity, and as such are not subject to exclusive appropriation. The law 
is well settled that words descriptive of quality are in the public domain, and not 
capable of exclusive appropriation. Aside from these observations, which I believe 
are controlling, I may make the further observation that no proof has been adduced 
from which I might conclude that the title “seal-cote,” used by plaintiff, gained or 
could gain any secondary significance. In her advertising the plaintiff refers to 
her product by saying ‘‘All fine finishes are protected by a sealed outer coat, why not 
your nails’? thus acknowledging that her product is simply a protective or sealing 
layer to be applied as dressing on the finger nails, and the name “seal-cote” is de- 
scriptive of that particular property. 

Judgment is accordingly granted to the defendant. Submit findings and judg- 
ment on two days’ notice. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Term 
“Peanut” held unregistrable under Act of March 19, 1920 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register on the application of Stauffer Chemical Company of San Fran- 
cisco, Calif., the word ‘Peanut,’ under the provisions of the Act of March 19, 
1920, as a trade-mark for insecticides and fungicides on the ground that, as applied 
to the goods in question, the mark is devoid of trade-mark significance. 

After noting that applicant does not deny that its product is suitable for use 
in spraying peanut plants, it was held that to one who purchased it for that pur- 
pose the mark would be nothing more than a part of the name of the goods, and 
would no more indicate origin than would the word “shoe” as applied to polish. 

In response to applicant’s argument that its mark is “Peanut Brand,” it was 
held that while the word “Brand” appears on the specimens, it is absent from the 
drawing ; and in any event, that word is obviously incapable of trade-mark signifi- 
cance.! 


Conflicting Marks 
“Penn Medal” and “Medal Valve” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register on the application of The Pure Oil Company of Chicago, IIl., the 
notation ‘““Medal Valve,” the word “Valve” being disclaimed, as a trade-mark for 
lubricating oil. Registration was refused in view of three references. 

As to two of the references cited by the Examiner, it was held that they are of 
composite marks in which all wording is disclaimed, so that by reason of that cir- 


; 1. Ex parte Stauffer Chemical Company, Ser. No. 456, 408, 166 M. D. 704, February 1, 
1945. 
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cumstance, and the differences between each of those marks as a whole and appli- 
cant’s mark, both registrations should be withdrawn as references, and the owners 
left to their remedy by opposition. 

As to the other reference, a registration of the mark “Penn Medal’ for motor 
oil, the word “Penn” being disclaimed apart from the mark, it was held that both 
marks are dominated by the word ‘Medal’; and in view of the substantial identity 
of the merchandise to which they are applied, it seems clear that their concurrent 
use would be reasonably likely to cause confusion. The Examiner has indicated 
that applicant is entitled to an interference with this registration, and the institution 


of such a proceeding will afford applicant ample opportunity to protect such rights 
as it may have in the premises.” 


“Rugfoam” for cleaning preparation for rugs, etc., and “Fabrikfoam” for upholstery and rug 
shampoo 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to West Disinfecting Company of Long Island, N. Y., the word 
“Rugfoam,” under the provisions of the Act of February 20, 1905, as a trade- 
mark for a cleaning preparation for rugs, upholstery (fabric or leather), carpets, 
draperies, and kindred articles, the mark being claimed to have been used since 
June, 1941. Registration was refused on the ground that applicant’s mark is con- 
fusingly similar to the trade-mark “Fabrikfoam,” registered March 5, 1935, for a 
concentrated upholstery and rug shampoo having incidental moth-preventative 
properties. 

It was held that the goods of the registration and applicant’s are substantially 
identical. 

It was held that while the two marks differ in appearance and in sound, in sig- 
nificance they too are identical; for a rug is usually nothing more than a piece of 
fabric, and there is no material difference between “fabric” and ‘‘fabrik’’; so that 
the concurrent use of these marks on the particular goods involved would be rea- 
sonably likely to result in confusion. 

Although the Examiner also ruled that applicant’s mark is non-registrable under 
the Act of 1905, because merely descriptive, it was held that while applicant’s mark 
is doubtless highly suggestive of the character or quality of applicant’s cleaning 
preparation, it is certainly no more so than is the mark of the cited registration, and 
that neither mark is objectionably descriptive.’ 


“7 Star” and “7 Up’ 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of The Seven-Up Company of St. Louis, Mo., to the appli- 
cation of Palmerton Coca-Cola Bottling Co. of Palmerton, Pa., for registration of 
a trade-mark for nonalcoholic maltless beverages. Applicant’s mark is the notation 
“7 Star,” interspersed with stars, and printed between two parallel lines. It was 


2. Ex parte The Pure Oil Company, Ser. No. 441,634, 166 M. D. 708, February 10, 1945. 
3. Ex parte West Disinfecting Co., Ser. No. 464,459, 166 M. D. 726, February 28, 1945. 
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the Examiner’s opinion that this mark is confusingly similar to opposer’s trade- 
mark “7 up,” registered and in use for the same goods. 

In response to applicant’s argument that the marks as a whole should be com- 
pared, and that when so compared their differences in appearance, sound and sig- 
nificance may not properly be disregarded, it was held that while this is true, never- 
theless, it is also necessary to consider the character of the merchandise to which the 
marks are appropriated, and that the so-called soft drinks in which the parties deal 
are bought by all classes of purchasers without particular care and are consumed 
in use; and moreover, they are usually purchased by word of mouth, so that the 
appearance of the marks is of little consequence; and purchasers would not give 
much thought to their significance. 

It was held that each mark as spoken is a three syllable expression, and the first 
two syllables are identical in both, so that as applied to merchandise of the character 
here involved, it seems clear that the concurrent use of these marks would be rea- 


sonably likely to cause confusion, and that the opposition was therefore properly 
sustained.* 


“Superin” and “Suparene” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Carter Products, Inc., of New York, N. Y., the word “Superin” 
as a trade-mark for a medicinal preparation for internal administration for the relief 
of headaches, colds, and pain due to other causes. Registration was refused on the 
ground that applicant’s mark is confusingly similar to the mark of a prior regis- 
tration consisting in the word “Superene” printed upon a scroll, for catarrhal jelly. 

After noting applicant’s argume:its as to the alleged differences in the goods, 
it was held that the goods are not so restricted, either in the application or in the 
registration; and moreover, the ailments for the relief of which the two products 
are intended might be very closely related in the mind of the public. 

It was held that both marks appear to be arbitrary in meaning, and while they 
differ somewhat in appearance, nevertheless, in sound they are substantially iden- 
tical; and similarity in sound alone may be sufficient to cause confusion.° 


Goods of Same Descriptive Properties 


“Continental” on phonograph records and radio receiving sets and cabinets 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of the Continental Radio and Television Corporation of Chi- 
cago, Ill., to the application of Continental Record Company, Inc., of New York, 
N. Y., for registration of the word “Continental” as a trade-mark for phonograph 
records, the mark sought to be registered having been used by applicant since April 
8, 1941. Opposer was incorporated in April, 1934, since which time it has been 
continuously in business under the name of the Continental Radio and Television 


4. The Seven-Up Co. v. Palmerton Coca-Cola Bottling Co., Opp’n No. 22,624, 166 M. D. 623, 
February 28, 1945. 


5. Ex parte Carter Products, Inc., Ser. No. 466,939, 166 M. D. 710, February 10, 1945. 
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Corporation. Throughout its existence it has manufactured and sold radio receiv- 
ing sets and cabinets ; and since June, 1939, it has also sold record players and record 
changers. More recently it has expanded its business to include record albums and 
cabinets ; and has even dealt in phonograph records, though not of its own manufac- 
ture. 

After noting that the only question for determination is whether applicant’s par- 
tial appropriation of opposer’s corporate name is of such character and extent that, 
under the facts of the particular case, it is calculated to deceive or confuse the pub- 
lic to the injury of the corporation to which the name belongs, it was held that al- 
though opposer does not use the word “Continental” as a trade-mark on any of its 
products, nevertheless, that word is obviously the salient feature of opposer’s name; 
and there being no evidence that it has been used by any other dealer in similar mer- 
chandise prior to applicant’s entry into the field, it would thus seem well-nigh 
inevitable that at least some of opposer’s customers, seeing “Continental” phono- 
graph records, would assume that they were produced by opposer. 

In response to applicant’s argument that opposer’s failure to prove actual con- 
fusion is fatal to the opposition, it was held that it is well established that evidence 
of actual confusion is unnecessary in a proceeding of this character, since all an op- 
poser need show in order to prevail is that confusion is likely to occur, in which 
event damage will be presumed.® 


“Pneudraulic” for “hydraulic riveters’ and “shock struts” 


Frazer, S. A. C.: Bendix Aviation Corporation appeals from the decision of 
the Examiner of Interferences dismissing its opposition to the application of Chi- 
cago Pneumatic Tool Company for registration of the word “Pneudraulic” as a 
trade-mark for “hydraulic riveters having air-operated means for generating the 
hydraulic pressure.” Applicant’s mark has been in use since December, 1937. 

Opposer owns a registration of the same word as applied to “shock struts,” 
issued August 16, 1932. The opposition was dismissed on the ground that these 
goods and those named in the application are of different descriptive properties. 

No testimony was taken by either party; but in lieu thereof a joint stipulation 
of facts was filed, from which I quote: 


That the word “Pneudraulic,” registration of which has been applied by the applicant, 
is identical with the word “Pneudraulic” applied by opposer to aeroplane shock struts. 
That the goods of the respective parties are both hydraulically (sic) operated. That shock 
struts and parts manufactured by opposer are used on aircraft as an accessory and that 
hydraulic riveters similar to those manufactured by applicant are used in the building and 
repair of aircraft. ... That the products, namely, shock struts and hydraulic riveters, 
which are sold under the trade-mark “Pneudraulic” are sold by the respective parties to 
aircraft manufacturers direct and not through dealers or distributors. 


It is also stipulated that “opposer does not market riveters, or tools competing 
with riveters”; that applicant does manufacture “hydraulic cylinders for aircraft 


6. Continental Radio and Television Corp. v. Continental Record Company, Inc., Opp’n 
No. 22,461, 166 M. D. 714, February 20, 1945. 
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control” though not under the trade-mark “Pneudraulic”; and that neither party 
has had reported to it ‘‘any specific instances of actual confusion in the trade.” 

Upon this meager record, applying the rule announced by the Court of Ap- 
peals of the District of Columbia in the case of Oppenheimr, Oberndorf & Co. v. 
President Suspender Co., 55 App. D. C. 147, 3 F. 2d 88 [15 T.-M. Rep. 80] and 
resolving doubts in opposer’s favor, I am constrained to disagree with the con- 
clusion reached by the Examiner of Interferences. In the cited case the court used 
the following language: 


It may be said in general that, if goods are such that the purchasing public, seeing 
them sold under the same mark, will believe that they have the same commercial origin 

in point of manufacture or marketing, it follows that they will be regarded as of the 

same descriptive properties. 

Obviously there are very considerable differences between a shock absorber 
and a riveting machine; but when both are hydraulically operated it would seem 
not unreasonable to assume that they may be manufactured by the same concern, 
particularly in view of the stipulated fact that applicant actually does manufacture 
hydraulic cylinders. And it appears to me quite probable that even among the 
“discriminating purchasers” to whom the Examiner of Interferences finds that 
sales would be made, there might be some who would be inclined to attribute 
common origin to a shock strut and a riveter bearing the same trade-mark. And 
while I agree with the examiner that “ultimate association in the uses of the goods 
is not controlling,” it is nevertheless a factor to be considered. 

As it is my opinion that applicant’s goods and opposer’s are of the same descrip- 
tive properties, it is immaterial that neither party has learned of any instance of 
actual confusion. Since the trade-marks in question are identical the proposed reg- 
istration of applicant’s mark is forbidden by the statute, regardless of confusion 
either actual or prospective. Philadelphia Inquirer Company v. Coe, 77 App. D. C. 
39, 133 F. 2d 385 [33 T.-M. Rep. 56]. 

The decision of the Examiner of Interferences is reversed, and the opposition 
is sustained.’ 


Non-Conflicting Marks 


“Stams” on vitamins not conflicting with “Stamina” for food drink 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of American Dietaids Company, Inc., of Yonkers, N. Y., to 
the application of Standard Brands Incorporated of New York, N. Y., for reg- 
istration of the word “Stams” as a trade-mark for multi-vitamin and mineral 
tablets. Opposer relied upon its ownership of the trade-mark “Stamina,” regis- 
tered for a food drink containing soy bean, dextrin and other carbohydrates in 
powder form, which registration antedates applicant’s first use of “Stams’’ by 
several years. The Examiner of Interferences, without passing upon the ques- 
tion of similarity between the marks, dismissed the opposition on the ground that 


7. Bendix Aviation Corp. v. Chicago Pneumatic Tool Co., Ser. No. 450,047, January 24, 1945. 
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the goods to which the marks are respectively applied are of different descriptive 
properties. 

After noting that opposer’s product is strictly a food, while applicant’s tablets, on 
the other hand, are medicinal in character, it was held that even should it be ruled that 
the two items, in a broad sense of the term, possess the same descriptive properties, 
nevertheless, their specific differences must still be considered in connection with the 
differences between the marks under which they are sold. 

After alluding to the differences in the marks, it was held that while their use 
as trade-marks on identical merchandise might cause confusion, nevertheless, no 
confusion is likely to result from their use on the goods here in question.* 


“Elroy” and “Taloco” on turpentine 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks who 
had refused to register to Elroy Naval Stores Company (P. L. Meadows, Assignee, 
substituted), of Vidalia, Ga., a mark comprising the name “Elroy,” displayed in 
association with a forest scene, in view of a previously registered trade-mark com- 
prising the word ‘“Taloco,” likewise in association with a forest scene, both marks 
being appropriated to turpentine. 

It was held that while the pictorial features of the two marks that are some- 
what similar, they are by no means identical, so that the marks are dominated 
by the words; and it seems unlikely that purchasers would rely upon the forest 
scenes as denoting origin, so that subject to cancellation if the prior registrant 
deems itself injured, applicant is entitled to have his mark registered.® 


Prior Use; Acquiescence 


“Estoppel” in interference proceeding 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences in an 
interference proceeding involving the application of Lantz Brothers Baking Com- 
pany of St. Louis, Mo., for registration of the word “Grandma’s” as a trade-mark 
for cakes and cookies, and two registrations of the same word, for substantially the 
same merchandise, both owned by Grandma Baking Company of Oakland, Calif. 

Both parties claimed to have acquired ownership of the trade-mark in question 
through one Fred C. Busche, who operated a small bakery in St. Louis for several 
years immediately prior to August, 1912, and applied the mark to homemade cookies. 
He sold this business to George Lantz, who in turn transferred the St. Louis 
bakery to his two sons, who constitute the partnership known as Lantz Brothers 
Bakery Company, one of the parties to this proceeding. 

After selling his business to George Lantz, Mr. Busche moved to California; 
and in January, 1913, he established a similar small bakery at San Francisco, and 
resumed the use of the same mark to identify his goods. Individually, and in asso- 
ciation with various partnerships and corporations owned or controlled by him, he 


8. American Dietaids Co., Inc., v. Standard Brands, Inc., Opp’n No. 22,532, 166 M. D. 712, 
February 20, 1945. 

9. Ex parte Elroy Naval Stores Co. (P. L. Meadows, Assignee, Substituted), Ser. No. 
450,735, 166 M. D. 721, February 28, 1945. 
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has succeeded in building up a large and continually expanding business, which is 
now vested in the party Grandma Baking Company. 

After noting that Lantz Brothers Baking Company has lulled Grandma Baking 
Company and its predecessors into a sense of security, and has deliberately induced 
them to believe their use of the word “Grandma’s” as a trade-mark for their bakery 
products was unobjectionable, which has been accomplished not only by acquiescence 
and laches, but by such affirmative acts as the withdrawal of opposition to the first 
application to register and the tacit approval of the second, it was held that the Lantz 
Company is estopped to claim the exclusive right to the use of the mark. 

In response to the assertion in the Lantz brief that the two registrations here 
involved are subject to cancellation since Grandma Baking Company has not estab- 
lished priority of use, the First Assistant Commissioner held that were both parties 
now applying for registration he should be inclined to hold neither entitled thereto; 
but that question, however, was before him for determination.” 


Cancellation ; Prior Use 
Trade-mark “Old Glory” cancelled 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Purpura Bros., Inc., of Ocola, Fla., to cancel trade-mark reg- 
istration No. 399,524, issued January 12, 1943, to Vertin-Edmonds Co. of Salinas, 
Calif. Respondent’s mark is essentially the notation “Old Glory,” and the goods 
named in the registration are fresh vegetables. Petitioner is the prior user of sub- 
stantially the same mark for fresh citrus fruits. This fact is not disputed by re- 
spondent, nor does respondent question the Examiner’s ruling that fresh citrus fruits 
and fresh vegetables have the same descriptive properties. 

In response to respondent’s argument that the petition should be dismissed be- 
cause petitioner alleged in that pleading that its mark had been used on fresh citrus 
fruits and kindred products since a date prior to respondent’s claimed date of first 
use of the registered mark, and later admitted that the kindred products had not 
been sold until later, it was held that the point is without merit, since petitioner owned 
the mark for all products of the same descriptive properties as fresh citrus fruits 
by virtue of its use on those particular goods.” 


Appropriation of Corporate Name 


“Vitabond” registrable over opposition of Vitab Corporation 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interference dis- 
missing the opposition of The Vitab Corporation of San Francisco, Calif., to the 
application of Helen A. Eiseman of New York, N. Y., for registration of the word 
“Vitabond” as a trade-mark for vitamins and vitamin compounds, on the ground 
that there is no proof that applicant’s mark constitutes an appropriation of opposer’s 
corporate name. 


10. Lantz Brothers Baking Co. v. Grandma Cake Co. and Grandma Cookie Co., Interference 
No. 3369. 166 M. D. 715, February 26, 1945. 


11. Purpura Bros., Inc. v. Vertin-Edmonds Co., Can. No. 4210, 166 M. D. 722, February 28, 
1945. 
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After noting that the case went to final hearing on the pleadings, neither party 
having taken testimony, that the application to register was filed March 27, 1943, 
and the notice of opposition on July 21, 1943, it was held that unless it can be assumed 
that opposer’s name was the same four months before the notice was filed as it was 
then, there is no admission in the answer that would support a judgment in opposer’s 
favor, and that such an assumption is unwarranted. 

In response to opposer’s request to take judicial notice of opposer’s early exist- 
ence, in view of certain other trade-mark proceedings to which opposer claims to 
have been a party, it was held that neither the evidence in those proceedings nor the 
decisions there rendered are in the instant record; and courts do not take judicial 


notice that a person involved in the case is identical with a person of the same name 
mentioned in another reported case.” 


Geographical Term 
“Key Largo Rum” refused registration 


VaN ArspaLe, A. C.: This is an appeal from the decision of the Examiner of 
Trade-Marks refusing applicant registration of a mark consisting of the words 
“Key Largo Rum” associated with a picture. 

The Examiner based his refusal of registration on the statutory prohibition 
against granting registration to marks that are merely geographical in meaning. 

Key Largo is the name of one of the keys in Florida, and is stated to have 
a population of about fifty people. 

As stated by the Examiner the words “Key Largo” dominate the mark and as a 
two word expression have no meaning other than the geographical meaning. 

The mark is not exempted or excepted from the application of the statutory 
prohibition against tne registration of marks that are merely geographical either 
by the fact that the geographical name may not be well known to the people in this 
country or names a place having not many inhabitants, In re Kraft-Phoenix Cheese 
Corporation, 28 C. C. P. A. 1153, 120 F. 2d 391, 531 O. G. 7 [36 T.-M. Rep. 321], 
or by the fact that each word alone may have a non-geographical meaning, Jn re 
Lamson & Co., Inc., 30 C. C. P. A. 1030, 135 F. 2d 1021, 553 O. G. 769 [33 T.-M 
Rep. 290]. 


In my opinion the decision of the examiner is correct and the decision is af- 
firmed.** 


Surname 


“Barnaby” refused registration as a mark for comic strip 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register on the application of Field Publications of New York, N. Y., a 
mark for a comic strip in a daily newspaper. Applicant described the mark as 
consisting of the name “Barnaby” formed by wavy white letters in a black rectangu- 


ai ~~’ The Vitab Corp. v. Helen A. Eiseman, Opp’n No. 22,729, 166 M. D. 724, February 28, 
4 


13. Ex parte Continental Distilling Corporation, Ser. No. 432716, March 3, 1945. 
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lar background to simulate smoke writing in the air, together with the fanciful por- 
trait of the figure of a man flying on wings with a cigarette in his mouth, the smoke 
from which forms the letters as he ascends along the path of the letters, and the fanci- 
ful portrait of a child’s upturned face at the lower edge of the black background gaz- 
ing at the name and the man flying. 

It was held that the mark is dominated by the name “Barnaby”; that the name 
is not distinctively displayed; and that registration under the act of February 20, 
1905, is therefore forbidden. In the mark the name “Barnaby” is written in ordi- 
nary script, except that the letters are “wavy”; and this slight departure from the 
conventional does not impart the degree of distinctiveness required by the statute. 

In response to applicant’s argument that the record is devoid of any evidence 
showing that the name “Barnaby” is the proper name of any real person, living or 
dead, and, for this reason, it is immaterial whether the name dominates the mark or 
is distinctively displayed ; after noting that in every action in the case the Examiner 
has held the word to be merely a surname, and that applicant has never questioned 
that holding until now, nor is it referred to in the reasons of appeal, it was held that 
doubtless the Examiner could have provided the missing evidence had he been called 
upon to do so, and the argument now advanced is neither timely nor appropriate. 

It was held that the fact that the application was published in the O ficial Gazette, 
and was not opposed, did not deprive the office of jurisdiction to withdraw the 
application from issue and reject it upon ex parte grounds.“* 


14. Ex parte Field Publications, Ser. No. 459, 785, 166 M. D. 705, February 9, 1945. 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtTH AVENUE, 


New York 18, N. Y. 
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PART II 


HOLLY MOLDING DEVICES v. ESQUIRE, INC. 
United States Court of Customs and Patent Appeals 


March 5, 1945 


TRADE-M ARKS—OPPOSITION—COoRPORATE NAME. 
In determining whether entire corporate name has been appropriated, such terms as “Inc.” 
or “Company” must be ignored. Name is not printed in “distinctive manner” where there 
is nothing unusual or particular about the appearance or the arrangement. “Esquire” for 


use on hamburger molding machine held unregistrable over opposition of “Esquire” Maga- 
zine. 


Appeal from decision of Commissioner of Patents sustaining the opposition. 
Affirmed. 


Albert J. Fihe for appellant. 
Ernest A. Wegner for appellee. 


Before GARRETT, Presiding Judge, and BLANp, HATFIELD, JACKSON and O’Con- 
NELL, Associate Judges. 


BiLanp, A. J.: 


The appellant, Holly Molding Devices, applied to the United States Patent 
Office for registratior: of its trade-mark, consisting of the word “Esquire” printed 
in block capitals of uniform size, placed in a straight line, for use upon hamburger 
molding machines. The appellee, Esquire, Inc., opposed said registration upon the 
ground that appellant sought to appropriate appellee’s entire corporate name. The 
opposition is based upon that portion of the proviso to § 5 of the Trade-mark Act 
of February 20, 1905, which states that “no mark which consists merely in the 
name of an individual, firm, corporation, or association not written, printed, im- 
pressed, or woven in some particular or distinctive manner * * * shall be registered 
under the terms of this Act.” 15 U. S. C. § 85 (1940). 

The record shows that the corporate name of appellee since 1939 (prior to 
appellant’s first use of its trade-mark) has been Esquire, Inc. There is nothing 
except the answer of appellant to appellee’s notice of opposition which discloses the 
nature of the goods dealt in by the appellee corporation, Esquire, Inc. While 
immaterial in view of our conclusion, it was disclosed, without controversy, in ar- 
gument before this court that Esquire, Inc., appellee, is now and has been contin- 
uously, since 1939, publishing a well-known magazine under the title “Esquire.” 

The Commissioner of Patents, speaking through an assistant commissioner, 
affirmed the decision of the Examiner of Trade-Mark Interferences, which sustained 
the opposition and adjudged that the trade-mark should not be registered. (58 
USPQ 564.) Appellant has here appealed and contends: (1) that appellee’s cor- 
porate name is Esquire, Inc., that appellant has not appropriated the entire name of 
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appellee, and that therefore appellant’s mark does not consist merely in the name 
of the appellee corporation; (2) that hamburger molding machines are merchandise 
wholly different in character from magazines, and that therefore there is no likeli- 
hood of confusion; (3) that appellant’s application shows the trade-mark to be 
printed in a “particular or distinctive manner.” 

The first question to determine is whether appellant’s trade-mark “consists 
merely of the name of” the appellee corporation. 

The Supreme Court of the United States interpreted the statutory provision now 
under consideration in the case of American Steel Foundries v. Robertson, 269 U. S. 
372 [16 T.-M. Rep. 51]. There the corporate name involved was the “Simplex 
Electric Heating Company.’ Another had attempted to appropriate for a trade- 
mark the word “Simplex.” The Court laid down the following principle with 
reference to the said prohibition in the registration statute : 


The provision, therefore, that no mark consisting merely in the name of a corporation 
shall be registered, is to be construed in harmony with those established principles in 
respect of the appropriation of corporate names to which we have referred. Where the 
appropriation of the corporate name is complete, the rule of the statute, by its own terms, 
is absolute and the proposed mark must be denied registration without more. But where 
less than the whole name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such character and extent that, 
under the facts of the particular case, it is calculated to deceive or confuse the public to 
the injury of the corporation to which the name belongs. 


Appellant contends that in determining whether it has appropriated the entire 
name of appellee, we cannot ignore the term “Inc.” Appellee, agreeable to the 
holding of the tribunals below, contends that in case of this character the law is 
well settled that such terms as “Inc.,”’ “Incorporated,” “Company,” etc., must be 
ignored. We are in agreement with the latter view. 

We think the rule was clearly stated by Assistant Commissioner Frazer in 
White Cap Company v. Allied Stores Corporation [29 T.-M. Rep. 408], in the 


following language: 


The examiner’s ruling finds no support in the decisions of the courts or of the Com- 
missioner of Patents. It has been the uniform practice to ignore such words as “company,” 
“incorporated” and “limited” in corporate names, on the theory that they do not serve to 
identify any particular corporation. For example, it was held by the Court of Appeals 
of the District of Columbia in The Asbestone Co. v. The Philip Carey Manufacturing Co., 
41 App. D. C. 507 [4 T.-M. Rep., 161], that “Asbestone” was the corporate name of 
The Asbestone Company ; and that case was cited with approval by the Court of Customs 
and Patent Appeals in Feldman v. Amos and Andy, 21 C. C. P. A. 823, 68 F. 2d 746 [23 
T.-M. Rep. 69]. In the Patent Office it has been held that “Fire Fighter” is the cor- 
porate name of The Fyr-Fyter Company (The Fyr-Fyter Co.) v. William L. Barrell Co., 
475 O. G. 688, that “Wizard” is the corporate name of Wizard, Inc. (Ex parte Gruendler 
Crusher & Pulverizer Co., 156 Ms. D. 710 [21 T.-M. Rep. 533]; and that “Americanmaid” 
is the corporate name of the American Maid Company (Ex parte The American Thermos 
Bottle Co., 156 Ms. D. 301 [20 T.-M. Rep. 485]. 


On this phase of the question, we think it is unnecessary to discuss the several 
cases cited by the assistant commissioner in the above quotation, since they are all 
to the same effect. 
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We are of the opinion, therefore, that appellant has appropriated the name of 
appellee within the meaning of the well-settled applicable rule, because the portion 
which it has not adopted does not serve to identify the corporation in any par- 
ticular. The cases relied upon by the assistant commissioner and the examiner, we 
think, abundantly support this holding. 

In holding as we do that appellant has appropriated the entire corporate name 
of appellee, notwithstanding the fact that it does not use the term “Inc.,” we must 
consider the language of the statute when it says “consists merely in the name of 
* * * [a] corporation.” Appellant has taken all of the corporate name of appellee 
that has any bearing whatever on identifying the particular corporation, and it 
stands to reason that in the use of the term “merely,” Congress did not contemplate 
that one would be privileged to appropriate everything about the corporate name 
that would serve to identify it and, by the omission of an insignificant part of the 
name, avoid the mandate of the provision. 

We think appellant’s second contention—that its mark is printed in a particular 
or distinctive manner—is without merit. The letters of the word “Esquire” are 
all capitals of the same type. There is nothing unusual, “particular or distinctive” 
about their appearance or arrangement. The correct rule on this subject was stated 
in the case of In re Artesian Manufacturing Company, 37 App. D. C. 113 [1 T.-M. 
Rep. 53], by the Court of Appeals of the District of Columbia (now in the United 
States Court of Appeals for the District of Columbia), quoting from the decision 
of the Commissioner of Patents in Ex parte Polar Knitting Mills, 154 O. G. 251, 
as follows: 


It is believed that the controlling principle underlying the requirement of the statute 
that a mere name, unless written or printed in a distinctive manner, may not be registered, 
is that the distinctive manner in which the name is displayed must be of a character as 
to give such a distinct impression to the eye of the ordinary observer as to outweigh the 
significance of the mere name. 


See also In re Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211, 58 F. (2d) 426 
[22 T.-M. Rep. 265], and In re American Steel and Wire Co. of New Jersey, 23 
C. C. F. A. (Patents) 841, 81 F. (2d) 397 [26 T.-M. Rep. 93]. 

Since we have held that appellant’s mark is merely the name of appellee, we 
need not consider appellant’s argument relating to the difference in character of its 
goods and those of appellee. American Steel Foundries v. Robertson, supra. 

The decision of the Commissioner of Patents is affirmed. 
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IN RE WINGS PUBLISHING COMPANY, INC. 
United States Court of Customs and Patent Appeals 
March 5, 1945 


TRADE-M ARKS—REGISTRABILITY—MAGAZINE TITLE. 
Notation “Wings Comics,” the word “Comics” being disclaimed, held unregistrable as 
mark for a “Magazine of Cartoons” in view of previous registration of the word “Wings” 
for a periodical publication. 


Appeal from decision of the Commissioner of Patents denying registration. 
Affirmed. 


Lester L. Sargent for appellant. 
W. W. Cochran (R. F. Whitehead of counsel) for Commissioner of Patents. 


Before GARRETT, Presiding Judge, and BLAND, HaTFieLp, JACKSON and O’Con- 
NELL, Associate Judges. 


GarreTT, P. J.: 


This is an appeal from the decision of the Commissioner of Patents, speaking 
through an assistant commissioner (58 U. S. P. Q. 428), affirming the decision of 
the Examiner of Trade-Marks, denying appellant’s application, filed July 15, 1942, 
for the registration, as a trade-mark for a “Magazine of Cartoons,” of the notation 
“Wings Comics,” the latter word being disclaimed apart from the mark shown, and 
the former word being imposed upon a drawing representative of wings. 

It appears that appellant’s magazine is a monthly publication. 

The rejection was based upon registration No. 231,542, under date of August 
23, 1927, of the word “Wings,” in the name of The Literary Guild of America, 
Inc., as a trade-mark for a “periodical publication.” 

We note from the record that appellant’s application as originally filed de- 
scribed the publication upon which the mark was applied as a “periodical,” and 
after preliminary rejections by the examiner based upon the registration cited, 
and prior to his final rejection, the description was amended by striking “periodical” 
and substituting therefor “Magazine of Cartoons.” 

“Magazine,” as the term used here, is embraced within the meaning of the 
term “periodical,” and, so far as this case is concerned, the terms are synonymous. 
In other words, both terms describe publications, and the fact that appellant chose 
to use “magazine” rather than “periodical” is of no moment in considering the 
question of whether appellant’s publication has the same descriptive properties as 
the publication of the reference. 

Appellant apparently makes no contention to the contrary, but contends, in 
effect, that the respective periodicals are not goods of the same descriptive properties 
because, notwithstanding the resemblance of the respective titles, the contents of the 
respective publications are of an entirely different nature. 

In his decision affirming that of the Examiner of Trade-Marks, the commissioner 
said, inter alia: 



























a. a pedeceteaeneememnanteniniendimsaneimesecmnisnaiammiaiieei ical 
nn a mene eee 


——— aula 
ee SOE A A TCG RCSA BC - 


OA 0 mn gE 





98 THIRTY-FIVE TRADE-MARK REPORTER 


Registration has been refused in view of a prior registration to another of the word 
“Wings,” the registration stating the mark to be appropriated to a periodical publica- 


tion. No particular type or character of periodical publication is specified in the registra- 
tion. 


Applicant asserts the registrant of said registration applies the mark “Wings” to a 
magazine, published monthly by said registrant, devoted to information about newly pub- 
lished books, as shown by a copy of such publication which applicant filed at the hearing 
of this appeal. Applicant contends that in view of the differences in type and character 
between this publication and a magazine of cartoons and the differences between the mark 
of the registration and the mark applicant seeks to register, registration of applicant’s 
mark should be granted. However, it seems to me that here the proper comparison is 
between the goods as named respectively in the application and in the registration. General 
Foods Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 797, 108 Fed. (2d) 
261, 515 O. G. 562, and since a magazine of cartoons is a periodical publication I con- 
sider the cited registration to be for the identical goods named in the application. 

The word “Wings” is unquestionably the dominating feature of applicant’s mark. That 
word is the entire mark of the cited registration and in my opinion the marks as applied 
to the respective goods are clearly confusingly similar. 


Appellant’s reasons of appeal in effect allege error in view of the differences in 
the type and character of the contents of the respective periodicals, and also in the 
holding that the respective marks themselves are confusingly similar. 

We think it properly may be said that the matter of registering as technical trade- 
marks the titles or names adopted by publications such as newspapers and maga- 
zines has presented numerous perplexing questions in the past, and that there has 
been doubt on the part of some as to whether the Congress, in passing the Trade- 
Mark Registration Act of February 20, 1905, and the subsequent amendments 
thereto, contemplated such registrations. The instant case, however, does not pre- 
sent a record which would render necessary or proper a consideration of that ques- 
tion. It is sufficient to say that it has become the settled practice to grant such 
registrations in cases where it is deemed proper so to do, measuring the applications 
for same by the statutory provisions and the rules and regulations conforming 
thereto as applied to all types of goods and merchandise. 

The pertinent statutory provisions applicable here are embraced in the language 
of the Trade-Mark Registration Act of February 20, 1905 (15 U. S. C., Sec. 85), 
reading (the italics being supplied) : 

That no mark by which the goods of the owner of the mark may be distinguished from 
other goods of the same class shall be refused registration ... Provided, That trade-marks 
. which so nearly resemble a registered or known trade-mark owned and in use by 


another and appropriated to merchandise of the same descriptive properties as to be likely 


to cause confusion or mistake in the mind of the public or to deceive purchasers shall not 
be registered. 


The “merchandise” to which applicant applies the mark of the application is a 
periodical within the common meaning of that term. So is the “merchandise” to 
which the registered mark is applied. Hence the “merchandise”’ broadly is identical. 
It may be that there are differences in the nature of the contents of the respective 
publications, but the marks are not for application to the contents, but to the publica- 
tions themselves. They constitute titles. The nature of the contents may vary in 
each from month to month, and we are unable to see upon what basis the contents 
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of a single issue, or even a plurality of issues, may be taken as a criterion in consider- 
ing the question of descriptive properties. 

It may be conceded that the disclaimed word “Comics” in appellant’s application 
is some indication of the nature of the contents of the magazine, but we are not aware 
of any reason why the magazine may not contain matter other than comics if the 
publisher chooses, nor are we aware of any reason why the publisher of the periodical 
named simply “Wings” may not publish comics in its columns. 

We think it clear that the “merchandise” of the application possesses the same 
descriptive properties as the “merchandise” of the registration. 

We also think it clear that the commissioner’s holding that ““Wings” constitutes 
the dominant feature of appellant’s mark is correct. The pictorial representation of 
wings upon which the word is imposed, if it serves any purpose at all, seems to us 
merely to add to the dominant character defined. 

It is our view that appellant’s application was properly rejected. 

The decision of the Commissioner of Patents is affirmed. 





BROOKS BROTHERS v. BROOKS CLOTHING OF CALIFORNIA, LTD. 
U. S. District Court for Southern District of California, Central Division 
May 5, 1945 


UNFAIR COMPETITION—USE OF FAMILY NAME—SECONDARY MEANING. 

Where nationwide secondary meaning has been built up for the name “Brooks” in connec- 
tion with tailored clothes defendant corporation will be enjoined from using the name “Brooks 
Clothing of California, Ltd.,” particularly since that was not the name of anyone connected 
with defendant corporation. 

Unrair CoMPETITION—LACHES. 

Where defendant’s business was carried on openly and notoriously for a number of years 
to the knowledge of plaintiff the latter is entitled to injunctive relief but not to dam- 
ages or profits during such period. 


Action for trade-mark infringement and unfair competition. 


Beekman Aitken and Frank M. Benedict, for plaintiff. 
Harry G. Sadicoff, et al., for defendant. 


YANKwICcH, D. J.: 
I 
The Background of the Controversy 


The action, filed on April 24, 1944, was for trade-mark infringement and unfair 
competition. The plaintiff, Brooks Brothers, is a corporation with its principal 
place of business in the City of New York. The defendant, Brooks Clothing of 
California, Ltd., is a corporation organized under the laws of California, with its 
principal place of business in the City of Los Angeles, Calif. Both are engaged in 
the sale of clothing articles and wearing apparel. The business of the plaintiff is 
confined chiefly to men’s trade, although it sold yard goods to women and some of its 
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articles of apparel, such as boy’s sweaters, were in demand by women. The defendant, 
at the present time, operates fifteen stores in various cities in the State of California. 
While its chief business is clothing and haberdashery for men, in seven of its stores, 
it sells articles of women’s apparel. The plaintiff lays claim to the title of the oldest 
clothier in the United States. The business it conducts had its beginning in 1818. 
Originally conducted by one or more members of the Brooks family in a successsion 
of titles, Henry S. Brooks, Henry S. Brooks & Son, Henry Brooks & Co., H. and 
D. H. Brooks & Co., and the partnership of Brooks Brothers. Finally came the 
corporation known as Brooks Brothers, the successor of these various individual 
businesses, incorporated under the laws of the State of New York, on January 12, 
1903. The partnership, which existed from 1850 until the organization of the 
corporation, used the words “Brooks Brothers” as a trade-name and mark. The 
plaintiff has engaged in inter-state commerce for many years. As early as 1850, 
it advertised goods for the California trade. It conducted, at first, sales through the 
mails, and from the year, 1930, through representatives, who each year called on a 
selected California clientele, after announcement of the representative’s coming was 
made through personal notice and advertisements in the newspapers. In 1939, it 
established sales agencies in Los Angeles and San Francisco. During the years 
1924 to 1941, inclusive,- its total national and mail order sales were $3,288,112. 
Its road sales throughout the country for the period from 1923 to 1941, amounted 
to $6,484,100. On December 21, 1914, the plaintiff applied for the registration 
of its trade-mark of “Brooks Brothers,” under the Trade-Mark Act of February 20, 
1905." The certificate was issued on April 20, 1915, and was renewed in 1935. 

In this action, the plaintiff charges the defendant with infringing its trade-mark 
and with being guilty of unfair competition in the use of a mark similar to its own 
and of simulating labels. It seeks to enjoin the defendants from using the word 
“Brooks” either as a part of its corporate name, or as a name designating its busi- 
ness, and for damages for both infringement and unfair competition. 

The defendant was incorporated on the second day of July, 1930. For some 
ten years prior to the incorporation, its business was conducted by a partnership 
consisting of Harry Greenberg, John Greenberg, Emanuel Greenberg and Albert 
Greenberg, doing business as Brooks Clothing Company. It first registered its 
fictitious trade-name in Los Angeles County on January 29, 1924. On February 
7, 1924, the partnership caused the trade-name and the use of the word “Brooks” 
to be registered with the Secretary of State of California under California Laws. On 
February 17, 1931, the defendant secured federal registration for its trade-mark 
“Brooks Clothing Co.” After proceedings instituted by the plaintiff, the Patent 
Office, through its Examiner of Interferences, cancelled the certificate on March 3, 
1944. No appeal was taken from the decision, which is now final. Upon the incor- 
poration of the defendant, the partnership business, including the trade-name and 
mark, was transferred to the defendant corporation, which has used it since. At 
the present time, it conducts fifteen stores, four of which are in the City of Los 
Angeles and one each in the following California cities: Long Beach, Huntington 


1. 15 U. S. C. A.-81 et seq. 
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Park, Glendale, Pasadena, Santa Monica, Pomona, Santa Ana, San Bernardino, San 
Diego, Santa Barbara and San Jose. It employs at these various places an average 
of 450 persons, with seasonal increases at various holiday times, and its sales, in the 
year 1944, amounted to $5,432,215.33. On its store fronts, in its advertising, both 
newspaper and radio, and in its circulars, the corporate name of the defendant ts not 
used. Instead, the defendant uses the simple word “Brooks” without any prefix or 
suffix. On some of its labels, and in some of its telephone listings—notably in the 
New York City telephone directory, the words “of California” are used. 

The defendant, in its answer to the complaint, states that it and “its predecessors 
have been engaged in the clothing business selling men’s and ladies’ clothing and 
apparel in the City of Los Angeles and the State of California for more than twenty- 
one years last past under the name of Brooks.” And that it has conducted and now 
conducts stores at the places mentioned under the name “Brooks” and has con- 
ducted others at other locations which have now been abandoned. It denies that 
the conduct of such business is, in any wise in unfair competition with the plaintiff. 
It asserts that, as a fact, its business is not in competition with that of the plaintiff, 
and that the plaintiff, by its conduct, has been guily of laches and waived the right 
to object to the use by the defendant of “Brooks” as a part of its corporate name and 
in conjunction with the operation of its business. 

Other facts, as disclosed by the pleadings of the parties and by the evidence 
offered in support of their divergent contentions, will be considered further on in 
the discussion. 


II 


Some Inherent Difficulties 


One of the seeming difficulties arising in this case stems from the fact that the 
complaint is cast in one claim which combines trade-mark infringement with one of 
unfair competition. Some years ago, I called attention to the fact that, while, since 
the enactment of the Federal Rules of Civil Procedure, the failure to state claims 
separately is no longer a ground for dismissal,’ it was the better practice and more 
consonant with the requirement of the rules and the spirit of the simpler procedure 
they inaugurated, to state them separately.’ This is especially true when some of 
the fundamental differences between principles applicable to trade-mark cases and 
to unfair competition cases are borne in mind. The law of unfair competition is of 
judicial creation and development. The law of trade-marks is purely statutory. 
It may well be true that a trade-mark does not create any new rights which the owner 
of the mark may not have had, or which he could not have protected by court action 
without registration. Nevertheless, registration confers certain valuable rights, 
among them, a ready means of proving the registrant’s right to the mark, and a pre- 
sumption of its legality. The law of unfair competition is an offshoot of equity, in 


2. Rules Civil Procedure, Rule 12(b). 
3. Rules Civil Procedure, Rule 10(b); Ford Motor Co. v. McFarland, 1939, D.C. Wash. 
29 Fed. Sup. 303; In a famous case, Singer Mfg. Co. v. June Mfg. Co., 1896, 163 U. S. 169, 
183-184, Mr. Justice White pointed to the confusion which arises from comingling and treating 
as one, different causes of action, such as trade-mark infringement and unfair competition. 
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its attempt to protect persons engaged in business from the unfair practices of others. 
It is so broad a concept that authors like Mr. Nims have deplored the adoption of 
the phrase.* 

Some of the principles which apply to trade-mark cases do not apply to unfair 
competition. The law of damages, for instance, calls for proof of actual loss of sales 
in unfair competition, while in trade-mark infringement, presumption of loss is in- 
ferred from the proof of use of the mark and evidence of sales.° Unfair competition 
may exist in the absence of a technical trade-mark.* So, when the issues are not 
clearly drawn, as they would be if the two claims were stated separately, some con- 
fusion must arise. Of necessity, some of the principles in these two branches of 
the law will overlap. This is because, in the last analysis, they may have arisen 
out of the same background, namely, the desire to protect a person in his business 
or good will. This confusion made it impossible during the trial to draw a strict 
line in the proof. For certain evidence clearly not admissible in a straight trade- 
mark infringement case bore on unfair competition. This led the court to suggest 
to counsel for the plaintiff, at one stage of the procedure, that he might, in order 
to confine the proof to narrower channels, waive the claim based on unfair competi- 
tion and limit himself to trade-mark infringement. This, he refused to do, as was 
his right. The amalgamation of the two led the defendant to assert that a trade- 
mark case could not be dissociated from unfair competition, and that all the broad 
principles which Courts have declared in unfair competition cases apply to the trade- 
mark infringement issue. 

Whatever criticism writers may have directed at some of the concepts which 
have grown up in this realm of the law, as appears from some of the footnotes to 
two late annotations on the subject,’ this case depends upon principles which are 
clearly established in the law of this Circuit, and which must control my action. 
For this reason, cases from other circuit courts will be referred to only when 
there is no binding decision by the Ninth Circuit Court of Appeals. Anyone who 
has gone through the annotations of Mr. Nims’ great work can readily see the be- 
wilderment resulting from an attempt to reconcile the large number of state deci- 
sions, or even the large number of federal district and circuit court decisions upon 
any topic, pertaining to this subject. This branch of the law, especially the one 
relating to unfair competition, has been in process of development for almost a 
century in England and in the United States. The Courts have been concerned 
chiefly with the pragmatic idea of protecting a person’s business and good will 


4. Nims, On Unfair Competition and Trade-Marks, 1929, 3 Ed. Sec. 1, and see, Zechariah 
Chafee’s witty analysis, Unfair Competition, 1940, 53 Harv. Law Rev. 1289. 

5. Saxlehner v. Stegel-Cooper Co., 1900, 179 U. S. 42; Straus v. Notaseme Co., 1916, 240 
U. S. 179 [6 T.-M. Rep. 103]; Horlick’s Malted Milk Corp. v. Horluck’s, 1932, 9 Cir., 59 F. (2) 
13, 17 [22 T.-M. Rep. 319]; Mishawaka Rubber & Woolen Co. v. S. S. Kresge Co., 1942, 316 
U. S. 203 [32 T.-M. Rep. 254]. ‘ 

6. G. W. Cole Co. v. American Cement & Oil Co., 1904, 7 Cir. 130 Fed. 703; Coca-Cola Co. 
v. Koke Co. of America, 1920, 254 U. S. 143, 146 [10 T.-M. Rep. 441]; Trappey v. McIlhenny 
Co., 1922, 5 Cir., 281 Fed. 23 [12 T.-M. Rep. 179]; Barton v. Rex-Oil Co., 1924, 3 Cir., 2 
F. (2) 402 [14 T.-M. Rep. 455]; Warner & Co. v. Lilly Co., 1924, 265 U. S. 526, 531 [14 T.-M. 
Rep. 2471; Skinner Mfg. Co. v. Kellogg Sales Co., 1944, 8 Cir. 143 F. (2) 895, 899 [34 T.-M. 
Rep. 274]. 

7. 148 A. L. R. 12; 150 A. L. R. 1067. 
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against unfair practices of others. And the apparent dissonance in the voices of the 
courts arose from attempts to justify judicial intervention upon one ground or 
another. At one time the emphasis was on the protection due to the individual. 
At other times, the accentuation was on shielding society from deception. But, in 
the last analysis, what the courts were trying to do, in each case, was to determine 
whether the particular action of a person was what was the decent thing to do in 
trade.* In this respect, the assertion of counsel for the defendant that each case 
must stand on its own bottom is correct. But to this extent only. For, ultimately, 
as a trial judge, I must bear in mind the admonition of a great judge: 


The judge is not to innovate at pleasure. He is not a knight errant, roaming at will 
in pursuit of his own ideal of beauty or of goodness. He is to draw his inspiration from 
consecrated principles. He is not to yield to spasmodic sentiment, to vague and unregulated 
benevolence. He is to exercise a discretion informed by tradition, methodized by analogy, 


disciplined by system, and subordinated to “the primordial necessity of order in the social 
life.’”* 


And, under the facts in this case, there is no room for cutting new paths for 
ourselves. For the principles upon which it depends are clearly recognized by the 
courts. Now to a brief discussion of them. 


II] 


The Legal Norms Controlling 


Preliminarily, we advert to the fact that the business of the plaintiff has been 
developed by members of the Brooks family, who established it early in the last 
century, that without interruption, one or another descendant of the original Brooks 
was connected with the business and that, at the present time, two great grandsons 
are on the Board of Directors of the plaintiff. 

A person has an inherent right to use his name in his business. And this right 
is recognized in the law of New York and of California, and by federal courts in 


8. Apposite are the following: 


“Several years ago when Edward S. Rogers, one of the leading American writers and 
practitioners in the field, was lecturing on Unfair Competition, he asked a student: ‘What 
is your idea of this subject?’ He got the answer: ‘Well, it seems to me that the courts try 
to stop people from playing dirty tricks.’ Mr. Rogers comments, ‘One might spend weeks 
reading cases and find many definitions less satisfactory than this.’ 

“Mr. Rogers and his student were too optimistic. There are many dirty tricks in business 
which the courts do not stop—not at least in private litigation between competitors, for in- 
junctions or damages.” (Zechariah Chafee; Untair Competition, 1940, 53 Harvard Law 
Review, 1289.) 

“No inflexible rule can be laid down as to what conduct will constitute unfair competition, 
each case is in a measure a law unto itself. Unfair competition is‘a question of fact . . . the 
universal test is whether the public is likely to be deceived” (63 Corpus Juris 414). 

“Obviously, the question of what is unfair competition in business must be determined 
with particular reference to the character and circumstances of the business. The question 
here is not so much the rights of either party as against the public but their rights as between 
themselves” (International News Service v. Associated Press, 248 U. S. 215, 236). [9 T.-M. 
Rep. 15] (And see: Lone Ranger, Inc. v. Cox, 1942, 4 Cir. 124 F. (2) 650, 653). 


9. Cardozo: The Nature of the Judicial Process, 1921, p. 141. 
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cases involving trade-marks and unfair competition." However, when a person 
uses even his own name in a manner to create confusion between his business and 
that of the longer established business of another bearing the same name, the courts 
will interfere, and, while not depriving the newcomer entirely of the use of his 
name in his business, will circumscribe such use by words or phrases indicating 
clearly that the newcomer’s goods do not originate with the older user.” 

So, at the outset, we are confronted with the situation that the defendant has 
no natural rights to the use of “Brooks” in its corporate name or its business. No 
man of that name has ever been connected with it. It adopted the name as a con- 
venience. Consequently, as to it, the plaintiff’s rights are not even circumscribed as 
they would be, if dealing with a business using the family name of a natural person 
who is connected with it. 

A trade-mark is merely a method used by a person to designate his goods. It 
cannot exist independent of a business. It depends on adoption and use, and not 
on originality or invention.’* Whatever may have been the rule in the past, the 
1905 Trade-Mark Registration Act allows the registration of proper names or words 
which, prior to its adoption, could not have been made the subject of a trade-mark.” 
It thus confers substantial rights on registrants under it."* Among the most im- 
portant of these is “to prohibit the use of it so far as to protect the owner’s good 
will against the sale of another’s product as his.””° And this extends “to the user 
of a mark which has acquired secondary meaning.””*® Consequently, the courts, in 
both trade-mark and unfair competition cases, have held that where the dominant 
portion of a trade-mark, trade-name or business has become identified in the mind 


10. Brown Chemical Co. v. Meyer, 1891, 139 U. S. 540; Higgins v. Higgins, 1895, 144 N. Y. 
462; Royal Baking Powder v. Royal, 1903, 6 Cir. 122 Fed. 337; Howe Scale Co. v. Wyckoff, Sea- 
mans, & Benedict Co., 1905, 198 U. S. 118; Goldwyn Pictures Co. v. Goldwyn, 1924, 2 Cir., 296 
Fed. 391 [14 T.-M. Rep. 39]; Tomsky v. Clark 1925, 73 C. A. 412 [16 T.-M. Rep. 169]; Rowley 
v. Rowley, 1927, 3 Cir. 18 F.(2) 704 [17 T.-M. Rep. 318]. 

It should be added that in California a person may, without judicial proceeding, change his 
name, and acquire property and do business under it. Ray v. American Photoplayers Co., 1920, 
46 C. A. 311; in re Useldinger, 1939, 35 C. A. (2) 723. This is subject to the limitation that 
a person or partnership transacting business under a fictitious name or a partnership designation 
which does not show the names of the persons interested as partners in the business must file and 
publish the statutory certificate prescribed in such cases (California Civil Code, Secs. 2466-2468). 

11. Restatement of Torts, Sec. 744 (d); Herring-Hall, Marvin Safe Co. v. Hall Safe Co., 
1908, 208 U. S. 554, 559; Chickering v. Chickering & Sons, 1914, 7 Cir., 215 Fed. 490 [4 T.-M. 
Rep. 279] ; Waterman v. Modern Pen Co., 1914, 235 U. S. 88 [5 T.-M. Rep. 1]; Lloyd Labora- 
tories Inc. v. Lloyd Bros., Pharmacists, 1942, 6 Cir., 131 F. (2) 703, 707; [33 T.-M. Rep. 50]; 
In re Sawyer Electrical Mfg. Co., C. C. P. A. 1944, 144 F. (2) 893 [34 T.-M. Rep. 338]. 

12. Trade-mark Cases, 1879, 100 U. S. 82: Hanover Milling Co. v. Metcalf, 1915, 240 U. S. 
403 [6 T.-M. Rep. 149]; United Drug Co. v. Rectanus Co., 1918, 248 U. S. 90 [9 T.-M. Rep. 1]; 
Bourjois & Co. v. Katzel, 1923, 260 U. S. 689 [13 T.-M. Rep. 69]; Prestonettes, Inc. v. Coty, 
1924, 264 U. S. 359 [18 T.-M. Rep. 135] ; Imperial Cotto Sales Co. v. N. K. Fairbanks Co., 1921, 
App. D. C. 270 Fed. 786 [11 T.-M. Rep. 107]; Treager v. Gordon-Allen, Ltd., 1934, 9 Cir., 71 F. 
(2) 766; General Baking Co. v. Goldblatt Bros., 1937, 7 Cir. 90 F. (2) 241 [27 T.-M. Rep. 421]. 

13. Thaddeus Davids Co. v. Davids Mfg. Co., 1914, 233 U. S. 461; [4 T.-M. Rep. 175]; 
Rossman v. Garnier, 1914, 8 Cir. 211 Fed. 401 [4 T.-M. Rep. 183]; Manitou Springs Mineral 
Water Co. v. Schueler, 1917, 8 Cir., 239 Fed. 593 [7 T.-M. Rep. 405]; Rouss v. Winchester Co., 
1924, 2 Cir., 300 Fed. 706, 713; [14 T.-M. Rep. 159]; Armstrong Paint & Varnish Works v. 
Nu-Enamel Corp. 1938, 305 U. S. 315, 331, 332, 335 [29 T.-M. Rep. 3]. 

14. Philco-Corporation v. Phillips Mfg. Co., 1943, 7 Cir. 135 F. (2) 663. 

15. Prestonnettes, Inc. v. Coty, 1924, 264 U. S. 359, 368 [13 T.-M. Rep. 69]. 

16. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 1938, 308 U.S. 315, 336 [29 
T.-M. Rep. 3]. 
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of the public with the first user, he will be protected in the use of the name, even 
against a newcomer having the same surname.” 

In making these rulings, the courts have also given practical application to the 
doctrine of secondary meaning, which seeks to protect “a person against harm to his 
business which the actor might cause by misleading prospective purchasers into 
identifying the actor’s goods, services or business with those of the other. The 
ultimate issue in infringement cases is the likelihood that prospective purchasers 
will be misled.”** Therefore, “one uses a designation in the manner of a trade- 
mark or trade-name, under the rule stated in Sec. 717, if he so uses it that prospec- 
tive purchasers are likely to regard it as the name of, or the means of identifying, 
his goods, services or business.’”” 

The principle applies to unfair competition cases and to trade-mark cases, 
whether registered or unregistered.” And a secondary meaning may attach to a 
surname. This for the reason stated by Mr. Justice Holmes that such a name 


may have become so associated with a particular product that the mere attaching of that 
name to a similar product without more would have all the effect of a falsehood.” 


17. Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 1926, 8 Cir. 15 F. (2) 920 [17 T.-M. Rep. 
71]; Buckspan v. Hudson’s Bay Co., 1927, 5 Cir., 22 F. (2) 721 [18 T.-M. Rep. 4]; Yale Elec- 
tric Corp. v. Robertson, 1928, 6 Cir., 26 F. (2) 972 [18 T.-M. Rep. 321]; Western Oil Refining 
Co. v. Jones, 1928, 6 Cir. 27 F. (2) 205 [18 T.-M. Rep. 432]; Frischer & Co. v. Bakelite Corp., 
1930, C. C. A. P. 39 F. (2) 247 [20 T.-M. Rep. 499]; Standard Oil Co. of New Mexico v. 
Standard Oil Co. of California, 1932, 10 Cir., 56 F. (2) 973 [22 T.-M. Rep. 363] R. H. Macy, Inc. 
v. Colorado Clothing Co., 1934, 10 Cir., 68 F. (2) 690 [24 T.-M. Rep. 43]; Phillips v. The Gov- 
ernor & Co., etc., 1935, 9 Cir. 79 (f) 971 [25 T.-M. Rep. 635]; Pennsylvania Petroleum Co. v. 
Pennzoil Co., 1935, C. C. P. A., 80 F. (2) 67 [26 T.-M. Rep. 13]; R. H. Macy & Co. v. Macy’s 
Drug Store, Inc., 1936, 10 Cir. 84 F. (2) 387; Carolina Pines, Inc. v. Catalina Pines, 1932, 128 
C. A. 84; The Hoover Co. v. Groger, 1936, 12 C. A. (2) 417 [26 T.-M. Rep. 651]; Wood v. 
Pffer, 1942, 55 C. A. (2) 124; Barnes v. Cahill, 1943, 56 C. A. (2) 780; American Philatelic 
Society v. Claibourne, 1935, 3 C.(2) 689; Academy of Motion Pictures Arts & Sciences v. Benson, 
1940, 15 C. (2) 685; Nims, On Trade-marks and Unfair Competition, 1929, 3rd Ed., Sec. 74; 
and see cases under Notes 10 and 11. 

18. Restatement of Torts, Secs. 716 (b), 717 (b). And see, George W. Luft Co. v. Zande 
Cosmetic Co., 1944, 2 Cir., 142 F. (2) 536, 538 [34 T.-M. Rep. 190]. 

19. Restatement of Torts, Sec. 727. 

20. Restatement of Torts, Sec. 716 (b); G. & C. Merriam Co. v. Saalfield, 1912, 6 Cir., 198 
Fed. 369 [2 T.-M. Rep. 1]; American Trading Co. v. Heacock, 1932, 285 U. S. 247 [22 T.-M. 
Rep. 127]; John B. Stetson Co. v. Stephen L. Stetson Co., 1936, 2 Cir., 85 F. (2) 586 [26 T.-M. 
Rep. 527]; Western Auto Supply Co. v. Knox, 1937, 10 Cir., 93 F. (2) 850 [27 T.-M. Rep. 302] 
Little Tavern Shops v. Davis, 1941, 4 Cir., 116 F. (2) 903, 905-906; Weiner v. National Tinsel 
Mfg. Co., 1941, 7 Cir., 123 F. (2) 96, 98; [36 T.-M. Rep. 105]; Cleo Syrup Corp. v. Coca Cola 
Co., 1943, 8 Cir., 139 F. (2) 416 [34 T.-M. Rep. 34]. 

21. Herring-Hall-Marvin Safe Co. v. Hall Safe Co., 1908, 208 U. S. 554, 559; And see: 
Anheuser-Busch, Inc. v. Budweiser Malt Prod. Corp., 1923, 2 Cir., 295 Fed. 306 [15 T.-M. Rep. 
103]; Vogue Co. v. Thompson Hudson Co., 1924, 6 Cir., 300 Fed. 509 [15 T.-M. Rep. 1]; 
Vick Medicine Co. v. Vick Chemical Co., 1926, 5 Cir., 11 F. (2) 33 [16 T.-M. Rep. 67]; Little 
Tavern Shops v. Davis, 1941, 116 F. (2) 903; California Fruit Growers Exchange v. Windsor 
Beverages, 1941, 7 Cir., 118 F. (2) 149 [31 T.-M. Rep. 121]. 


“Tt is now well settled in this country that a trade-mark protects the owner against not 
only its use upon the articles to which he has applied it, but upon such other goods as might 
naturally be supposed to come from him. Aunt Jemima Mills Co. v. Rigney, 247 F. 407, 
L. R. A. 1918G (C. C. A. 2) [8 T.-M. Rep. 163]; Akron-Overland Co. v. Willys-Overland 
Co., 273 F. 674 (C. C. A. 3) [11 T.-M. Rep. 281]; Vogue Co. v. Thompson-Hudson Co., 300 
F. 509 (C. C. A. 6) [15 T.-M. Rep. 1]; Wall v. Rolls-Royce, 4 F. (2) 333 (C. C. A. 3) 
[15 T.-M. Rep. 239]; Yale Electric Corp. v. Robertson. (C. C. A.) 26 F. (2) 972 [18 T.-M. 
Rep. 321]; Duro Co. v. Duro Co., 27 F. (2) 339 (C. C. A. 3) [18 T.-M. Rep. 430]; Hand, 
Judge, in Waterman Co. v. Gordon, 1934, 2 Cir. 72 F. (2) 272, 273 [24 T.-M. Rep. 343] (Em- 
phasis Added). And see cases cited under Footnote 17. 
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In the application of these primary norms, certain secondary norms which have 
all-important bearing upon the facts in this case, obtain. In infringement, fraud 
need not be shown, although fraud, or at least, intent to deceive may be necessary 


in unfair competition.” Nor is palming off or passing off goods on the public an 
element in unfair competition.” 


One of the difficulties encountered in this branch of the law springs from the use 
of the word “competition.” As a fact, what the law condemns is unfair practices. 
Such practices may exist where no competition occurs. As said in one case: 


This is nothing but a convenient name for the doctrine that no one should be allowed 
to sell his goods as those of another. This rule is usually invoked when there is an actual 
market competition between the analogous products of the plaintiff and the defendants, 
and so it has been natural enough to speak of it as to the doctrine of unfair competition ; 
but there is no fetish in the word “competition.” The invocation of equity rests more vitally 
upon the unfairness. If B represents that his goods are made by A, and if damage there- 
from to A is to be seen, we are aware of no consideration which makes it controlling 
whether this damage to A will come from market competition with some article which A 
is then manufacturing or will come in some other way. The injury to A is present, and 
the fraud upon the consumer is present; nothing else is needed. This is the principle upon 
which the two English bicycle cases were decided. Walter v. Ashton (1902) 2 Ch. Div. 
282; Eastman Co. v. Kodak Co., 15 Rep. Pat. Cases, 105. It was also at the bottom of 
our own decision in Peninsular Co. v. Levinson, 247 Fed. 658, 159 C. C. A. 560, and of 
Akron Co. v. Willys Co. (C. C. A. 2) 273 Fed. 674; Imperial Co. v. Fairbanks Co., 50 App. 
D. C. 250, 270 Fed. 686; Aunt Jemima Co. v. Rigney (C. C. A. 2) 247 Fed. 407, 159 
C. C. A. 461, L. R. A. 1918C, 1939. We have no doubt it ts a sound principle, and 
should be applied in appropriate cases.** (Emphasis added.) 


For this reason whatever may be the rule in other circuits, the rule declared by 
our Ninth Circuit Court of Appeals is that competition is not necessary.” 


22. Elgin National Watch Co. v. Illinois Watch Co., 1901, 179 U. S. 665, 674; N. H. Fair- 
bank Co. v. Luckel, King & Cake Soap Co., 1900, 9 Cir. 102 Fed. 327, 331-333; Standard Paint 
Co. v. Trinidad Asphalt Mfg. Co., 1911, 220 U. S. 446, 461-462 [1 T.-M. Rep. 10]; Scandinavia 
Belting Co. v. Asbestos & Rubber Works, 1919, 2 Cir., 257 Fed. 937, 958-961 [9 T.-M. Rep. 136] ; 
Barton v. Rex-Oil Co., 1924, 3 Cir., 2 F. (2) 402, 404 [14 T.-M. Rep. 455]; My-T-Fine Corp. 
v. Samuels, 1934, 2 Cir., 69 F. (2) 76 [24 T.-M. Rep. 141]; Fawcett Publications v. Popular 
Mechanics Co., 1935, 3 Cir., 80 F. (2) 194, 196-197 [25 T.-M. Rep. 579]; E. Kahn’s Sons Co. 
v. Columbus Packing Co., 1936; 6 Cir. 82 F. (2) 897, 900 [26 T.-M. Rep. 303]; Cleo Syrup Corp. 
v. Coco Cola Co., 1943, 8 Cir., 139 F. (2) 416, 419 [34 T.-M. Rep. 34]; G. H. Mumm Champagne 
v. Eastern Wines Co. 1944, 2 Cir. 144 F. (2) 499, 501-502 [34 T.-M. Rep. 196, 362], and see note, 
A. L. R. 1133. 

23. “It is said that the elements of unfair competition are lacking because there is no attempt 
by defendant to palm off its goods as those of the complainant, characteristic of the most familiar, 
if not the most typical, cases of unfair competition. Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U. S. 118, 140. But we cannot concede that the right to equitable relief is confined 
to that class of cases.” (International News Corp. v. Associated Press, 1918, 248 U. S. 215, 
241-242 [9 T.-M. Rep. 15] (Emphasis added). And see pages 236 and 242. See also Little 
Tavern Shops v. Davis, 1941, 4 Cir. 116 F. (2) 903; Lone Ranger, Inc. v. Cox, 1942, 4 Cir., 
124 F. (2) 643, 650; Purcell v. Summers, 1944, 4 Cir., 145 F. (2) 979; Nims On Unfair Com- 
petition and Trade-marks, 3rd Ed., 1929, Sec. 9a. 

24. Vogue Co. v. Thompson-Hudson Co., 1924, 6 Cir. 300 Fed. 509 [15 T.-M. Rep. 1]. 

25. Del Monte Special Food Co. v. California Packing Corp. 1929, 9 Cir., 34 F. (2) 774 [19 
T.-M. Rep. 443]; Horlick’s Malted Milk Co. v. Horluck’s Inc., 1932, 9 Cir., 59 F. (2) 13 [22 
T.-M. Rep. 319]; Phillips v. The Governor & Co., 1935, 9 Cir., 79 F. (2) 971 [25 T.-M. Rep. 
635]. Counsel for the defendant have endeavored to distinguish the language used in these cases 
on the ground that it applied specifically to the facts in each particular case. But the language 


of Judge Haney in the case last cited is too clear and emphatic to warrant any doubt. He says: 
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IV 
The Law Applied to the Facts 


The discussion which precedes makes it evident that we are not confronted 
with an uncharted domain. On the contrary, the solution of the problems pre- 
sented by this case lies within a well-defined legal pattern. So we now apply the 
criteria drawn from adjudicated cases to the facts herein. 

It is clear that in the minds of California customers, California tailors and deal- 
ers in clothing, the word “Brooks” is identified with the business of the plaintiff. 
Advertising in magazines of national circulation over a long period of years and 
solicitation of customers by mail all over the United States, including California, 
from its early days, has made the trade-name nationally known. During the same 
period, the word “Brooks” alone without the “Brothers,” came to be the identifica- 
tion mark of the plaintiff and its clothes. In fact, it is shown that in certain literary 
works of the middle of the century, characters were referred to as being “Brooks” 
tailored or clad in “Brooks” models. There is confirmation of this in the evidence 
of the defendant. It offered proof that in the clothing business, certain models 
have become known as “Brooks models,” and that dealers have been besieged by 
customers to duplicate them. This shows the extent to which the name of the 
plaintiff has become identified with the clothing industry. Even when a word has 
become generic and its use dedicated to the public, as in the case of “Singer” for 
sewing machine and “Cellophane” for transparent paper, a competitor will be for- 
bidden to apply it to its product or in advertisements, unless he clearly indicates 
that the product he is selling is not the product of the originator of the generic 
term.” 

Assuming, therefore, that the word “Brooks” could be applied to a model, and 
that the defendant might state, in its advertising, that it has such models available, 


“This court, however, has carefully considered the question in Del Monte Special Food 
Co. v. California Packing Corporation (C. C. A.) 34 F. (2) 774 [19 T.-M. Rep. 443], and 
has held that the two products need not be competitive. Many authorities are there cited, 
to which may be added the following: Standard Oil Co. of New Mexico v. Standard Oil Co. 
of California (C. C. A. 10) 56 F. (2) 973 [22 T.-M. Rep. 363]; Wisconsin Electric Co. v. 
Dumore Co. (C. C. A. 6) 35 F. (2) 555; (certiorari granted 281 U. S. 710; 50 S. Ct. 214; 
75 L. Ed. 728) [19 T.-M. Rep. 496]; American Products Co. v. American Products Co. 
supra [20 T.-M. Rep. 573]; Finchley, Inc. v. Finchly Co., supra [19 T.-M. Rep. 406]; An- 
heuser-Busch, Inc. v. Cohen (D.C.) 37 F. (2) 393 [20 T.-M. Rep. 561]; Armour & Co. v. 
Master Tire & Rubber Co., (D.C.) 34 F. (2) 201; 63 C. J. 390, Sec. 100. (Phillips v. The 
Governor & Co., 1935, 9 Cir., 79 F. (2) 971, 974 [25 T.-M. Rep. 635] (Emphasis added). 

To the cases cited by Judge Haney in the opinion, the following may be added, showing 
that the rule is not confined to this Circuit: Jmperial Cotto Sales Co. v. N. K. Fairbank, 1921, 
App. D. C. 270 Fed. 686 [11 T.-M. Rep. 107]; Akron-Overland Tire Co. v. Willys-Overland 
Co., 1921, 3 Cir. 273 Fed. 674 [11 T.-M. Rep. 281]; Yale Electric Corp. v. Robertson, 1928, 
2 Cir. 26 F. (2) 972 [18 T.-M. Rep. 321]; Western Auto Supply Co. v. Knox, 1937, 10 Cir., 
93 F. (2) 850, 853 [27 T.-M. Rep. 302]; Paramount Pictures v. Leader Press, 1929, 10 Cir., 
106 (f) 2 229, 231; Philco Corp. v. Phillips Mfg. Company 1943, 2 Cir., 133 F. (2) 853, 
855; Adolph Kastor & Bros., vy. Federal Trade Commission, 1943, 2 Cir., 138 F. (2) 824, 
826; Dwinell-Wright Co. v. National Fruit Products Co., 1944, 1 Cir., 140 F. (2) 618, 622 
[34 T.-M. Rep. 128]. 


26. Restatement of Torts, Sec. 727 (b) 728. Singer Mfg. Co. v. June Mfg. Co., 1896, 163 
U. S. 169; Saxlehner v Eisner & Mendelson Co., 1900, 179 U. S. 19; Elgin National Watch 
Co. v. Illinois Watch Co., 1901, 179 U. S. 665, 674; Dupont Cellophane Co. v. Waxed Products 
Co., 1936, 2 Cir. 85 F. (2) 75 [26 T.-M. Rep. 513]. 
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this fact would not warrant unlimited use by the defendant of the word “Brooks” 
to characterize its business. 

I have already adverted to the fact that the defendant makes no pretence that 
it does not use the first word of its corporate name exclusively to identify its busi- 
ness and its clothes. And the fact could not very well be denied, because an examina- 
tion of its advertisements in the newspapers, its circulars and radio broadcasts, shows 
such use. The corporate name of the defendant may well be Brooks Clothing of 
California, Ltd., but the defendant, long ago, abandoned all the words of the title 
except “Brooks” in all its methods of seeking custom. Full-page advertisements 
in local newspapers, dating back to 1935, introduced by the defendant, remove any 
doubt on the subject. Its listing in the Telephone Directory is “Brooks.” The 
addition of the words “of California” appear only in its listing in the New York 
Telephone directory—and on some labels. And in the combination names, which 
it has coined for some of its models, and which it uses in advertising them and on 
labels attached to them, the accent is on “brook,” such as in “Holbrook” and “Man- 
brooke.” 

But, as the plaintiff, over a long period of years, has used “Brooks Brothers” 
as a trade-name and mark, and has had, since 1915, a federal registration, and 
the plaintiff and the family which began the business a century and a quarter ago, 
having used the name “Brooks” in one form or another, which use was accompanied 
by extensive nation-wide advertising and solicitation of custom and fair dealings 
with customers in most of the states in the Union, the good will engendered by the 
word “Brooks” and by these practices belong to it. More, it has created a condi- 
tion where, to use the language of the Restatement of Torts, “confusion of source” 
is inherent in the use of the word “Brooks” by anyone but the plaintiff. 

The defendant is a new-comer in the field. And it does not have the right to 
use the name “Brooks.” Its adoption of the name first as a fictitious name for a 
partnership, under the law of California, and later in its corporate name, could not 
affect the plaintiff’s rights. 

While, in this circuit, the interest in a trade-mark will be protected regardless 
of actual competition,” it is difficult to understand how the competitive character 
of the two businesses can be disputed. The plaintiff is engaged in selling men’s and 
boys’ clothing and related goods. So is the defendant. The defendant may have 
started as a business featuring a low-price or a one-price suit, ranging from $14 
to $25, in years past. But it long ago graduated from that class. The styles may 
not appeal to the conservative, but the evidence is plain that it sells men’s suits at 
prices as high as $65.00. And, while the plaintiff’s top prices may be higher, it 
does sell men’s clothing within the lower range of the defendant. This fact so 
obviously means competition that it would seem unnecessary to advert to it. Yet, 
the ardor of counsel for defendant in contending that there is no actual competition 
calls for comment. They postulate a differentiation between the businesses based 
upon the dissimilarity of the merchandise of the two parties and its “appeal” to the 
different social groups from which they seek custom. You cannot divide the cloth- 





27. See cases under Footnote 25. 
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ing business into categories, according to the social group on which it may depend 
for patronage. It may well be that a purchaser of clothes chooses to go to one 
store, rather than to another, because it carries the type of clothes he likes, just 
as a person may go to a tailor who charges $135 to $150 for a suit of clothes, while 
another prefers to patronize one who charges $75. But, just as both tailors are 
in “the tailoring business,” regardless of the price, so are both businesses who sell 
ready-made clothing in the clothing business. To use a phrase made famous by 
an American humorist, just as “Pigs is pigs,” “Clothes is clothes.’ They do not 
cease to be such because they appeal to one social group rather than another. Nor 
do the persons engaged in selling them to one rather than another cease to be in 
the clothing business competitively. Even if the goods be not in competition, the 
law protects a merchant in his interest “in other goods, services or businesses which, 
in view of the designation used by the actor, are likely to be regarded by prospective 
purchasers as associated with the source identified by the trade-mark or trade- 
name.””* Here, as the evidence shows, through long use, the word “Brooks” has 
become identified with the clothes sold by the plaintiff. And the law does not re- 
quire that there be actual diversion of trade. It is sufficient that the imitation be 
of a character which is likely to have that result.” In considering a case like this, 
we must take into consideration the habits of the American buying public. Just as 
Americans are prone to abbreviate names, and Young Men’s Christian Association 
became, first, the Y. M. C. A., and later—especially among the soldiers—the Y, so 
do they abbreviate longer business names. And Sears, Roebuck & Co., becomes 
Sears, J. W. Robinson Co., becomes Robinson’s, R. H. Macy & Co., beqomes 
Macy’s, John Wanamaker becomes Wanamaker’s, Tiffany «& Co., becomes Tiffany’s, 
and John B. Stetson becomes Stetson’s. More, if a person has achieved successful 
manufacturing or merchandising in a particular field, the average American, who 
constitutes our buying public, will identify the name with the product. So Tiffany 
spells jewelry, Waterman, fountain pens, Ford and Chrysler, automobiles, Hoover, 
cleaners, Waltham and Elgin, watches, Standard, oil products, Stetson, hats. When, 
over the radio, we hear the announcement that the Standard Symphony Hour will 





28. Restatement of Torts, Sec. 730. And see cases under Footnote 17. 


“Argument is advanced that the decrees should be upheld because the parties are not 
direct competitors. Neither defendant operates a store in Tulsa, or Oklahoma City, and 
the defendant in the first case deals in part in second-hand merchandise while plaintiff vends 
only new merchandise. But both defendants conduct their business in closely connected 
towns in Oklahoma; they draw trade from territory not remote from the stores of plaintiff 
and from territory included in the mail order system of plaintiff; and the second-hand mer- 
chandise consists of accessories and parts for all makes of automobiles. The right to restrain 
a junior in the field is not confined to cases of actual market competition between identical 
products. It extends to a case in which one trader represents his products as those of another. 
A merchant has a sufficient economic interest in his trade-name to restrain another from 
exploiting it in the sale of his merchandise, even though the two are not engaged in the 
manufacture or distribution of the identical or like products.” Western Auto Supply Co. 
v. Knox, 1937, 10 Cir., 93 F. (2) 850, 852-853, (Emphasis added), [27 T.-M. Rep. 302]. 


29. Fairbanks Co. v. Luckel, King & Cake Soap Co., 1900, 9 Cir., 102 Fed. 327; Fuller v. 
Huff, 1900, 2 Cir., 104 Fed. 141, 145; Esso, Inc. v. Standard Oil Co., 1938, 8 Cir., 98 F. (2) 1, 6; 
and see the remarks of Mr. Justice Cardozo in Federal Trade Commission v. Algoma Lumber 
Co., 1934, 291 U. S. 67, 81. Under the law of California, unfair competition may exist in the 
absence of fraud. See, California Civil Code, Sec. 3369; Wood v. Peffer, 1942, 55 C. A. (2) 
124; Pohl v. Anderson, 1936, 13 C. A. (2) 241. 
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be heard, we need not be told that it is sponsored by the Standard Oil Company. 
When a person informs us that he has bought a Ford, he need not add that it was 
an automobile, and when he buys a Stetson, we know that he is buying a hat. By 
the same token, one would close his eyes to reality if, in the face of the record in this 
case, one would hold that “Brooks” does not mean the clothes of “Brooks Brothers” 
because its customers come from “the classes” rather than “the masses.” Ours is an 
unstratified society with constant mobility of persons. Absent a “caste” system, 
there can be no “caste” in merchandising. As prospective customers, “‘the Colonel’s 
lady and Judy O’Grady” (or their male equivalents) “are sisters” (or brothers) 
“under the skin.” 

The conclusion is, therefore, inescapable that the plaintiff and the defendant are 
competing in selling clothes and that, in this field, the word “Brooks” has acquired a 
secondary meaning to the benefit of which the plaintiff alone is entitled, and in the 
protection of which, courts will aid. 

This conclusion poses a question: Was the adoption of the name “Brooks” by 
the defendant a deliberate act aiming to appropriate illegally the name and good will 
of the plaintiff, as the complaint charges ? 

There is no substantial evidence in the record that would warrant an affirmative 
answer to this question. On the contrary, the evidence shows that the choice was 
fortuitous. The name was suggested by a salesman for a clothing firm, who was 
selling goods to the defendant’s predecessor. The salesman, now engaged in the 
clothing business in San Francisco, was a witness in the case and verified the story 
told by the oldest of the Greenberg Brothers. It seems that from a modest start, 
selling clothes under the name of “Money Back Harry,” he was expanding his busi- 
ness. He acquired the merchandise of an insolvent clothing concern. In fear of 
xenophobia, which might discourage custom from one doing business under the name 
of “Greenberg,” he sought a shorter name. The salesman told him that a friend 
of his had conducted a very successful business in Denver under the name of 
“Brooks.” The Greenbergs thought of entering business under the name of 
“Bond’s,” in the belief that they had the authorization of an Eastern concern doing 
business under that name. They actually filed a certificate to do business as “Bond’s 
Clothing Co.”” on November 6, 1920. When they met with protest, they filed a 
certificate of business under the fictitious name of “Brooks Clothing Company” on 
January 28, 1924. The defendant produced as a witness the son of A. N. Hirschfield, 
who exhibited cards and letters indicating that members of his family actually con- 
ducted a clothing business as early as 1913 in Denver, Colo., under the name ot 
“Brooks Clothes Shop.” The business was incorporated under that name in 1923, 
under the laws of Colorado. 

Harry Greenberg, who is the oldest of the brothers, and who was connected 
with the business longer than any of the others, testified, as did the others, that 
at the time of the adoption of the name, he did not know of the existence of Brooks 
Brothers. There is nothing improbable about this story, when we bear in mind 
that he was foreign-born, arriving in this country as a young boy, that he had never 
lived in New York and that he began a modest business in the comparatively small 

Los Angeles of the 1920’s at a time when Brooks Brothers confined its business in 
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California to mail solicitation and occasional visits of a salesman who called on a 
selected clientele. At any rate, it has not been contradicted. The plaintiff argues 
that if he did not know, he should have known. He seeks to have us apply the 
rule that in law a man is charged with the knowledge of those things which, on in- 
quiry, he could have or should have discovered.” 

I do not believe the facts in the case would justify a finding of knowledge on 
the part of the defendant prior to 1930, when Harry Greenberg’s visits to New York 
and his dealings with a clothing manufacturer, Kirschner, who knew of the plaintiff, 
and who later became associated with him, brought knowledge. The opening of the 
sales agency by the plaintiff in 1939 brought more direct notice. 

This knowledge cannot be retrojected into the past so as to taint with deliberate- 
ness and fraud the innocent appropriation of the name “Brooks” in 1924. And had 
the defendant remained in the humble field in which it began, and had it used its full 
partnership or corporate name, its innocent adoption might, perhaps, call for denial 
of relief for unfair competition. It would not affect the trade-mark infringement, 
for it is independent of the motive of the appropriator.”’ But the defendant did not 
remain in the pastures it chose originally. It abandoned, after its incorporation in 
1930, its appeals to persons interested in cheaper grades of clothing, and its one-price 
policy. It has acquired quality in the merchandise it sells, the stores it conducts 
and the locations at which the business is carried on. In Los Angeles, for instance, 
it has moved from its Main Street environment to choice locations on Broadway 
and the famous Miracle Mile of distinctive shops on Wilshire Boulevard. And it 
ceased, long ago, to emphasize low cost. It now stresses distinctiveness, grade and 
style. And, in so doing, it uses the word “Brooks” exclusively in advertising, in 
catalogs, on electric signs, radio and other methods of exploitation of its wares. In 
this it infringes the rights of the plaintiff, and is guilty of both trade-mark infringe- 
ment and unfair competition, regardless of deliberateness or absence of it in the 
original adoption of the name. 

Indeed there is a kind of fraud, as courts of equity have long perceived, in clinging to 

a benefit which is the product of misrepresentation, however innocently made. Redgrave v. 

Hurd, L.R. 20 Ch. D. 1, 12, 13; Rawlins v. Wickham, 3 DeG. & J. 304, 317; Hammond vy. 

Pennock, 61 N. Y. 145, 152. That is the respondents’ plight today, no matter what their 


motives may have been when they began. They must extricate themselves from it by 
purging their business methods of a capacity to deceive.®* (Emphasis added.) 


30. The Lulu, 1869, 77 U. S. 192, 201-202; Wollensak v. Rether, 1885, 115 U. S. 96, 99; 
ves v. Sargent, 1887, 119 U. S. 652, 661; U. S. v. Shelby Iron Co., 1927, 273 U. S. 571, 581; 
Weniger v. Success Mining Co., 1915, 8 Cir., 227 Fed. 548, 557-558; Mathias v. Hemingway, 
1928, 8 Cir. 24 F. (2) 951, 956; Shell Petroleum Corp. v. Corn, 1932, 10 Cir. 54 F. (2) 766, 770; 
McDonald v. Robertson, 1939, 10 Cir. 104 F. (2) 945, 948. And see my opinion in Barthelmess 
v. Cavalier, 1934, 2 C. A. (2) 492, 493. 


“For the law imputes knowledge when opportunity and interest, combined with reasonable 
care, would necessarily impart it. Not to improve such opportunity, under the stimulus of 
self-interest, with reasonable diligence, constitutes laches which in equity disables the party, 
who seeks to revive a right which he has allowed to lie unclaimed, from enforcing it to the 
detriment of those who have, in consequence, been led to act as though it were abandoned.” 
(Wollensak v. Reiher, 1885, 115 U. S. 86, 99). 


31. See cases under Footnote 22. Se : 
32. Mr. Justice Cardozo in Federal Trade Commission v. Algoma Lumber Co., 1934, 291 


U. S. 67, 81. 


















- ee AGES SAE PNAS © SER 
a aeetemnmeiieniiomimamematll eee 


ny a 


ree 





112 THIRTY-FIVE TRADE-MARK REPORTER 





It is axiomatic that a court of equity must determine the issues before it as of the 
day of determination.“ The chancellor must adjudicate the equities as he finds them 
on the day in which he makes his decision. A change in conditions may, even if it 
does not call for total denial of relief, affect the quantum of relief. Nay, more, it 
may call for relief in the light of changed conditions which would not have been war- 
ranted before.” 

So far in the discussion, I have stressed the use of “Brooks” as the all-important 
factor in this case. The reason should be obvious from what I have said. Both in 
the law of trade-mark and of unfair competition, the basic right of the plaintiff de- 
rives from long use of the word “Brooks” in its original and secondary meaning. 

However, certain other challenged practices call for comment. 

The evidence is too slight to warrant a conclusion of imitation of labels. Such 
similarity of labels as may exist, is attributable to the patterns of label-makers. The 
evidence shows that the labels are made in New York, that the maker delivers them 
to the manufacturers, who place them on the articles of wearing apparel before ship- 
ping them to the defendant. The plaintiff has no design patent. In the printing of 
labels, just as in the printing of books, or in the printing of stationery, there are 
fashions which govern the use of a particular type. When one printer begins to use 
a certain type of lettering, others follow. At one time, Spencerian script was much 
in vogue for use on business cards. Later, with the advent of cheaper engraving, 
elaborate imitations of Old English letters made their appearance on cards and 
stationery. Hence such similarity as may appear in the labels has little bearing on 
the case. We should not forget that we are dealing with men’s clothes and that labels 
on them are marked on the inside, and do not have the visual appeal which a label 
on a bottle, box, can, package or like containers have, and are only incidental to the 
purchase. 

Nor was there deliberate copying in defendant’s advertising of a double-breasted 
suit. A double-breasted suit is a double-breasted suit. Styles may change, but a 
double-breasted suit remains just about the same. Some may be more form-fitting 
than others, but, in the last analysis, a picture of one is a picture of them all. A 
comparison between the double-breasted suit exhibited in one of the plaintiff’s cata- 
logs with the suit advertised by the defendant, shows the usual three-button double- 
breasted suit, with the defendant’s model more form fitting and revealing a straight 
line from the waist down, while the plaintiff's is looser in construction and features 
curved lines from the waist down, which gives to it a draped effect. Nor is there 
any copying of language in the description of the suit. The plaintiff’s catalog de- 
scribed a sack suit in this manner: “The first illustration shows a two-button sack 
suit (of the soft construction so completely) identified with Brooks clothing. The 


33. Randel v. Brown, 1844, 2 How. 405; Stonega Coke & Coal Co. v. Price, 1939, 4 Cir., 
106 F. (2) 411, 419; Stonega Coke & Coal Co. v. Price, 1940, 116 F. (2) 618, 621; Champion 
Spark Plug Co. v. Reich, 1941, 8 Cir., 121 F. (2) 769, 772 [31 T.-M. Rep. 302]. 

34. Hardin v. Boyd, 1885, 113 U. S. 756; Bemis Bros. Bag Co. v. U. S., 1932, 289 U. S. 28, 
34; Oil Well Supply Co. v. First National Bank of Winfield, Kansas, 1939, 10 Cir. 106 F. (2) 
399. All pleading, legal or equitable, now conforms to this equitable principle. See: Clark On 
Code Pleading, 1928, pp. 179-187; Yankwich, New Federal Rules of Civil Procedure, 1938, pp. 
14-15; Rules of Civil Procedure, Rule 15 (b). 
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defendant’s accused advertisement described a double-breasted suit using this lan- 
guage : “Cut on easy, straight lines, the Brooks model embodies the (soft construction 
which is completely) opposed to any stiffness or over-tailored effect.” Counsel for 
plaintiff point to the similarity of the words in brackets as a striking example of 
imitation. The answer is obvious. Advertising follows a pattern. The plaintiff's 
advertisement speaks of “soft construction so completely” identified with its mer- 
chandise, while the defendant’s advertisement speaks of “soft construction which is 
completely” opposed to stiffness. The one relates the quality (soft construction) to 
itself, the other contrasts it with objectionable tailoring. Certainly plaintiff cannot 
claim proprietary rights in the use of the phrase “soft construction.” As one reads 
the advertisements of today, one is struck by the fact that the advertising writers 
have run out of adjectives and now fall into cliches. It is as natural to speak of a 
man’s suit as having a certain ease of construction rather than tightness, as to talk 
about the form-revealing features of women’s garments or the sheerness of material 
of which they are made. Hence, similarity of the type here discussed may occur 
without conscious copying. To illustrate: While working on this opinion, I looked 
through the Sunday edition of a very conservative newspaper of national circulation, 
The New York Times. I picked up two advertisements of women’s clothes by New 
York firms. The first one was by Stern Brothers. Illustrating the return of the 
waist line, it advertised a model as “a cut that ups the percentage of trim waisted, 
slim hipped women.” The other was by a firm doing business under the name of 
“Lady Leonora.” It featured similar clothes also accentuating the waist line. It 
read: “For figure flattery V-midriff.” 

In other words, the dominant feature of fashion in clothes, as well as in other 
merchandise, dictates the terminology of advertising. And as language tends to run 
into a pattern, it is difficult, when speaking of similar things, to avoid the use of the 
same words, even in a language so rich as the English language. A phrase once 
seen by a writer of advertising copy, may linger in his mind to such extent that, 
unconsciously, he may use it in one of his own. Just as in one’s writing, one may 
use phrases which have come from reading them in other’s writings. Witness, the 
currency of phrases like “at long last” or “blood, sweat and tears” after their use 
by famous personages. 

One fact remains unexplained except upon the theory that the defendant was 
actually attempting to create confusion in the minds of buyers. One of the last set 
of exhibits introduced at the trial was the “commercials” used on the radio pro- 
grams. They were admitted without explanation and no disclaimer of their con- 
tent was made by the defendant. In one of them, dated Sunday, March 18, 1945, 
the following was used by the announcer as his “first commercial” : 


Just as the Brooks Stores have distinguished themselves with civilians, they have 
earned an enviable reputation among men in the armed services—because Brooks offer 
good, solid values. Jn the first World War, thousands of officers wore uniforms from 
Brooks—and today, Brooks Officer’s Uniforms are seeing service on land and on sea— 
in the far corners of the world. The Brooks Uniform shops carry a complete stock of 
carefully-tailored, approved uniforms, as well as regulation furnishings, officers’ insignia 
and devices. Brooks Stores realize the importance of your time and give special attention 
to alterations and delivery whenever necessary. The Brooks Uniform Shop in downtown 
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Los Angeles is at 644 South Broadway. In Hollywood, at Hollywood Boulevard and 
Vine. Others are in Long Beach, San Jose, Santa Ana, Pasadena and San Diego. 


As no one connected with the business of the defendant, and certainly not the 
present corporate defendant or its predecessor, the partnership, which used “Brooks” 
in its designation, ever engaged in the business of supplying the Armed Forces dur- 
ing the last war, the conclusion is inescapable that the object was to give the impres- 
sion that the defendant was the same Brooks which had supplied uniforms to the 
Armed Forces during the first World War. That was palpably untrue. For the 
only Brooks which supplied such uniforms was the plaintiff. In fact, the catalogs 
in evidence, and other historical, descriptive material, show that the plaintiff took 
pride in the fact that its military uniforms were of great distinction and had been 
worn honorably by American soldiers in many wars. 

Hence the conclusion that, while there was no actual general simulation of the 
labels or of the advertising material of the plaintiff, there was simulation in this in- 
stance. These facts and the simulation inherent in the use of the word “Brooks” 
entitled the plaintiff to relief. 

The nature of the relief, however, is affected by the fact that I am of the view 
that the plaintiff has been guilty of laches. While the plaintiff would have us charge 
the defendant with constructive notice of its name and business as far back as 1924, 
the defendant, in turn, urges us to attribute to the plaintiff co-extensive knowledge 
of its own activities over this period of time. In effect, it says that the business 
was carried on openly and notoriously, advertised so thoroughly, if not blatantly, in 
the local newspapers, and even in some national publications, and on the air, that 
the plaintiff should have known of its activities. The answer to this contention is 
the same we gave to the other. 

A finding of knowledge cannot be based on surmise. The offices of the plaintiff 
are in New York. As it had no local office in California, none of its agents could 
see the defendant’s activities. However, the plaintiff cannot deny knowledge from 
the date of the opening of its local office in 1939. On September 21, 1939, its agent, 
Anthony Corso, was designated as a statutory agent, on whom process could be 
served. This gave him an authority beyond that of a mere sales representative. He 
admitted learning of the existence of a Brooks store in Los Angeles in 1940. It 
was not until 1943 that he forwarded to New York one of the defendant’s advertise- 
ments. 

In the Los Angeles telephone directory, beginning in 1939, the listing of the 
defendant’s stores was in the same column only a few names above that of the plain- 
tiff. In the classified section of the same directory, where the names are listed ac- 
cording to business, the plaintiff’s name appears right under the defendant’s. It 
is incredible that Mr. Corso, in the course of his business, did not see these listings. 
The stores themselves, are located at places where anyone living in Los Angeles 
and driving, riding or walking on its streets, could not fail to pass them. The con- 
stant radio advertising and the appearance in local newspapers of full-page adver- 
tisements of the defendant cannot have escaped the attention of Mr. Corso. In 
fact, if we examine some of these advertisements, it is inconceivable that a person 

reading these newspapers, (and it must be assumed that Mr. Corso has the common 
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American habit of daily newspaper reading) could have turned their pages without 
seeing the name “Brooks” in bold face. 

There is one other fact which, to my mind, indicates that not only Mr. Corso, 
but the plaintiff’s officers as well had knowledge of the existence of Brooks in Los 
Angeles, at the time, at least, when it established its local agency. Mr. Corso testi- 
fied that all the business arrangements for the rental of the property and for the 
installation of the telephone were conducted from New York. There is in evidence 
an application for telephone service for the plaintiff, made by Mr. Spencer Greason, 
Treasurer, dated August 7, 1939. It is addressed to the Southern California Tele- 
phone Company, and is signed “Brooks Brothers by S. G. Greason, Treasurer.” 
While the application requests that the billing be made to Brooks Brothers, New 
York, it asks that the listing in the directory be worded, “Brooks Brothers of New 
York, Clothing.” Why the addition of the words “of New York?” They are not a 
part of the plaintiff's corporate name. It is true that on some of its labels the top 
bears the words “Brooks Brothers” and the bottom the words, “New York.” But 
the preposition “of” does not appear anywhere in the advertising or on the labels. 
Its listings in the New York City Telephone Directory, dating back to 1935, do 
not use the words “of New York.” The addition of these words to their name, the 
request for its listing, and its actual listing, beginning in 1939, to date, lead to the 
inference that the plaintiff, at that time, knew of the existence of the defendant cor- 
poration and of its use of the name “Brooks” and that it chose the form of listing as 
a means of differentiation from it. Such knowledge means duty to act. And its 
failure to act until 1944, when it began proceedings to cancel the trade-mark, and 
instituted this law suit, amounts to laches. This bars relief other than injunction 
against the future use of the name.” 

In this case there is no proof of actual diversion. The only incident of claimed 
diversion relates to the case of a local bondsman, who, when speaking to a judge, ad- 
mired his suit, asked where he bought it, and was told “Brooks.’’ The judge was 
a customer of “Brooks Brothers” and the bondsman of the defendant. Each thought 
that the other was referring to “his” Brooks. It was clearly a case where, in the 
language of contracts, there was “no meeting of the minds.” The bondsman had 
patronized the defendant’s store for a long time. He did not, following this conver- 
sation, go down and buy a suit. Months after, as was the custom, when one of the 
salesmen at one of the Los Angeles stores informed him that he had some interesting 
suits, he went down and bought three. The price was sixty-five dollars per suit, but 
when he demurred at the price, they were reduced to $52.50, one suit being returned 
and credit being given for the difference. 

The plaintiff was offered no proof of actual loss or injury. He is, therefore, not 
entitled to damages for unfair competition. Nor does the decision of the Supreme 


35. McClean v. Fleming, 1877, 96 U. S. 245; Menendez v. Holt, 1888, 128 U. S. 514; Aunt 
Jemima Mills Co. v. Rigney & Co., 1917, 247 Fed. 407 [8 T.-M. Rep. 163]; Middleby-Marshall 
Co. v. Williams Oven Mfg. Co., 1926, 2 Cir., 12 F. (2) 919 [16 T.-M. Rep. 419]; Reid-Murdoch 
& Co. v. H. P. Coffee Co., 1931, 8 Cir. 48 F. (2) 817 [21 T.-M. Rep. 172]; Gillons v. Shell Co. 
of California, 1936, 9 Cir., 86 F. (2) 600, 608-609; Groves Laboratories v. Brewer & Co., 1939, 
1 Cir., 103 F. (2) 175 [29 T.-M. Rep. 249] Golden West Brewing Co. v. Milonas & Sons, Inc., 
1939, 9 Cir., 104 F. (2) 880 [29 T.-M. Rep. 540]. 
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Court in Mishawaka Rubber & Woolen Co. S.S. Kresge & Co.* call for damages for 
trade-mark infringement. It is to be remembered that the court there was discussing 
the question of proof. It held that all the plaintiff had to show was proof of sales 
whereupon the burden shifted to the defendant to show that the “infringement” had 
no relation to profits made by the defendant. Again, the majority of the court said very 
emphatically that the trade-mark registrant is not entitled to profits “not attributable 
to the unlawful use of his trade-mark.’ The proof in the record here would lead 
to the conclusion that the plaintiff suffered no injury in its business, and that the 
profits, if any, were due to the aggressive merchandising methods and the business 
acumen of the defendant. More, our Circuit Court of Appeals has held that laches 
bar recovery of damages under the Trade-Mark Act of 1905.*% 


V 
The Balancing of Interests 


What precedes is determinative of the main issues. However, brief comment 
should be made on an additional contention of the defendant. Its counsel press on 
us certain cases which they claim call for denial of all relief on the ground of public 
interest by resort to a balancing of interests. The doctrine of balancing of interests 
is more adequate as an explanation of what a court did in a particular case than as a 
guide to the court in doing it.* 

I believe that the chief cause of disagreement in this case arises from the fact 
that counsel for defendant have postulated a doctrine of non-competition which is 
based on the assumption that merchants in the same business who appeal to different 
social strata are not in competition with each other. This, as we have already pointed 
out, is an unreal cleavage of the business, especially in this Circuit, where the right 
to a trade-mark or trade-name will be protected even in the absence of competition.*® 
More, the doctrine does not find approval in other circuits and is condemned by the 
Restatement of Torts, which states emphatically that protection will be afforded even 


36. a Rubber & Woolen Co. v. S. S. Kresge Co., 1942, 316 U. S. 203 [32 T.-M. 
Rep. 254]. 

~ Golden West Brewing Co. v. Milonas & Sons, Inc., 1939, 9 Cir., 104 F. (2) 880 [29 T.-M. 
Rep. 540]. 

38. Counsel for the defendant attach great importance to the fact that the plaintiff instituted 
an action against a New York man, doing business as Brook’s Men’s Shop, in which a consent 
decree was entered on August 11, 1943, allowing him to conduct business under the name, 
“Brook’s,” Times Square, New York, but making him change the name of the Fifth Avenue 
store. The action was made the basis of an extended cross-examination in the deposition of 
one of the plaintiff’s officials, who admitted that a “Brook’s” in Times Square, New York, ap- 
peals to a different clientele and, therefore, is not in competition with Brooks Brothers. I am 
still unable to see the significance of these facts. I think the consent decree was improvidently 
agreed to because the defendant proceeded against was named Brook, and under the law of 
New York, was entitled to do business under his own name, provided, of course, he did not 
use it in a way to simulate the business of the plaintiff (See cases under Footnote 12). Further- 
more, I cannot understand how the settlement of a law suit in New York in 1943, and an ad- 
mission that a certain business does not compete with the plaintiff in New York, can inure to 
the benefit of the defendant in this case, so as to justify its illegal appropriation of the plaintiff's 
mark. 

39. Horlick’s Malted Milk Corp. v. Horluck’s, Inc., 1932, 9 Cir., 59 F. (2) 13 [22 T.-M. 
Rep. 319]. And see cases cited under footnote 25. 
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in the case of non-competitive goods, business and services, where, because of prior 
use, “Confusion of source” may result.” 

Now to the cases alluded to. Emerson Electric Mfg. Co. v. Emerson Radio and 
P. Corp., while nominally one for trade-mark infringement and unfair competition, 
was, as the court says, essentially “one of unfair competition.”“* Again, it involved 
the use by a merchant of his own name in a territory not preempted by another. 
And the opinion says specifically : 


If one merchant has established a business under his name in wares of one sort, a second 
merchant may not use that name in selling other wares, if these are so like the first mer- 
chant’s that the public will be apt to think that the first merchant is selling them.’*? 


40. Restatement of Torts, sec. 730 (b). And see cases cited under Footnote 25. 

41. Emerson Elec. Mfg. Co. v. Emerson Radio & P. Co., 1939, 2 Cir., 105 F. (2) 908, 
910 [29 T.-M. Rep. 514]. 

42. Emerson Elec. Mfg. Co. v. Emerson Radio & P. Co., 1939, 2 Cir., 105 F. (2) 908, 910 
[29 T.-M. Rep. 514]. 


The assumption of counsel for the defendant that this case, in some manner, establishes 
a new landmark in this branch of the law is without foundation. The language used related 
to the particular facts. For the same court, through the same distinguished judge, Learned 
Hand, has recognized the doctrine of “confusion of source” and granted relief against it, 
even outside of a particular field of exploitation. In Yale Elec. Corp. v. Robertson, 1928, 2 Cir., 
26 F. (2) 972, 973 [18 T.M. Rep. 321], Judge Hand said: 

“The law of unfair trade comes down very nearly to this—as judges have repeated again 
and again, that one merchant shall not divert customers from another by representing what 
he sells as emanating from the second. This has been, and perhaps even more now is, the 
whole Law and the Prophets on the subject, though it assumes many guises. Therefore it 
was at first a debatable point whether a merchant’s good will, indicated by his mark, could 
extend beyond such goods as he sold. How could he lose bargains which he had no means 
to fill? What harm did it do a chewing-gum maker to have an ironmonger use his 
trade-mark? The law often ignores the nicer sensibilities. 

“However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside of the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 
which bears it; it carries his name for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his own control. This is an injury, even 
though the borrower does not tarnish it, or divert any sales by its use; for a reputation, 
like a face, is the symbol of its possessor and creator, and another can use it only as a 
mask. And so it has come to be recognized that, unless the borrower’s use is so foreign 
to the owner’s as to insure against any identification of the two, it is unlawful, Aunt Jemima 
Mills Co. v. Rigney, 247 Fed. 407 (C. C. A. 2) L. R. A. 1918C, 1039 [8 T.-M. Rep. 1631; 
Akron-Overland v. Willys-Overland, 273 Fed. 674 (C. C. A. 3) [11 T.-M. Rep. 281]; 
Vogue v. Thompson-Hudson Co., 300 F. 509 (C. C. A. 6) [15 T.-M. Rep. 1]; Wall v. Rolls- 
Royce, 4 F. (2) 333 (C. C. A. 3) [15 T.-M. Rep. 239]. Although it is quite true that the 
point is still open in the Supreme Court, Beech-Nut Co. v. Lorillard, 273 U. S. 629, 47 
S. Ct. 481, 71 L. Ed. 810 [17 T.-M. Rep. 159]. Again, if originally descriptive, a mark 
may have been so generally used that it denotes no particular maker, unless narrowly applied, 
Pabst Brewing Co. v. Decatur Brewing Co., 284 F. 110 (C. C. A. 7) [13 T.-M. Rep. 1]. 
Here we are dealing with a proper name, which, though it has been used quite generally, is 
shown to denote the defendant when applied to flash-lights. The disparity in quality between 
such wares and anything the plaintiff makes no longer counts, if that be true” (Emphasis 
added). 

Judge Hand reasserted the doctrine in Adolph Kastor & Bros., v. Federal Trade Comm., 
1943, 2 Cir., 138 F. (2) 824, 825, decided subsequent to Emerson Elec. Mfg. Co. v. Emerson 
Radio & P. Co., supra, in these words: 

“The only protective private interest in words of common-speech is after they have 
come to connote, in addition to their colloquial meaning, provenience from some single source 
of the goods to which they are applied. The Kastor Company does not assert that the word, 
‘Scout,’ on a pocket knife means anything of the sort; and no such assertion could be sus- 
tained, for there is not a shred of evidence in the record to sustain it. Therefore, the decision 
turns upon whether the suggestion—to put it no more strongly—from the name ‘Scout,’ 
upon a boy’s pocket knife that the Boy Scouts of America sponsor it as proper for Boy 
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The assumption that because the defendant, beginning in 1924, operated stores in 
California and used “Brooks” in its business name, it acquired priority in the local 
market might apply to one who came later. But “Brooks Brothers” were first in the 
California trade long before that date. So the argument based on this case cannot 
hold, unless we adopt the untenable theory that, because they appeal to a different 
clientele, the doctrine of “confusion of source” does not apply. 

S.C. Johnson & Son, Inc. v. Johnson* was another “name case.” The court 
applied the principle already discussed that even the use of one’s own name will be 
restricted, if likely to lead to deception.“ 

Dwinell-W right v. White House Milk Co.” and Durable Toy & Novelty Corp. 
v. J. Chein & Co.,“ involved trade-mark infringements. Relief was denied. The 
court found that there had been long acquiescence and that, from the nature of the 
cases, no “confusion” could possibly arise. It is significant, however, that in the last 
case, the court recognized that a different rule applied to trade-marks which con- 
sisted of a personal name. The court said: 

Where the name ts personal or the mark coined, it will be hard indeed for the new- 
comer to find any excuse for invading it, even though his user does no more than vaguely 
confuse the reputation of the first user with his own; he has no lawful interest in adopting 
such a mark.** (Emphasis added. ) 


I fail to see how the defendant can derive any comfort from language like this. 
“Brooks Brothers” involves the use of a personal name. The defendant has no 
right to use it. No person named Brooks has ever been connected with its busi- 
ness. So the rule applicable to inocuous trade-marks, like those involved in two 
of these names, “The White House,” “Uncle Sam’—does not help. Nor do state- 
ments as to the narrower scope of relief in trade-mark infringement than in unfair 
competition. I have already pointed out** that trade-mark registration confers 
substantial rights. And certainly the decision of the Supreme Court in Mishawaka 
Rubber & Woolen Co. v. S. S. Kresge Co. should dispel any illusions about 
the narrow limit of rights under trade-mark registration. For this decision allows 
damages, as a prima facie case at least, upon mere proof of sales. In unfair com- 


Scouts, is enough to support the order. We hold that it is; that the Boy Scouts have a cogniz- 

able interest in preventing such possible confusion. It is not even necessary that the label 

shall lead ‘boy scouts’ to buy Kastor knives supposing that they are ‘Official Knives ;’ boys 

who are not ‘Scouts’ may be led to buy them because in their minds they vaguely have the 

imprimatur of the Boy Scouts of America. That interest the law will protect against an 

opposing interest no greater than that of all persons in the use of common speech. We have 

again and again decided, in cases where a merchant’s mark has been used upon goods which 

he does not in fact sell, but may be thought to be selling, that he may stop the use. No one 

need expose his reputation to the trade practices of another, even though he can show no 

pecuniary loss.” (Emphasis added.) 

43. S.C. Johnson & Sons, Inc. v. Johnson, 1940, 2 Cir. 116 F. (2) 427 [31 T.-M. Rep. 82]. 

44. See cases cited under Foctnotes 17, 20 and 21. 

45. Dwinell-Wright v. White House Milk Co., 1943, 2 Cir., 132 F. (2) 822 [33 T.-M. Rep. 2]. 

46. Durable Toy & Novelty Corp. v. J. Chein & Co., 1943, 2 Cir., 133 F. (2) 852 [33 T.-M. 
Rep. 186]. 

47. Durable Toy & Novelty Corp. v. J. Chein & Co., 1943, 2 Cir., 133 F. (2) 852, 855 [33 
T.-M. Rep. 186]. 

48. See cases cited under Footnotes 13 and 14. 

49. Mishawaka Rubber & Woolen Co. v. S. S. Kresge Co. 1942, 316 U. S. 203 [32 T.-M. 
Rep. 254]. 
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petition, proof of actual damage or loss is required.” It follows that any general 
statement that, in reality, trade-mark registration is of little value fades into insig- 
nificance. For, if on infringement of a trade-mark, you may recover damages 
without the strict proof required in unfair competition, theoretical distinctions dis- 
appear. The realistic owner of a trade-mark may well “take the cash and let the 
credit go.” Rightly, for, if he can secure damages in trade-mark infringement with- 
out the proof of actual loss required in unfair competition, he will consider the 
former the more valuable.” However, in view of the conclusion reached that there 
is here both trade-mark infringement and unfair competition, although, because 
of the presence of laches, no relief, other than injunction should be granted— 
theoretical distinctions lose all meaning. 

We conclude that the plaintiff is entitled to injunctive relief as herein indicated. 
The details appear in the Order filed simultaneously. 





GENOVESE, Et AL., TRADING AS MARION PRODUCTS v. SKOL COMPANY 
District Court, S. D. New York 
March 8, 1945 


TRADE-MARKS—JURISDICTION OF Courts. 


In the absence of federal registration federal court has no jurisdiction over common law 
infringement action unless there is diversity of citizenship. 


Motion to dismiss action for infringement of common law trade-mark for lack 
of jurisdiction Motion granted. 


Anthony J. Graziano, for plaintiffs. 
Hoguet, Neary & Campbell (Mark N. Donohue of counsel) for defendant. 


MANDELBAUM, D. J.: 


The action is for unfair competition based on an alleged infringement of plain- 
tiff’s common law trade-mark. Since the trade-mark is not registered, jurisdiction is 
not conferred in this court under the trade-mark laws of the United States. Plaintiffs 
invoke the jurisdiction of the court solely on the ground of diversity of citizenship. 

This is a motion by one of the defendants, Skol Company, Inc., to dismiss the 
action as against it on the ground that the court is without jurisdiction. 

The complaint states that both of the plaintiffs and defendant, Skol Company, 
Inc. are residents of New York. The law has been settled since the opinion of Chief 
Justice Marshall in Strawbridge v. Curtiss, 3 Cranch 267, 7 U. S. 159, that to confer 
federal jurisdiction by reason of diversity, the citizenship of all of the plaintiffs 


50. See Aladdin Mfg. Co. v. Mantle Land Co. of America, 1941, 7 Cir., 116 F. (2) 708, 
716, 717 [31 T.-M. Rep. 366]. 

51. Perhaps I am responsible for the insistence of counsel upon this point. In the course 
of the trial, I remarked that even if no unfair competition be shown, the plaintiff might be en- 
titled to the protection of its rights under the trade-mark registration. This led counsel to 
assert that the latter is the narrower of the two and conferred fewer rights. 
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must be different than the citizenship of every defendant. It thus appears from the 
face of the complaint that this court lacks jurisdiction over the action because the 
moving defendant has the same citizenship as the plaintiffs. 

Without the defendant, Skol Company, Inc., the diversity requirements would 
be met. Skol Company, Inc., is a proper but not a necessary party. The court in its 
discretion, can retain jurisdiction of a suit by allowing dismissals as to proper, but 
not necessary parties whose presence would oust the jurisdiction of the court. 
Thomas v. Anderson, 223 F. 41, 43. 

Motion granted. Settle order on notice. 





MICHEL & PFEFFER IRON WORKS, INC. v. ARISTON, INC. 
District Court, S. D. New York 
March 9, 1945 
TrapbeE-M AaRKS—J URISDICTION—REVISED STATUTES 4915 Surts. 
No action under R. S. 4915 lies against opposing party unless interference proceeding 
has resulted in favorable ruling to opposer. 


Motion to dismiss an action under R. S. 4915 for registration of a trade-mark. 
Motion granted. 


J. T. Basseches (Arthur E. Cooley and Henry Gifford Hardy, of counsel) for 
plaintiff. 

William J. Graham and Murray & Parker (Kenneth H. Murray, of counsel) for 
defendant. 


MANDELBAUM, D. J.: 


Defendant moves to dismiss the complaint alleging that it fails to state a claim 
against defendant upon which relief may be granted and for lack of jurisdiction for 
failure to name the Commissioner of Patents as a necessary party to the action. 

The suit is based upon R. S. 4915, Comp. Stat. Sec. 9460 (35 U. S. C. A. 63) 
pursuant to which plaintiff seeks an adjudication entitling it to register a composite 
trade-mark, and as part of the relief sought desires “an order and decree requesting 
the Commissioner of Patents to issue and register plaintiff’s said trade-mark.” 

The mark plaintiff attempted to register embodied the name “Ariston,” and by 
reason of opposition by the defendant Ariston, registration was refused the plaintiff 
by the Examiner of Interferences on the ground that Section 5 of the Trade-Mark 
Act of 1905 bars registration in cases where the mark “consists merely in the name 
of an individual, firm, corporation or association not written, printed, impressed, 
or woven in some particular or distinctive manner.” In the proceedings before the 
Examiner of Interferences the plaintiff was held to be the prior user of the proposed 
mark. An appeal was thereafter taken by plaintiff to the Commissioner of Patents, 
only from that portion of the Examiner’s opinion that denied registration. On 
August 24, 1944 the Commissioner of Patents [62 U. S. P. Q. 503] affirmed the 


Examiner of Interferences. Neither party has appealed to the United States Court 
of Customs and Patent Appeals. 
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The courts have held that an action under R. S. 4915 is permitted against an 
; opposing party only where interference proceedings were had resulting in a ruling 
: in favor of the opposer as to prior use. Drackett Co. v. Chamberlain Co. (D. C. 
W. D. Pa. 1935) 10 F. Supp. 851 [25 T.-M. Rep. 161, 514] ; aff’d 81 F. [2d] 866 
; [26 T.-M. Rep. 231], cer. den. 299 U. S. 503. 


In the instant case, however, prior use was found in favor of the plaintiff, not the 


‘ defendant opposer. 

The position of the defendant must be sustained under the authority of Drackett 
j v. Chamberlain, supra. As stated by the Circuit Court in that case (p. 867 [26 
T.-M. Rep. 231] ): 

i The appellee (defendant) on the other hand, is not an adverse party within the meaning 


of Sec. 4915, since there was no ruling that the trade-marks belonged to it. The bill was 
properly dismissed for want of jurisdiction. 


Under the circumstances, it is unnecessary to pass upon the question of lack of 
jurisdiction for failure to name the Commissioner of Patents as a necessary party. 

The motion of the defendant must therefore be granted and the complaint dis- 
missed. Settle order. 





ALEXANDER’S DEPARTMENT STORES, INC. v. ALEXANDER’S 
DEPARTMENT STORE 


New York Supreme Court, App. Div., 1st Dept. 
April 20, 1945 


UNFAIR COMPETITION—SECTION 964 oF PENAL LAW—ADOoPTION OF TRADE-NAME SIMILAR TO 
§ NAME Usep sy ANOTHER—EVIDENCE OF INTENT TO MISLEAD. 

Department store under name “Alexander’s Department Stores, Inc.,” doing large busi- 
ness in Bronx County held entitled under Section 964 of the Penal Code to an injunction re- 
straining defendants from conducting a department store in Brooklyn under the same name. 


Appeal from an order of the Supreme Court, Bronx County denying petitioner's 
application for an injunction. 
J. NorMAN Lewis of counsel (JAMES P. DURANTE with him on the brief ; FEELEY 


& Lewis, attorneys) for petitioner-appellant. 
KarL A. BLAUSTEIN for respondents-respondents. 


Palace Hid ReRRR gs, ok iene 


Martin, P. J.: 


The petitioner, Alexander’s Department Stores, Inc., moved under Section 964 
of the Penal Law for an injunction enjoining and restraining the respondents, 
3ertha Cohen and Alexander Cohen, from using the name “Alexander’s Depart- 
ment Store,” or any similar name in connection with the operation of their business, 
the use of which name may deceive or mislead the public as to respondents’ identity 
or connection with the petitioner. The motion was denied and petitioner has 
appealed to this court. 

The petition, which was verified by the vice-president of the petitioner, alleges 
that since 1928 the petitioner has operated department stores specializing in the 
retail sale of wearing apparel for men, women, infants and children. It now con- 
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ducts two stores in Bronx County, New York; its volume of business annually is in 
excess of $10,000,000; it has expended more than $3,000,000 in advertising and 
publicizing its name. During the last four years it has spent about $300,000 annually 
for such advertising, which has been placed in newspapers in the City of New York 
and through local radio stations. The patrons of petitioner’s stores reside in New 
York City and Long Island and Westchester County. 

It is then alleged in the petition that the respondents conduct a retail store in 
Brooklyn, N.. Y., “selling generally the same categories of goods as does petitioner” ; 
that the name “Alexander’s Department Store” is prominently displayed ; that the 
use of such name is clearly one which may deceive or mislead the public as to 
respondents’ connection with the petitioner; and that such name was adopted and 
has been used with the intent to deceive or mislead the public. An affidavit in sup- 
port of the petition and two photographs referred to therein disclose that the name 
“Alexander’s Department Store” appears in large letters on the window of 
respondents’ store and in larger letters on the apron piece of awning of the store. 

Section 964 of the Penal Law was enacted in 1937. It provides that a violation 
thereof is a misdemeanor and further provides that an injunction may issue there- 
under without “proof that any person has in fact been deceived or misled’’ by the 
assumption, adoption or use of petitioner’s name. 

In the present case the fact that Bertha Cohen and Alexander Cohen adopted 
the name “Alexander’s Department Store,” which is almost identical with that under 
which the petitioner operates two large, well advertised stores, is, in itself, sufficient 
evidence of an intent on respondents’ part to mislead the public. This is particularly 
true when one realizes that many of the large department stores maintain branches 
in other boroughs and in the suburban towns in the metropolitan area. 

The right to a restraining injunction under the provisions of Section 964 of the 
Penal Law was upheld by the Court of Appeals in Julius Restaurant, Inc. v. Julius 
Lombardi (282 N. Y. 126), where the defendant conducted a restaurant under the 
name of “Julius” in competition with the petitioner’s long established restaurant 
under the same name. 

In Bill’s Gay Nineties, Inc. v. Fischer (180 Misc. 721) this Section was again 
considered. There the respondent contended an injunction should not be granted 
because the establishment of the petitioner was in New York County and that of the 
respondent in Kings County. The court granted the injunction and at page 724, said: 

Nothing seems more firmly grounded today than that distance is no defense. Injunc- 
tive relief has frequently been afforded . . . . although the respective establishments were 
distantly removed from each other (Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 

159 Misc. 551; Brass Rail, Inc. v. Ye Brass Rail of Mass., 43 Fed. Supp. 671; Marsh v. 

Billings, 61 Mass. 322). 

There can be no doubt that the respondents are deliberately endeavoring to bene- 
fit by the use of the name and to profit by the advertising of petitioner. 

The petitioner is entitled to an injunction restraining the respondents from the 
continued use of the name “Alexander’s Department Store.” 

The order should be reversed and motion granted. 

GLENNON and Dore, JJ., concur; TowNLey and UNTERMYER, JJ., dissent. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


“Hen Specs” cancelled as descriptive or misdescriptive for anti-picking devices for poultry 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Montgomery Ward & Co., Incorporated, of Chicago, IIl., 
to cancel trade-mark registration No. 379,108, issued July 2, 1940, under the provi- 
sions of the Act of February 20, 1905, to J. Clayton Cridlebaugh (doing business as 
Marvel Co.), of Arcadia, Calif. The registered mark is the notation ‘“‘Hen Specs,” 
for goods described in the registration as anti-picking devices for poultry in the 
nature of a guard. 

It was held that it was almost inevitable that respondent’s goods should become 
known to the public by some such name as “specs” or “spectacles,” even though 
having no utility as aids to vision. Nor is it material that respondent was the first 
to adopt and use the word as a trade-mark for such goods. 

It was held that as a dealer in similar merchandise, petitioner is damaged by 
respondent’s registration, because the registration is prima facie evidence of respond- 
ent’s exclusive ownership of a mark which petitioner is equally entitled to use in 
describing its goods, so that it follows that the registration should be canceled. 

It was held that the matters referred to in respondent’s brief and oral argument 
relating to the commercial success of his product; allegedly unfair and unethical 
trade practices of the concern that manufactures petitioner’s competing product ; 
and various litigation involving, inter alia, the validity of respondent’s trade-mark, 
have no particular bearing upon the issue here presented; and their detailed con- 
sideration would serve no useful purpose.’ 


Conflicting Marks 
“Industry and Power” and “Industry and Welding” used as magazine titles 


VaN ArsDALE, A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the notice of opposition filed by The Industrial Publishing Company, of 
Cleveland, Ohio, against the granting of registration to Maujer Publishing Com- 
pany, of St. Joseph, Mich., of the trade-mark “Industry and Power’”’ for a magazine. 
The opposition was based on the ownership by opposer of a registration of the trade- 
mark “Industry and Welding” for a publication published monthly or from time 
to time, and on the prior use of said trade-mark on a publication so entitled which 
has its subject matter directed principally to the place of welding in industry and its 
industrial uses and possibilities. The registration was issued June 22, 1937. Ap- 
plicant asserts first use of its mark since August 26, 1942, but also calls attention 
to a prior registration issued to it on January 17, 1928, of the trade-mark “Indus- 
trial Power” for a monthly publication. 

After noting that it appears from the evidence that from March, 1931, until 
applicant adopted the title “Industry and Power” on August 26, 1942, the name of 


1. Montgomery Ward & Co., Inc. v. J. Clayton Cridlebaugh (doing business as Marvel Co.), 
Canc. No. 4081, 166 M. D. 732, March 10, 1945. 





124 THIRTY-FIVE TRADE-MARK REPORTER 





opposer’s publication was unique over the names of all other trade publications in 
the initial words “Industry and,” it was held that the words “Industry and” are a 
distinctive and a prominent part of the mark in trade-mark significance, and applicant 
has adopted this prominent feature of opposer’s mark without any apparent jus- 
tification other than the thought that the words were publici juris and could have 
no trade-mark significance in any environment. 

It was held that the words “power” applied to a magazine relating to the place 
and application of power in industry and “welding” relating to the place and applica- 
tion of welding in industry have less trade-mark significance in the marks than the 
words “Industry and” in the marks; that power and welding are closely related to 
the same industries, and that the magazines go to the same concerns and persons to 
a considerable extent. 

It was held that viewing the marks in their entireties their resemblances in ap- 
pearance and in sound are such that considering the relation of the publications to 
industry and the type of concerns and readers to which they are sent, the concurrent 
use of the marks on the goods to which they are applied would be likely to cause 
confusion and mistake in the mind of the public and to deceive purchasers.” 


“Gate House” for cookies held confusingly similar to “Toll House” as used on same goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Lamont, Corliss & Company, of New York, N. Y., to the 
application of J. S. Ivins’ Son, Inc., of Philadelphia, Pa., for registration of a trade- 
mark for cookies. Applicant’s mark, claimed to have been used since June 2, 1943, 
comprises the words “Gate House” in association with the picture of a house and a 
gate. Opposer relied upon its ownership of the trade-mark ‘“‘Toll House,” likewise 
appropriated to cookies, and registered August 27, 1940. 

After noting applicant’s argument that the word “House” is so widely used in 
food products, including cookies, that it lends no distinctiveness to the name, it was 
held that while applicant's mark as a whole differs considerably from opposer’s 
mark in appearance and in sound, nevertheless, the dominant feature of applicant’s 
mark is the expression “Gate House,” and this expression may have precisely the 
same meaning as “Toll House,” and it is thus quite probable that to many purchasers, 
at least, both notations would give rise to the same mental picture, so that in view of 
the character and identity of the merchandise to which the marks are applied, it 
therefore seems reasonably likely that confusion would result from their concurrent 
use in the trade, and that opposer would be damaged by the proposed registration. 


“Gate House Cookies by Ivins” held confusingly similar to “Town House” as used on same goods 


Frazer, F. A.C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of United Biscuit Company of America, of Chicago, IIl., to the 
application of J. S. Ivins’ Son, Inc., of Philadelphia, Pa., for registration of a trade- 
mark for cookies consisting of a rather elaborate representation of a house and gate 


? 


2. The Industrial Publishing Company v. Maujer Publishing Company, Opp’n No. 22,418, 
166 M. D. 728, March 7, 1945. 


3. Lamont, Corliss & Company v. J. S. Ivins’ Son, Inc., Opp’n, No. 22,877, 166 M. D. 743, 
March 27, 1945. 
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together with the words “Gate House Cookies by Ivins,” the words “by Ivins” and 
“Cookies” being disclaimed apart from the mark. Opposer relied upon its owner- 
ship of the unregistered trade-mark ‘“Town House,” appropriated to the same goods. 

After noting that applicant in its brief on appeal states that the sole question in 
issue is whether there is confusing similarity in the marks or any likelihood of con- 
fusion beween them; and after noting applicant’s argument that the word “House” 
is so commonly used as a portion of composite marks for this class of goods, that it 
is devoid of distinctiveness and incapable of trade-mark significance it was held that 
the word “‘House”’ is dominant in each of the marks here involved ; that a town house 
and a gate house are both houses, differing only in style, location, or purpose ; and 
that casual purchasers would be less likely to recall the exact type of houses described 
in either trade-mark than to remember merely that it is some kind of a house ; so that 
since the goods are identical, inexpensive, and consumed in use, their concurrent sale 
under these particular marks may well lead to confusion.‘ 


Descriptive Term 
“Eutectic” held descriptive for chemical preparations 


Van ArspDALe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration to Eutectic Welding Alloys, Inc., of New York, N. Y., of the 
word “Eutectic” as a trade-mark for chemical preparations used in brazing, solder- 
ing, or heat treating metals, namely: flux for application to welding rods ; hardening 
and cleansing substances ; fluxes in solid or in powder form; fluxes in paste or liquid 
form containing borax or mixtures of borax and boric acid or halogen compounds in 
combination with borax and boric acid for use in connection with brazing, soldering 
or welding of metals, on the ground that the name “Eutectic” is merely descriptive 
of the goods.° 


“Fineline” for pencil held descriptive 


Frazer, F. A. C.: 4 ffirmed the action of the Examiner of Trade- Marks refusing 
to register to W. A. Sheaffer Pen Company, of Fort Madison, Ia., the notation 
“Fineline,” under the provisions of the act of February 20, 1905, as a trade-mark for 
mechanical pencils, parts thereof and leads therefor, on the ground that the mark is 
descriptive of the goods, because it conveys the information that applicant’s pencils 
will produce a fine written line. 

It was held that it is now well settled that a mark is descriptive within the mean- 
ing of the act if it describes the intended purpose, function, or use, of the goods to 
which it is applied. 

In response to applicant’s arguments based upon several cited registrations of 
marks for the same class of goods, that are possibly no less descriptive than is appli- 
cant’s mark, it was held that such inconsistencies are regrettable; but the right of 
registration in the instant case may not be determined by the actions had in those 
cases.° 


4. United Biscuit Company of America v. J. S. Ivins’ Son, Inc., Opp’n No. 22,885, 166 M. D. 
744, March 27, 1945. 

5. Ex parte Eutectic Welding Alloys, Inc., Ser. No. 459,335, 166 M. D. 730, March 7, 1945. 

6. Ex parte W. A. Shaeffer Pen Company, Ser. No. 439,297, 166 M. D. 747, March 31, 1945. 
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Interference 


Insufficiency of proof of prior ownership 


Van Arspace, A. C.: Affirmed the action of the Examiner of Interferences 
adjudging Jacob (Jack) Augenblick, the junior party, not entitled to be granted the 
registration for which he has made application. 

In spite of the fact that the senior party’s registration gives the first date of use 
of the mark as since 1928, it was held that the Examiner was correct in considering 
the proofs and testimony to establish adequately the senior party’s use of the mark 
since at least as early as 1918. 

It was held that the junior party failed to establish his ownership and use of his 
mark “Maximus” on cigars prior to April 1, 1920, and failed to establish the 
acquisition of a prior business owned and conducted by others under the trade- 
mark “‘Maximus’”’ because the documents of transfer on May 14, 1919, to the junior 
party from the owner of said prior business of said prior owner’s claim of exclusive 
ownership in and right to use the aforesaid trade-mark is no transfer of the business 
or the good-will of the business so as to entitle applicant to base his claim to priority 
in the use of the mark on the business of said transferee or on the claim of said 
transferee to the exclusive right to use the mark.’ 


Non-Conflicting Marks 


“Demon” for certain type machine held not confusingly similar to “Demon Grip” for pump-rod 


couplings 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Edward E. Johnson, Inc., of St. Paul, Minn., to the appli- 
cation of Wheeler, Reynolds & Stauffer, of San Francisco, Calif., for registration of 
the word “Demon” as a trade-mark for machines for withdrawing, from a supply 
of a noxious liquid material, as carbon bisulphide contained in the machine, a charge 
of said material and spraying said charge into rodent burrows. Opposer relied 
upon its ownership of two marks registered for pump-rod couplings, one of which 
is the notation “Demon Grip,” so arranged that the letters of the second word are 
spaced between the letters of the first, and the other of which is the same notation 
similarly arranged, but printed upon a design forming a plan view representation 
of a steel pump-rod coupling firmly gripped in a hand. 

After noting that applicant’s machine is a somewhat elaborate portable con- 
trivance, designed to atomize measured quantities of carbon bisulphide in rodent 
burrows, one of its elements being a displacement pump, while opposer’s rod 
couplings are useful only in connection with well pumping equipment, of which they 
form but a very minor part, it was held that the two products are thus completely 
unrelated ; so that the Examiner of Interferences properly dismissed the opposition 
on the ground that the goods of the parties, to which their marks are respectively 
applied, do not have the same descriptive properties. 


7. Jacob (Jack) Augenblick v. Max Schwarz Manufacturer La Primadora Havana Cigars, 
Ltd., Interference No. 3447, 166 M. D. 731, March 7, 1945. 


ae 


Peer: bre. <Not Late 





AARP DD, Oi A mms oa 








ana RP Re Mette Once 


wt NM! * a Saran Ew Bien 


DECISIONS OF COMMISSIONER OF PATENTS 127 





In response to opposer’s argument that applicant’s machine could be adapted to 
other uses than merely pumping poison gas into gopher holes, it was held that while 
that is doubtless within the bounds of possibility, nevertheless, the proposed regis- 
tration of applicant’s mark is expressly restricted to machines for the use set forth in 
the application. 

After noting that the ‘Demon Grip” mark has been applied exclusively to pump- 
rod couplings, it was held that even should opposer, in the normal expansion of its 
business, resume the manufacture of pumps, there is no apparent reason why it 
should use this particular mark to identify them; and moreover, it is doubtful that 
deep well pumps could be said to possess the same descriptive properties as appli- 
cant’s device, although that question need not now be decided.* 


“Poly-Vi-Caps” on vitamin products held not confusingly similar to “Polycaps” on vitamin 
capsules 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of United Drug Company, of Boston, Mass., to the applica- 
tion of The Harrower Laboratory, Inc., of Glendale, Calif., for registration of the 
notation “Poly-Vi-Caps” as a trade-mark for a vitamin product used as a dietary 
supplement. Opposer relied upon its unregistered trade-mark ‘‘Polycaps,” alleged 
to have been used for vitamin capsules since a date prior to applicant’s first use of 
the mark sought to be registered. 

After noting that obviously and admittedly, the goods involved are of the same 
descriptive properties, and the marks are confusingly similar, it was held that the 
opposition was rightly dismissed, however, on the ground that opposer had failed 
to establish priority of use, because the burden of proof was upon opposer, the 
essential facts asserted by oposer simply were not proved, and doubts created by 
its own record must be resolved against it. 

In response to opposer’s argument that the Examiner of Interferences erred in 
denying opposer’s motion to reopen for the purpose of introducing additional 
evidence, because the decision is contrary to the actual facts, it was held that the rule 
is well settled that cases will not be reopened merely because a party has through 
mistake or ignorance failed to present his best evidence, and there is no showing 
that the evidence sought to be introduced could not have been discovered during the 
time set for taking testimony, or that any effort was then made to discover such 
evidence.” 


“Kraftsman” for a house organ not confusingly similar to “Litho Craftsman” for house magazine 
as used on certain books and pamphlets 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had dismissed the opposition of The Firm of John Dickinson Schneider, of Chicago, 
Ill., to the application of Kraft Cheese Company, also of Chicago, Ill., for registra- 
tion of the word “Kraftsman” as a trade-mark for a house organ, namely, a pub- 





8. Edward E. Johnson, Inc. v. Wheeler, Reymonds & Stauffer, Opp’n No. 22,716, 166 M. D. 
734, March 13, 1945. 

9. United Drug Company v. The Harrower Laboratory, Inc., Opp’n No. 22,613, 166 M. D. 
740, March 24, 1945. 
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lication directed primarily to the employes of the Kraft Cheese Company. The 
opposition was based upon opposer’s ownership of two registrations, both issued 
prior to applicant’s first use of the mark sought to be registered, and both for printed 
matter, including booklets and pamphlets, one being essentially the notation “Litho 
Craftsman,’ and the other being the notation “Printer Craftsman,” the word 
“Printer” being disclaimed. 

After noting that the Examiner of Interferences dismissed the opposition on the 
ground that the goods in which the parties actually deal are of different descriptive 
properties, which finding appears to be based on testimony to the effect that 
opposer does not use either of its registered marks as a trade-mark for the goods 
named in the registrations, it was held that if that be true, the registrations are of 
course subject to cancellation ; but it does not impair their present effectiveness as a 
bar to the registration of confusingly similar marks for goods of the same descrip- 
tive properties as those so named. 

It was held that the fact that applicant’s house organ has the same descriptive 
properties as booklets and pamphlets seems obvious, as does also the confusing 
similarity of applicant’s mark to each of opposer’s marks, for trade practices are sub- 
ject to change ; and there is no apparent reason why applicant should either continue 
the free distribution of its publication, or restrict circulation to its employes, and 
the proposed registration would afford prima facie evidence of applicant’s ownership 
of a trade-mark that is already prima facie owned by opposer.”° 


10. The Firm of John Dickinson Schneider v. Kraft Cheese Company, Opp’n No. 22,705, 
166 M. D. 738, March 20, 1945. 
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PART II 


GOLDSMITH BROS. v. ATLAS SUPPLY COMPANY 
United States Court of Customs and Patent Appeals 
April 9, 1945 


TRADE-MARKS—OPPOSITION—SAME DESCRIPTIVE PROPERTIES. 
An anti-freeze compound held not to be of the same descriptive properties as chemical, 
medicinal or pharmaceutical preparations. 


Appeal from decision of Commissioner of Patents dismissing notice of opposition. 
Affirmed. 


Bloomberg & Bloomberg (Edwin Levisohn and Harry Cohen of counsel) for ap- 
pellant. 
Barry & Cyr (W.W. Nottingham and Robert E. Barry of counsel) for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, JACKSON and O’Con- 
NELL, Associate Judges. 


Jackson, A. J.: 


This appeal is from a decision of the Commissioner of Patents, 60 U.S. P. Q. 18, 
affirming that of the Examiner of Interferences dismissing a notice of opposition 
filed by appellant to the application of appellee to register its trade-mark “Coldex,” 
written in script, as applied to an automobile anti-freeze compound, and adjudging 
the mark to be registrable. 

Both parties took testimony. 

It appears that appellant, a corporation, does a mercantile business in the city 
of New York, in several diversified lines in which the mark “Coldex” is applied to 
many articles. It operates in its store a drug department and a department for 
automobile accessories. In the latter it sells anti-freeze preparations, none of which, 
however, bears its own trade-mark. In the notice of opposition appellant alleged 
it would be damaged by the registration of appellee’s mark and relied on three 
registrations of its trade-mark. Two are for the use of the mark on chemicals, 
medicines and pharmaceutical preparations, and the third, on toilet preparations. 

During the taking of testimony appellant introduced in evidence a can of motor 
oil and a can of polishing wax suitable for use on automobiles, on the labels of 
which appear its trade-mark. The Examiner of Interferences refused to consider 
such evidence for the reason that the use of the mark on those articles had not been 
pleaded in the notice of opposition. He also refused to consider it in an ex parte 
decision as to the registrability of appellee’s mark. 

In one of the registrations, it appears that appellant’s mark is applied to pure 
glycerin and rubbing alcohol, and with respect to those opposer established a prior 
use of his mark. Appellant contends here, as it contended below, that its glycerin 
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and alcohol are goods of the same descriptive properties as appellee’s anti-freeze 
compound. 

We cannot agree with that contention. While it is well-known that glycerin and 
alcohol may be used in anti-freeze preparations for automobiles, the pure glycerin 
and rubbing alcohol of appellant’s registration are included with a great many other 
medicinal and pharmaceutical preparations, which in our opinion would restrict 
the scope of the registration to those substances as pharmaceuticals. In our opinion 
appellant’s registration cannot cover glycerin or alcohol in every guise. 

The pure glycerin and rubbing alcohol of appellant are sold only in its drug 
department, and its anti-freeze preparations only in the automobile accessory depart- 
ment. Appellant has shown no use of glycerin or alcohol other than as pharma- 
ceuticals, Therefore we are of opinion, as were the tribunals below, that its use of 
its mark on those substances is confined to them only as pharmaceuticals. In our 
opinion the involved goods of the parties are not of the same descriptive properties, 
and therefore the similarity of sound and the appearance of the marks need not be 
discussed. 

Appellant urges that in the natural or normal extension of its business it should 
be able to apply its mark to an anti-freeze preparation of its own. We do not think 
that such extension would be either natural or normal, but would be extending into 
an unrelated field involving different trade channels, manner of packaging and 
sale, and a different class of purchasers. Pratt & Lambert, Inc. v. Chapman & 
Rodgers, Inc., 30 C. C. P. A. (Patents) 1228, 136 F. (2d) 909 [33 T.-M. Rep. 336]. 

Since we are of opinion that the goods are not of the same descriptive properties, 
we are in accord with the decisions below. 

Appellant contends that, even though the notice of opposition was dismissed, 
registration should have been denied ex parte. Since appellant did not plead the 
use of its mark on motor oil or its registration for polishing wax that might be used 
on automobiles, the evidence with respect thereto cannot be deemed pertinent to 
the issue and the Examiner of Interferences and Commissioner of Patents properly 
refused to consider it. Appellant avers that his exhibit of polishing wax should be 
considered for the reason that its mark applied to that substance has been registered 
and is mentioned in one of the registrations pleaded. That registration, however, 
merely sets out the number of the wax registration, together with other numbers of 
registrations which appellant possesses, but does not disclose what any of those 
registrations was for. If appellant intended to rely upon its registered mark as 
applied to polishing wax it should have pleaded it the same as it did others. 


We find no error in the decision of the Commissioner, and for that reason it is 
affirmed. 
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INTERNATIONAL BRAID CO. v. THOMAS FRENCH & SONS, LTD.* 
United States Court of Customs and Patent Appeals 
May 24, 1945 


TRADE-M ARKS—OPPOSITION—COLOR STRIP AS TRADE-MARK. 


A color design not restricted to a use of a defined or specific color is not registrable under 
the Act. 


Appeal from decision of the Commissioner of Patents sustaining the opposition. 
Affirmed. 


Herbert B. Barlow for appellant. 
Harry C. Bierman for appellee. 


Before GarreETT, Presiding Judge, and BLAND, HATFIELD, JACKSON and O’Con- 
NELL, Associate Judges. 

O’ConneELL, J.: 

This appeal is from the decision of the Commissioner of Patents, sustaining an 
opposition to the registration of appellant's mark on the grounds, first, that the 
mark is devoid of trade-mark significance; and, secondly, that its registration is 
otherwise prohibited because the mark so nearly resembles the registered mark of 
appellee as to be likely to cause confusion or mistake in the mind of the public. 

The merchandise of the respective parties is of the same descriptive properties. 
It consists of two lateral bands of ladder web used as cross-straps to support the 
slats of venetian blinds. 

The registered mark consists of two widely separated threads of blue, woven 
longitudinally into the cross-straps so as to be visible and distinctive from the rest 
of the strap. Appellant’s mark also consists of two threads woven longitudinally 
into the cross-straps; but these two threads are located much closer together than 
are the threads of the registered mark and are side by side giving the appearance of 
a single line. 

Appellant’s mark as described in its amended application is as follows: 

The mark consists of an arbitrarily selected single narrow hair line stripe extending 
along substantially the middle of the cross straps of the ladder tape, said stripe being of 
generally the same color as the color of the strap but having a different shade or having 
different light-reflecting properties from the adjacent surface of the strap to be dis- 
tinctive therefrom, for example, a red strap would have a distinctive red stripe, a black 
strap would have a distinctive black strap, etc. The mark is applied to the goods by weav- 
ing two adjacent warp threads of the same color as the cross straps but of distinctive 
shade or distinctive light-reflecting properties therefrom into the longitudinal center of 
the cross straps of the ladder tape. (Italics ours.) 

Appellant contends that the comparative color scheme provided for in its 
application for registration is a definite provision which calls for the use of a specific 
color. The import of appellant’s argument is that under the provisions of the 
Trade-Mark Law, its mark is entitled to registration as a mark limited to a specific 


* Petition for rehearing denied July 2, 1945. 
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color and a specific design, or marking, at a specific location in the goods. It also 
states that the distinctive light reflecting properties of its mark such as “using a 
white rayon thread in with white cotton threads” warrants its registration. In 
substance, it urges that the mark does not monopolize the field of colors as competi- 
tors “can identify their goods by adopting other locations or adopting other colors 
which contrast with the tape or a different color than the tape.” 

Appellant also contends here that since the registered mark is indefinite and 
invalid, appellee is not entitled to its registration and exclusive use. The law is well 
settled that in an opposition proceeding, the issue is whether or not the opposer 
would probably be damaged by the registration of the applicant’s mark. This Court 
has repeatedly held, in cases of this character, that the issue as to the validity of 
opposer’s registered mark may not be considered. 

Furthermore, the law is well settled that a mark, the distinguishing feature of 
which is partly identified by the use of a design in color, may be registered ; provided, 
however that the designated color is distinctive and specific. On the other hand, the 
law prohibits the registration of a mark which provides for the use of any color as 
its distinguishing feature; for the reason not only that such a mark possesses no 
defined feature which would tend to identify the origin of the goods, but also that 
the registration of such a mark would endow its owner with an implied monopoly 
of all the colors of the spectrum. Leschen & Sons Rope Co. v. Broderick & Bascom 
Rope Co., 201 U. S. 166; Lufkin Rule Co. v. Master Rule Mfg. Co., 17 C. C. P. A. 
(Patents) 1227; 40 F. (2d) 991 [23 T.-M. Rep. 30] ; In re Johns-Manville, Inc., 
55 App. D. C. 142, 2 F. (2d) 944 [15 T.-M. Rep. 29] ; Samson Cordage Works v. 
Puritan Cordage Mills, 211 Fed. 603 [4 T.-M. Rep. 225] In re Gotham Silk Hosiery 
Co., Inc., 57 App. D. C. 266, 20 F. (2d) 282 [17 T.-M. Rep. 304]. 

Since appellant’s mark is not restricted to the use of a defined or specific color, 
the mark is not registrable according to the authorities hereinbefore cited. As sug- 
gested in the opinion of the Commissioner of Patents, a monopoly of all colors, which 
registration implies, would deprive appellee of the right to the use of its registered 
mark with its threads of blue; or, if the two marks were concurrently used by the 
competing parties in ladder web made of blue tape, confusion and mistake in the 
mind of the public would likely result. 

Applicant, in one of its amendments, during the ex parte prosecution of its case, 
specifically stated that it did not claim color and that the distinctiveness of the mark 
resided in arbitrarily inserting threads having different light-reflecting properties 
from the adjacent surfaces. It was then suggested by the Examiner that amendment 
be made providing “that said warp stripe consist of rayon threads having light 
reflecting properties different from the other threads of the cross straps.” Applicant 
accepted the amendment but in revision thereof omitted the word “rayon” for the 
stated reason that there were many other materials that would serve equally as well. 

When the case came to the Examiner of Trade-Mark Interferences, he con- 
sidered the application as if it called only for the arbitrary insertion of threads having 
different light-reflecting properties from the adjacent surface to form a relatively 
narrow stripe across substantially the middle of the cross strap of the ladder tape. 
He held that applicant did not restrict its mark to any distinctive color and that it 
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was devoid of trade-mark significance, and therefore “would not tend to distinguish 
the goods or their origin,” and consequently there could be no likelihood of con- 
fusion and dismissed the notice of opposition. 

Upon appeal, the Commissioner stated in his decision that applicant’s mark was 
described in the application as follows: 

Applicant does not claim color. The distinctiveness of the mark resides solely in 
arbitrarily inserting threads having different light-reflecting properties from the adjacent 
surface and thus forming a relatively narrow stripe along substantially the middle of the 
cross straps of the ladder tape. The trade-mark is applied to the goods by weaving it 
into the longitudinal center of the cross strips of the ladder tape. Applicant disclaims 
any exclusive right to the representation of the ladder tape alone appearing in the drawing. 


However, the Commissioner immediately thereafter stated that in its brief on 
appeal the applicant had submitted, and the opposer’s counsel agreed to, the amended 
description of the mark which we quoted earlier in the opinion, and which the 
Commissioner considered for the purpose of his decision. 

It will be noted that in the above quoted amendment to the application is the 
following language: “said stripe being of generally the same color as the color of the 
strap but having a different shade or having different light-reflecting properties 
from the adjacent surfaces of the strap to be distinctive therefrom.” It is clear, 
therefore, from the amended application that appellant’s mark may consist of one in 
which the stripe is generally of the same color as the strap, though of a different 
shade; or it may depend upon having a stripe of different light-reflecting properties 
from the adjacent surfaces. 

In view of the wording in the amended application, regardless of appellant’s 
arguments and reasons of appeal, we do not have the question presented here as to 
whether a valid trade-mark may have its distinctive feature depend solely upon the 
difference in light-reflecting properties between it and its surroundings, and we 
accordingly express no opinion thereon. 

Subsequent to the filing of the record in this court, appellee filed a motion sug- 
gesting a diminution of the record by the addition thereto of certain papers filed in 
the Patent Office relative to its motion for judgment on the grounds of res judicata. 
The motion was granted subject to an order of the court that the costs of printing 
the additional matter requested by appellee should be taxed on final decision. In view 
of our conclusion, it is not necessary to pass upon the question of res judicata 
presented by appellee. 

We are of opinion, however, that the additional matter so certified to the court 
might have become necessary to a proper decision of the issues in this case. Ac- 
cordingly, the costs of printing the same will be taxed against appellant. 

The decision of the Commissioner of Patents is affirmed. 
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FIRESTONE TIRE & RUBBER CO. v. MONTGOMERY WARD & CO., 
INC.* 


United States Court of Customs and Patent Appeals 
May 24, 1945 


CoNFUSING SIMILARITY. 
Trade-marks “Air Chief” and “Airline” held not to be confusingly similar as used on 
radio and radio equipment. 


Appeal from decision of Commissioner of Patents sustaining appellee’s notice of 
opposition. Reversed. 


Ely & Frye (Albert L. Ely, Bernard C. Frye and Charles M. Thomas of counsel) 
for appellant. 
F. P. Keiper (Earle D. Crammond of counsel) for appellee. 


Before GARRETT, Presiding Judge, and GLaNnp, HatTFIELp, JACKSON, and 
O’ConNELL, Associate Judges. 


BLAND, J.: 


From a decision of the Commissioner of Patents, 59 U. S. P. Q. 27, speaking 
through the First Assistant Commissioner, affirming that of the Examiner of 
Interferences, which sustained appellee’s notice of opposition to the registration of 
appellant’s trade-mark and adjudged that the applicant (appellant) was not entitled 
to the registration applied for, appellant has here appealed. 

The goods of appellant (hereinafter referred to as Firestone) and those of 
appellee (hereinafter referred to as Montgomery Ward) upon which their respective 
marks are used are, in each instance, radios and radio supplies. The mark which 
Firestone seeks to register is a composite mark comprising the words “Air Chief.” 
Interposed between these two words is an illustration consisting of a winged figure 
designed with heroic impressiveness, standing on a globe. Above the head of the 
symbolic figure and parallel to its outstretched arms and wings is the word “Fire- 
stone.” To the left of the word “Air” are two stars. 


Montgomery Ward’s registered mark, upon which it bases its opposition, consists 
of the word “Airline” beginning with a capital “A,” a portion of which extends in 
the form of a line under the other letters of the word. Across the word is a zig-zag 
symbol indicative of a flash of lightning. 

The record shows that Montgomery Ward’s use of its mark on its goods in inter- 
state commerce long antedated the use of the “Air Chief” mark of Firestone; that 
since the adoption of its mark in 1922, Montgomery Ward has distributed many 
millions of catalogues and has spent many millions of dollars in advertising its 
“Airline” radio goods; that its mark is registered in many foreign countries; and 
that it has an extensive business in foreign markets for its “Airline” goods. 





* Petition for rehearing denied July 2, 1945. 
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The record also shows that Firestone does a large business and that it is selling 
and advertising its “Air Chief” radio goods in the same market, at least in part, as 
that of Montgomery Ward. 

In order that the precise issues presented may be fully understood, it is deemed 
advisable to reproduce here the two marks as they appear in the record. 


PLAINTIFF’S MARK 


Firestone 











The tribunals below concurred in holding that the marks in their entirety suf- 
ficiently resemble each other that confusion might be expected to result from their 
concurrent use on identical goods. Upon this basis the opposition was sustained 
and the registration denied. 

We are in disagreement with the holding of the tribunals below. While it is a 
rule too well settled to require citation of authority that in determining the likeli- 
hood of confusion between similar marks, used upon similar or identical goods, it is 
necessary to consider the marks in their entirety, it is equally well established that 
in determining this question it is proper to analyze the different features of the marks 
and consider their appearance, sound, and meaning. 
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It is obvious that the word “Air” in both marks might be regarded as having 
some suggestion relating to radio waves which pass through the air, and to that 
extent the marks are identical. Otherwise, however, they are almost wholly dif- 
ferent. The word “Air” is said by Firestone to be descriptive, and Montgomery 
Ward contends that it is the dominant portion of the marks. Montgomery Ward 
states that while the prefix “air” in the two marks may suggest radios, it likewise 
suggests aviation ; and that the suffixes of the marks suggest related activities, such 
as “Airlines and officials thereof,” and therefore do not dispel the likelihood of con- 
fusion when the marks are concurrently used upon radios and radio equipment. 

Firestone urges as a consideration of importance in the decision of the instant 
issue that the goods of the respective parties—radios and radio supplies—are of 
that class of merchandise ‘which is purchased only after careful observation after 
trial as to tone and selectivity, and in many instances after comparison with com- 
petitive radios.” It is our view that this matter, while a consideration which often 
has persuasive influence, can have little if any bearing upon the decision of the 
present issue. It is not only well known that the so-called indiscriminate public 
purchases cheap radios and numerous inexpensive parts and supplies, but also 
recognized that such purchases ordinarily neither require nor receive any extended 
or serious investigation. It is true that no doubt some of the goods sold by the 
parties under their respective marks are purchased by discriminating purchasers, and 
in such instances there is never as much likelihood of confusion because the dis- 
criminating purchaser would ordinarily know what make of radio he wanted and 
other facts and circumstances concerning it, in which the casual purchaser would not 
be interested. However, it must be rememtered that the goods of the parties are 
sold to the general public, which is comprised not only of critical buyers but also of 
those who buy without stopping to analyze. See Schering & Glatz, Inc. v. Sharp & 
Dohme, Inc., 32 C. C. P. A. (Patents) —, 146 F. (2d) 1019 [35 T.-M. Rep. 46]. 

While it has been often said that rarely, if ever, are identical facts presented in 
different trade-mark registration cases, and while the rule of stare decisis is seldom 
applied in the decision of such cases, we think the facts in this case are so similar to 
the facts involved in Montgomery Ward & Co., Inc. v. Spiegel, Inc., 30 C. C. P. A. 
(Patents) 721, 132 F. (2d) 144 [33 T.-M. Rep. 74], that that case should be re- 
garded as practically controlling of decision of the issue here presented. In that 
case Spiegel, Inc., applied for the registration of the words “Air Castle” superim- 
posed on a representation of a medieval castle, the words appearing on a ribbon- 
like scroll. The opposer there, Montgomery Ward & Company, opposed upon the 
basis of its registered mark “Airline,” which is the same registration that forms the 
basis of its opposition in the instant case. This court there held that the term 
“Airline,” according to Webster’s New International Dictionary (1932) meant 
“A straight line, as through the air ; a bee line,” and that the term “‘Air Castle,” ac- 
cording to Spiegel’s contentions, which we did not disapprove, suggested a “‘sort of 
a dreamy idea” that one could “get enthused over,” such as the idea that “a man’s 
home is his castle.” We held, in substance, that “Air Castle” was different in 
meaning, sound, and appearance from the word “Airline” and that unless Mont- 
gomery Ward was to be given a monopoly of the use of the word “Air,” it was 
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proper to permit registration of the “Air Castle” mark since there was no likelihood 
of confusion. 

If we were correct in our holding in that case, we are certain that the Commis- 
sion fell into error in holding in the instant case that there was a likelihood of con- 
fusion from the concurrent use of the marks “Air Chief” and “Airline.” 

In the 1939 edition of Webster’s New International Dictionary, an additional 
definition has been given for the word “Airline” over and above that shown in the 
1932 edition. It is as follows: 


....A. A system of transportation by aircraft, or the equipment with which the system 
operates. B. The company or business organization owning or operating such a system. 
C. The route covered. 


It was largely this latter state of facts that prompted Montgomery Ward to 
argue that there is likelihood of confusion, and that was largely the basis of the hold- 
ing of the tribunals below. It is shown in the record that in its transactions relating 
to its Airline radios, Montgomery Ward frequently resorts to the use of airline 
transportation ; and it is argued that by reason of this fact that there is a probability 
of confusion. 

The term “Air Chief” has no suggestion of a bee line, and certainly if it suggests 
anything relative to a radio it would be very indefinite and might suggest many 
other things. The outstretched wings of the heroic figure standing on the globe, 
said to represent Mercury, would at most only remotely, if at all, suggest matters 
relating to radios; whereas the term “Airline” suggests a straight line in the air— 
more precisely it points toward the transmission of radio waves through the air. 

Viewing the marks as a whole and considering the word “Air,” in both marks, 
we must conclude, as we did in the Spiegel case, supra, where the terms “Air Castle” 
and “Airline” were involved, that there would be no likelihood of confusion resulting 
from the concurrent use of the marks on radios and radio equipment. The sound, 
appearance, and meaning of the words “Chief” and “line” are wholly different—so 
different as to lead one away from any thought springing from the commonly used 
word “Air.” The portions of Firestone’s mark other than the dominant portion, 
“Air Chief” and those of Montgomery Ward’s mark other than “Airline” are so 
wholly different in their appearance, suggestions, and meaning as to prompt the con- 
clusion that when the marks as a whole are considered, there would be no likelihood 
of confusion. 

It is true that over the radio and in advertising literature, the goods of the 
respective parties will be referred to as “Air Chief” and “Airline” radios, and many 
prospective customers would be unaware of certain features of the respective marks. 
It is our view, however, that notwithstanding this fact, the terms ‘Air Chief” and 
“Airline,” considered alone, being the dominant portions of the two marks, are so 
vastly different in meaning, appearance, and sound as to insure against the proba- 
bility of confusion. 

It is proper to say here that it is not seen how Firestone could have used the 
term “Air” at all in a trade-mark more effectively to avoid the probability of confu- 
sion than by the use of the term “Chief” and the other portions of its composite 
mark. It is our view, therefore, that the Commissioner arrived at the wrong con- 
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clusion. He should have dismissed the opposition and directed that the mark be 
registered. His decision is accordingly reversed. 


O'CONNELL, J., dissenting: 


If appearance were the only factor to be taken into consideration in comparing 
the marks of competing vendors, than one glance at the graphic illustration repro- 
duced in the prevailing opinion would be sufficient to settle this case. However, it 
is true, as stated in the opinion of the Examiner of Trade-Mark Interferences, “Of 
the several factors of appearance, sound and meaning which must be taken into 
account in comparing the marks, it is believed that here, as is frequently the case, 
appearance is of the least relative importance. Purchasers more often than not 
remember and call for a desired brand of goods under a convenient unitary literal 
symbol present in the mark under which they are sold and without regard to pic- 
torial or other merely subordinate matter with which it may be associated upon the 
goods or labels therefor. Two such symbols are present in the mark used by the 
applicant, namely, the separately displayed words ‘Firestone’ and ‘Air Chief.’ © 
Each of these is without more capable of identifying the goods as to source, and it is 
believed that whereas purchasers thereof would sometimes order applicant’s products 
under the word ‘Firestone’ alone, they in many instances would similarly rely 
wholly upon ‘Air Chief’ for this purpose. If that is so, then the presence of ‘Fire- 
stone,’ the distinguishing feature of the applicant’s corporate name, as a separable 
feature of its composite mark would not justify any different conclusion upon the 
statutory question under consideration than if such feature were omitted from the 
mark.” Citing, Menendez v. Holt, 128 U. S. 514. 

Moreover, the record discloses that the wording “Firestone Air Chief” is some- 
times used by Firestone on its goods without the graphic symbol, and that the term 
“Air Chief” has been used also by it without either the word “Firestone” or the 
graphic symbol. Another factor to be considered in respect to appearance is that 
the merchandise of the parties, both engaged in the mail order business, is sold 
through the medium of a catalogue. Under such circumstances, customers may not 
be afforded an opportunity of comparing either the involved marks or the mer- 
chandise. 

Firestone’s mark in its reproduction in the prevailing opinion includes the words 
“Air Chief,” produced in a block style of type, with the initial letter ““A”’ outlined in 
the form of an inverted capital “U.” The two words are separated by the ankles of 
the winged figure, poised and equipped for flight, at, or near, the top of the globe. 
This globe, it may be noted, bears a suggestive outline of the geography of North and 
South America, the Gulf of Mexico, the Isthmus of Panama, and other parts of the 
world. 

Above the head of the winged figure, and parallel to its outstretched arms and 
wings, the name “Firestone” is horizontally printed in bold face type, with a capital 
“F.” Two five point stars are placed opposite the word “Air.” As produced, the 
word “Firestone” might be easily overlooked by the casual observer; not only 
because of the comparative dimensions of the word, but also because of the dominant 
and attractive features with which the symbolic figure has been endowed. 
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Montgomery Ward’s trade-mark, “Airlines” is produced as one word, with a 
capital “A’’ and underscored lower case letters. A zigzag arrow is impressed 
diagonally therethrough, suggestive of a flash of lightning. From the evidence, it 
appears that the mark more often comprises the use of a block style of type, and 
frequently the letter “A” is employed in the outline of an inverted capital “U.” 
Thus, it will be noted, that the words, “Airline” and “Air Chief,” the unitary literal 
symbols of the competing marks comprise but two syllables ; one being seven letters 
in length, the other eight. The visual appearance of the first syllable of each is 
identical, and, when produced in a block style of type, the second syllable of each has 
an unusual degree of visual similarity. 

Relative to sound, in pronunciation Firestone’s two words “Air” and “Chief’’ are 
neither segregated nor separately spoken. They are spoken as a single word, with 
the accent on the word “Air,” the same as in Montgomery Ward’s word “Airline.” 
Under the law, similarity of sound is of itself sufficient to constitute confusing 
similarity when the marks are applied, as here, to merchandise of the same descrip- 
tive properties. 

The evidence discloses that Montgomery Ward advertises its goods through the 
medium of radio broadcasting, which involves the exercise only of sound and hearing. 
It is common experience, in listening to the radio, to hear an announcer urge the 
radio audience to purchase a sponsor’s goods, and to use the respective methods of 
communication in placing the order, including the use of the telephone. Under such 
conditions, appearance of the marks does not even enter into the transaction ; while 
on the other hand, the spoken word, the sound of the mark, is the only criterion 
employed in effecting a sale and delivery of the merchandise. 

In analyzing the meaning of the marks, it will be found that this Court passed 
upon the features of Montgomery Ward’s mark in the case of Montgomery Ward & 
Co. v. Spiegel, 30 C. C. P. A. (Patents) 721, 132 F. (2d) 144 [33 T.-M. Rep. 74]. 
In that case, the word “‘Airline” was held to be descriptive of “A straight line, as 
through the air ; a bee line.” That definition still resides in the dictionary and is still 
in use to describe the shortest distance between two points, such as, “The drive 
carried the American lines 44 airline miles into Luzon.” 

However, new entries are continually being made in the dictionary to record 
words that have been coined or applied with new meaning by the public to meet the 
needs of contemporary developments. This is true particularly in the field of air 
and radio, as will be noted by a comparison of current and prior editions of various 
dictionaries. Therefore, as pointed out in the opinion of the Commissioner of 
Patents in the instant case, the popular primary use and meaning of the word “‘Air- 
line,” at this time, is such as is defined in Webster’s New International Dictionary, 
Second Edition, 1939: 


Air Line. 3. Aeronautics. A. A system of transportation by aircraft, or the equip- 
ment with which the system operates. B. The company or business organization owning 
or operating such a system. C. The route covered. 


In applying the foregoing definition to the involved issues and in discussing the 
decision of this Court in Montgomery Ward & Co. v. Spiegel, supra, the Commis- 
sioner of Patents correctly stated: 
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Only one definition of the “air line” appears in the opinion, namely, “a straight line, 
as through the air; a bee line.” This definition was quoted from Webster’s New Interna- 
tional Dictionary, which also defines the term as “a system of transportation by aircraft, 
or the equipment with which the system operates.” 

While its association with the particular merchandise involved would doubtless suggest 
other meanings of opposer’s mark, I am clearly of the opinion that this latter definition is 
the one that would immediately occur to the minds of most Americans upon seeing or 
hearing the words “air line.””’ The reason is that recent world events in which air trans- 
portation has played so important and so dramatic a part, have made the public alertly 
conscious of current developments and accomplishments in connection with aircraft, and 
its increasingly improved adaptability to the requirements of global warfare. 

And by the same token, I think the words “Air Chief” are likely to bear a very similar 
connotation. In the same issue of a local newspaper, for example, I find references to the 
“Chief” of the United States Army Air Forces, the “Chief” of the Imperial Air Force and 
the “Chief” of the Mediterranean Air Command. Scarcely a day passes that does not 
bring stories concerning the exploits of these officers, and others similarly engaged; and 
presumably such stories are read by everyone who is interested in the thrilling progress 
of our war in the air. Toa substantial majority of these readers it seems to me that the 
words “Air Chief” would inevitably suggest some such individual, or at least would connote 
supremacy in relation to the operation of aircraft. 


Moreover, the term “chief,” like the terms “blue ribbon,’ “gold medal,” 
“master,” and “guide,” may be considered also as merely self-laudatory and descrip- 
tive of the Firestone merchandise ; and if the term “Chief” as used here is not sug- 
gestive of communication by air, then it belongs to that class of weak words to which 
the courts attribute but little trade-mark significance. 

The definition of the word “Airline” adopted by this Court describes not a device, 
but a process of computing the distance between two points by means of an imaginary 
concept, such as a bee line. Because of the widespread current usage of the word 
“Airline,” however, the average person of today would be very apt to think of air- 
craft, instead of a bee, in visualizing the airline distance between two points. 

It is difficult to understand how this Court holds that the case of Montgomery 
Ward & Co. v. Spiegel, supra, is controlling in the instant case. By its motion in so 
doing, however, the Court in effect finds that the word “Air” is descriptive of radio 
and radio supplies, and the word “Airline” is not descriptive of matters relating to 
transportation by air, but descriptive of the shortest distance between two points, 
as a straight line ; a bee line. 

The word radio as defined in Webster’s New International Dictionary, 1939, 
reads as follows and makes no reference to the word air: 


radio a. The transmission and reception of signals by means of electric waves without 
a connecting wire; the use of radiotelegraphy or radiotelephony for conveying messages. 


Really what the Court has done in the instant case is to dissect the marks, the 
word “air” being held to be descriptive, and therefore not entitled to the monopoly 
that registration implies; and ‘““The sound, appearance, and meaning of the words 
‘Chief’ and ‘line’ are [held to be] wholly different—so different as to lead one away 
from any thought springing from the commonly used word ‘air.’ ” 

An examination of the record in this case makes it impossible for me to escape 
the conclusion that Firestone, in the adoption of its mark, intended to give it no 
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meaning other than the suggestion of communication and transportation by air ; the 
same suggestion as is conveyed by Montgomery Ward’s mark “Airline.” That 
intent is disclosed by Firestone’s use of the word ‘‘Air Chief,” and by its act in super- 
imposing an “Air Chief,” poised and equipped for flight, from the top of the world. 

Furthermore, the “Air Chief” employed in Firestone’s mark with two five-point 
stars, is suggestive of planets, such as Mercury; and Firestone’s winged figure is 
practically identical in design to the well-known design of the ancient god of com- 
merce described in Webster’s Handbook Collegiate Dictionary, 1944, as “Mercury 
2. A carrier of tidings; a messenger ; a guide.” 

Facts pertinent to the issues involved in this case have been agreed to by stipula- 
tion between the parties, and establish that the trade-mark “Airline” is now the 
property of the appellee and that the mark is, in all respects, valid and subsisting ; 
that since its adoption in 1922, appellee has produced and distributed to date at 
least 245,997,888 general catalogues, at a cost of more than $177,000,000, in which 
products in the class here involved were advertised under the name “Airline” and 
that the cost of advertising in its general catalogues alone of items in the class covered 
by appellant’s attempted registration sold by Montgomery Ward under the trade- 
mark “Airline” has been more than $2,000,000, in addition to advertising in its retail 
stores, advertising by radio and advertising by special catalogues and “flyers” ; that 
appellee has sold, from the year 1926 to date, more than 3,000,000 radio receiving 
sets through its combined retail and mail order establishments, exclusive of other 
radio and sound equipment sold under the trade-mark “Airline ;” that the aggregate 
value of the sales, of radio and items similarly classified under the trade-mark ‘‘Air- 
line” from the Fall & Winter 1926-1927 catalogue to date, is more than $17,600,000 ; 
that the trade-mark “Airline” is registered not only in the United States, but also in 
Argentina, Belgium, Brazil, Chile, Cuba, Finland, France, Mexico, New Zealand, 
Palestine, Portugal, Spain, Turkey, Union of South Africa, Uruguay, Greece, 
Syria, and Lebanon. (Italics mine.) 

In Kroger Grocery & Baking Company v. Blue Earth Canning Company, 24 
C.C. P. A. (Patents) 1098, 68 F. (2d) 725 [27 T.-M. Rep. 250], this Court said: 


We have little sympathy with those who adopt marks having a close resemblance to 
the trade-marks of others with which they are familiar, used upon goods of the same 
descriptive properties, even though they be of the opinion that they are not confusingly 
similar. One who adopts a valid mark and establishes a large business in which the mark 
is used should have all doubts resolved in his favor as against newcomers in an opposition 
proceeding. 


In my opinion, the words “Airline” and “Air Chief” as employed in the respec- 
tive marks, considered in their entirety, so nearly resemble each other in sound, 
appearance, and meaning as to be likely to cause confusion and mistake in the mind 
of the public when used concurrently by the two parties upon identical goods ; and 
that Montgomery Ward will not only be damaged as a result of the registration of 
the Firestone mark, but also that Firestone will be thereby unjustly and handsomely 
enriched at the expense of its competitor. 

For the reasons stated, the decision of the Commissioner of Patents should be 
affirmed. 
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REVERE PAINT COMPANY v. 20TH CENTURY CHEMICAL COMPANY 
United States Court of Customs and Patent Appeals 
May 25, 1945 


TRADE-MARKS—OPPOSITION—RIGHT TO OPPOSE. 
Where opposer fails to show that he has any right, title, or interest in the trade-mark 
which is basis for opposition or acts as agent for the true owner of such mark, the opposi- 
tion cannot be sustained. 


Appeal from decision of Commissioner of Patents reversing decision of 
Examiner of Interferences sustaining appellant’s notice of opposition. Affirmed. 


Ruess & Geter (William T. Geier and J. Hanson Boyden of counsel) for appellant. 
Leonard L. Kalish (Arthur N. Klein of counsel) for appellee. 


Before Garrett, Presiding Judge, and BLAND, HATFIELD, JACKSON and 
O’CONNELL, Associate Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents [33 T.-M. Rep. 489] reversing the decision of the 
Examiner of Interferences sustaining appellant’s notice of opposition to the regis- 
tration of appellee’s trade-mark and holding that appellee was not entitled to register 
the mark under Section 5 of the Trade-Mark Act of February 20, 1905. 

Appellee’s mark comprises the notation “20th Century” displayed on a black 
background. ; 

It is alleged in appellee’s application for registration that it has used its mark 
on its goods, including “ready-mixed paints,” since February 1, 1937. 

In its notice of opposition appellant alleged that it was the owner of the trade- 
mark “20th Century” for use on a variety of articles, including “ready-mixed 
paints” ; that it had used its mark on its goods since long prior to February 1, 1937; 
and that it would be damaged by the registration of the mark to appellee. 

Evidence was introduced by each of the parties. 

In his decision the Examiner of Interferences stated that the marks of the parties 
were substantially identical ; that some of the goods (ready-mixed paints) on which 
the respective marks were used were identical ; that it appeared from the testimony 
introduced by appellant that ready-mixed paints were manufactured and sold by 
George D. Wetherill & Company, Inc. (hereinafter referred to as the Wetherill 
corporation) pursuant to an agreement entered into between that corporation and 
the appellant company at the time the appellant company was organized in 1911; 
and that it was the contention of counsel for appellant that, although “the entire 
business in the manufacture and sale of this brand of merchandise and the main- 
tenance of records relating thereto has been carried out by the George D. Wetherill 
& Co., Inc., . . . such company has done so only in the capacity of an agent of the 
opposer, in accordance with the terms of the aforesaid agreement.” The Examiner 
further stated that counsel for appellee contended that the appellant company was 
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a “mere ‘dummy’ corporation” ; that the manufacture of “ready-mixed paints” and 
their sale under the trade-mark “20th Century” had been conducted by the Wetherill 
corporation on its own behalf; and that the Wetherill corporation “rather than the 
opposer [appellant] is therefore the owner of the mark.” 

After stating the position of counsel for the parties, the Examiner held that the 
question of title, as between appellant and the Wetherill corporation, was not of 
material consequence ; that, regardless of the ownership of the mark, appellee was 
not the first user of the mark ; and that it was not necessary to consider the question 
of title. In support of his position, the Examiner cited the cases of Dubonnet Wine 
Corporation v. Ben-Burk, Inc., 28 C. C. P. A. (Patents) 1298, 121 F. (2d) 508 [31 
T.-M. Rep. 230], and Oxo, Limited v. Griffith Laboratories, Inc. [32 T.-M. Rep. 
321]. 

The Examiner sustained the notice of opposition and held that appellee was not 
entitled to the registration of its trade-mark. 

On appeal, the Commissioner of Patents stated in his decision that it appeared 
from the record that the Wetherill corporation applied the mark “20th Century” to 
“its own goods in its own business and on its own behalf and not on behalf of 
opposer [appellant],” and that the question to be determined was whether ‘“‘the 
mere appearance of the name ‘Revere Paint Company’ in association with the nota- 
tion ‘20th Century’ on the labels and color cards of George D. Wetherill & Company 
gives opposer such an interest in the mark ‘20th Century’ as qualifies it to oppose 
registration of that mark by applicant [appellee].” The Commissioner was of 
opinion that it did not. He further stated that “It was George D. Wetherill & 
Company and not opposer that associated the name ‘Revere Paint Company’ with 
the mark ‘20th Century,’ and it does not appear that George D. Wetherill & Company 
did so for any benefit to opposer or even at opposer’s request. Even opposer’s con- 
sent to the display is only inferentially indicated in the record and not shown 
positively.” 

The Commissioner concluded from the evidence of record that appellant 
(opposer) had not established either ownership or the right to use the trade-mark 
“20th Century” ; that it had not established any likelihood that it would be damaged 
by the registration of the mark to appellee ; and that, therefore, it had not established 
its right to oppose the granting of registration to appellee. 

The Commissioner refused to give consideration to the evidence relating to the 
activities of the Wetherill corporation “for possible grounds for ex parte refusal of 
registration,’ and, in this connection, stated that neither ownership nor use of the 
mark in question was pleaded by the Wetherill corporation, and that as the notice of 
opposition and the evidence on behalf of appellant were each directed solely to the 
use and ownership of the mark by appellant, appellee “was not called upon to meet 
the issue of whether George W. Wetherill & Company had any rights in the mark 
or to direct its cross-examination of opposer’s witness accordingly or to take proofs 
with regard thereto, and obviously . . . did not do so. . . . Accordingly the proofs 
will not be considered for a possible ground for ex parte refusal of the registration 
for which applicant has applied.” The Commissioner concluded his decision with 
the following statement: 
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In view of the above the decision of the Examiner of Trade-Mark Interferences is 
reversed and the notice of opposition is dismissed. 


Thereafter, opposer (appellant) filed a request for reconsideration of the Com- 
missioner’s decision, claiming that the Commissioner erred in dismissing appellant’s 
notice of opposition and in holding, ex parte, that appellee was entitled to register 
its mark. 

The Commissioner denied appellant’s petition for reconsideration and, in so 
doing, stated that the points raised therein had been fully considered in his decision. 

Appellant’s witness Samuel R. Matlack, testified that he was president of both 
the appellant company and the Wetherill corporation ; that at the time of the organi- 
zation of the appellant company (March 13, 1911) the directors of that company 
adopted a resolution which, he stated, authorized the president of the company “ ‘to 
enter into such arrangements with the George D. Wetherill & Company, Incor- 
porated, as to the manufacture of paints and the sale of same as in his judgment he 
deems best’”’; and that ‘arrangements were entered into” with the Wetherill cor- 
poration which were still in effect at the time of the taking of his testimony. What 
those arrangements were the witness did not state, nor does it appear from any 
other evidence of record what they were. 

All of the other of appellant’s witnesses, with the exception of George Frederick 
Kurtz, were employed by the Wetherill corporation. 

The witness Kurtz testified, among other things, that he was engaged in the 
hardware business under the name of Kurtz & Company in Philadelphia, Pennsyl- 
vania; that he purchased paints under the trade-mark “20th Century” from the 
Wetherill corporation; that he sold “Wetherill’s ‘20th Century’ paint”; that he 
never had any business transactions with the appellant company ; and that he never 
met anybody who represented the appellant company. 

It appears from the testimony introduced by appellant that the appellant com- 
pany does not manufacture or sell paints or any other articles ; that it does not keep 
any books or accounts relative to the sale of any articles; that it transacts no busi- 
ness in the ordinary sense in which bookkeeping records might be required; that 
the paints referred to in the notice of opposition are manufactured and sold exclu- 
sively by the Wetherill corporation ; that the Wetherill corporation receives payment 
for all such paints ; that bills are rendered by that corporation to its customers ; and 
that the customers look to the Wetherill corporation for credits or redress on all 
paint sold by it under the trade-mark “20th Century.” In short, there is nothing 
of record tending to establish that appellant (Revere Paint Company) has any 
interest whatsoever in the trade-mark “20th Century,” or in any goods sold by the 
Wetherill corporation under that trade-mark. 

It is true that the Wetherill corporation provides labels for which it pays and on 
which appears the name of the appellant company, and that the name of the Wetherill 
corporation does not appear thereon. The evidence does not establish why the 
Wetherill corporation places appellant’s name on those labels, and we do not care to 
speculate as to why it is done. 

There is nothing of record tending to establish that the appellant company ever 
received any money or anything else of value from the Wetherill corporation for 
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the paints manufactured and sold by it. We are of opinion, therefore, that the Com- 
missioner was clearly justified in holding as he did that there is nothing of record 
tending to establish that the Wetherill corporation was the agent of the appellant 
company, or that the appellant company had any right, title, or interest in the trade- 
mark “20th Century,” or that it would probably be damaged by the registration of 
the mark to appellee. 

With regard to the case of Dubonnet Wine Corporation v. Ben-Burk, Inc., 
supra, relied upon by the Examiner of Intereferences in support of his holding that 
the question of title was not material to the issues in the instant case, we think it is 
sufficient to say that the decision in the Dubonnet case does not support the 
Examiner’s views. In that case, the Dubonnet Wine Corporation (opposer) was 
the owner of two registrations under the Trade-Mark Act of February 20, 1905, 
of the trade-mark ‘“‘Dubonnet”’ for use on wine, and, although it appeared that it was 
not engaged in any commercial business in connection with the manufacture or sale 
of wines and its mark was used by another, we, nevertheless, held that as it was the 
owner of the registrations referred to it was entitled to oppose the registration of the 
trade-mark “Dubonnet” to the applicant. 

Prior to our decision in that case, we had repeatedly held that the validity of a 
registered trade-mark could not properly be challenged in an opposition proceeding ; 
that evidence relating to the validity of an opposer’s registration was wholly irrele- 
vant to the issues in such a proceeding ; and that if a party deemed himself injured 
by a trade-mark registration, he should proceed in accordance with the provisions of 
Section 13 of the Trade-Mark Act of February 20, 1905, which authorizes him to 
file a petition for the cancellation of such trade-mark registration. See Englander, 
etc. v. Continental Distilling Co., 25 C. C. P. A. (Patents) 1022, 95 F. (2d) 320, 
and cases cited therein. 

Appellant is not the owner of a registration for the trade-mark “20th Century.” 
Accordingly, the decision in the Dubonnet case, supra, has no application to the 
issues in the case at bar. 

It is so well settled as to require no citation of authorities that as appellant 
failed to establish that it would probably be damaged by the registration of the 
trade-mark “20th Century” to appellee, its notice of opposition should have been, 
as it was, dismissed by the Commissioner of Patents. 

In appellant’s reasons of appeal in this court it is stated that “The Commissioner 
erred in refusing to consider the proofs submitted by Opposer as ‘possible ground 
for ex parte refusal of the registration for which Applicant has applied.’ ” 

We have repeatedly held that in opposition proceedings the tribunals of the Patent 
Office have the authority to determine ex parte whether or not the mark of an 
applicant is entitled to registration, regardless of the issues raised by the notice of 
opposition. Indeed, it is their duty to do so. See Englander, etc. v. Continental 
Distilling Co., supra, and Dubonnet Wine Corporation v. Ben-Burk, Inc., supra. 

In an ex parte consideration of the right of an applicant to register its mark, the 
Commissioner of Patents, not the opposer, represents the public—Frankfort Dis- 
tilleries, Inc. v. Dextora Company, 26 C. C. P. A. (Patents) 1244, 1249, 103 F. 
(2d) 924 [29 T.-M. Rep 329]—and his decision is final so far as the opposer is 
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concerned. We hold, therefore, that appellant is not entitled to challenge here the 
action of the Commissioner of Patents refusing to consider the evidence relative to 
the activities of the Wetherill corporation “for possible grounds for ex parte refusal 
of registration.” Accordingly, the Commissioner’s decision in that respect is not 
before us for consideration. See /sland Road Bottling Co. v. Drink-Mor Beverage 
Co., 30 C. C. P. A. (Patents) 708, 132 F. (2d) 129 [33 T.-M. Rep. 33]. See also 
Island Road Bottling Co. v. Drink-Mor Beverage Co., 31 C. C. P. A. (Patents) 816, 
140 F. (2d) 331 [34 T.-M. Rep. 109]. 

Had the Commissioner rejected appellee’s application for registration and had 
appellee appealed to this court, the ex parte issue of the right of appellee to register 
the mark would have been properly before us. 

It has been suggested that it is the duty of this court, in order to safeguard the 
public interest, to decide on its own motion that appellee has no right to the regis- 
tration which it seeks. That the court has no such authority is so obvious as to 
require no discussion. Furthermore, the refusal of this court to extend its juris- 
diction to matters not conferred upon it by the Congress and which are not inherent 
in the exercise of its judicial authority cannot with reason be construed as sanctioning 
the registration of a trade-mark which the statute (Section 5 of the Trade-Mark 
Act of February 20, 1905) prohibits. If the Commissioner erred in granting 
appellee’s application for registration of the trade-mark ‘‘20th Century,” and if the 
Wetherill corporation is the owner of that mark or deems itself injured by the 
registration thereof, that company has a remedy, it may, under Section 13 of the 
Trade-Mark Act of February 20, 1905, petition the Commissioner of Patents to 
cancel appellee’s registration. 

For the reasons stated, the decision of the Commissioner of Patents, dismissing 
appellant’s notice of opposition, is affirmed. 


O’CONNELL, J., dissenting : 


Upon the testimony presented, the Examiner of Trade-Mark Interferences sus- 
tained the opposition and refused registration of appellee’s mark. The Commis- 
sioner of Patents, however, not only overruled the action of the Examiner, but also 
decided that the mark was owned by another party not involved in the proceedings 
and for that reason appellant would not be damaged by appellee’s registration of the 
mark. The Commissioner dismissed the opposition, and therefore, in affirming his 
action, the majority decision of this Court confers upon appellee, a newcomer, the 
right to register a trade-mark which, according to the record, is identical with a 
known trade-mark owned and in use by another for at least twenty years and 
appropriated to merchandise of the same descriptive properties. 

It is true, as appellant contends, that whether the “20th Century” mark was 
owned by appellant, Revere Paint Company, or whether it was owned by George D. 
Wetherill & Company, which was not a party to the proceeding, the registration of 
the mark by appellee, the newcomer, is explicitly prohibited by Section 5 of the 
Trade-Mark Act of 1905, as amended, which, so far as pertinent, provides: 


That trade-marks which are identical with a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same descriptive properties, 
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or which so nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers shall not 
be registered: (Italics mine). 


Section 1 of the Trade-Mark Act, supra, provides that the owner of a trade-mark 
may obtain its registration by filing an application and complying with certain re- 
quirements therein specified. Section 2 of the Act provides: 


That the application prescribed in the foregoing section, in order to create any right 
whatever in favor of the party filing it, must be accompanied by a written declaration 
verified by the applicant, or by a member of the firm or an officer of the corporation or 
association applying, to the effect that the applicant believes himself or the firm, corporation, 
or association in whose behalf he makes the application to be the owner of the trade-mark 
sought to be registered, and that no other person, firm, corporation, or association, to the 
best of the applicant’s knowledge and belief, has the right to use such trade-mark in the 
United States, either in the identical form or in such near resemblance thereto as might be 
calculated to deceive; .... The verification required by this section may be made before 
any person within the United States authorized by law to administer oaths, ... . 


The verification required by the statute and filed by appellee, 20th Century 
Chemical Company, for the registration of its mark, reads as follows: 


State of New Jersey, 

County of Camden, ss: 

Robert M. Bagley, being duly sworn, deposes and says that he is the Vice-President 
of the corporation, the applicant named in the foregoing Statement; that he believes the 
foregoing statement is true; that he believes said corporation is the owner of the trade- 
mark sought to be registered; that no other person, firm, corporation, or association, to 
the best of his knowledge and belief, has the right to use said trade-mark in the United 
States, either in the identical form or in any such near resemblance thereto as might be 
calculated to deceive; that said trade-mark is used by said corporation in commerce among 
the several states of the United States; that the description and drawing presented truly 
represent the trade-mark sought to be registered; and that the specimens show the trade- 
mark as actually used upon the goods. 

Rosert M. BAGLEY. 

Subscribed and sworn to before me, a Notary Public, this Ist day of May, 1940. 

Vincent P. BrESAN, 
Notary Public. 
(Seal) 
Notary Public of New Jersey, 
My Commission Expires Sept. 23, 1940. 


In answer to the opposition filed by appellant, Revere Paint Company, against 
the registration of appellee’s mark, 20th Century Chemical Company alleged : 


5. That applicant has been the owner of, and has continuously used, the trade-mark 
covered by its application Serial No. 432,802 since prior to any valid trade-mark use by 
opposer or its predecessors of its alleged trade-mark. .. . 


It will be noted from the foregoing provisions of law that the written declaration 
submitted by an applicant for the registration of a trade-mark must be verified under 
oath. Therefore, under well established principles of law, false statements as to 
material matters contained in the required declaration, or affidavit, are to be dealt 
with not only under the laws relative to perjury, but also under the laws relative 
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to fraud and misrepresentation. In other words, an application for the registration 
of a trade-mark is affected with public interest and in order to create any right 
whatever in the party filing it, he must comply with the requirements of conscience 
and good faith and come before the tribunals of the Patent Office with clean hands. 
See, Precision Instrument Manufacturing Company, et al. v. Automotive Main- 
tenance Machinery Company, — U. S. —, 65 U.S. P. Q. 133. 

Despite its averments under oath and its positive allegations of ownership of 
the involved mark, in the proceeding in the Patent Office, we find appellee con- 
tending as follows, according to the statement in the decision of the Examiner: 

Applicant [appellee] vigorously insists, however, that the opposer is a mere “dummy” 
corporation ; that the business relating to these “20th Century” products has been conducted 


by George D. Wetherill & Co., Inc., entirely in its own behalf; and that the latter company 
rather than the opposer [appellant] is therefore the owner of the mark. 


The import of appellee’s argument, orally and in its brief submitted in this appeal, 
is practically to the same effect, and therefore, under its own vigorous contentions 
both before the tribunals of the Patent Office and in this proceeding, appellee 20th 
Century Chemical Company, is not the owner of the involved mark. It is my 
opinion that appellee has come into court with unclean hands and therefore has no 
right whatever to the registration of the mark for which it applies. 

If the Commissioner of Patents could not sustain appellant’s notice of opposition 
on the record in this case for the reason that such action would establish a danger- 
ous precedent by the official sanction of a questionable business practice on the part 
of appellant, nevertheless the law provides for the correction of such matters in a 
plurality of remedies. None of these remedies, however, provides for the award of 
the right to register an involved trade-mark to a party who does not own the mark. 

Although appellant, Revere Paint Company, kept no records of its own and 
had no bank account, nevertheless the evidence shows that the merchandise was 
sold in definite volume under the mark “20th Century.” That dealers retailing the 
product found satisfaction in handling the goods over a period of years, is disclosed 
by the following undisputed testimony of the disinterested witness, Kurtz: 


. 53. It is the lowest grade of paint that you handle? 

. Yes, it is the lowest grade as far as selling price but very good as to quality. 
6. What brands of paint do you sell? 

We sell Wetherill’s “20th Century” and sell some du Pont’s. 

7. Approximately how long have you been handling the “20th Century” line? 
Since 1932; about April, 1932. 

8. And have you been handling it continuously since that time? 

I have, yes. 

9. Every year? 

Every year, yes, sir; every month I have a bill of “20th Century” paint. 
10. Do you carry it in stock? 

I carry it in stock all the time. 

And you replenish your stock by replacing orders from time to time? 

We replenish it. 

12. You never had any difficulty in buying the paint, did you, in any way? 
. I always got it very promptly from the company. 

13. You carry it, display it, on your shelves, do you? 

Yes. 


POPOPOPO>PO>OPOPOPO 
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Assuming that appellant would not be damaged by appellee’s registration of the 
“20th Century” mark, nevertheless the evidence discloses that the public has been 
purchasing and using the product with satisfaction over a period of years; and that 
it is likely to continue to do so, is obvious because of its low selling price, prompt 
service, and very good quality. 

The primary purpose of the statutory prohibition provided for in Section 5 of 
the Trade-Mark Act is to safeguard the consumer by preventing the goods of one 
dealer from being palmed off on him by another dealer under an identical or 
similar mark. Accordingly, the Commissioner of Patents in refusing to register a 
prohibited mark acts as the guardian of the public interest, and not merely as an 
arbiter between two parties. For this reason it is the duty of the Commissioner of 
Patents in an opposition proceeding to determine of his own motion and irrespective 
of the contentions of the parties, whether or not an applicant’s mark is entitled to 
registration. See, Shering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 C. C. P. A. 
(Patents) —, — F. (2d) — [35 T.-M. Rep. 46]. It is my opinion that in rendering 
such a decision, it makes no difference whether the action of the Commissioner of 
Patents taken of his own motion is technically described as an ex parte or an inter 
partes decision. The decision is made in the proceeding in which the issue is 
presented, and the prohibition of the statute is mandatory. 

In the instant case, the majority decision holds “that appellant is not entitled to 
challenge here the action of the Commissioner of Patents in refusing to consider 
the evidence relative to the activities of the Wetherill Corporation ‘for possible 
grounds for ex parte refusal of registration.’’’ Neither party to this proceeding 
raised that point in any reason of appeal nor was it mentioned by either in oral 
argument or in the briefs submitted. The majority of the Court raised the point and 
decided it of its own motion. 

As it is the duty of the Commissioner of Patents in safeguarding the public 
interest to decide of his own motion in an opposition proceeding that a prohibited 
mark shall not be registered, it follows as a matter of law that in the instant case, 
this Court, having before it the deposition of the witnesses, the involved marks, the 
material exhibits, as well as the decisions of the tribunals of the Patent Office, like- 
wise has the duty to decide of its own motion, regardless of the assigned reasons 
of appeal or the contentions of the parties, and in safeguarding the public interest, 
that the prohibited mark shall not be registered. 

As the case now stands, the decision of the majority, in my opinion, sanctions 
the identical abuse that the mandate of the statute is designed to prevent. 

For the reasons stated, the decision of the Commissioner of Patents, in so far as 
it fails to deny registration of appellee’s mark, should be reversed. 
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THE TAYTON COMPANY v. REVLON PRODUCTS CORPORATION 
District Court, S. D. New York 
May 7, 1945 


TRADE-M ARKS—INFRINGEMENT—LTEMPORARY INJUNCTION. 
Validity of plaintiff’s trade-mark cannot be determined on motion for temporary injunction, 
but motion should be denied where serious doubt exists as to the mark’s validity. 
TRADE-MARKS—VALIDITY. 
Plaintiff’s mark “Pink Dynamite” designating a certain shade of lipstick and without claim 
of its being a trade-mark or registered as such held insufficient to be basis for trade-mark 
infringement suit. 


Action for trade-mark infringement; motion for temporary injunction. Motion 


denied. 


Albert Viault for plaintiff. 


Blumberg & Kleeblatt (Harry D. Nims, L. Lee Helms, and Leon Singer of counsel ) 
for defendant. 


Crancy, D. J.: 


In the summer of 1944 the plaintiff began to plan and prepare for the manufac- 
ture and sale of a lipstick. On September 16, 1944, this lipstick was shipped under 
the name “Pink Dynamite.” In October, 1944 plaintiff was ready to quote prices 
on such goods. On November 27, 1944 plaintiff registered “Pink Dynamite” as a 
trade-mark for lipsticks, powder and rouges. Face powder, make-up and rouges in 
both cake and liquid form were put out by plaintiff bearing the name “Pink Dyna- 
mite.” The hue of the whole line was pink. In February, 1945 plaintiff advised 
defendant it intended to merchandise a line of cosmetics bearing the trade-mark 
“Dynamite.” Thereafter in March, 1945 defendant advertised its manufacture and 
readiness to sell its product under the trade-mark or what it claimed was its trade- 
mark “Dynamite.” Since then defendant has proceeded to spend considerable money 
advertising its line. Plaintiff had advertised its “Pink Dynamite” line during 
February and early March, using the phrase to designate a shade and without claim 
of its being or being registered as a trade-mark. Thereafter it claimed the phrase as 
a trade-mark in its advertising. These are all the findings we can definitely make on 
the motion papers. The exhibits are numerous but multiple and cumulative on 
foreign issues. 

The affidavit of the plaintiff’s president, dated April 4, 1945, says that the plain- 
tiff caused its application for the registration of its trade-mark “Pink Dynamite” 
to be filed and then adds: “The word ‘Pink’ being disclaimed.” This seems a 
rather casual disposal of what is undoubtedly part of the registered trade-mark 
and the defendant has ignored the disclaimer. What the plaintiff means we cannot 
find in the papers but we assume that it means that it has discarded and is ready and 
willing to discard the word “Pink” and that “Dynamite” is its trade-mark. The 
surrejoinder brief claims the whole phrase “Pink Dynamite” as a trade-mark. If 
there be any claim involved in the case dependent on facts not found above it must 
be developed on trial and left to the decision of the trial Judge. 
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Defendant denies the validity of a trade-mark “Pink Dynamite.” This issue is 
not to be determined on this motion for it cannot be and any observation we make is 
intended only to fortify the denial of a temporary injunction. Merely because the 
cosmetic trade makes a practice of multiplying its terms to identify its numerous 
products is scant reason for holding each of those terms a trade-mark which is a 
mark of origin. Apparently they serve some purpose since the practice seems to be 
universally followed but a motion’s Judge would wonder if the buying public really 
identified the manufacturer from the terms he used for his wares or was even curious 
about his identity. It might well be argued that many trade-mark terms are used in 
the cosmetic industry with no thought whatever to identify the maker but only to 
convey veiled and equivocal promises and that in that sense the appearance of dis- 
tinction in them is specious. Plaintiff's attorney describes the business of both 
parties as the sale of glamour. We accept this statement as a graphic epitome of the 
chief issue in the case. Glamour of the person is not salable. What the parties sell 
is a promise of glamour for their customers or a glamour they attribute to their 
article and the selling of either might imply that their mark is adopted to describe 
their article and is so understood by their customers. Its ephemeral value stressed 
by both—its life is contemporaneous with the article’s popular appeal—might con- 
firm such a conclusion. The great number of phrases and words used by cosmetic 
manufacturers as marks to distinguish their numerous products may indicate their 
understanding that the marks are employed to insinuate the inherence of some 
characteristic virtue or quality in the article and therefore are not fanciful. Any 
reference implied to the maker would be incidental. A trial is required to develop 
this issue. 

Plaintiff also stresses its intention from the beginning to use ‘Pink Dynamite” 
as a trade-mark. This is not conclusive on any issue. Assuming that the plaintiff 
here intended to use “Pink Dynamite” as a trade-mark and that his failure to do so 
until February of this year or later was the result of circumstances over which he 
had no control, the defendant’s conduct in the circumstances must be appraised. A 
man may be quite innocent himself and yet do things which mislead his neighbor. 
The law wisely attributes to him the aim which his acts are designed to accomplish. 
Intentions are subject to change as we all know and the intention to use a device as 
a trade-mark might be changed after the date of registration and the registrant’s 
conduct thereafter could be taken to prove it. 

The defendant’s claim, made in the course of its advertising, that its device is a 
trade-mark cannot be accepted by us as an admission on their part that the plaintiff’s 
device is one. It may develop importance on the trial of this action or even the com- 
panion action instituted by the defendant, but cannot be taken as in any way decisive 
of the plaintiff’s claim on this motion. 

This is a case that should be disposed of only after a trial. The defendant seems 
to be financially responsible and, while the plaintiff’s interests are great, we are 
unable to determine its rights with the certainty which alone at this stage of this 
action would warrant the issuance of an injunction. 

The motion is therefore denied. 
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A.P.W. PAPER COMPANY, INC. v. FEDERAL TRADE COMMISSION 
Circuit Court of Appeals, Second Circuit 
May 17, 1945 


UNFAIR COMPETITION—MISREPRESENTATION—RED Cross” TRADE-MARK. 


Use by petitioner of “Red Cross” antedating the Act of January 5, 1905 may not be 
enjoined by the Federal Trade Commission as unfair competition. 


Petition to review order of Federal Trade Commission. Order reversed. 


Sullivan & Cromwell, Edward H. Green, and E. H. Sykes, for petitioner. 
W.T. Kelley, Joseph J. Smith, Jr., and Donovan R. Divet for respondent. 


Before Swan, Aucustus N. Hanp and Crark, Circuit Judges. 
Swan, C, J.: 


By a proceeding initiated in 1942 the Commission charged the petitioner with a 
violation of Section 5 of the Federal Trade Commission Act, 15 U. S. C. A. Sec- 
tion 45(a), in using the words “Red Cross and the Greek red cross emblem to 
designate certain of its products. The petitioner is a New York corporation engaged 
in the business of selling toilet tissues and paper towels in interstate commerce. 
Among its products are certain brands designated by it as “Red Cross Toilet Tissue” 
and “Red Cross Towels.” On the wrappers of each package or roll, as well as in 
the petitioner’s advertisements for these brands, the words “Red Cross” and the 
Greek red cross emblem are prominently displayed. Toilet tissues have been mar- 
keted by the petitioner under such trade-name and emblem since 1897 and paper 
towels since 1933. In 1911 the trade-mark was registered in the Patent Office, and 
the registration was extended to cover paper towels on an application filed in October, 
1933. The wrappers of each package or roll and the petitioner’s advertisements 
contain additional words showing that the goods are the petitioner’s product but 
these words catch the eye less readily than do the trade-name and emblem. 

The Commission found that the name “Red Cross” and the emblem of the Greek 
red cross on a white ground have long been associated in the minds of the public with 
the American National Red Cross and that the petitioner’s use of the words “Red 
Cross” and the emblem has the capacity and tendency to mislead and deceive a sub- 
stantial portion of the purchasing public into the mistaken belief that the petitioner’s 
goods are sponsored or approved by, or in some manner connected with, the 
American Red Cross organization. The Commission further found that the addi- 
tional words on the wrappers showing manufacture by the petitioner and registration 
of the trade-name and mark are insufficient to correct the erroneous impression 
created through use of the name and emblem. Accordingly the Commission entered 
the order which the petitioner now challenges. 

If success of the attack upon the order turned on maintaining the contention that 
the Commission’s findings are not supported by substantial evidence, the petitioner 
would fail. Whether the petitioner’s use of the words and emblem has the tendency 
and capacity to mislead the public presents a question of fact as to which the Com- 
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mission’s judgment, if not arbitrary, should be accepted. See Brougham v. Blanton 
Mfg. Co., 249 U. S. 495, 499; Leach v. Carlisle, 258 U. S. 138, 140; Herzfeld v. 
Federal Trade Commission, 140 F. (2d) 207, 209 C. C. A. 2; Zenith Radio Corp. v. 
Federal Trade Commission, 143 F. (2d) 29, 31 C. C. A. 7. In the case at bar the 
Commission’s inference is supported by the testimony of witnesses that the Red 
Cross words and emblem indicated to them that the goods were in some way 
approved by or associated with the American Red Cross. That more careful ob- 
servers were not so misled is, of course, immaterial, for the statute is intended to 
protect the unthinking and credulous members of the public as well as the more 
sophisticated and intelligent. Federal Trade Commission v. Standard Education 
Society, 302 U. S. 112, 116; Charles of the Ritz Dist. Corp. v. Federal Trade Com- 
mission, 143 F. (2d) 676, 679 C. C. A. 2. 

Decision must turn on the validity of the petitioner’s contention that its use of 
the trade-mark is expressly permitted by the Act of January 5, 1905, 33 Stat. 599, 
as amended in 1910, 36 Stat. 604. Section 1 of the Act created a corporation by 
the name of “The American National Red Cross”; Section 2 defined its powers— 
among others, the right to use “as an emblem and badge a Greek red cross on a 
white ground” ; Section 3 designated the purposes of the corporation ; and Section 4 
declared it unlawful for any other corporation, “not now lawfully entitled to use the 
sign of the Red Cross, hereafter to use such sign . . . for the purposes of trade... ,” 
and made the violation of “the provisions of this section” a misdemeanor punishable 
by fine or imprisonment or both, any fine so collected to be paid to the American 
National Red Cross. In 1910 Section 4 was amended. After declaring the prohibi- 
tion against use of the red cross emblem or the words “Red Cross,” a proviso was 
inserted in these words: 


Provided, however, that no person, corporation or association that actually used or 
whose assignor actually used the said emblem, sign, insignia or words for any lawful pur- 
pose prior to January fifth, nineteen hundred and five, shall be deemed forbidden by this 
Act to continue the use thereof for the same purpose and for the same class of goods. 

We think it clear that the exception in the original Section 4 of persons “now 
lawfully entitled to use such sign” and the even more specific language of the proviso 
in the 1910 amendment indicate the intention of Congress to permit the continued 
use of the Red Cross words and symbol to those who were lawfully using them 
prior to January 5, 1905. Further support for this view may be found in the com- 
mittee report* on the 1910 amendment in the statement that “‘the section as amended 
gives the American Red Cross the fullest protection it is possible to afford by Con- 
gressional enactment, and at the same time amply protects the concerns possessing 
vested property rights in the emblem.” Subsequent Congressional action is also 
significant. In 1919 a bill was introduced (H. R. 14330, 65th Cong., 3rd Sess., re- 
printed in Hearings before the Committee on Foreign Affairs on H. R. 6911, 77th 
Cong., 2d Sess., p. 371) to amend Section 4 by striking out the proviso and making 
the prohibition general, but it failed of passage. In 1942 another bill (S. 469, 77th 
Cong., 2d Sess.) was introduced authorizing pre-1905 users “to continue to use the 


* Report No. 1256, 6lst Cong., 2d Sess., reprinted in Hearings before the Committee on 
Foreign Affairs on H. R. 6911, 77th Cong., 2d Sess., p. 345, at 347. 
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Red Cross” until July 1, 1947 with a tapering off period until July 1, 1953. This 
bill was passed by the Senate and sent to the House. The House Committee reported 
the bill to the House with minor amendments, and its report recognizes “that under 
existing law there are legal uses of the symbol by commercial users.” (Report No. 
2054, 78th Cong., 2d Sess., p. 4). However, Congress adjourned before the bill 
was reached on the calendar. We think that this legislative history, as well as the 
statutory language, supports the petitioner’s contention that its right to continue the 
use of the Red Cross words and symbol has received congressional recognition. 

The Commission advances two arguments in opposition. It says first that 
since the Red Cross name and symbol have long been familiar to the American public 
it may fairly be inferred that the petitioner’s commercial use prior to 1905 was just 
as misleading as it is now; hence its pre-1905 use was not for a “lawful purpose” 
and the petitioner does not come within the proviso to Section 4. This proves too 
much. It would be equally true, as counsel conceded upon oral argument, of any of 
the many pre-1905 commercial users of the Red Cross words and symbol ; hence the 
1910 proviso would be meaningless. Secondly, the Commission argues that Section 
4 does not confer upon pre-1905 users a right to continue to use the Red Cross words 
and emblem, but merely exempts them from criminal liability for continuing such 
use ; and, if construed broadly enough to permit a use which misleads the public, it 
was, to this extent, impliedly repealed by the 1938 amendments to the Federal Trade 
Commission Act which extended the prohibition of Section 5 so as to include not 
only unfair methods of competition in commerce but also “unfair or deceptive acts 
or practices in commerce.” 52 Stat. 111; 15 U.S. C. Section 45. That repeals by 
implication are not favored and that two statutes dealing with related subject matter 
should, if possible, be so construed as to give effect to both are principles of statutory 
construction too elementary to require the citation of authorities. Both principles 
may be recognized in the case at bar by holding that the Red Cross Act gives the 
petitioner the right to continue to use the Red Cross words and symbol but the 
Federal Trade Commission Act empowers the respondent to prevent their use in a 
deceptive manner. In other words, the Commission may not absolutely forbid the 
use of the words and symbol to pre-1905 lawful users but may require them to 
state, so plainly as to avoid the creation of misleading inferences by such use, that 
the goods are not sponsored, approved or in any manner connected with the 
American National Red Cross. The present order goes beyond permissible limits in 
forbidding any use of the words and mark. Accordingly the order must be reversed 
and the cause remanded to the Commission for the entry of an order which will not 
infringe the rights of the petitioner under the Red Cross Act as above construed. 
We do not ourselves attempt to formulate the new order because our recent decisions 
have held that the measure of the necessary relief is peculiarly within the competence 
of the Commission, Herzfeld v. Federal Trade Comm., 140 F. (2d) 207, 209; 
Parke, Austin & Lipscomb v. Federal Trade Comm., 142 F. (2d) 437, 442, cert. 
den. Oct. 16, 1944; Charles of the Ritz Dist. Corp. v. Federal Trade Comm., 143 
F. (2d) 676, 680. 

Order reversed and cause remanded for further proceedings in conformity with 
this opinion. 
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Crark, C. J. (dissenting) : 


The net effect of our decision is that the remedial measures which the Commis- 
sion may order to stop the deception of the public here found are limited to addi- 
tional explanatory matter concerning petitioner’s use of the well-known Red Cross 
emblem, and cannot reach that use itself. Had the Commission found such remedy 
adequate and ordered it, I should have viewed the result with equanimity as a 
presumptively fair adjustment of public and private rights. But having in mind 
our quite limited control over the Commission’s decisions as to the appropriate 
remedies to be ordered against deceptive practices, I think we are bound to recognize 
the obvious fact that it is the Greek Red Cross which to the public symbolizes the 
Society itself ; and mere explanatory material, however carefully framed, will be no 
more effective in the future than it has been in the past. In the nature of things, 
our decision must be one not of discretion, but of law; and as such it suggests 
potentially grave limitations, by the process of implied exception, upon the far-reach- 
ing Federal Trade Commission Act of 1938. 

As is well known, it had long been considered a defect of the original Federal 
Trade Commission Act that it reached only unfair competition or unfair competitive 
trade practices, and not, more directly, deception of the consuming public. Hence 
the 1938 amendments which also made unlawful “unfair or deceptive acts or prac- 
tices in commerce,” 15 U. S. C. A. Section 45(a), were an important enlargement of 
the Commission’s jurisdiction. Cf. Fresh Grown Preserve Corp. v. F. T. C., 2 Cir., 
125 F. (2d) 917, 919. That amendatory Act contains its own exceptions, and 
thus under well-known rules makes less possible the implication of other excep- 
tions not stated. Bondurant v. Watson, 103 U. S. 281, 288; Amy v. City of 
Watertown, 130 U. S. 320, 323, 324; Brown v. Duchesne, 60 U. S. 183, 195, 198. 
The opinion, I think, inverts the problem when it overlooks this rule to say that 
there is no repeal by implication of the Red Cross Act of 1910 by the 1938 Act. 
Since they subserve quite different ends, and do not overlap, there is no question of 
implied repeal. The 1905 Act and its amendment of 1910 were grants of charter to 
the American National Red Cross, coupled with penal provisions and a limited excep- 
tion therefrom to protect its official name; compare the significant direction that 
fines collected for violation of the statute should be paid to the Society. Certainly 
this shows no legislative intent to legalize deception of the public, which was not 
then a matter of federal administrative concern. Of course, the later bills designed 
to limit and eventually to end the limited exception from prosecution contained in 
the 1910 Act naturally would have less scope than the original Act, and the legislative 
discussions and committee reports show nothing else. I think the opinion confuses 
two separate problems, viz., “legal uses of the symbol” as against the society and the 
United States permitted by the special legislation of 1910 with deception of the con- 
suming public prohibited by the broad regulatory Act of 1938. Hence I think we 
lack power to set aside the remedy here chosen by the Commission. 
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BEST FOODS, INC. v. GENERAL MILLS, INC. 
District Court, D. Delaware 
March 2, 1945 


TRADE-MAKRS—RIGHT TO SUE—SECONDARY MEANING. 
In order to show secondary meaning plaintiff need not show that the public knows the 
identity of a particular manufacturer. 
Action for unfair competition ; reargument of previous motion to strike portions 
of answer. Motion granted in part and denied in part. 


George I. Haight, Haight, Goldstein & Hobbs, William T. Woodson, Rogers, 
Woodson & Rogers, and James M. Best, C. A. Southerland and Southerland, 
Berl and Potter, for plaintiffs. 

H. D. Nims, Nims & Verdi, Vermont Hatch, J. Adam Murphy, White & Chase, 
and Percy E. Williamson, Jr., Frank J. Morley, Aaron Finger and Fichards, 
Layton & Finger, for defendant. 


Leany, D. J.: 


1. A considerable portion of defendant’s reargument was directed against plain- 
tiffs’ right to sue because of an absence of a sufficient property right. To support 
this conclusion defendant relies upon the Delaware cases of Coca-Cola Co. v. Nehi 
Corporation, 36 A. (2d) 156 [34 T.-M. Rep. 136]; Standard Oilshares, Inc. v. 
Standard Oil Group, Inc., 17 Del. Ch. 113; American Radio Stores, Inc. v. 
American Radio & Television Stores Corporation, 17 Del. Ch. 127 [20 T.-M. Rep. 
429]. Plaintiffs’ right to sue and whether defendant’s conduct constitutes unfair 
competition must be answered by the local law. Gum, Inc. v. Gumakers of America, 
Inc., 136 F. (2d) 957 [33 T.-M. Rep. 381]. There is no Delaware case which 
specifically decides the point involved here; but the Delaware law is consistent with 
the general law of unfair competition as announced in the federal case.’ The par- 
ticular question of plaintiffs’ right to sue would be relevant on a motion for summary 
judgment or on a motion to dismiss the complaint, but it has no relevancy to the 
matter now before me. 

2. A full reargument was had at the instance of defendant. Although recon- 
sideration has been given to the whole problem, the former opinion will be changed 
in only two particulars. Confusion has been interjected into the present case as a 
result of defendant’s refusal to accept certain allegations of the complaint. It is 
alleged in the complaint that the public understands “oats” to mean rolled oats, 
the breakfast cereal which when cooked is known as oatmeal. Now, this allegation 
at the present stage of the proceedings must be accepted as true, but to sustain 
their case plaintiffs must prove this allegation at the trial. If plaintiffs are success- 
ful in proving this allegation, many of the defenses are inappropriate. 


1. Since Delaware law is consistent with federal law, it is unnecessary to consider to what 
extent Erie R. Co. v. Tompkins requires the application of local law in these situations. But 
for an illuminating discussion of this problem see Zlinkoff, Erie v. Tompkins: In Relation to the 
Law of Trade-Marks and Unfair Competition (1942), 42 Col. L. Rev. 955, 947-90 [34 T.-M. 
Rep. 81, 99], Monopoly v. Competition, 53 Yale Law Journal 514, 542-549. 
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The briefs of the parties are quite controversial over my use of the term “second- 
ary meaning.” Defendant argues that the term is used only to mean source of 
product. After examination of what I think is the entire case law on “secondary 
meaning,” I concluded it must also have relation to certain characteristics of a 
product. Mr. Justice Holmes was the first to fix this idea. He said: “It [Coca- 
Cola] has acquired a secondary meaning in which perhaps the product is more 
emphasized than the producer but to which the producer is entitled.” (Italics 
mine.) Coca-Cola Co. v. Koke Co., 254 U. S. 143, 146. At best, the term “second- 
ary meaning” is an ambiguous one. Common knowledge tells us that public prob- 
ably does not know who manufactures a particular product in many cases, but it 
knows that particular products of certain characteristics come from certain un- 
defined sources. Where the public emphasis is on the product, regardless of its 
source, I can find no rational reason why courts should not protect the manufac- 
turers of such products. What I mean by “secondary meaning” in the case at 
bar is that it must be shown that the public has come to understand that the word 
“oats” means a food made entirely of whole grain oats by the rolling process which 
when cooked is known as oatmeal ; and if such be the fact, it is irrelevant that the 
public does not associate the product with any certain or defined source. The reason 
that source, though undefined, must be established is that property interest is a 
prerequisite to the successful maintenance of an action. 

In short, to establish “secondary meaning”’ plaintiffs need not show that the public 
knew the identity of the particular manufacturers of “oats.” Harvey v. American 
Coal Company, 50 F. (2d) 832 [21 T.-M. Rep. 495], supports this position. 
There, defendants, who had no coal mined from the Pocahontas coal field, were ad- 
vertising their coal product as “Pocahontas” coal. This coal had special qualities.’ 
Defendants untruthful use of the name of plaintiff's product—“‘Pocahontas” coal 
—was enjoined by the court. In substance, the court told the defendants: “If you 
advertise your coal as Pocahontas coal, it must be Pocahontas coal, or you are 
guilty of actionable unfair competition against the producers of real Pocahontas 
coal.” So here, if the theory of plaintiffs’ complaint is proved, defendant can not 
use the word “oats” unless it is used to describe food for human consumption made 
entirely of whole grain oats by the rolling process and which when cooked is known 
as oatmeal. I accordingly decline to alter the former opinion in its essential features. 

3. I shall, however, permit the fourth defense to stand against the motion to 
strike. That defense claims the words oats and oatmeal are in the public domain. 
This is a direct denial of the dominant allegation of the complaint and could, of 
course, be proved under the first two defenses. Nevertheless, I shall not order the 
defense stricken as I think it is within the spirit of the new Rules to permit a de- 
fendant to set forth specifically matters which could be proved under a general 


2. Potential buyers were obviously interested primarily in the special qualities of “Poca- 
hontas” coal, rather than the identity of the particular manufacturer or manufacturers of it. 
Manufacturers, who advertised their coal as “Pocahontas” coal when it did not possess its 
peculiar qualities injured plaintiff precisely because the public had come to associate certain 
qualities with the name “Pocahontas” coal. In other words, to label the product “Pocahontas” 
coal when it did not possess the peculiar qualities associated with that name would necessarily 
tend to dilute the good-will which the public associated with the name; and the good-will is 
bottomed on quality, not on a particular manufacturer or “source.” 
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denial. Thierfeld vy. Postman’s Fifth Avenue Corporation, 37 F. Supp. 958 [36 
T.-M. Rep. 128]. There is also included in the fourth defense an allegation that 
plaintiffs, in applying for registration of trade-marks of words and symbols used in 
connection with the words oats and oatmeal, have expressly disclaimed any exclu- 
sive rights in them apart from such trade-marks. The complaint makes no incon- 
sistent contention, but as it will not unduly complicate the issues or tend to make 
the lawsuit unmanageable, I shall also permit this portion of the defense to stand. 

4. The former opinion contains an obvious error. I permitted a portion of the 
seventh defense to stand on the theory that it was germane to the issues. This was 
an inadvertence and, as all of the seventh defense is not germane, it should be 
stricken. I shall, however, reverse my former position and permit the sixth defense 
to stand against the motion to strike. As I have pointed out, the theory of the com- 
plaint is that “oats” means a food made entirely of whole grain oats by the rolling 
process which when cooked is known as oatmeal. The sixth defense alleges that 
one of the plaintiffs sells “Quaker Oaties” and that this is not “‘a food made entirely 
of whole grain oats by the rolling process which when cooked is known as ‘oat- 
meal.’”” Defendant argues that plaintiffs are accordingly estopped of complaining 
of defendant’s acts with relation to its methods of marketing “Cheerioats.”” While 
this contention may not be a good defense on this theory, as I indicated in the former 
opinion, there is, nevertheless, another theory upon which I shall allow the defense 
to stand against the motion to strike. This defense is a direct denial of the funda- 
mental theory of plaintiff's case. If “Quaker Oaties” is not a food made entirely 
of whole grain oats by the rolling process which when cooked is known as “oatmeal,” 
then the word “oats” may not have the “secondary meaning” which plaintiffs claim 
for it. The matter alleged in this defense could, of course, be proved under the 
first two defenses but, as I have pointed out above, a defense should not be stricken 
even though it sets forth specifically matters which could be proved under a general 
denial. See, Thierfeld v. Postman’s Fifth Avenue Corporation, supra. 

Let orders be submitted. 





OLD CHARTER DISTILLERY COMPANY, INC. v. CONTINENTAL 
DISTILLING CORPORATION 


District Court, D. Delaware 
March 23, 1945 


Suit Unpber R. S. 4915—PLEADING AND PRACTICE. 
Where prior suit is pending between the same parties in another circuit instant action 
should be stayed; simultaneous filing of action under R. S. 4915 in two different circuits. 
Asher Blum and Mock & Blum and Joseph Handler, for plaintiff. 
Leonard L. Kalish and Ivan Culbertson, for defendant. 


On November 22, 1943, plaintiff, proceeding under 35 U. S. C. A. Sections 63 
and 72a, filed an R. S. Section 4915 action in the United States District Court for 
the District of Columbia (herein called the “Columbia” action) against the Hon. 
Conway P. Coe, Commissioner of Patents, and defendant, a Delaware corporation. 
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The action involved plaintiff’s right to its trade-mark registration No. 321,823 
issued on February 19, 1935, on the mark “Old Charter” for whiskey. A prior can- 
cellation proceeding under 15 U. S. C. A. Section 93 had been brought by defendant 
with reliance on defendant’s prior registration No. 311,038 issued on March 13, 
1934, on the mark “Charter Oak,” also for whiskey. On September 14, 1942, the 
Examiner of Interferences awarded priority to defendant and recommended can- 
cellation of plaintiff's junior registration No. 321,823. On July 16, 1943, the Com- 
missioner affirmed (58 U. S. P. Q. 490). In the Patent Office proceedings the 
question in issue was that of priority of adoption and use. 

In the ‘‘Columbia”’ action, the Commissioner was served in the District of Colum- 
bia. Defendant (being a Delaware corporation) was served on December 28, 1943, 
by having the Marshal for the District of Delaware serve a copy of the summons 
and complaint upon defendant’s corporate resident agent at Wilmington, Del. 

On January 7, 1944, plaintiff instituted under R. S. Section 4915 the present 
action in the District of Delaware, where defendant is resident. In this action 
plaintiff likewise seeks an adjudication as to its registration on the mark “Old 
Charter” by claiming that this “court has jurisdiction under the provisions of the 
Trade-Mark Act of February 20, 1905, 15 U. S. C. A. Section 81 et seq., as this 
is an action to prevent the cancellation of plaintiff’s Certificate of Trade-Mark 
Registration No. 321,823.” 

On February 16, 1944, defendant filed in the Columbia action a motion to quash 
the summons and complaint based upon five grounds, viz. (1) 35 U.S. C. A. Sec- 
tion 72a is inapplicable because the Commissioner of Patents is not “an adverse 
party” ; (2) the court did not have jurisdiction over defendant, as it was a Delaware 
corporation and did no business in the District of Columbia; (3) as defendant had 
initiated the cancellation proceedings, upon which the complaint is based, and had 
been awarded priority for its mark in the inter partes cancellation proceedings in 
the Patent Office, defendant was an indispensable “opposing party” to the action 
brought under R. S. Section 4915; (4) there is no statutory authority for the main- 
tenance of the action by a dissatisfied registrant in a cancellation proceedings ; and 
(5) the attempted service on defendant was ineffective and the complaint should 
be dismissed for want of venue-jurisdiction and the complaint should be dismissed as 
to the Commissioner of Patents because of the absence of an indispensable party 
and because R. S. Section 4915 does not apply to a dissatisfied registrant in a trade- 
mark cancellation proceeding. On November 13, 1944, the U. S. District Court 
for the District of Columbia denied defendant’s motions to quash and to dismiss ; 
that court decided it had full jurisdiction over defendant and the Commissioner of 
Patents and the subject matter." On December 7, 1944, defendant herein filed its 


1. The formal order entered on January 4, 1945 by Judge O’Donoghue recites: 

“The defendant, Continental Distilling Corporation, having moved to quash the service 
of the process of this Court upon it, and having also moved to dismiss the complaint herein, 
and counsel for plaintiff and for the defendants having been duly heard on said motions on 
November 6, 1944. 

“Now then, it is Ordered as follows: 

“1) Said motions and each of them are herewith denied. 

“2) The defendants shall file their answers to the complaint herein within twenty 
(20) days after the entry of this Order, unless said time is extended by stipulation or by 
Order of the Court.” 








counterclaim and sought (a) a preliminary injunction to enjoin further prosecution 
of the earlier action pending in the U. S. District Court for the District of Columbia 
and (b) declaratory judgment by this court (under 28 U. S. C. A. Section 400) to 
adjudicate the controversy presented by the complaint filed here. 

Earlier in the present proceedings, on May 1, 1944, defendant had filed a motion 
to dismiss the complaint but said motion was never brought on for hearing by the 
parties. On December 26, 1944, plaintiff herein filed its motion to dismiss de- 
fendant’s counterclaim or “To stay all proceedings herein until final determination of 
the action brought by plaintiff herein against defendant herein and Honorable Con- 
way P. Coe, as Commissioner of Patents, in the U. S. District Court for the District 
of Columbia.” 

Argument heard on defendant’s motion for preliminary injunction to restrain 
the pending action in the U. S. District Court for the District of Columbia, on the 
pleadings, affidavits and exhibits, etc. After argument, counsel were permited to 
submit on briefs the question of defendant’s motion to dismiss the complaint. 


Leany, D. J.: 


Defendant seeks to have plaintiff enjoined from prosecuting the “Columbia” 
action because defendant is not subject to the jurisdiction of the United States Dis- 
trict Court for the District of Columbia, and if said suit is permitted to proceed 
“there is a threat that it will be deprived of its property without due process.”” De- 
fendant contends the real controversy between the parties could be more equitably 
determined in this court under the doctrine of forum non conveniens. It is tacitly 
conceded that “‘Old Charter” is not sold by plaintiff, nor does plaintiff's name appear 
on the labels. 
sells “Old Charter” ; that company is a subsidiary owned and controlled by Schenley 
Distillers Corporation, a Delaware corporation. Defendant has instituted an inde- 
pendent action in this court under 15 U. S. C. A. Section 99 against Schenley seeking 
to enjoin that company from infringement of defendant’s mark “Charter Oak” and 
for an accounting and profits. Schenley has moved to dismiss the complaint in that 
action, but the motion has not come on for argument. In short, defendant in the 
case at bar seeks to enjoin the further prosecution of the “Columbia” action, proceed 
with the instant case by bringing in Schenley under Rule 13(h) of the Rules of 
Civil Procedure, 28 U. S. C., as a third-party plaintiff to answer defendant’s charge 
of infringement, or to consolidate the case at bar with Civil Action 498, Continental 
Distilling Corporation v. Schenley Distillers Corporation, for trial, or to dismiss the 


complaint. 


1. The “Columbia” action was commenced November 22, 1943, and defendant 
was served on December 28, 1943, prior to the filing of the complaint herein on 
January 7, 1944. Obviously faced with a statute of limitation problem, counsel 
commenced the present action as a precautionary step, in case the United States 
District Court or the Court of Appeals of the District of Columbia or the Supreme 
Court decided there was no jurisdiction over defendant. After hearing substantially 
the same points urged here in support of defendant’s motion to dismiss the com- 
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Bernheim Distilling Company, a Kentucky corporation, bettles and 
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plaint,’ the District Court in the “Columbia” action has ruled that it has jurisdiction 
over defendant* and the subject matter of the controversy between the parties. It is 
the court first acquiring jurisdiction and it is entitled to maintain that jurisdiction 
until it makes final adjudication of the matters for determination. Milwaukee Gas 
Specialty Co. v. Mercoid Corporation, 104 F. (2d) 589, 592. In fact that court 
has power to enjoin defendant from prosecuting its present motion for preliminary 
injunction or proceeding with its counterclaim in this court. Crosley Corporation 
v. Westinghouse Electric & Mfg. Co., 130 F. (2d) 474. National Fruit Product 
Co., Inc. v. Dwinell-Wright Co., 42 F. Supp. 1016 [32 T.-M. Rep. 114, 516]. Jn re 
Georgia Power Co., 89 F. (2d) 218. Assuming without deciding that this court 
and the United States District Court for the District of Columbia are courts of 
coordinate jurisdiction to review the cancellation of plaintiff’s mark, any conflict 
over jurisdiction may be avoided by deferring proceedings in this, the second action, 
until the termination of the “Columbia” action now pending. Lockhart v. Mercer 
Tube & Mfg. Co., 53 F. Supp. 301. The District of Columbia court having decided 
it had jurisdiction over defendant, clearly defendant is now an adverse party in that 
proceeding ; and some support may be found in Alexandrine v. Coe, 63 App. D. C. 
227,71 F. (2d) 348 [24 T.-M. Rep. 320], that the Commissioner is likewise an 
adverse party. 

In the event that we should ever hold plaintiff's mark was properly cancelled by 
the Commissioner, there is point to defendant’s bringing in Schenley in order that 
the issue of infringement might be determined. Whether Bernheim and Schenley 
should be made parties to the “Columbia” action is a matter which lies within the 
exclusive province of the District of Columbia court or the stipulations of the 
parties.* However, if plaintiff is successful in preventing the Commissioner from 
cancelling its mark for “Old Charter,” defendant’s charge of infringement may lose 
its significance. 

We prefer at this time not to pass on defendant’s contentions, in support of its 
motion to dismiss, that this court lacks jurisdiction over the controversy. We also 
refrain from determining plaintiff’s motion to dismiss defendant’s counterclaim. 
Rulings in either of these matters would precipitate a further appeal to the Circuit 
Court for this Circuit. The litigation here and in the District of Columbia would, 
indeed, become snarled. 

4. Defendant’s contention that this court is the court of greatest convenience for 
the parties has been examined and carefully considered. But there is nothing to be 
gained by elaborating this point. Plaintiff, by commencing the “Columbia” action, 


2. After the argument on defendant’s motion for preliminary injunction to restrain the 
further prosecution of the “Columbia” action, counsel were granted leave to file briefs in sup- 
port of and in opposition to defendant’s motion to dismiss the complaint. The points raised were 
substantially similar to those argued before the District Court in the “Columbia” action. 

3. See n. 1, supra. 

4. Concededly, Bernheim Distilling Company bottles and sells “Old Charter” branded whiskey 
and Bernheim’s name appears upon the labels. From this, defendant argues that plaintiff is not 
the real party in interest and the complaint should be dismissed, as no suit may be maintained 
under R. S. Section 4915 by one who admittedly does not market the goods bearing the trade- 
mark in controversy as a trade-mark cannot exist as a mere appurtenant to a business; in short, 
defendant contends plaintiff can only have a trade-mark right in “Old Charter” if it sells “Old 
Charter” whiskey and the public associates “Old Charter” branded whiskey with plantiff. 
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has selected what it considers to be the proper forum for the protection of its property 
right. The exercise of such selection should not, it seems to us, be subordinated by 
the application of the doctrine of forum non conveniens in favor of defendant under 
the circumstances presented here. It is appropriate that a stay of the case at bar 
should be granted, with the right reserved to each of the parties to make a renewal 
of their present motions or to file additional applications in the event the complexion 
of the litigation in the United States District Court for the District of Columbia 
changes in any material respect. 

For present purposes a stay of this action is required. The motion for a pre- 
liminary injunction is denied. Let an order be submitted. 





SAN FRANCISCO ASSOCIATION FOR THE BLIND v, INDUSTRIAL 
AID FOR THE BLIND, INC. 


District Court, E. D. Missouri, E. Div. 
February 13, 1945 


TRADE-MARKS—V ALIDITY—DESCRIPTIVE TERM. 


“Blindcraft” is generic term not conveying particular origin or ownership of product. 
TRADE-MARKS—TERRITORIAL LIMITATIONS. 


Where plaintiff has used “Blindcraft” only in California and other Western States he may 
not enjoin defendant’s innocent use of the same mark for fourteen years in Missouri. 


Action for trade-mark infringement and unfair competition. Complaint dis- 
missed. 


Joun H. Cassipy (CHar.es S. Evans and Hucu N. Orr of counsel) for plaintiff. 
Erters & SCHAUMBERG and ALBERT CHANDLER for defendant. 


Huten, D. J.: 


By this action plaintiff seeks to restrain defendant from infringement of plain- 
tiff’s alleged trade-mark “‘Blindcraft,” and from unfair competition. Plaintiff is 
organized under the laws of the State of California, and has its place of business in 
the City of San Francisco. It is engaged in the business of manufacturing and sell- 
ing products, the handiwork of the blind. Defendant is organized under the laws of 
the State of Missouri, and is engaged in administering aid to the blind in the City 
of St. Louis and vicinity by providing facilities for the blind to manufacture and sell 
commodities. 

In 1916 plaintiff started to use “Blindcraft” as a trade-mark, in designating its 
business, factory, and on labels attached to its product. Its products now consist of 
“reed and rattan furniture including chairs, settees, tables, jardinieres, lamp bases, 
standards and pedestals, lamp shades, couches, stands, smoking sets, shoe stands, 
hat racks, fern boxes and stools ; also trays and baskets made of reed, rattan, hemp, 
wicker or grass ; rugs and mats woven, knitted or sewn together and made of cotton, 
wool, grass, or hemp; brooms, brushes, dusters and mops; and many other similar 
products.” Plaintiff registered the trade-mark on four different occasions between 
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January 5, 1926, and February 12, 1929. The registrations make no reference to 
the blind and use of the mark to label their products. In 1923 George Pollard was 
superintendent of a shop conducted (subsidized) by the Missouri Commission for 
the Blind in St. Joseph, Missouri, and without knowledge of plaintiff’s use of the 
term, originated the practice of referring to the shop supervised by him as “Blind- 
Craft.” By 1927-28, the Missouri Commission for the Blind was using the mark to 
label articles produced by the blind under its supervision and in shops subsidized by 
it in Missouri. Between 1923 and 1927-28, the Missouri Commission for the Blind 
substituted the letter “k” for “c” in the word craft. Defendant corporation was 
organized in 1934 and use of the mark “Blind-Kraft” was then transferred to it by 
the Missouri Commission for the Blind and has been continually used by it ever 
since, on labels attached to the products of the blind, manufactured and sold under 
its supervision. There has been no interruption in the use of the mark in Missouri 
since it was originated in the St. Joseph shop in 1923. 

Plaintiff’s knowledge of defendant’s use of “Blind-Kraft” was received in 1939- 
40 during the Golden Gate Exposition in San Francisco when people from Missouri 
visited the plaintiff’s exhibit and informed the parties in charge that “they had a 
‘Blind-Kraft’ in Missouri.” (See testimony of Mrs. Ruth A. Quinan.) There is 
no other evidence that the sale of products of the blind by plaintiff and defendant 
have ever come in competition. 

Plaintiff’s place of business is in San Francisco. The deposition of Charles S. 
Evans was offered in evidence by the plaintiff. Mr. Evans is a “patent lawyer with 
offices in” San Francisco and has represented plaintiff in “trade-mark registrations 
and various matters of infringement.” Mr. Evans testified that “when infringing 
use of the St. Louis Industrial Aid for the Blind, Inc., was brought to my attention, 
it was obvious it would be necessary to establish the wide distribution of my client’s 
goods with the trade-mark used thereon.” Certain memoranda of plaintiff’s business 
were prepared at the request of this attorney, with the object of establishing “the 
wide distribution of” plaintiff’s goods. 

Three exhibits were offered, showing shipments of plaintiff’s products. They 
are of interest more because of what they do not show than what they do show. 
Plaintiff’s Exhibit 29 is a list of points to which shipments were made by plaintiff in 
1926. This exhibit shows a shipment or shipments to Kansas City and Butler in 
the State of Missouri. Exhibit 30 is a list of individuals to whom shipments were 
made “‘to states east of Nevada from 1926 to 1932, inclusive.” (The two shipments 
to Missouri shown in Exhibit 29 do not appear in this exhibit.) This exhibit, while 
showing that plaintiff did make eighty-four shipments of its products over a period 
of six years east of the State of Nevada, fails to show a single shipment into the State 
of Missouri, only ten shipments into the State of Kansas in six years, and two ship- 
ments into the State of Illinois in six years. Plaintiff’s Exhibit 3la is a summary 
“showing number of purchases shipped by Blindcraft to Missouri and neighboring 
states February—September, 1939.” This was during the San Francisco Exposi- 
tion. Whether the sales originated from plaintiff’s exhibit there does not appear. 
According to this exhibit there were thirty-three shipments made into the State of 
Missouri during this period. The record contains no explanation of this method of 
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showing “widespread distribution” of plaintiff’s products, prepared at the instigation 
of plaintiff’s attorney for use in this litigation. These exhbits are further of interest 
in that they fail to show what any shipment contained. Further proof of this phase 
of the case consists of depositions by C. Ed Hansen and Thomas C. Belton. Mr. 
Hansen is a hardware jobber located in San Francisco. Mr. Belton is a Depart- 
ment Manager for Baker and Hamilton of San Francisco. Mr. Hansen testified 
that sale of plaintiff’s products through the institution represented by him extended 
‘into eight western states.” Asked if the products of plaintiff sold through the 
jobbing house with which he was connected “go into territory in or bordering 
Missouri?” the witness stated he did not know, but that they did sell in the States of 
“Colorado, Wyoming, Nevada, Texas, Arizona, Washington, Oregon, Idaho, Utah, 
and California.” Mr. Belton testified that sales of plaintiff's products by the insti- 
tution represented by him were to dealers in “Oregon, Washington and Nevada.” 
He could not say if any of the products were shipped into the State of Missouri or 
neighboring territory. 

There is no evidence that the plaintiff ever sold in Missouri or in the central west 
a single product of the character and kind produced by the blind and sold under the 
direction and supervision of the defendant. Plaintiff’s business during the year 
1943 (the record does not show of what it consisted) grossed approximately $200,- 
000, and during the past twenty years has averaged $150,000 gross per year. De- 
fendant’s business was estimated at approximately $230,000 gross a year. 

The defense, as the case was tried and now presented, is twofold: First, that 
“Blind Craft” or “Blind Kraft” is a descriptive and generic term and plaintiff can 
acquire no right to its exclusive use, and second, that defendant was the earlier user 
of “Blind-Kraft” in Missouri, and surrounding states, and defendant’s products 
do not compete with plaintiff’s products. 

I. Does the plaintiff have a valid trade-mark in “Blindcraft” ? Or does the word 
“Blindcraft” fall under the classification of a descriptive term; is it a generic term; 
and therefore not the subject of monopoly by plaintiff ? 

By the terms of the statute, “no mark which consists merely in . . . words or 
devices which are descriptive of the goods with which they are used, or of the 
character or quality of such goods . . . shall be registered under the terms of this 
subdivision of this chapter.” 15 U. S. C. A. Section 85(b). 

We approach a decision of the question here presented, mindful that due effect 
should be given to plaintiff’s registration of the mark in question. Such registra- 
tions, however, appear to be procedural and not substantive. Pennzoil Co. v. Crown 
Central Petroleum Corporation, 50 F. Supp. 891, 898 [33 T.-M. Rep. 440]. The 
adoption of a trade-mark does not establish its validity. The right to a trade-mark 
must grow out of its use. This right has exceptions. One is stated in the case of 


Parker Pen Co. v. Finstone, 7 F. (2d) 753, 755 [15 T.-M. Rep. 524]: 


If a given mark is common to the trade when it is sought to adopt it as a trade-mark, 
it is obvious that it can never become a valid trade-mark. If a given mark has been com- 
mon to a particular trade, it is manifest that by its adoption one cannot claim priority, 
which is fundamental on the question of exclusive appropriation. 
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The purpose behind the protection of the adoption and use of trade-marks is to 
protect the owners and users in their respective lines of public relations and to safe- 
guard the consumer by preventing the products of some one else being palmed off 
on him under a like or similar mark. McGraw-Hill Publishing Company v. 
American Aviation Associates, 73 App. D. C. 131, 117 F. (2d) 293 [36 T.-M. Rep. 
150]. Soa trade-mark, to be protected as such, in the class of cases now before this 
Court, is usually one which not only designates, but distinguishes the particular 
goods owned and sold by indicating origin or ownership. Another exception, the 
rule on adoption of descriptive words, is as follows: 


A descriptive word used in its primary sense does not do this and a manufacturer has 
no right to the exclusive use of any such word which has no relation to the origin and 
ownership of goods. Delaware & Hudson Canal Co. v. Clark, 13 Wall. 311. A word 
descriptive of the goods, or some feature or function of them, is not available as a trade- 
mark. Nims, 3d Ed. Folmer Graflex Corporation v. Graphic Photo Service, 44 F. Supp. 
429, 432 [32 T.-M. Rep. 280]. 


An examination of decisions of the appellate courts in trade-mark cases does not 
show a clear line of demarcation by which general rules can be applied to a particular 
case, with the result that a mark either stands or falls as legal and subject to protec- 
tion from infringement, but rather that decision in each case must be based upon the 
particular facts presented. 

In the case of Delaware & Hudson Canal Co. v. Clark, 80 U. S. 311, 324, the 
Supreme Court had under consideration the words “Lackawanna Coal.” In hold- 
ing that no one could apply the name of a district or country to a well known article 
of commerce and obtain thereby such an exclusive right to the application as to 
prevent others of the same district or dealing in similar articles from truthfully using 
the same designation, the court said: 


And it is obvious that the same reasons which forbid the exclusive appropriation of 
generic names or of those merely descriptive of the article manufactured and which can be 
employed with truth by other manufacturers, apply with equal force to the appropriation 
of geographical names, designating districts of country. Their nature is such that they 
cannot point to the origin (personal origin) or ownership of the articles of trade to which 
they may be applied. They point only at the place of production, not to the producer, and 
couldt they be appropriated exclusively, the appropriation would result in mischievous 
monopolies. 

* * + 


It would greatly embarrass trade, and secure exclusive rights to individuals in that 
which is the common right to many. It can be permitted only when the reasons that lie 
at the foundation of the protection given to trade . . . marks are entirely overlooked. 

e 2 


True it may be that the use by a second producer, in describing truthfully his product, 
of a name or a combination of words already in use by another, may have the effect of 
causing the public to mistake as to the origin or ownership of the product, but if it is just 
as true in its application to his goods as it is to those of another who first applied it, and 
who therefore claims an exclusive right to use it, there is no legal or moral wrong done. 
Purchasers may be mistaken, but they are not deceived by false representations, and equity 
will not enjoin against telling the truth. (Emphasis added.) 
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Of course, the term “Blindcraft” has no application to the name of a district or 
country, but blindcraft is just as common to workmanship of the blind wherever they 
may be as the geographical designation referred to in the coal case. Just as it is 
“the common right of many” who mine and sell coal from “Lackawanna” honestly 
so to represent, so also is it the universal common right of the blind to honestly 
designate their products as the work of the blind. That the term “Blindcraft” does, 
and nothing more. The principle announced by the Supreme Court in the Lacka- 
wanna case is even more pointedly stated in Continental Ins. Co. v. Continental Fire 
Ass'n, C. C., 96 F. 846, 848. 


The word “continental” is in general and prevalent use, and means pertaining to or 
characteristic of a continent. As applied to or designating an insurance company, it would 
be descriptive of the bounds within which such company carried on its business. The scope 
of the business carried on by many insurance companies is continental in extent. A term 
which can be truthfully used by many in the description of a business or occupation cannot 
be exclusively appropriated by any one of them. The word “continental” is a generic term, 
and it is not the policy of the law to permit the exclusive appropriation of words or terms 
which are generic; that is, which pertain to a class of related things, and which are of 
general application. The right to use such words should remain vested in the public. 
(Emphasis added. ) 


In citing these cases, where commercial institutions have attempted to monopolize 
a name indicating a place from which a product comes, which could with equal 
honesty be common to many others, we are attempting to call attention to the fact 
that “Blindcraft” on a label of a product indicates a class of people from which the 
product comes—a source common to many in the same sense that a geographical 
location may be common to many. Note the following language from the case of 
Van Camp Sea Food Co. v. Cohn-Hopkins, 56 F. (2d) 797, 798 [23 T.-M. Rep. 
370], where the mark “Chicken of the Sea” was held to be a purely descriptive title 
and in its primary sense not the subject of a valid trade-mark. 


It indicates the place from which the product comes, and to that extent is descriptive 
in the same sense that any geographical term is descriptive. It is peculiarly so as applied 
to a product coming from the sea. Certiorari denied 286 U. S. 561. 


In Connell v. Reed, 128 Mass. 477, it was held that the words “East Indian” in 
connection with the word ‘“‘remedy” placed upon bottles of medicine were not the 
subject of a trade-mark. That the rule now under discussion is not confined to 
geographical terms is indicated by the following cases : 

In American Brewing Company v. Bienville Brewery, 153 F. 615, 617, the word 
“Bohemian” was held not subject to monopoly as a trade-mark. The following 
observation of the Court might well be applied to the facts of the present case: 


I am of opinion from the evidence now submitted that the term “Bohemian” thus used 
does not point distinctly to the origin, manufacture, or ownership of the article on which it 
is stamped and to distinguish it from like articles manufactured by others, but that it is so 
placed to identify the class or quality of the article, and that it is not capable of becoming 
a valid trade-mark and cannot be sustained as such. (Emphasis added.) 


In Parker Pen Company v. Finstone, supra, the trade-mark consisted of a body 
shape and color combination of a fountain pen. The trade-mark was held invalid. 
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In Humphreys’ Specific Homeopathic Medicine Co. v. Wenz, 14 F. 250, 253, 
the Court held that “homeopathic specifics” standing alone could not be appropriated 
as a trade-mark. Note the language used, which again we observe is equally ap- 
plicable to the case under consideration : 


It cannot be successfully maintained that the words “homeopathic specifics,” standing 
alone, can be appropriated by any one as a trade-mark; they are too broad, and if allowed 
would give the taker a monopoly in a school of medicine which Hahnemann, its founder, 
threw open to all disciples. 

The name can no more be appropriated, and is no more property of Humphreys, than 
any other practitioner of the homeopathic system of therapeutics. 


The word “graphic” was held descriptive in the case of Folmer Graflex Cor- 
poration v. Graphic Photo Service, 44 F. Supp. 429 [32 T.-M. Rep. 280]. A like 
ruling was made in the case of Jn re Swan & Finch Co., 49 App. D. C. 94, 259 F. 990 
[9 T.-M. Rep 397], in considering the term “Textul.”” The words “College Humor’”’ 
were held invalid as a trade-mark in Collegiate World Pub. Co. v. Du Pont Pub. Co., 
14 F. (2d) 158 [16 T.-M. Rep. 543]. There the Court used practically the same 
language as was used by the Supreme Court in holding terms representative of 
geographical locations invalid as trade-marks. We quote from the Collegiate World 
Publishing Company case, page 161: 


A name that is merely descriptive of the qualities or composition of an article, and the 
primary meaning of which others may employ with equal truth, for the same purpose, 
cannot be monopolized as a trade-mark. Beckwith v. Commissioner of Patents, 252 U. S. 
538 [10 T.-M. Rep. 255] ; Warner vy. Lilly, 265 U. S. 526 [14 T.-M. Rep. 247] ; Standard 
Paint v. Trinidad, 220 U. S. 446 [1 T.-M. Rep. 10]; Elgin v. Illinois, 179 U. S. 665; 
Brown v. Meyer, 139 U. S. 540; Photoplay v. La Verne, 269 F. 730. (Emphasis added.) 


The term ‘“Photoplay” was held “purely descriptive of the art” and not a term 
that could be exclusively appropriated as a trade-mark in Photoplay Pub. Co. v. 
La Verne Pub. Co., Inc., et al., 269 F. 730 [10 T.-M. Rep. 102]. It was held in 
Warner Publication, Inc. v. Popular Publications, 87 F. (2d) 913, that the words 
“Ranch Romances” did not constitute a valid trade-mark. ‘Fashion Knit” as applied 
to knitted articles was held descriptive and not a valid trade-mark in the case of 
Franklin Knitting Mills, Inc. v. Fashionit Sweater Mills, Inc., 297 F. 247, 248 [14 
T.-M. Rep. 274], affirmed 4 F. (2d) 1018. Referring to the union of the word 
“fashion” and “knit,” the Court said that the words “being made up of two words of 
common use, necessarily carries over into their conjunction the meaning of each.” 

The misspelling of the word “craft” as used by the defendant in its mark “Blind- 
Kraft” does not, in our opinion, affect this case one way or the other. Chicago 
Pneumatic Tool Co. v. Black & Decker Mfg. Co., 39 F. (2d) 684 [20 T.-M. Rep. 
293]. 

The record in this case shows that the term “Blind Craft”? was used in Canada, 
Massachusetts, New York, Missouri, and California, in designating products of the 
blind. There is no evidence that either had knowledge of the use of the term by the 
other. There is evidence that the origin of the term “Blind-Kraft” in Missouri was 
wholly independent of its use by anyone else. Even in the State of California, as 
late as 1939, the ‘Industrial Home for the Blind in Oakland,” which we assume is 
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located in Oakland, across the Bay from San Francisco, started to use the term 
“Blindcraft.” Ina letter by Mr. Evans, attorney for the plaintiff in this case, to the 
Attorney General of the State of California, on January 7, 1939 (plaintiff’s Exhibit 
35a) counsel for the plaintiff stated: “It may be assumed that the adoption of this 
name by the state institutions was in ignorance of my client’s prior ownership. . . .” 
The use of a name “by another to truthfully describe his own product does not con- 
stitute a legal or moral wrong... .”” Warner & Co. v. Lilly & Co., 265 U. S. 526. 
Plaintiff cites the case of Henry Muhs Co. v. Farm Craft Foods, 37 F. Supp. 
1013, 1014 [31 T.-M. Rep. 164], in support of the legality of the mark here in ques- 
tion. In the Muhs case the District Court held “Farm Craft” the subject of a legal 
trade-mark. Neither of the parties to that case were operating farms, but were 
corporations—‘“in the business of packing, manufacturing and selling food products.” 
The holding of the Court is to the effect that “Farmcraft” is an arbitrary word: 


The validity of the term “Farmcraft” as a trade-mark is attacked as descriptive because 
both the words “Farm” and “Craft” are said to be general terms and available to the 
public. But the combination of two descriptive components into a single coined, arbitrary 
and fanciful word may be a perfectly valid, technical trade-mark. The term must be 
considered in its entirety. The word “Farmcraft” does not describe cheese nor any of the 
other products to which the plaintiff applies the term. At most it is a suggestive term. 


The word “craft” is not an uncommon one, whether standing alone, or as a 
suffix attached to another word. “Craft” defined by Webster in the New Inter- 
national Dictionary, Merriam Reference History Edition (1929), p. 523, has almost 
a dozen meanings. In the sense in which “craft” is used in this case, one of these 
meanings is applicable. The primary use of the word, a noun, is “art or skill; 
dexterity, as in some manual employment” and, immediately following in Webster’s 
definition of this meaning, as illustrative of further usage “an occupation or em- 
ployment requiring this (craft).”’ Webster further states that “craft” may be used 
as ‘‘a suffix denoting art, skill, trade; as in witchcraft, priestcraft, statecraft, water- 
craft, etc.” It is clear that “craft” employed as a suffix lends its own peculiar con- 
notations of skill and dexterity to the word with which it is joined. In each instance, 
in its primary sense, and as used in this case, the element which craft adds to the 
word preceding is skill or deftness in using or working with or upon, or employed 
in general relation to the subject to which the suffix is attached. 

The instantaneous effect which the word “Blindcraft” leaves is the suggestion of 
dexterity and skill of the blind as well as their handiwork itself. Research in 
psychology, as well as common observation, has disclosed that those who have lost 
their sight, or those in whom the sense has been impaired, have been compensated by 
an increased dexterity in using their hands.” The word “Blindcraft,” when con- 
trasted with other craft suffix words denoting skill in some field, the only distinction 


1. Thus, it is said in The Encyclopedia Americana (1903) Vol. 3, in the Article “Blind”; 
“The other senses of persons who have been blind for a long time become more exquisite, perhaps, 
because they are not subject to the distraction produced by the sight of so many objects. The 
blind, therefore, are often distinguished for a remarkable mental activity, and a wonderful 
development of the intellectual powers. Their touch and hearing, particularly, become very 
acute.” The article on “Education of the Blind” cites the handicrafts of chaircaning, hammock- 
making, broom-making, and carpet weaving as trades taught at one time or another in our 
schools for the blind. 
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would appear to lie in the unusually broad area covered by the word “Blind,” 1.e. 
“Blindcraft’”’ conveying the idea of the blind performing deftly at any of the various 
skills or trades to which their talents are applied. “Blindcraft,” therefore, contains 
within itself no inherent contrariety or inconsistency. It is a consistent, natural 
descriptive term identifying in a broad sense work of the blind. ‘Farmcraft,” 
on the other hand, is of a different nature. Webster, in defining “craft” under the 
term “trade” declares, in comparing “craft” with other synonyms, that “Craft”— 
“denotes esp. a trade requiring skilled workmanship, as a carpenter, bricklayer, 
blacksmith (not farmer, gardener)” (parentheses are Webster’s). “Farmcraft”’ is 
artificial, not descriptive, as the District Court found—a tie of two entirely different 
words which have no natural but only a forced association. Compare “Factory 
Craft,” “City-Craft,” “Desert Craft,” et cetera. In reference to the law of trade- 
marks, this conflict is not a handicap, but quite the contrary. In the case of “Blind- 
craft,” the very natural blending of the terms is a factor fatal to its right to exclu- 
sive trade-mark use, in its primary sense. It is too broad a term to permit of 
monopoly. 

It may be contended that “Blindcraft’”’ symbolizes essentially the work or con- 
trivances of the blind rather than the skill with which such work is produced, and 
therefore since such goods cannot be blind, that “Blindcraft” is inconsistent from 
the standpoint of word structure, and is therefore fanciful and entitled to protection 
as in the “Farmcraft” case. However, as has been mentioned, Webster defines 
“craft” in the primary use of the word in the sense of manual skill and dexterity, 
whereas “craft” in the sense of work produced is a secondary meaning. The parties 
to this case are using the word “craft” in its primary and usual meaning. Neither 
of plaintiff’s registrations and many of its ads and labels do not make any other 
reference to the fact that plaintiff’s products are work of the blind—depending on 
the mark solely to so inform the public. Goods made by the blind, placed on the 
shelf, are indistinguishable, on casual glance, from goods made by those with sight. 
Just as “handmade” denotes a certain excellence, ordinarily, above that of manufac- 
tured goods, the word “Blindcraft” distinguishes the goods to which it is attached by 
imparting the association of the skill, in spite of handicap, of their maker. Also 
many people, no doubt, buy goods marked “Blindcraft” because the goods are made 
by the blind, and the charitable motive in such an instance would predominate. 
Plaintiff, in most instances, does not include any additional words on its labels to 
convey the meaning that the article is the work of the blind. “Blind (person’s) 
craft,” in the sense used by plaintiff and defendant, would universally and commonly 
mean to the public generally that which is produced by the blind, and in view of this 
there is no conflict between the two terms as in “Farmcraft.”’ The word or words 
“Blindcraft” as applied to products of the blind is a generic term. It applies to a 
class, related things, a group national in scope and confined to no locality. No blind 
person should be deprived of its use to truthfully inscribe his products. To grant 
a monopoly to any one group of the blind, in their use, in putting their products 
before the public would be unfair to other blind groups. ‘“Blindcraft” or “Blind- 
Kraft” is synonymous with craftsmanship of the blind. The marks used by plaintiff 
and defendant, when used and applied as shown by the facts in this case, can mean 
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but one thing, that the article to which the mark is applied is the product of the blind. 
Any prospective purchaser of the products of the institutions operated by either 
plaintiff or defendant, on seeing the word “Blindcraft” or “Blind-Kraft” would con- 
clude, without more information, that the article was the work of the blind. The 
mark would not convey a particular origin as to ownership or product, but a common 
origin from a class, a class unfortunately common to every section and state in the 
Union. The words “Blindcraft” or “Blind-Kraft” could in honesty be applied by 
any blind person in any locality in designating his handiwork. “Blindcraft” is not 
the subject of monopoly as a trade-mark when used in its primary sense. There is 
no evidence in this case that ““Blindcraft” as used by the plaintiff has taken on a 
secondary meaning. Plaintiff had the burden to prove that the mark used by them 
had taken on a secondary meaning. Kellogg Toasted Corn Flake Co. v. Quaker 
Oats Co., 6 Cir., 1916, 235 F. 657. 

II. The law governing defendant’s second position, as we understand it, is stated 
in the case of Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1, 6, as follows: 


The owner’s right to have his trade-mark protected is coextensive only with the terri- 
tory throughout which it is known and from which it has drawn its trade. He is not 
entitled to protection in advance of the extension of his trade. It must be constantly borne 
in mind that the mark in the abstract is of no significance, but is auxiliary to and inseparable 
from the good-will of its possessor, and it exists only as an incident of the business in which 
it was acquired and with which it remains identified. As between conflicting claimants to 
the right to use of name or mark, priority of appropriations implies more than priority in 
employment of the mark. Jt means that he who first employed the mark in a particular 
market has the better right in that market. A subsequent user and appropriator who has 
in good faith adopted and used the mark in territory into which goods of the first appro- 
priator have not been used or sold, is entitled to protection against the first appropriator 
of the mark. (Emphasis added.) 


Also applicable to defendant’s claim is the rule found in the opinion of the 
Supreme Court in the case of Hanover Star Milling Co. v. Metcalf, 240 U. S. 403: 


In the ordinary case of parties competing under the same mark in the same market, 
it is correct to say that prior appropriation settles the question. But where two parties 
independently are employing the same mark upon goods of the same class, but in separate 
markets wholly remote the one from the other, the question of prior appropriation is 
legal insignificant; unless, at least, it appear that the second adopter has selected the mark 
with some design inimical to the interests of the first user, such as to take the benefit of the 
reputation of his goods, to forestall the extension of his trade, or the like. (Emphasis 
added. ) 


To the same effect is the ruling of the Circuit Court of Appeals for the Eighth 
Circuit. See Sweet Sixteen Co. v. Sweet “16” Shop, 15 F. (2d) 920, 923 [17 
T.-M. Rep. 171]. 


.... the general rule is that, while the first appropriator and user of a trade-mark owns 
such mark and is entitled to protection by the courts in the use thereof, against subsequent 
users on the same class of goods, such protection will not be afforded as against a sub- 
sequent user and appropriator, who in good faith adopts and uses the mark in territory 
into which the goods of the first appropriator have not penetrated and have not been used 
or sold. (Emphasis added.) 
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“That the right to protection in the exclusive use of a trade-mark extends only to those 
markets where the trader’s goods have become known and identified by his use of the 
Ms case 


“Blindcraft” under the facts of this case would not be classed as a technical 
trade-mark. As we view the record in this case, there is no dispute as to the use 
made by the parties of the words “Blind Craft” or “Blind-Kraft.” Although de- 
fendant and its predecessors or assignors have been using the mark in Missouri 
since 1923, there has been no conflict in the sale of plaintiff’s and defendant’s 
products. Plaintiff admittedly obtained its information of the use of the mark by 
defendant, not through trade channels, but at the exposition in San Francisco in 
1939-40. As we view the evidence, each of the parties was using the mark in the 
respective territories served by them during the period referred to and neither party 
was using the mark in the market of the other. Plaintiff’s witness, Mrs. Quinan, 
President and General Manager of the San Francisco Association for the Blind, 
being asked, “Do you know of any confusion which has arisen by the use of the 
defendant, Industrial Aid for the Blind, Inc., of the label bearing the mark ‘“Blind- 
Kraft ?,” related the experience at the Golden Gate Exposition and gave no instance 
of any other or further confusion in the use of the mark by plaintiff and defendant. 

There is evidence of plaintiff having made some shipments into Missouri and 
surrounding states, but it is meager and not substantial. There is no evidence of 
plaintiff having met competition from defendant in Missouri or surrounding states. 
It is our opinion that a proper deduction from the evidence offered as to shipment 
by plaintiff of its products into Missouri and surrounding territory that while it 
may have operated to some degree in the territory of the defendant, yet on this 
record we must find that neither the plaintiff nor defendant to any substantial degree 
invaded the other’s commercial or market territory. Plaintiff does not challenge the 
good faith of defendant, its predecessors or assigns, in their adoption of the mark. 
The mark having been used in Missouri in connection with the products of blind 
workers for some fourteen years, innocent of plaintiff's use of the mark in the 
western states, this use must have established some reputation in Missouri. This 
is indicated by visitors to the Golden Gate Exposition, on seeing plaintiff’s exhibit, 
declaring “they had a Blind-Kraft in the State of Missouri.” To enjoin defendant 
from further use of the mark in Missouri, assuming that plaintiff would invade in a 
substantial way the Missouri territory, would permit the plaintiff to preempt the 
good-will of defendant built up in Missouri and the territory served by the defendant, 
in the mark. In Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149], the Supreme Court said: 


That property in a trade-mark is not limited in its enjoyment by territorial bounds, but 
may be asserted and protected wherever the law affords a remedy for wrongs, is true in a 
limited sense. Into whatever markets the use of a trade-mark has extended, or its mean- 
ing has become known, there will the manufacturer or trader whose trade is pirated by an 
infringing use be entitled to protection and redress. But this is not to say that the pro- 
prietor of a trade-mark, good in the markets where it has been employed, can monopolize 
markets that his trade has never reached, and where the mark signfies not his goods, but 
those of another. We agree with the court below ... . that “since it is the trade, and not 
the mark, that is to be protected, a trade-mark acknowledges no territorial boundaries of 
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municipalities or states or nations, but extends to every market where the trader’s goods 
have become known and identified by his use of the mark. But the mark, of itself, cannot 
travel to markets where there is no article to wear the badge and no trader to offer the 
article.” (Emphasis added.) 


See also ruling of the same court in United Drug Co. v. Theodore Rectanus Co., 
248 U. S. 90 [9 T.-M. Rep. 1]. 


It would be a perversion of the rule of priority to give it such an application in our 
broadly extended country that an innocent party who had in good faith employed a trade- 
mark in one state, and by the use of it had built up a trade there, being the first appropriator 
in that jurisdiction, might afterwards be prevented from using it, with consequent injury 
to his trade and good-will, at the instance of one who theretofore had employed the same 
mark, but only in other and remote jurisdictions, upon the ground that its first employment 
happened to antedate that of the first-mentioned trader. (Emphasis added.) 


That plaintiff’s business after a quarter of a century, in the entire nation, amounts 
annually to approximately $200,000 gross, does not justify the conclusion that the 
business of plaintiff will expand into the territory of the defendant in the near future. 


In order that a trade-mark be established as appurtenant to a business in a particular 
area, there must be an actual occupation of the market by that business. . . . It is not 
clear that to make a few spasmodic sales, such as were made by the plaintiff in the instant 
case after repeal of the Eighteenth Amendment, is sufficient. J. A. Dougherty’s Sons v. 
Kasko Distillers Prod. Corp., 35 F. Supp. 561, 564. (Emphasis added.) 


Plaintiff’s experience at the San Francisco Exposition, of people from Missouri 
declaring “that they had a ‘Blind-Kraft’ in Missouri,” indicates that to now enjoin 
defendant from use of the mark and thereby award to plaintiff defendant’s territcry 
in use of the mark would result in confusion. What the Court said in the case of 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149], is ap- 
plicable : 


If the symbol or device is already in general use, employed in such a manner that its 
adoption as an index of source or origin would only produce confusion and mislead the 
public, it is not susceptible of adoption as a trade-mark. 


For many years plaintiff and defendant have simultaneously used the same mark 
for their respective products, one in the California and western territory, and the 
other in Missouri or central territory, without competing, appearance of confusion, 
or conflict. Neither evidences the will, ability or power to substantially invade, now 
or in the near future, the market of the other. Of necessity their products are 
limited as the number of blind workers are limited. Plaintiff is not entitled to 
enjoin defendant from use of the mark in the commercial territory served by it. 

Plaintiff’s bill will be dismissed. Let finding of fact, conclusion of law and decree 
be submitted. 















174 THIRTY-FIVE TRADE-MARK REPORTER 


SEVEN UP COMPANY v. CHEER UP SALES CO. OF ST. LOUIS, MO. 
Circuit Court of Appeals, Second Circuit 
April 26, 1945 


TRADE-MARK INFRINGEMENT—CONFUSING SIMILARITY. 


“Cheer Up” held not confusingly similar to “7 Up” because of different appearance, pro- 
nunciation and significance in meaning. 


Action for unfair competition and cancellation of a registration. Appeal from 
judgment for defendant. Judgment affirmed. 


John H. Cassidy (Frank Y. Gladney and Jones, Hocker, Gladney & Grand on the 
brief) for appellant. 
Oliver T. Remmers, for appellees. 


Before GARDNER, THOMAS and JOHNSEN, Circuit Judges. 
Tuomas, C, J.: 


This is an appeal by the plaintiff from a decree dismissing its bill in equity in a 
suit under the Trade-Mark Laws of the United States, 15 U. S. C. A. Sections 81 
et seq., (1) to enjoin infringement of its registered trade-marks and unfair com- 
petition, (2) for damages, and (3) for cancellation of defendant Orange Smile 
Sirup Company’s registered trade-mark No. 340,923. 

Plaintiff’s registrations are No. 252,350, issued February 5, 1929, for “Seven 
Up,” and No. 331,345, issued January 7, 1936, for “7 Up.” Both are for use on the 
goods or on the packages or bottles containing non-alcoholic soft drinks and syrups, 
extracts and flavors, used in making the same. Defendants’ registration is for 
“Cheer Up,” issued November 24, 1936, for use on similar soft drinks and their 
containers. 

Plaintiff and defendants are corporations organized under the laws of Missouri 
with their principal places of business in the city of St. Louis. 

In its complaint the plaintiff avers that it is engaged in manufacturing and selling 
extracts for flavoring soft drinks, and contracting with bottlers to bottle and sell 
beverages flavored with such extracts ; that it adopted and first used its trade-marks 
in 1928; that about the year 1929 it devised a secret formula for compounding an 
extract carrying lemon-lime flavoring to be used in flavoring a carbonated soft drink 
beverage to be sold in bottles and introduced the same into commerce; that about 
1930 it applied its trade-mark to designate and make known said extract ; and that 
since said date it has continuously made and sold said extract and has used said 
trade-mark exclusively for said lemon-lime beverage. That it has established its 
business throughout the United States and in foreign countries; that since 1930 
it has spent $2,000,000 for advertising ; that in 1930 its sales of extract aggregated 
30 gallons ; that the volume of sales increased progressively each year until in 1940 
the sales amounted to over 75,000 gallons, sufficient to make 630,000,000 seven 
ounce bottles of 7 Up; and that its trade-marks are worth at least $3,000,000. That 
its bottlers use a distinctive green glass seven ounce bottle with fused markings 
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thereon in two colors, white and a modified red or red-orange, including “7 Up” 
with a design on the neck of the bottle. 

That defendants engage in substantially the same business, making a lemon-lime 
extract, contracting with bottlers for territory; that defendants have adopted and 
use the trade-mark “Cheer Up,” which infringes plaintiff’s trade-mark; that de- 
fendants have used a bottle and crown simulating plaintiff’s package; and that 
further to confuse the public they have used other devices following or suggested by 
plaintiff's advertising. 

That plaintiff’s and defendants’ trade-marks are interfering trade-marks within 
the meaning of the Trade-Mark statutes, 15 U. S. C. A. Section 102. 

The statute under which the action is brought (15 U. S. C. A. Section 96) and 
upon which federal jurisdiction is based provides that 


Any person who shall, without the consent of the owner thereof, reproduce, counter- 
feit, copy, or colorably imitate any such [registered] trade-mark and affix the same to 
merchandise of substantially the same descriptive properties as those set forth in the regis- 
tration ....and shall use... . such reproduction, counterfeit, copy, or colorable imitation 
in commerce among the several states .. . . shall be liable in an action for damages therefor 
at the suit of their owner thereof... . 


The proper function of a trade-mark is that by association with goods it becomes 
a means of identification of the origin or ownership of the article and hence a 
symbol of good-will. This essential element is the same both in trade-mark cases and 
in cases of unfair competition unaccompanied with trade-mark infringement. The 
law of trade-marks is but a part of the law of unfair competition. Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 413 [6 T.-M. Rep. 149] ; Walgreen Drug Stores v. 
Obear-Nester Glass Co., 8 Cir., 113 F. (2d) 956, 961; F. W. Fitch Co. v. Camille, 
Inc., 8 Cir., 106 F. (2d) 635. 

It is not claimed in the instant case that the defendants’ trade-mark is a copy of 
plaintiffs’, but that it is a colorable imitation thereof. When this issue is presented 
and when, as in the present case, no evidence of actual instances of confusion in the 
purchase of goods is introduced, the test of deceptive similarity is whether ordinary 
purchasers, buying under the usual conditions in the trade and exercising ordinary 
care, would likely be induced to purchase the article to which the accused trade- 
mark is affixed, believing it to be the plaintiff’s article. Queen Mfg. Co. v. Isaac 
Ginsberg & Bros., Inc., 8 Cir., 25 F. (2d) 284, 287 [18 T.-M. Rep. 275]; S. S. 
Kresge Co. v. Winget Kickernick Co., 8 Cir., 96 F. (2d) 978, 987. This test must 
be applied by comparing and contrasting the accused trade-mark with the purchaser’s 
assumed memory of the plaintiff’s trade-marks. Schlitz Brewing Co. v. Houston 
Ice Co., 250 U. S. 28, 30. In thus testing the memory of the ordinary careful pur- 
chaser, the court must consider the appearance of the two trade-marks as to form 
and color and their similarity or difference in sound or meaning when pronounced. 
Esso, Inc. v. Standard Oil Co., 8 Cir., 98 F. (2d) 1. 

Whether the defendants’ trade-mark “Cheer Up” is so similar to the trade-marks 
“Seven Up” or “7 Up” that the former deceives or is likely to deceive purchasers 
and cause them to buy the product of the defendants believing it to be the product 
of the plaintiff, is a question of fact. The findings of the trial court on this ques- 
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tion are presumptively correct, and such findings will not be disturbed on appeal, 
unless this court can say that in the light of the evidence the court erred as a matter 
of law. Cleo Syrup Corporation v. Coca-Cola Co., 8 Cir., 139 F. (2d) 416, 417 
[34 T.-M. Rep. 34]; F. W. Fitch Co. v. Camille, Inc., supra; Magazine Publishers, 
Inc. v. Ziff-Davis Pub. Co., 2 Cir., 147 F. (2d) 182, 185; Rules of Civil Procedure, 
rule 52, 28 U. S. C. A. following Section 723c. 

In this case there is no evidence of palming off or of confusion of customers. 
The findings on both infringement and unfair competition are based solely upon a 
comparison of the trade-marks and the appearance of the packages. It is not dis- 
puted that the goods of the parties are of the “same descriptive properties” ; both 
plaintiff and defendants are engaged in marketing through licensed bottlers lemon- 
lime soft drinks or beverages. In comparing the respective trade-marks and 
packages of the parties the trial court found that 


The label now used by the plaintiff . . . . comprises a substantially square area outlined 
in white within which is another substantially square area colored reddish orange and 
alongside the colored square the outside of a human figure clad in a bathing suit. Within 
the reddish orange area, there appears in white lettering, and somewhat askew, the char- 
acter “7 Up.” The only other wording appearing here is “Reg. U. S. Pat. Off.” Accord- 
ing to plaintiff’s evidence, the beverage is uniformly bottled in 7 oz. green glass bottles 
with the label described fused to the glass. Plaintiff’s evidence shows that this style of 
bottling has been practiced continuously since the year 1936, and the label as described has 
been used without any substantial change since that time. More recently, a neck label 
has also been applied to the bottles. On the newer 7 oz. bottles, this neck label is a small 
white square with figures “7 Up” outlined therein, .. . . The cap applied to plaintiff’s 
bottles has a black square on a white background with the characters “7 Up” within it in 
white. ... 

The defendants also use “a 7 oz. green glass bottle with a fused label permanently 
affixed to the glass. The label consists of a rectangle with the greater dimension being 
from top to bottom, outlined in red; the sides of the label are stepped out, the stepped out 
portion being likewise colored red. Inside the red rectangle is a white field with a red 
circle therein, and the words “Cheer Up” in red inside the circle . . . . on the red stepped 
out portion of one side of the label is the word “Different” in white letters; on the opposite 
side is the word “Healthful.” In white letters against the red circle are the words “a de- 
lightful beverage. A real super-charged mixer.” Along the bottom of the label is the 
statement in white block letters “With 50 int. units vitamin B, added.” There is also a 
neck label consisting of the words “Cheer Up” fused into the glass in white. The cap 
applied to defendants’ bottles has the words “Cheer Up” in dark blue block letters on a 
white background along the curve of the cap. Beneath those words, in lines straight 
across the cap, is the legend in dark blue letters “with 50 int. units of Vitamin B1 added.” 

The recurrence of the word “Up” in defendants’ trade-mark and plaintiff's trade- 
marks does not of itself tend to deceive the ordinary prudent purchaser into confusing the 
trade-mark of the defendants with the trade-mark of plaintiff. 

The ordinary prudent purchaser would not be deceived into thinking that “Cheer Up” 
is the same product as “Seven Up” or “7 Up” since there is no such similarity between 
the appearance or sound of “Cheer Up” on the one hand and “Seven Up” or “7 Up” on 
the other hand, as would induce such deception or confusion. 


We agree with the findings of the court. Plaintiff does not contend that the find- 
ings of the descriptive or evidentiary facts set out in findings numbered 6 and 8 are 
incorrect or erroneous. The contention is that the inferential facts of findings 13 
and 14 are not supported by the evidence. Whether we regard the point as one of 
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law for our decision or as one of fact, and, therefore, presumptively correct, we 
think the trial court did not err. The plaintiff’s trade-mark “Seven Up” or “7 Up” 
is an arbitrary mark having no reference to the description or qualities of the goods 
on which it is used. The defendants’ mark “Cheer Up” is apparently intended to 
suggest that the beverage contained in the bottle or package to which it is attached 
possesses a property which will improve the customer’s feelings. When we compare 
the appearance of the marks we see no deceptive similarity, and the pronunciation is 
unlike. We are impressed the contrast is more striking than the similarity. 

The plaintiff argues that the word “Up” is dominant in both marks and that the 
words “Seven” and “Cheer” are similar, while the defendants assert that “Cheer” 
and ‘“‘Seven” are the dominant words and that they are dissimilar ; but we need not 
decide this argument. The marks considered as a whole, in respect of both appear- 
ance and sound, are too dissimilar in our opinion to be likely to produce confusion. 
Both parties in able and exhaustive briefs have cited numerous authorities, claimed 
by them to support their respective contentions ; but in our opinion they prove only 
that each case must be decided upon its own facts according to its merits. 

The trial court also found that there is no basis in the evidence for the charge 
of unfair competition. The plaintiff contends that the court erred in this finding 
in that, instead of viewing the competing packages as entireties or ensembles as the 
public views them, the court considered the separate elements entering into the gen- 
eral appearance of the packages and on this erroneous basis found that no deception 
or confusion results from the resemblances between the corresponding features of 
the competing packages. Except for its trade-mark, the plaintiff makes no claim to 
a right of monopoly upon the separate features of its package, such as the green 
glass bottle or the colors in its labels, and it is not and has never been the sole 
producer of a lemon-lime soft drink sold in bottles. 

Under the law of unfair competition a manufacturer is given protection for the 
distinctive dress or general appearance of his packages against a competitor who 
later enters the field with a device calculated to deceive the public and to enable the 
latter to palm off his goods for the goods of the former. J. C. Penney Co. v. H. D. 
Lee Mercantile Co., 8 Cir., 120 F. (2d) 949; Queen Mfg. Co. v. Isaac Ginsberg & 
Bros., Inc., 8 Cir., supra. Here there is no evidence of confusion, deception or 
palming off, notwithstanding the plaintiff and defendants dwell in the same city and 
have been marketing their goods in the same territory for many years and in the 
same “dress” for the past seven years. During this period neither of them has 
made any substantial change in the type of bottle used or in the labels applied to 
them. During this period plaintiff never complained or gave notice of alleged in- 
fringement or of unfair competition. The question of deception and of palming off, 
therefore, is one of probability only. 

We have observed and examined the exhibits in the case, and we do not think 
the plaintiff’s criticism of the trial court’s findings is meritorious. The only identical 
feature of the two competing packages is the green glass bottle used by each of 
them ; and such bottles are used by other manufacturers of soft drinks and were so 
used before their adoption by the plaintiff. A further resemblance is that both 
parties use labels on their bottles, as do other manufacturers of soft drinks ; but their 
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labels are different in both color and design. When the rule of ensemble and general 
appearance is applied, and the elements which are common to the trade, such as 
bottles and labels of some sort, are considered, the resemblance is not sufficient to 
warrant a reversal of the trial court’s judgment. We can see no probability of con- 
fusion or deception resulting from the concurrent marketing of the two packages in 
the same territory. The finding of the trial court that the defendants have not com- 
peted unfairly with the plaintiff is, therefore, supported by substantial evidence and 
will not be disturbed on this appeal. The difference in appearance between the 
competing packages is sufficiently distinctive to identify each of them and to avoid 
any reasonable probability of confusion. This is all that the law requires. The 
defendants are not required in equity to insure the plaintiff against confusion by 
careless purchasers. Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 121. 

In their briefs the parties concur that the decision on infringement of plaintiff’s 
trade-marks controls decision on the issue of cancellation of defendants’ trade-mark. 
Since we have found that defendants’ trade-mark does not infringe it follows that 
plaintiff is not entitled to cancellation. 

Affirmed. 





OIL SPECIALITIES AND REFINING CO., INC. v. TWIN) CITY SHELLAC 
CO., ENC. 


District Court, E. D., New York 
April 21, 1945 


CANCELLATION—ACTION Unoer R. S. 4915. 
R. S. 4915 provides for trial de novo on all questions; Patent Office decision not res 
judicata, 


Action under R. S. 4915 to revoke cancellation of the registration; motion to 
strike counterclaim and certain parts of the answer. Motion granted. 


Whitehorn & Whitehorn for plaintiff. 
Cousins & Cousins, New York, N. Y., for defendant. 


Moscow!1Tz, D. J.: 
This is a motion made by the plaintiff for the following relief: 


1. Striking from the answer the “separate and independent defense” entitled “res 
judicata” on the ground that it is immaterial and presents no defense to the complaint 
herein. 

2. Striking from the answer the defense entitled “estoppel” on the ground that it is 
immaterial and presents no defense to the complaint herein. 

3. Striking from the answer the counterclaim on the ground that it fails to state a claim 
upon which relief can be granted or, in the alternative, directing the defendant to state its 
said counterclaim more definitely. 

4. Granting to the plaintiff such other and further relief as to the court may seem just 
and proper. 


In this action the plaintiff is seeking to revoke the cancellation of plaintiff's 
trade-mark “Dandy-Dun” which was registered on June 21, 1938. In connection 
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with defendant’s application for registration of its trade-mark “Dan-Dee,” an inter- 
ference was declared with plaintiff’s trade-mark “‘Dandy-Dun” and the trade-mark 
‘“Dan-D-Shyne,” registered by G. C. Danielson. During the pendency of the inter- 
ference proceeding, the defendant obtained an assignment of the trade-mark ‘‘Dan- 
D-Shyne” from G. C. Danielson. The Examiner of Interferences decided that the 
defendant was entitled to registration of its trade-mark ‘“‘Dan-Dee.” The defendant 
instituted a proceeding for the cancellation of plaintiff’s trade-mark. The Examiner 
of Interferences rendered a decision cancelling plaintiff’s registration; such de- 
termination was affirmed by the Commissioner of Patents, 62 U. S. P. Q. 381. It 
is plaintiff’s claim that the Commissioner of Patents’ determination was erroneous. 

This action is brought under United States Code, Title 35, Section 63, based 
upon three grounds: “(1) plaintiff’s user was prior to that of the defendant, (2) 
there is no conflict or confusion between the trade-marks, and (3) the markets in 
which the parties sell their merchandise are separate and distinct.” 

The motion herein relates to the insufficiency of the two separate defenses and 
the counterclaim. The first defense is that of res judicata. It is as follows: 


THIRTIETH: That the issue of priority between the Plaintiff and this Corporate 
Defendant was definitely settled by the decision of the Examiner of Interferences in the 
interference proceeding alleged by the Bill of Complaint, and no appeal was taken there- 
from, and as consequence, the property rights in the trade-mark involved have been 
judicially determined as being in the Corporate Defendant. 


The second defense is estoppel. It is as follows: 


THIRTY-FIRST: The Corporate Defendant alleges that the plaintiff is estopped 
from denying the exclusive property right of Defendant in the trade-mark involved by 
reason of the record in the interference proceeding alleged in the Bill of Complaint. 


These two defenses may be considered together, as they are in effect the same. 
United States Code, Title 35, Section 63, in part provides: 


In all suits brought hereunder where there are adverse parties the record in the Patent 
Office shall be admitted in whole or in part, on motion of either party, subject to such 
terms and conditions as to costs, expenses, and the further cross-examination of the wit- 
nesses as the court may impose, without prejudice, however, to the right of the parties to 
take further testimony. 


This section provides for a trial de novo of all of the issues. Upon such trial 
there shall be admitted in evidence the record of the Patent Office and the parties 
may offer further testimony and may further cross-examine any witnesses that 
appeared before the Patent Office. The court may indulge the presumption that 
the decision reached by the Patent Office was correct. However, that is not an 
irrebuttable presumption. Evidence may be offered to overcome such presumption. 
Decision of the Patent Office is not res judicata nor is the unsuccessful party 
estopped by the Patent Office decision. See United Shoe Machinery Corp. v. 
Muther, C. C. A. 1, 1923, 288 F. 283; John Morrell & Co. v. Doyle, C. C. A. 7, 
1938, 97 F. (2d) 232; General Talking Pictures Corp. v. American T. Corp, 
C. C. A. 3, 1938, 96 F. (2d) 800. 


denying the validity of said rights. 


UNFAIR CoMPETITION 
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The counterclaim is very brief. It is as follows: 


THIRTY-SECOND: The Corporate Defendant alleges that the Plaintiff has wil- 
fully and flagrantly violated the trade-mark rights of the Defendant, and that the De- 
fendant is entitled to treble damages by reason of the wilfull and flagrant and illegal 
infringement of its trade-mark by the Plaintiff. 

THIRTY-THIRD: Defendant denies that this Court has jurisdiction over the Com- 
missioner of Patents and particularly in a prayer for relief such as contained in the Bill 
of Complaint, and that the corporate defendant, the real party in interest, has been damaged 
by the filing of this Complaint. 

THIRTY-FOURTH: Defendant alleges that in the course of the interference pro- 
ceeding set up by the Bill of Complaint, plaintiff, through its attorneys, offered to sell to 
Deefndant certain rights to the mark “Dan-Dee,” and that the Defendant herein through 
other sources did acquire the same identical rights, setting back the date of adoption many 
years before the date of adoption alleged by Plaintiff, and that Plaintiff is estopped from 
denying the validity of said rights. 


The counterclaim is insufficient. It does not sufficiently set forth a claim upon 
which relief can be granted. See Dioguardi v. Durning, C. C. A. 2, 1944, 139 F. 
(2d) 774. Paragraph 34 sets forth that in the course of the interference proceeding 
plaintiff offered to sell its trade-mark and that therefore the plaintiff is estopped from 
This can hardly be called a counterclaim as 
there is no allegation that the offer was accepted. Apparently the purpose of the 
counterclaim is to recover damages from the plaintiff for plaintiff’s infringement of 
defendant’s trade-mark. 
The motion to strike the first and second defenses is granted. The counterclaim 
is insufficient ; the defendant will be given an opportunity to amend its answer by 
setting up a proper counterclaim. 


Settle order on notice. 





HOYT HEATER COMPANY v. HOYT 
California District Court of Appeal, Second District, Division Two 
March 27, 1945 


NAMES OF COMPANIES AND INDIVIDUALS. 
Where a person cannot use his own name without representing his goods as those of 
another, he may be enjoined from using his own name in business. 





Appeal from judgment for plaintiff in an action for unfair competition. Judg- 
ment affirmed. 


Peyton H. Moore for appellant. 
Harry J. McClean for respondent. 


Before Moore, Presiding Justice, and Woop and McComs, Justices. 


McComs, J.: 


Defendant appeals on the judgment roll alone, from a judgment in favor of plain- 
tiff, after trial before the court without a jury, in an action to restrain defendant 
from using his name in a competitive business either alone or in combination with 
other words. 
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The undisputed facts are these: 

The defendant, whose trade-name is Charles H. Hoyt, has been engaged in the 
business of a plumber and water heater repairer in Los Angeles County for more 
than twenty years. Plaintiff and its predecessors in name and interest have been 
engaged in the business of manufacturing, selling, repairing and servicing water 
heaters in Los Angeles since 1911 under the trade-name of Hoyt Heater Company 
and Hoyt Automatic Water Heater Company. 

In January, 1931, the predecessors in interest of plaintiff filed in the Superior 
Court an action seeking to enjoin defendant from listing in the classified directory 
published by the Southern California Telephone Company, the trade-name or names 
of defendant under or in connection with the word Hoyt. On January 21, 1931, 
the Superior Court on stipulation of counsel for the respective parties issued a 
temporary injunction restraining defendant from using the name of Hoyt unless 
said word was immediately followed by the letters or words, “C.H.,” “Chas. H.,” 
or “Charles H.,” in the same type, on any truck, sign, or invitation to the public or 
trade. No further court action was taken in said cause until June, 1942, when 
proceedings were taken to compel defendant to enter a plea to the complaint filed 
in such action. At this time plaintiff moved to dismiss the action for lack of 
prosecution. The motion was granted. Thereafter, the present suit was instituted 
and the trial court found that defendant, with the express intent and calculated 
purpose to deceive and mislead the public and customers of plaintiff, was advertising 
his business in the classified telephone directory under the following fictitious 
trade-names : 


Hoyt C. H. Co. 


Hoyt C. H. Automatic WATER HEATER REPAIR SERVICE AND SupPPLy Co. 
A. A. Automatic Hoyt A-1 Water HEATING Co. 


Automatic Hoyt Hor Water HEATER REPAIR SERVICE Co. 


1. Finding VI reads thus: 


That with the intent and for the purpose of diverting business from the plaintiff and the 
predecessors of the plaintiff to the defendant and for the purpose of misleading the cus- 
tomers of the plaintiff and its predecessors and the general public into the belief that the 
said defendant is the authorized dealer and/or representative of the plaintiff and/or the 
manufacturer of the said “Hoyt Heater” and that in dealing with the said defendant they 
are doing business with the plaintiff, the said defendant has advertised his said business 
in the classified telephone directory published by the Southern California Telephone Com- 
pany under the name of “Hoyt” inserted in bold type in a multiplicity of combinations with 
other words, all with the express intent and calculated purpose to deceive and mislead 
the public, customers of the plaintiff and plaintiff’s predecessors and users of heaters manu- 
factured and serviced by the plaintiff; that by the use of the name “Hoyt” displayed in 
such advertising media it was the intent of defendant that it should be understood by cus- 
tomers of the plaintiff and users of plaintiff’s products and service and by the general 
public that the defendant is the manufacturer of the “Hoyt Heater’ and/or the authorized 
dealer and/or representative of the plaintiff. 

That as the date of the trial the defendant, whose true name is Charles H. Hoyt, some- 
times used as Chas. H. Hoyt and C. H. Hoyt, was doing and advertising his business in 
the classified telephone directory published by the Southern California Telephone Company 
under the following fictitious trade-names : 

Hoyt C. H. Co. 

Hoyt C. H. Automatic Water Heater Repair Service & Supply Co. 

A. A. Automatic Hoyt A-1 Water Heating Co. 

Automatic Hoyt Hot Water Heater Repair Service Co. 

That no one is interested in the defendant’s business except the defendant. 
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The trial court also found that by reason of the use of the word Hoyt by the 
defendant as above described, customers of plaintiff, of plaintiff’s predecessors, and 
the general public have been deceived and misled into believing that defendant was 
the manufacturer and/or authorized representative of the plaintiff.” 

There are four questions presented for our determination which will be stated 
and answered hereunder seriatim : 

First: Did the trial court’s finding show that defendant perpetrated an act of 
deception or of unfair dealing in advertising his business under his own name? 

This question must be answered in the affirmative. Finding VI, quoted in foot- 
note 1, specifically found that defendant, “for the purpose of misleading the cus- 
tomers of plaintiff and its predecessors and the general public into the belief that” 
defendant was the authorized dealer and/or representative of the plaintiff, had ad- 
vertised his name in the classified telephone directory published by the Southern 
California Telephone Company under the name of “Hoyt” with the express intent 
and calculated purpose to deceive and mislead the public. 

Since the present appeal is on the judgment roll alone the findings will be con- 
clusively presumed to be supported by the evidence. Estate of Mautner, 38 Cal. 
App. (2d) 521, 522; Coffey v. Los Angeles Firemen’s R. Assn., 22 Cal. App. (2d) 
510, 511. 

Therefore, the foregoing mentioned finding clearly demonstrates that defendant 
perpetrated an act of deception and unfair dealing in advertising his business under 
his own name. 

Second: Was the injunction too broad in not permitting defendant to operate 
and to advertise his business under his own name? 

This question must be answered in the negative, and is governed by this rule: 
That one must use his own name honestly and not as a means of pirating the good- 
will and reputation of a business rival; and where he cannot use his own name 
without inevitably representing his goods as those of another he may be enjoined 
from using his name in connection with his business. Hat Corp. of America v. 
D.L. Davis Corp., 4 F. Supp. 613, 619 [23 T.-M. Rep. 311] ; Kaufman v. Kaufman, 
123 N. Y. S.699. See, also, 150 A. L. R. (1944), pp. 1098 and 1107; Martin Co. v. 
L. Martin & Wilckes Co., 75 N. J. Eq. 39, 50. 


2. Finding VII reads thus: 


That by reason of the use of the word “Hoyt” by the defendant as herein found to be 
used in advertising said business and listing said business in the said classified directory 
customers of the plaintiff and of the plaintiff’s predecessors and the general public have 
been deceived and misled into believing that the said defendant conducts at the place in 
his advertisements and listings, which was at the time of trial 2044 Hillhurst Avenue, Los 
Angeles, California, an authorized “Hoyt” agency for the repair of “Hoyt Heaters” and/or 
that the said defendant was and is the manufacturer and/or authorized representative of 
the manufacturer of the “Hoyt Heater” and that the defendant rendered service on the 
said heater either as its manufacturer or as authorized by the manufacturer; that numerous 
customers of the plaintiff and the general public have authorized the defendant to render 
repair service believing that the said defendant was the manufacturer or the manufacturer’s 
agent for the rendering of service on the so-called “Hoyt Heater”; that much work has 
been done by the defendant in the repair of “Hoyt Heaters” which would not have been 
authorized by the respective owners except for the confusion caused by the defendant’s 
use of the name “Hoyt” as herein shown to be used and for the deception practiced by the 
defendant and the confusion resulting from such use of the name of “Hoyt”; that in con- 
sequence of such confusion and misleading the plaintiff’s profits have been decreased and 
customers lost by the plaintiff. 
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It is evident from the findings of the trial court that defendant could not use his 
own name in advertising his business without confusing and misleading the public 
to the detriment of plaintiff; therefore the trial court was justified in making the 
order here attacked. 

Dunston v. Los Angeles Van, etc., Co., 165 Cal. 89, is inapplicable to the present 
case for the reason that in such case there was no finding of fraud, deceit or unfair 
competition, while in the instant case the trial court expressly found that there was 
fraud, deceit and unfair competition. 

Dodge Stationery Co. v. Dodge, 145 Cal. 380, is inapplicable to the facts in 
the instant case since in such case there was no issue of secondary meaning, while in 
the case at bar the trial court expressly found that the word Hoyt had acquired a 
secondary meaning, thus bringing the case within the application of the rule of law 
hereinbefore stated. 

American Automobile Association v. American Automobile Owners Assn., 216 
Cal. 125 [22 T.-M. Rep. 479], and Ida May Co. v. Ensign, 20 Cal. App. (2d) 339, 
are likewise not in point. In such cases the court found as a fact the defendants had 
not resorted to any artifice or act calculated to mislead the public or customers of 
the plaintiffs, while in the instant case the court found expressly to the contrary. 

Third: Did the trial court commit prejudical error in issuing the injunction 
where there was a finding that the plaintiff’s damages were inconsequential ? 

This question must likewise be answered in the negative for the reason that 
plaintiff waived, upon stipulation of counsel, the right to an accounting and damages 
in excess of anominal amount. The trial court’s finding being: “That upon stipula- 
tion of counsel for the plaintiff waiving an accounting and damages in excess of a 
nominal amount the court finds no necessity for an accounting and [fixes] damages 
in the sum of $5.00.” 

Fourth: Was plaintiff (a) estopped to prosecute the present action, or (b) 
guilty of laches? 

This question must also be answered in the negative. 

(a) The trial court expressly found that plaintiff was “not estopped to institute 
or prosecute” the present action.’ 

(b) The defense of laches was not pleaded or raised by defendant at the time 
of the trial, and such defense may not be raised for the first time on appeal. Allen 
v. Meyers, 5 Cal. (2d) 311, 316; Lotts v. Board of Park Commrs., 13 Cal. App. 
(2d) 625, 636. 

For the foregoing reasons the judgment is affirmed. 


3. Finding XIV reads thus: 


That on the issue of estoppel tendered by the second defense to plaintiff’s first cause of 
action the court finds that in January, 1931 the predecessor of the plaintiff herein filed in 
the above-entitled court a bill in equity to enjoin the defendant from listing in the classified 
directory published by the Southern California Telephone Company trade-name or trade- 
names of the defendant under or in connection with the word “Hoyt”; that on January 26, 
1931, the above-entitled court on stipulation of counsel of respective parties in said action 
issued a temporary injunction restraining the defendant from using the name “Hoyt” unless 
said word was immediately followed by the words C.H., Chas. H., or Charles H. in the 
same type on any truck, sign or other invitation to the public or trade; that no further 
court action was taken in said proceeding until June, 1942, when said action was dismissed 
upon motion of the defendant in said action who is also the defendant in the above-entitled 
action; the court further finds that the plaintiff in the action at bar is not estopped to 
institute or prosecute the bill in equity herein. 


Ta 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


“Pronto Pilaid” confusingly similar to “Pialda” and “Pyl-Ade” for same goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register to Anthony J. Loeck, of Chicago, IIl., the notation “Pronto Pilaid,” 
printed in two lines, as a trade-mark for a medicinal preparation for the treatment 
of piles, on the ground that it is confusingly similar to each of two previously regis- 
tered marks appropriated to the same goods, one being the single word ‘“‘Pialda,” 
and the other being dominated by the word “Pyl-Ade.” 

It was held that the Examiner was clearly right, notwithstanding that it may be, 
as suggested in applicant’s brief, that applicant’s mark bears less resemblance to the 
two references or registrations cited than they bear to each other, because that cir- 
cumstance is of no avail to applicant, since the only question to be determined here 
is whether applicant’s mark so nearly resembles a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers, and, if so, the statute states that it shall not be registered. 

After agreeing with applicant that in making the comparison his mark must be 
considered in its entirety, and the word “Pronto” must not be disregarded, it was 
held that this word, which merely indicates that the relief afforded by applicant’s 
remedy is prompt or quick, fails sufficiently to distinguish applicant’s mark from 
the marks of the references.” 


“Sulfanephrin” for nasal drops similar to “Synephrin” for blood-pressure-raising and hemostatic 
compounds 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Frederick Stearns & Company, of Detroit, Mich., to the 
application of Wesley J. Richards, of Santa Monica, Calif., for registration of the 
word “Sulfanephrin” as a trade-mark for nasal drops, nasal jelly, and nasal emul- 
sion. Applicant claimed to have used the mark since July 1, 1942. Opposer relied 
upon each of two registered marks, which the Examiner of Interferences held to 
be confusingly similar to applicant’s mark and appropriated to merchandise of the 
same descriptive properties, one being the word “Synephrin,” registered February 
4, 1913, and renewed, for blood-pressure-raising and hemostatic compounds, the 
other being the notation “Neo-Synephrin,” registered July 19, 1938, for a prepara- 
tion used as a vasoconstrictor having local and systemic action ; for prolonging local 
anesthesia and for hemostasis; as a diuretic and/or antidiuretic ; to lessen asthenia ; 
and as an antispasmodic. 

In response to applicant’s argument that because opposer took no testimony it 
had failed to sustain the burden of proving either that the goods of the parties 
possess the same descriptive properties or are so similar as to be likely to cause 
confusion, it was held that these questions, however, may readily be determined by 





1. Ex parte Anthony J. Loeck, Ser. No. 461,021, 166 M. D. 762, April 24, 1945. 
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mere comparison of the marks and the goods respectively disclosed in the registra- 
tions and in the application ; and that which is obvious need not be proved. 

It was held that the Examiner of Intereferences rightly ruled that the description 
of merchandise in the application is so broadly worded as to embrace in part the 
goods named in each of the registrations; for either a hemostatic compound or a 
vasoconstrictor may take the form of drops, jelly or emulsion and may be nasally 
administered, so that for the purpose of this proceeding the goods may properly be 
regarded as identical. 

In response to applicant’s argument that where there is a difference in the trade- 
marks and in the goods, the cumulative effect of such difference is sufficient to 
justify the conclusion that there is no reasonable likelihood that purchasers will be 
confused or deceived, it was held that where, as here, the goods are substantially 
the same, that principle is of course inapplicable, and the danger of confusion is 
enhanced ; and that, as applied to such goods, applicant’s mark so nearly resembles 
each of opposer’s marks as to be reasonably likely to confuse purchasers.” 


Descriptive Term 


“Golden Rock” as trade-mark for sulphur held descriptive 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register to San Francisco Sulphur Company, of San Francisco, Calif., the nota- 
tion “Golden Rock,” under the provisions of the Act of February 20, 1905, as a 
trade-mark for sulphur, on the ground that the mark is descriptive of the goods. 

It was held that the mark as a whole is descriptive, and so is each of its con- 
stituent words viewed independently. 

Notwithstanding applicant’s argument to the contrary, it was held that because 
the application was once passed for publication and published in the O fficial Gazette, 
and no opposition was filed, it did not become mandatory upon the Office to issue 
the certificate of registration.’ 


Disclaimer 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks declining 
to register to Ottawa Silica Company, of Ottawa, IIl., a trade-mark for sand, under 
the provisions of the Act of February 20, 1905, with a disclaimer of all wording 
except as used in the form and setting shown. The mark includes a circular design 
with the words “Crystal Silica” about the border thereof, and “99.89% Pure” in 
the center. 

After noting that applicant now appears to have abandoned its theory, urged 
before the Examiner, of registrability based upon distinctive display of the mark, 
so that that theory need not be discussed, it was stated, however, that distinctiveness 
of display can not lend trade-mark properties to an otherwise unregistrable descrip- 
tive word. 


2. Frederick Stearns & Company v. Wesley J. Richards, Opp’n No. 22,998, 166 M. D. 768, 
April 27, 1945. 
3. Ex parte San Francisco Sulphur Company, Ser. No. 461,897, 166 M. D. 763, April 24, 1945. 
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In response to applicant’s argument that because its mark consists of registrable 
material other than the descriptive wording, the disclaimer serves conclusively to 
overcome the Examiner’s ground of rejection, after noting that a predominantly 
descriptive mark can not be made predominantly arbitrary by the simple expedient 
of disclaiming the descriptive portion; and further noting that if the purchaser of 
trade-marked goods would be more likely to remember one part of a mark than 
another part as indicating origin of such goods, such word is the dominant part of 
the mark, it was held that the dominant part of applicant’s mark is the notation 
“Crystal Silica,” and that the average observer would regard the circular design 
as little more than background for the display of those descriptive words.* 


Geographical Term 


“Bombay Water” for a drink mixture held unregistrable 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade- Marks refusing 
registration to Cock ’N Bull Products, of Los Angeles, Calif., of the notation “Bom- 
bay Water,” under the provisions of the Act of February 20, 1905, as a trade-mark 
for treated water for use primarily in mixing drinks, on the ground that “Bombay” 
is geographical and “Water” is descriptive of the goods, and also in view of the 
previously registered trade-mark “Bomba,” appropriated to nonalcoholic maltless 
syrups and concentrates for making soft drinks. 

It was held that ‘““Water” is the generic name of applicant’s product, and is thus 
incapable of trade-mark significance ; that “Bombay” is of course geographical, and 
so nonregistrable under the Act of 1905; and that applicant’s disclaimer of each 
word of its mark apart from the other would not render its mark registrable. 

As to the reference registration relied upon by the Examiner, it was held that it 
need only be said that the goods there named are of the same descriptive properties 
as applicant’s goods ; that applicant has appropriated the entire mark as a dominant 
part of its own; and although “Bomba” and “Bombay” do not look exactly alike, 
nevertheless they may be so pronounced as to be identical in sound.® 


Different Descriptive Properties 


“Aridifier” used for separators of moisture held not to be of same descriptive properties as 
“Aridor” used for jars 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of The Aridor Company, of Chicago, IIl., to the application of 
Logan Engineering Co., also of Chicago, IIl., for registration of the word “Aridifier” 
as a trade-mark for centrifugal separators of moisture and/or dust from flowing 
gases, but reversed the action of the Examiner of Interferences adjudging applicant 
entitled to the registration for which it had made application. The application was 
filed April 7, 1943, and no testimony was taken by applicant. 

In the notice of opposition opposer pleaded its ownership of two registrations 
of the trade-mark “Aridor,”’ one issued August 28, 1923, and renewed, and the 


4. Ex parte Ottawa Silica Company, Ser. No. 465,145, 166 M. D. 750, April 3, 1945. 
5. Ex parte Cock ’N Bull Products, Ser. No. 456,504, 166 M. D. 765, April 24, 1945. 
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other issued January 8, 1924, for jars, cases, and other receptacles for displaying, 
drying or otherwise preserving and protecting the contents thereof, and air con- 
ditioning and cooling devices for use in show cases or other containers for food or 
other products and said containers equipped with such devices. 

As to a stipulation filed in connection with a third registration, it was held that 
the Examiner of Interferences correctly ruled that the goods set forth in a quoted 
paragraph of the stipulation do not have the same descriptive properties as those 
named in the application. 

It was held that the refusal of the Examiner of Interferences to consider the 
registrations pleaded in the notice because, in his opinion, damage may not be 
predicated thereon, because none of the merchandise for which the mark is there 
registered has been sold by opposer for at least ten years, and probably much longer, 
was erroneous since opposer’s long nonuse of its trade-mark on the goods named in 
its registrations was wholly irrelevant to the issues here involved and should be 
given no consideration whatsoever in determining the issues in this case. 

It was held, however, that none of the goods so named are of the same descriptive 
properties as applicant’s centrifugal separators, unless it be held on further appeal 
that in a broad sense of the term the separators are air conditioning devices, and 
even in that event, they differ so widely, in structure, purpose and manner of use, 
from opposer’s food container equipment, that applicant’s use of the trade-mark 
“Aridifier” would not be reasonably likely to result in confusion with opposer’s 
trade-mark “Aridor;” for while somewhat similar, obviously the marks are not 
identical. 

After noting that opposer also pleaded, and now contends, that applicant’s mark 
consists merely in the name of the opposer, although the point is not very seriously 
argued, it was held that the point is clearly untenable. 

Reversing the conclusion of the Examiner of Interferences that applicant is 
entitled to the registration it seeks, after noting, by reference to a dictionary, deriva- 
tion of the term “Aridifier,” it was held that the term aptly describes applicant’s 
device, and is nonregistrable under the Trade-Mark Act of 1905, even though, as 
pointed out in the brief, it may be a coined word not found in any dictionary or prior 
publication.® 


Registered mark “Commando” for canned tomatoes should not be cancelled because of earlier 
registration of “Commodore,” “Comandante,” and “Commander” for wheat flour 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the petition of Commander-Larabee Milling Company, of Minneapolis, 
Minn., to cancel trade-mark registration No. 398,508, issued November 3, 1942, 
under the provisions of the Act of February 20, 1905, to Martinez Food Canners, 
Ltd., of Martinez, Calif. Respondent’s mark is the word “Commando.” It is 
registered for canned tomatoes. Petitioner owns earlier registrations of ‘““Com- 
modore,” “Comandante,” and “Commander,” all for wheat flour. 


6. The Aridor Company v. Logan Engineering Co., Opp’n No. 22,720, 166 M. D. 751, April 
7, 1945. 
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It was held that of petitioner’s marks, the one last named is obviously the most 
nearly similar to respondent’s mark, and is confusingly so if applied to merchandise 
of the same descriptive properties. 

However, it was held that the record as presented would not support a holding 
that petitioner’s flour has the same descriptive properties as respondent’s canned 
tomatoes, or that petitioner is injured by the registration of respondent’s mark. 

After noting that no case involving both these articles has been cited by peti- 
tioner, and that the authorities upon which it relies are all distinguishable from the 
instant case, and that petitioner took no testimony, it was held that while it is a 
matter of common knowledge that wheat flour is sold through grocery stores, and 
sometimes in small packages, it cannot be assumed that petitioner’s flour is thus 
sold, nor that wheat flour and canned tomatoes are ever used for the same purpose, 
or as common ingredients of any food preparation. If these goods are of the same 
descriptive properties the burden was upon petitioner to prove facts upon which 
such a conclusion could be predicated ; and in the absence of evidence on the subject, 
it was held that they are not.’ 


“Big Patch” for fresh vegetables not similar to “Patch” for table syrup and “Pickle Patch” for 
pickles and pickle relish 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of W. B. Roddenbery, of Cairo, Ga., to the application 
of Rose Kalich, of Watsonville, Calif., for registration of a trade-mark for fresh 
vegetables, comprising the notation “Big Patch” displayed in association with the 
picture of a boy wearing patched trousers with a dog at his feet, looking over a 
fence beyond which extends a field. In the notice of opposition opposer alleged that 
it is the owner of three registrations of marks confusingly similar to applicant’s 
mark and appropriated to merchandise of the same descriptive properties. These 
allegations were denied in the answer, and no evidence was adduced in their support. 

It was held that an amendment, filed after the decision of the Examiner of Inter- 
ferences, but within the limit of appeal, restricting the merchandise described in the 
application to fresh lettuce, would be considered as entered. 

As to the three pleaded registrations it was held that since two of them were 
issued to opposer, there was no necessity to prove that it owned them; and the third 
was disregarded by the Examiner of Interferences. 

As to opposer’s registered mark which is the single word “Patch” for table 
syrup and peanut butter it was held that these goods do not possess the same descrip- 
tive properties as fresh vegetables. 

As to the other of opposer’s registered marks, comprising the notation “Pickle 
Patch,” the word “Pickle” being disclaimed, for pickles and pickle relish, it was 
held that in the absence of the amendment to the application, the Examiner of Inter- 
ferences was right in holding that applicant’s goods include some items having the 


7. Commander-Larabee Milling Company v. Martinez Food Canners, Ltd., Canc. No. 4200, 
166 M. D. 760, April 19, 1945. 
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same descriptive properties as pickles; for there are certain fresh vegetables from 
which pickles and pickle relish are made, but since lettuce is never used for that pur- 
pose purchasers would not be likely to attribute a common origin to fresh lettuce 
and pickles, merely because they are sold under somewhat similar trade-marks.° 


“Cartex” for laxative held registrable over opposition of “Cartose” for “carbohydrate diet 
supplement” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Scientific Sugars Co., of Columbus, Ind., to the applica- 
tion of Carter Products, Inc., of New York, N. Y., for registration of the word 
“Cartrex” as a trade-mark for a laxative. In the notice of opposition, opposer 
alleged its ownership and prior use of the trade-mark ‘“‘Cartose” as applied to a 
“carbohydrate diet supplement.” It further alleged that this product is of “similar 
descriptive properties” to applicant’s laxative, and that the two marks are “decep- 
tively similar.” It also alleged the registration to a third party of a mark comprising 
the notation ‘“‘Car’Tose”’ for “carbohydrate syrup for infant feeding,” and attached 
to the notice a copy of the registration. 

It was held that opposer made no attempt to prove ownership of the pleaded 
registration ; nor did it succeed in establishing use of the mark upon which it relies 
as of any time prior to the filing date of the opposed application ; that while appar- 
ently it would have been a simple matter for opposer to prove its case, having failed 
to do so, it must abide consequences ; and doubts created by its own record must be 
resolved against opposer. 

It was held that regardless of opposer’s rights, however, the registration is of 
record and should have been considered. 

It was further held that the registered mark ‘“‘Car’Tose” is quite similar to 
applicant’s mark ‘“‘Cartrex,” particularly in sound, so that were the two marks 
appropriated to merchandise of the same descriptive properties, their concurrent use 
would be reasonably likely to cause confusion ; but a carbohydrate syrup for infant 
feeding is obviously a food, and would be so regarded by purchasers, while a laxative 
is strictly medicinal, so that two such widely unrelated items do not possess the same 
descriptive properties, and the similarity of the marks thus becomes immaterial.’ 


Non-Conflicting Marks 


“Kux-Kwik” for a soup mix should not be cancelled because of prior use of “Kwik-Soup” on 
substantially identical goods 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the petition of The Pfaffman Company, of Cleveland, Ohio, to cancel 
registration No. 391,424, issued November 4, 1941, on an application filed May 9, 
1940, under the provisions of the Act of March 19, 1920, to A. Zerega’s Sons, Inc., 


8. W. B. Roddenbery Co. v. Rose Kalich, Opp’n No. 22,762, 166 M. D. 769, April 28, 1945. 
9. Scientific Sugars Co. v. Carter Products, Inc., Opp’n No. 22,528, 166 M. D. 754, April 9, 
1945. 
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of Brooklyn, N. Y. The registered mark is the notation ““Kux-Kwik” for a soup 
mix with vegetables, commonly known as dehydrated soup. Petitioner proved con- 
tinuous use since October 6, 1939, on substantially identical goods, of the notation 
“Kwik-Soup.” 

After noting that in a prior cancellation proceeding between the same parties, it 
was held by the Examiner of Interferences that these same marks, as applied to 
merchandise of the same descriptive properties, are confusingly similar, and that 
the decision in that case has long since become final, it was held that the question 
is thus res judicata. 

It was held that since respondent did not have the exclusive use of its mark dur- 
ing the year immediately preceding its application to register, it follows that if 
petitioner has been injured thereby the registration should be canceled; but it was 
further held that the Examiner of Interferences made no finding upon the question 
of injury, and that none has been established. 

After noting that in the prior cancellation proceeding referred to, respondent 
proved its ownership of a renewed registration under the Act of 1905, issued in 1920, 
the mark of that registration being “Kux-Kwik,” and the goods named being 
alimentary pastes such as macaroni, egg noodles, and the like, it was held that such 
goods are clearly of the same descriptive properties as those involved in the instant 
case, and that the earlier registration is prima facie evidence of respondent’s owner- 
ship of the mark for the goods covered by the registration here sought to be canceled ; 
and petitioner, having adopted a mark confusingly similar to one that was owned by 
another and appropriated to merchandise of the same descriptive properties, is in no 
position to complain of the latter registration since, in a legal sense, petitioner is 
not injured; for petitioner had no rights to be invaded.” 


Registration Procedure 


Permissibility of amendments to drawing 


Frazer, F. A. C.: Denied a petition from the action of the Examiner declining 
to recommend the entry of an amendment purporting to be presented under the 
suggestion offered in the decision rendered January 30, 1945 (571 O. G. 521, 64 
U. S. P. Q. 309), that if the drawing of the application were amended to include 
applicant’s name, as it appears on the specimens filed to show the mark as used, it 
may be that a registrable mark would result. 

After noting that the proposed addition of the name of applicant had not con- 
formed strictly to the specimens, it was held that the purpose of specimens is to 
show the trade-mark sought to be registered as actually used; in the form proposed 
in the amendment, it does not appear that applicant’s mark has been used at all ; and 
that no variance from such specimens may be permitted.” 


10. The Pfaffman Company v. A. Zerega’s Sons, Inc., Canc. No. 4272, 166 M. D. 759, April 
17, 1945. 


11. Ex parte Cherry-Burrell Corporation, Ser. No. 412,946, 166 M. D. 748, April 2, 1945. 
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Same Descriptive Properties 


“Morning Glory” for coal burning stove held confusingly similar to “Warm Morning” for 
heating stoves 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Locke Stove Company, of Kansas City, Mo., to the application 
of Agricola Furnace Company, Inc., of Gadsden, Ala., for registration of the nota- 
tion “Morning Glory,” claimed to have been used since July 16, 1942, as a trade- 
mark for coal burning stoves. Opposer relied upon its trade-mark “Warm Morn- 
ing,’ registered September 24, 1940, for heating stoves using coal, wood, and coke 
fuels. 

In response to applicant’s argument that the goods here involved are relatively 
expensive and are purchased only by adults and with care and discrimination, so 
that there is less likelihood of confusion than with cheaper articles, it was held that 
the point may be conceded, but that is not to say that there is no likelihood of con- 
fusion since a prospective purchaser of a heating stove might well inquire of friends 
or acquaintances, and act on their recommendation in seeking a “Warm Morning” 
heater, but upon observing a stove of the same general type bearing the trade-mark 
“Morning Glory,” mistakenly accept it as the article recommended; at least the 
record creates a doubt in that regard which must be resolved in opposer’s favor. 

It was held that while it is true that the marks as a whole differ somewhat in 
appearance, in sound and in significance, nevertheless, the fact remains that applicant 
has appropriated the dominant word of opposer’s mark as a prominent part of its 
own; so that the concurrent use of the two marks on substantially identical mer- 
chandise is reasonably likely to result in confusion, to opposer’s damage.”” 


“Sonata” on men’s neckties held in conflict with identical mark used on ladies’ underwear 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Raymond Wells, of Boston, Mass., the word “Sonata” as a trade- 
mark for men’s and boys’ neckties, cravats, kerchiefs and scarves, in view of a prior 
registration of the same word for ladies’ rayon underwear, pajamas, nightgowns 
and dresses. 

In response to applicant’s argument that his goods and those named in the regis- 
tration are of different descriptive properties, or at least are specifically different ; 
and that the marks in question are not the same, it was held that although it is true 
that the goods are not identical, nevertheless, unquestionably they have the same 
descriptive properties ; and within the meaning of the Trade-Mark Act, the marks 
are in fact identical, since they differ only to the extent that one is printed in script 
and the other in plain block type. 

In response to applicant’s argument that he had used his marks extensively and 
continuously since July, 1940, and that no resulting confusion has ever come to his 
attention, it was held that regardless of confusion, or the likelihood thereof, the 
statute expressly forbids the registration of trade-marks which are identical with a 


12. Locke Stove Company v. Agricola Furnace Company, Inc., Opp’n No. 22,215, 166 M. D. 
756, April 11, 1945. 
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registered or known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties. 

In response to applicant’s offer to amend the drawing of the application to con- 
form to a label of record, it was held that such an amendment is not permissible, 
because it would substitute a different mark. Nor would it render the case allow- 
able, if entered.” 

Surname 


Trade-Mark “Douglas” for publication held unregistrable 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register to Douglas Aircraft Company, Inc., of Santa Monica, Calif., a mark 
for various publications under the provisions of the Act of February 20, 1905, on 
the ground that the surname “Douglas” dominates the mark, and that its disclaimer 
does not render the mark registrable under the 1905 Act. Applicant’s brief 
described the mark as consisting of a relatively large representation of the world, 
showing three airplanes encircling the same, together with the name “Douglas” 
arcuately arranged about the upper portion of the world and the words “First 
Around The World” on a banner arcuately arranged about the lower portion of the 
representation of the world, the name “Douglas” being disclaimed apart from the 
mark as shown. 

After noting applicant’s arguments that the idea sought to be conveyed by the 
mark as a whole is that Douglas airplanes were the first to encircle the globe, that 
the pictorial feature would primarily attract an observer’s attention, that the mark 
is dominated, if at all, by the representation of the world, and that the name “Doug- 
las” is distinctively displayed within the meaning of the statute, it was held that it 
seems obvious that the name is not written, printed, impressed, or woven in some 
particular or distinctive manner, nor is there any doubt but that it is the part of ap- 
plicant’s mark most likely to be remembered as indicating origin of applicant’s 
goods, and is thus the dominant part of the mark. 

It was further held that it is well settled that to disclaim predominating non- 
registrable matter does not render a mark registrable.* 





13. Ex parte Raymond Wells, Ser. No. 432,716, 166 M. D. 746, March 29, 1945. 
14. Ex parte Douglas Aircraft Company, Inc., Ser No. 449,548, 166 M. D. 766, April 25, 1945. 
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WALDPORT SEAFOOD CO. v. COE 


PART II 


WALDPORT SEAFOOD COMPANY, INC. v. COE, COM’R. PATS., ET AL. 
District Court, District of Columbia 


June 7, 1945 


TRADE-MARKS—CLASS oF Goops—CONFUSING SIMILARITY. 
Mark “Pacific Spray” for use on canned crab meat held confusingly similar to “Ocean 
Spray” and “Northern Spray” for canned cranberries and canned oysters. 
TRADE-M ARKS—REGISTRABILITY—DESCRIPTIVENESS. 


Term “Pacific” in connection with a trade-mark for canned crabmeat held descriptive. 


Two actions under R. S. 4915 for registration of a trade-mark. Judgments for 
defendants. 


William G. MacKay and Charles R. Allen, for plaintiff. 

W.W. Cochran for defendant Coe. 

Royal R. Rommel and Lancaster, Allwine & Romell, Beekman Aitken, for defendant 
Cranberry Canners, Inc. 

A. A. Murray, for defendant Alwaco Oyster Co., Inc. 


PINE, J.: 


These are actions under Sec. 4915 R. S., 35 U. S.C. A. 63. Plaintiff applied for 
registration of a trade-mark consisting of the term “Pacific Spray” for canned crab 
meat. Defendants Cranberry Canners, Inc., and Ilwaco Oyster Co. filed respective 
notices of opposition to such registration. Prior use by opposers is not in issue. The 
mark registered to Cranberry Canners, Inc., is “Ocean Spray” and is applied to 
canned cranberries. The mark registered to Ilwaco Oyster Co. is “Northern Spray” 
and is applied to canned oysters. Canned crab meat and canned cranberries are 
goods of the same descriptive properties within the meaning of the Trade-Mark 
Laws, 15 U. S.C. A. 85. This is also true of canned crab meat and canned oysters. 
California Packing Corp. v. Halferty, 54 App. D. C. 88, 89 [14 T.-M. Rep. 281]. 
In my opinion the mark “Pacific Spray” so nearly resembles the marks “Ocean 
Spray” and “Northern Spray” that its use would likely deceive purchasers or cause 
confusion, or perhaps more accurately stated, further confusion, in the canned foods 
trade. In any event, the question is not free from doubt, and doubt should be 
resolved against the newcomer. Skelly Oil Co. v. Powerine Co., 86 F. (2d) 752 
[27 T.-M. Rep. 78] (C. C. P. A.). Furthermore, the term “Pacific” forming part 
of plaintiff’s mark, is descriptive of the goods to which the mark is applied. 15 U. S. 
C. A. 85. 

I therefore find for the defendants in both cases. Counsel will prepare and 
submit, on notice, judgments and findings of fact and conclusions of law. 


rr 
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CALIFORNIA PRUNE AND APRICOT GROWERS ASS’N v. THE H. R. 
NICHOLSON COMPANY 


Calif. District Court of Appeal, First District, Division Two 


May 17, 1945 


TRADE-MARK INFRINGEMENT—EVIDENCE OF CONFUSION. 
It is not necessary to prove actual confusion of goods in trade-mark infringement case. 
TRADE-MARK INFRINGEMENT—SAME DESCRIPTIVE PROPERTIES. 
Concentrated orange juice held to have same descriptive properties as concentrated prune 
juice despite different classification in Patent Office. 


Action for trade-mark infringement and unfair competition. Appeal from judg- 
ment for plaintiff. Affirmed. 


Kenneth A. White and Odgen, Crocker & Steelman for appellant. 
Naylor and Lassagne and James M. Naylor and Gerald H. Hagar for respondent. 
Before Nourse, Presiding Justice, and StuRTEVANT and GOODELL, Justices. 


STURTEVANT, J.: 


The plaintiff alleged two separate counts against the defendant. It pleaded a 
charge that the defendant was guilty of infringing on the plaintiff's trade-mark and 
that the defendant was guilty of unlawful and unfair acts of competition. The 
defendant denied said allegations and on those pleadings, among others, issue was 
joined and a trial was had. Later the trial court made findings in favor of the plain- 
tiff on each material issue. 

This defendant now contends that the record does not show it was guilty of 
infringing on plaintiff’s trade-mark or that it was guilty of doing any unlawful or 
wrongful acts of competition. A complete answer is the findings are to the contrary 
and the record contains an abundance of evidence supporting the findings. In its 
brief the plaintiff sets forth separately a set of facts which it asserts shows its rights 
and a set of facts which it claims shows the defendant’s rights. In its closing brief 
the defendant does not challenge the accuracy of either statement. Those two state- : 
ments follow with certain modifications. 





. 
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Plaintiff's History 


The respondent, California Prune and Apricot Growers Association, is a non- 
profit, cooperative organization, formed by grower-members in the year 1922, as the, 
outgrowth of an earlier organization, California Prune and Apricot Growers, Inc., 
wherein the growers held shares of stock in proportion to the acres that they signed 
up. 

Respondent’s said predecessor was organized in 1917 and immediately adopted 
and commenced using the word “Sunsweet” as the principal trade-mark or brand 
to identify the goods canned, bottled, packed and processed by it. In that first year 
the commodities of the predecessor company were packed largely in what are called 
bulk 25- and 50-pound boxes from which the retail trade served the customer with 
anything from 1-pound up that they might be seeking to purchase. 
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Use of the “Sunsweet” mark by respondent’s predecessor in 1917 is further 
evidenced by a Christmas package of “Sunsweet” prunes, as an early carton pack. 
Further commercial use of the trade-mark was evidenced by a photographic repro- 
duction of a display of ““Sunsweet” prunes in a Sacramento hotel. Respondent’s 
predecessor during its existence commenced the use of a 5-pound prune carton 
bearing the trade-mark ‘“‘Sunsweet.” 

From the inception of the business of respondent’s predecessor the use of the 
trade-mark “Sunsweet” was expanded to other commodities in addition to dried 
prunes and apricots, and there are in evidence facsimiles of labels employed in mark- 
ing such new items, including a photostatic copy of the history of respondent’s 
predecessor’s application for registration of the mark in the Patent Office, and includ- 
ing reproductions of labels applied to “Ready to Serve” canned prunes ; fruit butter 
made from prunes and apricots, and a jam product which was “simply a blend of 
apricots with some citrus fruit ingredient.’”’ This application was filed April 28, 
1921. 

Cognizant from substantially the inception of its business that its products had 
direct relation to the preparation of beverages, the respondent, as early as 1921-22, 
urged and taught the ultimate consumer how to readily and simply convert “Sun- 
sweet” prunes into a prune juice beverage including final preparation with plain or 
carbonated water. 

From the outset the “Sunsweet”’ trade-mark was what respondent calls its “top 
brand,” namely, the brand under which “the highest type and quality” of its dried 
fruits was offered and sold to the public. The “Sunsweet” brand of goods was 
widely and nationally advertised even in the early years of the business as evidenced 
by the advertising supplement to the ““Sunsweet Standard,” bearing date December, 
1921, reporting on the past and future advertising programs and media and con- 
taining reproductions of such advertising material. Respondent’s witness, Dunlap, 
identified the contents of said supplement as typical of the kind of advertising 
employed. 

Expansion of respondent’s “Sunsweet” business to prune juice, in its commer- 
cially bottled form, as distinguished from the early recommendation for consumer 
manufacture of a beverage from “Sunsweet” prunes occurred in 1932 and might have 
had its inception prior to that time. It came about as a result of respondent’s desire 
to fully utilize its available raw materials, 7.e., the fruit grown by its members. One 
of respondent’s exhibits was identified as a replica of the “Sunsweet” prune juice 
package employed in 1932. 

At the present time the respondent itself sells “Sunsweet” prune juice in the ter- 
ritory west of the Transcontinental Divide. East of the dividing line “Sunsweet”’ 
prune juice is sold by a firm named Duffy-Mott by an arrangement with respondent. 
The arrangement contemplates the shipment of prune concentrate in 50-gallon 
barrels to Duffy-Mott, which processes and distributes prune juice as a finished 
beverage. Under the arrangement with Duffy-Mott the respondent reserves the 
right of supervision of the preparation of the prune juice sold under the trade-mark 
‘““Sunsweet”’; it checks the quality ; it picks up samples and they are tested in San 
Jose by a chemist. 
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As early as April 29, 1933, respondent was advertising “Sunsweet” prune juice, 
which it was offering for sale as a finished beverage, as shown by an advertisement 
in “Pacific Rural Press.” Typical newspaper advertising is evidenced by one of 
plaintiff’s exhibits covering the period October 20, 1933 to March, 1934 and another 
exhibit shows a full page four-color advertisement in the Saturday Evening Post 
the estimated cost of which was $11,000 for a single issue. Plaintiff’s Exhibit 16 
is a collection of typical advertisements in various media, during the period July, 
1941-June, 1943, covering various “Sunsweet” products including specific mention 
of “Sunsweet” prune juice. 

The history and broad pattern of respondent’s advertising of its “Sunsweet” 
products is shown in the recapitulation of expenditures in evidence. It was ex- 
plained by the witness Hendrixson, respondent’s statistician, that the years 1917 
and 1918 were not included in the recapitulation because of his inability to locate 
the exact ledgers, and his understanding that the advertising conducted by respond- 
ent’s predecessor in the initial two-year period was primarily promotional in char- 
acter. 

In the fiscal year 1933-1934 the sum of $34,646.62 was allocated to the adver- 
tisement of ““Sunsweet” prune juice; in the next succeeding fiscal year the amount 
was $102,139.17; the next year $129,210.86. Additionally, in 1932-1933 the sum 
of $13,188.28 was allocated for the allowance of 5 percent special discounts for 
advertising and the next year (1933-1934) the sum was increased to $58,061.60. 

Exhibits in evidence reflect the growth of respondent’s business in the sale of 
“Sunsweet” products, namely, carton prunes, carton apricots, carton seedless raisins, 
carton peaches, whipped prunes and prune juice, and were based upon a study of 
respondent’s records. 

The fact of federal registration of respondent’s trade-mark for its various com- 
modities was proved by the introduction of printed copies (by stipulation, in lieu of 
certified copies). Additionally, three other registrations were proved by file his- 
tories. 

Ownership of these registrations is evidenced, not alone by the admission in 
appellant’s answer, but by the testimony of the witnesses as to succession, and certi- 
fied abstracts of title relating to said registrations effected in the name of respondent’s 
predecessor. 


Defendant’s History 


The comparative chronology of the business of respondent and appellant is 
shown by a consideration of Plaintiff’s Exhibit 42, “Title Chart on ‘Nicholson’s Sun- 
sweet’ Trade-Mark” which was admitted without objection, for which reason it 
may be assumed to correctly state the facts. 

The Ver-Vac Company.—The incorporation of The Ver-Vac Company, a 
Maryland corporation, on December 19, 1919 was proved. It was this corporation 
(and not H. R. Nicholson, the individual) which originally made application to the 
Patent Office for registration of the trade-mark “Sunsweet” for non-alcoholic, 
maltless, concentrated and non-concentrated fruit syrup used for making soft 
drinks, on April 5, 1922 and, when registration of that mark was denied, converted 
the application into one seeking registration of the mark “Nicholson’s Sunsweet.” 
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In its verified application it was alleged that: ‘““The trade-mark has been continuously 
used in the business of said corporation since March 31, 1922.” 

In attempting to carry appellant’s date of first use of the trade-mark “Nichol- 
son’s Sunsweet” back of the date sworn to in the federal application, t.e., March 31, 
1922, the evidence tendered consisted of the testimony of appellant’s witnesses as to 
their recollections unsupported by documentary evidence. 

The documentary evidence and the admissions of appellant’s witnesses under 
cross-examination raise a question as to whether the date of first use, namely, March 
31, 1922, may be relied upon. The file history in evidence of appellant’s federal 
application, contains a label specimen bearing the diagonally printed statement 
“Temporary Label.”” The words “Nicholson’s Sunsweet Orange Concentrate” were 
printed on a separate strip pasted at the top of the label, over the words “Pure Fruit 
Orange Concentrate.” This “label” was represented in appellant’s federal applica- 
tion as a specimen of the label actually affixed to the goods or containers thereof, 
and yet in the cross-examination of Mr. Nicholson, appellant’s principal witness, the 
following statements appear: “Q. In other words, the label forming the part of 
Plaintiff's Exhibit 23 was prepared especially for the purposes of the application ? 
A. L imagine so. Q. It is not, is it, a label such as you would use in ordinary com- 
merce? <A. No, sir.” 

The nearest approach in appellant’s proofs to a showing of the earliest actual 
commercial use of the notation “Nicholson’s Sunsweet” by the Ver-Vac Company, 
aside from the recollections of the witnesses, is found in the records concerning 
purchase of bottle crowns. One of defendant’s exhibits, the card records of The 


Crown Cork & Seal Co., shows approval of a sketch of “Nicholson’s Sunsweet” 
crown by “Shipley Steam Bottling Works,” as the customer, bearing date of May 5, 
1923, or some six years subsequent to respondent’s first use of its mark ““Sunsweet” 


in 1917. 


No attempt was made by appellant to give the figures or show the records upon 
which to approximate the business of The Ver-Vac Company, and consequently we 
can merely surmise as to the volume of business done by that company. From De- 
fendant’s Exhibits J and K we find that on April 3, 1924, North Ontario Packing 
Co., of Los Angeles, California, shipped 60 barrels of double strength “Cal-Ora,” 
valued at $4,169.52 to The Ver-Vac Company. “Cal-Ora” was the name used by 
the shipper to indicate the goods “California Orange.” There was no evidence 
offered, however, to show that these raw materials found their way to the bottlers 
under the trade-marks “Nicholson’s Sunsweet” or “Sunsweet.”’ According to the 
formula given by Mr. Nicholson for the manufacture of the bottler’s base, the 60 
barrels of double strength concentrate did not represent any great volume of business. 

From the record it appears that the business of The Ver-Vac Company consisted 
of preparing a bottler’s concentrate of fruit juices by adding water and sugar thereto 
and selling the same to a limited number of customers. No advertisement of the 
product of The Ver-Vac Company was shown, from which the respondent argues 
that the business was both local and small in size. It was also short-lived for the 
charter was forfeited February 13, 1926 for non-payment of taxes. 

The Ver-Vac Products Company.—This company was incorporated under the 
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laws of the State of Maryland on May 7, 1924 and voluntarily dissolved on March 
24, 1937. 

On June 10, 1924, it caused an assignment to be recorded at the Patent Office, 
purporting to have been executed May 31, 1924, and to transfer the trade-mark 
“Nicholson’s Sunsweet” and the registration thereof, from The Ver-Vac Company 
to The Ver-Vac Products Company. The circumstances surrounding this transfer 
are not shown; the records have been destroyed. 

On the basis of oral testimony and documentary material in the record, it is 
evident that nothing more than nominal use was made of the trade-mark “Nichol- 
son’s Sunsweet” during the life of The Ver-Vac Products Company. 

The very earliest documentation of business activity by The Ver-Vac Products 
Company, as shown by the record, was the purpose of 15 forty-rine gallon barrels 
of orange concentrate from North Ontario Packing Co. on July 22, 1925. An 
idea of the volume of business resulting therefrom to The Ver-Vac Products Com- 
pany may be gained by reference to the formula previously given by the witness 
Nicholson. 

Documents introduced by the appellant consisting of invoices and delivery 
receipts spanning the years April 8, 1929 to August 16, 1935, indicate that the sales 
of orange concentrate under the trade-mark “Nicholson’s Sunsweet” were in ex- 
tremely small volume and that the business was far from a growing and thriving 
enterprise. The oral testimony of witnesses, who admittedly had never examined 
the records of the company, that greater volume was enjoyed, cannot change the 
quantum aspect of the pictures, especially where the testimony was given many 
years after the event. 

It may be true that The Ver-Vac Products Company used labels and advertising 
banners, but the record is silent as to the extent of such use from which the volume 
of business could be deduced. 

During its existence (1924-37) The Ver-Vac Products Company made certain 
changes with respect to the bottle crowns employed by the bottlers of its products, 
and the chronology of these changes, as nearly as they can be determined, ran 
something like this: 

1. Defendant’s Exhibit B, dated March 27, 1930, represented the dropping of 
the prefix word “Nicholson’s” from the combination “Nicholson’s Sunsweet,” while 
retaining the embellishments of Defendant’s Exhibit A. 

2. Defendant’s Exhibits Y-2 and Y-4 represent the use of the word “Nichol” 
as a prefix for the word “Sunsweet.” 

3. Defendant’s Exhibits Y and Y-3 are bottle crowns bearing the word ‘“Sun- 
sweet” in a circular arrangement with the names of the particular fruit flavors, as 
orangeade and lemonade, respectively. 

4. Defendant’s Exhibit Y-1 is a “privately designed crown” bearing the word 
“Sunsweet” with an associated sunburst and delivery boy design. 

The dates of these changes are not made certain by the oral testimony or docu- 
mentary evidence adduced on behalf of appellant. However, up to the year 1930 
the marks “‘Nicholson’s Sunsweet” and “Nichol Sunsweet” were used, and “Sun- 
sweet” came into being in 1930 as a denomination of the product of The Ver-Vac 
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Products Company. Whatever else these changes may suggest they are satisfactory 
evidence that the use of the word “Sunsweet,” alone or in combination with other 
words or with designs, as a trade-mark, lacked stability in the business being done by 
The Ver-Vac Products Company during the period of its existence and that from 
1924 to 1937 The Ver-Vac Products Company had no permanent brand or mark 
for its goods. 

The most significant characterization of the business of The Ver-Vac Products 
Company is found in the bill of sale to appellant. This instrument was executed 
April 17, 1937 (after dissolution of the seller on March 24, 1937). The property 
conveyed as a “going business” consisted of some sixty items, ranging from “15 gal. 
sarsaparilla flavor” to “1 Ford 1929 delivery.” It included only “2 gal. orange 
conc.” meaning 2 gallons of orange concentrate), the product in which The Ver-Vac 
Products Company was supposed to be doing business and in connection with the 
sale of which it was supposed to be using the trade-mark “Sunsweet.” 

The price paid for the property of The Ver-Vac Products Company was the sum 
of $221.85 and for the added consideration of $1.00 there were transferred accounts 
receivable totalling $212.78. The bill of sale contains no specific reference to 
“good-will” of the business. 

The H. R. Nicholson Company.—The appellant company succeeded to the 
business of The Ver-Vac Products Company, acquiring its 60-item inventory of 
assets through the bill of sale already referred to. 

Insofar as appellant’s acquisition of the registered trade-mark “ Nicholson’s Sun- 
sweet” is concerned, there is uncertainty in the official record. One of plaintiff’s 
exhibits shows an assignment dated March 14, 1938 and recorded April 11, 1938 
from The Ver-Vac Company to appellant, notwithstanding earlier conveyance of 
its interest in the trade-mark to The Ver-Vac Products Company and the fact that 
it had been dissolved on February 13, 1926, or some twelve years previously for 
non-payment of its taxes. 

On December 2, 1942, some six months after the commencement of this action, 
appellant recorded in the Patent Office a purported assignment, acknowledged April 
17, 1937, transferring the trade-mark from The Ver-Vac Products Company to 
appellant. The assignment of April 17, 1937 was executed after dissolution of the 
assignor company and purported to convey the trade-mark and “good-will” despite 
the fact that the bill of sale failed to transfer good-will as one of the assets of The 
Ver-Vac Products Company aiong with the 60 items of property specifically iden- 
tified therein. 

Among the things done since its inception in 1937, appellant claims to have 
employed a label bearing the words ‘“‘Nicholson’s Sunsweet”’ as a trade-mark for 
orange concentrate sold to bottlers despite the fact that The Ver-Vac Products 
Company, had, in the year 1930, dropped the prefix word “‘Nicholson’s” in favor 
of “Nichol Sunsweet” and ““Sunsweet”’ alone. 

The first tangible evidence of use of the word “Sunsweet”’ by appellant is in the 
introduction of the applied color label bottle. Here the word “Sunsweet” and indeed 
all other label matter, is processed as a permanent part of the bottle itself. This 
bottle was apparently introduced to defendant’s customers at about the same time it 
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was Offered to The H. R. Nicholson Company, the California copartnership, as a 
part of the transaction of January 6, 1941. 

In these particulars the record shows that appellant has used “Nicholson’s Sun- 
sweet” interchangeably and without any fixed pattern, as its predecessors had done. 

Up to January, 1943, the date of the Government order freezing the manufacture 
and sale of concentrated citrus juices the appellant conducted its business along the 
following lines: 

Appellant, itself, does not manufacture concentrates made from citrus juices; it 
merely distributes to bottlers concentrates made by others. The concentrates thus 
distributed are orange, lemon, grapefruit and grape. It has an agreement with 
Mutual Orange Distributors, of Anaheim, California, giving it the exclusive right 
to distribute to bottlers of carbonated beverages the concentrates manufactured by 
Mutual Orange Distributors. 

The concentrates shipped by Mutual Orange Distributors were packed in gallon 
cans, six to the carton, each can bearing a “Sunsweet” label and the labels were 
applied by Mutual Orange Distributors. Each of these labels bore mixing instruc- 
tions and the notation “Distributed by H. R. Nicholson Company, Baltimore, Mary- 
land, Chicago, Illinois, San Pedro, Calif.” These labels were applied to “all ship- 
ments,” which would include shipments on orders from “The H. R. Nicholson 
Company, San Pedro, California” or “The H. R. Nicholson Company, Chicago, 
Illinois.” 

In addition to the labels just referred to appellant has employed the “Nicholson 
Sunsweet”’ label in connection with samples sent to the trade. The label carries 
directions for making plain or carbonated water punch bowl beverages, water ice 
and sherbets and cake icings from the concentrates to which it was applied. They 
were printed in “quantities of possibly ten or fifteen thousand, or something like 
that” as a fairly widespread recommendation by appellant that its concentrates were 
useful and to be used for making products other than carbonated beverages. 

With respect to soft drinks sold in bottles it is the appellant’s practice to let the 
bottler furnish his own bottles and purchase the crowns from the appellant. 

The labels were made “for bottlers of carbonated beverages who did not care to 
go to the expense of buying what we called a color applied label bottle.” 

The defendant commences its brief by stating a number of academic arguments 
discussing at length certain propositions claimed to be rules of law applicable to 
such actions. In its fifth point it finally contends that certain findings (referring to 
them by their respective numbers) are not sustained by the evidence. It then 
refers back to said discussions of legal propositions as sustaining its contention that 
said findings are not sustained by the evidence. As we understand the defendant 
it seeks by both methods to show that the facts proved were legally insufficient to 
support said findings. As we proceed we will examine each finding so attacked by 
the defendant and give it such consideration as we think should be given to it, but 
we will not go through a long record consisting of 370 pages of typewritten 
transcripts and more than a hundred exhibits and attempt to find error in the record. 

The defendant asserts that the evidence shows it is engaged in processing certain 
fruit juices and selling wholesale the product for making “soda pop” and other 
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beverages, whereas the plaintiff is engaged in processing prunes and preparing them 
for consumption as food. Such being the facts the defendant asserts there is not 
and cannot be any competition or infringement. That contention presents mixed 
questions of fact and law. As to all questions of fact involved this court and the 
parties are bound by the findings. Those findings are supported by the evidence 
hereinabove set forth. Commencing in 1922 the defendant and its predecessors were 
engaged in marketing fruit juices for beverage purposes. During that same period 
the plaintiff was engaged in processing prunes which could be used for food or for 
making prune juice. 

As shown by the facts hereinabove set forth the defendant was using and claim- 
ing the right to use trade-marks very similar to those used by the plaintiff. The trial 
court found the facts in favor of the plaintiff and against the defendant. That 
ruling will not be disturbed unless the trial court abused its discretion. Sun-Maid 
Raisin Growers v. Mosesian, 84 Cal. App. 485, 494. Addressing ourselves to the 
first count of plaintiff’s complaint pleading infringement of trade-marks, it was not 
necessary that the plaintiff should prove actual confusion of goods. Del Monte 
Special Food Co. v. California Packing Corporation, 34 F. (2d) 774, 775 [19 T.-M. 
Rep. 443] ; Henry Muhs Co. v. Farm Craft Foods, 37 F. Supp. 1013, 1015. Ad- 
dressing ourselves to the second count of plaintiff’s complaint pleading unfair com- 
petition, the rule is the same. 24 Cal. Jur. 630; Restatement of the Law of Torts, 
Sec. 728; Hoover Co. v. Groger, 12 Cal. App. (2d) 417, 419. The finding of the 
trial court that defendant’s acts constituted unlawful competition was therefore 
sustained by the evidence. 

Closely allied to the last point the defendant contends that its products and the 
products of the plaintiff were not of the same “descriptive properties.” Under the 
facts hereinabove recited we think the point must be ruled against the defendant. 
Four Roses Products Co. v. Small Grain Distilling & Drug Co., 58 App. D. C. 299 
[18 T.-M. Rep. 576]. In that case the court held, quoting the first syllabus, “A 
malt syrup, intended for and actually used in home brew of alcoholic content, held 
as bearing on right to registration of trade-mark, within the meaning of the Trade- 
Mark Act (15 U.S. C. A. Sec. 81 et seg.), to be of the same descriptive properties 
as whisky.” Toward the end of that decision the court said: “As we have many 
times observed, the trade-mark registration act was designed to prevent and not to 
promote misrepresentation. The Patent Office, therefore, would have been justified 
in refusing appellant’s application, quite apart from the opposition of the appellee.” 
See also California Fruit Growers Exch. v. Windsor Beverages, 118 F. (2d) 149 
[31 T.-M. Rep. 121]. 

The defendant cites and relies on John Sexton & Co. v. Schoenhofen Co., 273 F. 
327 [11 T.-M. Rep. 411]. It is not in point. It held that grape juice, a fruit 
beverage, and ginger ale or root beer, cereal beverages, are not goods of the same 
descriptive properties. But in the instant case the goods sold by the plaintiff and 
those sold by the defendant were both fruit juices. It is manifest that they were of 
the same descriptive properties. 

As applicable to the two points we have just discussed the defendant cites and 
relies on France Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 304 [15 T.-M. 
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Rep. 185]. Because the facts are so different we do not consider the case helpful. 
Commencing in 1880 the defendant Washburn had built up a flour business. It 
sold its flour in barrels and bags. It sold under the name “Gold medal.” Among 
other customers it sold large quantities to the plaintiff. The plaintiff mixed the 
flour it purchased with certain ingredients and sold its flour for making pancakes. 
In 1904 it was awarded a gold medal prize at the Louisiana Purchase Exposition. 
Thereafter it used on its product the brand “Gold Medal.” Business was so con- 
ducted down to the year 1923. At that time rumors reached France that Washburn 
intended to make a prepared flour and sell it under the name of “Gold Medal.” 
France protested. In 1923 Washburn registered in the Patent Office the phrase 
“Gold Medal” as a trade-name. In 1924 France petitioned the Patent Office to 
cancel said registration. Such registration “was cancell.i by agreement.” The 
record does not disclose that France ever applied for registration. Having set forth 
distinctly the foregoing facts, the court said (p. 305): “We likewise lay aside all 
arguments based on registration of marks; these litigants must both stand on what 
are usually (and not very accurately) called their ‘common law’ rights, aided by 
such equities derived from conduct and lapse of time as may serve them.” ‘There- 
upon the court held that France was properly awarded a decree enjoining Wash- 
burn from using “Gold Medal” on its prepared flour. 

The distinctions made by the defendant are not sound. The correct test to be 
applied was stated in Sun-Maid Raisin Growers v. Mosesian, 84 Cal. Appl. 485. 
In that case at page 497, the court said: “The authorities are fairly uniform to the 
effect that it is not necessary to prove actual fraud or deception, but this may be 
assumed where the facts indicate that a purchaser, exercising ordinary care would 
be likely to be deceived by the imitation of a trade-mark.” 

In Del Monte Special Food Co. v. California Packing Corporation, 34 F. (2d) 
774, at page 775 [19 T.-M. Rep. 443] the court said: “The injury to the appellee by 
the use of the Del Monte Brand by the appellant does not result from preventing sale 
by appellee of oleomargarine of its own, but from a representation to the public that 
it produces a product which it does not in fact produce and over which it has no 
control. Its reputation for quality is therefore placed to some extent in the hands 
of a corporation who owes it no allegiance and has no concern in maintaining the 
high reputation established by the appellee, and who may utilize that reputation to 
sell the public an inferior production. Thus every effort made by the appellee to 
increase the volume and variety of its products and maintain its high standard of 
quality by its systematic and expensive advertising campaign and by care in the 
preparation of its products redound to the benefit of the appellant, which does not 
contribute in any manner to the expenditures involved in this vast undertaking, and 
whose only motive for the adoption of the same ‘brand’ is to get the advantage of 
appellee’s name, reputation, and good-will. The law of unfair competition has 
resulted from the application of a simple proposition to the extension and modern 
development of manufacturing and merchandising. The principle may be expressed 
in the language used by the various courts when dealing with the subject of unfair 
competition, as follows: “That nobody has any right to represent his goods as the 
goods of somebody else.’ ” 
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The mere fact that the registrations of the plaintiff in the Patent Office were 
made under class 46 whereas the defendant’s registration was made under class 45 
is not necessarily determinative. In Henry Muhs Co. v. Farm Craft Foods, 37 F. 
Supp. 1013, at page 1015, the court said: “The modern doctrine is certainly to 
grant, to one who has established a trade-mark and good-will in connection there- 
with, the use thereof in any reasonable extension of its business. Aunt Jemima 
Mills v. Rigney & Co., 2 Cir., 247 F. 407 [8 T.-M. Rep. 163]; Waterman Co. v. 
Gordon, 2 Cir., 72 F. (2d) 272 [24 T.-M. Rep. 343] ; Yale Electric Corp. v. Robert- 
son, 2 Cir., 26 F. (2d) 972 [18 T.-M. Rep. 321].” (Italics ours.) And in California 
Fruit Growers Exch. v. Windsor Beverages, 118 F. (2d) 149, 152, the court said: 
“From these and other precedents we conclude that it is now settled in this country 
that a trade-mark protects the owner against not only its use upon the articles to 
which he has applied it but also upon such other articles as might naturally or rea- 
sonably be supposed to come from his. Protection extends to all goods of the same 
class even though the alleged infringement is not upon the same species of articles.” 
(Italics ours.) Such rules were specifically applied in Sun-Maid Raisin Growers v. 
Mosesian, 84 Cal. App. 485. As stated with approval in California Fruit Growers 
Exch. v. Windsor Beverages, supra, at page 152 [31 T.-M. Rep. 121]: “The real 
test is whether the use of identical or similar trade-marks would be likely to cause 
confusion or mistake in the minds of the public, to deceive purchasers—where the 
challenged goods are sold in the same stores or distributed in the same manner. 
Here confusion is bound to result. It was the congressional intent to prevent such 
confusion and resulting mistake or deceit. Though the merchandise of others may 
be dissimilar, if the trade-mark is the same or similar, and the merchandise such as 
reasonably may be attributed to plaintiffs, deceit results. Decker & Cohn, Inc. v. 
S. Liebovitz Sons, Inc., 46 F. (2d) 179 [21 T.-M. Rep. 33]; Goodrich Co. v. 
Hockmeyer, 40 F. (2d) 99 [20 T.-M. Rep. 205]. Surely bottled beverages bearing 
the name “Sunkist” belong to the same general class of merchandise as bottled fruit 
and vegetable juices sold under the same name. As Judge Baker said, speaking for 
this court, in Church & Dwight Co. v. Russ, 99 F. 276, 280, ‘Goods are in the same 
class whenever the use of a given trade-mark or symbol or both would enable an 
unscrupulous dealer to palm off on the unsuspecting purchaser the goods of the 
infringer as the goods made by the owner of the trade-mark, or with his authority 
and consent.’”’ All of the facts being considered it is plain that the products of the 
plaintiff and those of the defendant are of the same class and descriptive properties. 

In its next point the defendant claims it holds a valid trade-mark, properly regis- 
tered, and that it has made a continuous and prior use of it. The vice in this claim 
is that it is not supported by the facts. The record shows that one of the defendant’s 
predecessors applied for permission to register ‘““Sunsweet” as a trade-mark. Its 
application was refused and such predecessor changed its application and applied 
for and was given a registration as “Nicholson’s Sunsweet.”” Said predecessor was 
never given a registration as “Sunsweet.”” Neither was the defendant nor any of 
its predecessors. Nevertheless the defendant and some of its predecessors have, 
without registry rights, or any rights, used the trade-mark “Sunsweet.” Such use, 
in the teeth of the registration laws, created no right in the defendant nor in the 
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predecessors of defendant. Straus v. Notaseme Co., 240 U. S. 179, 181 [6 T.-M. 
Rep. 103]. 

As to the acts of the defendant and its predecessors in using “Sunsweet” as a 
trade-mark when its registration had been refused, the defendant claims it but ab- 
breviated the trade-mark from ‘“‘Nicholson’s Sunsweet” to the word “Sunsweet.” 
The contention is not new. A similar contention was made in John Morrell & Co. 
v. Hauser Packing Co., 24 F. (2d) 713 [17 T.-M. Rep. 411]. That court said: 


It further appears from the evidence that in June, 1897, plaintiff registered its trade- 
mark as “Iowa’s Pride,” and in October, 1916, as “Dakota’s Pride,” and in January, 1920, 
as “Morrell’s Pride” ; never prior to 1922 as “Pride” alone. Manifestly its present conten- 
tion that “Pride” alone has always been its actual trade-mark, and that the words used and 


registered in combination therewith are to be disregarded, is > conception to be attributed 
to recent necessity... . 


As said by the court below, within the scope of the complaint the question is not 
whether the word “Pride” could, but whether it did in fact, become plaintiff’s trade-mark 
prior to 1907. And we concur in answering the question in the negative. In the combina- 
tion as actually used, and as registered, both words are given equal prominence, and to 
ignore one would be quite as arbitrary as to ignore the other. Both in the Patent Office 
and on the market, plaintiff declared its trade-mark to be, not “Pride,” but “Morrell’s 
Pride,” or some other combination. Under such circumstances, the trade-mark must be 
deemed to consist of the combination. Armour & Co. v. Louisville P. Co. (D. C.), 275 
F. 92; Id. (C. C. A.) 283 F. 42 [13 T.-M. Rep. 44]. 


The defendant contends the word “Sunsweet” is merely descriptive of the 
process of curing and is not susceptible of being used as a trade-mark. Patton Paint 
Co. v. Sunset Paint Co., 290 F. 323 [13 T.-M. Rep. 335]. The facts of that case 
show it is not helpful. Each of the cases depends on its own facts. Harlan-Wallins 
Coal Corp. v. Transcontinental Oil Co., 64 F. (2d) 122, 123 [23 T.-M. Rep. 208]. 
As to all facts the trial court has passed on them and has made its findings. Those 
findings are conclusive in this court. Bearing in mind that in the instant case we are 
considering findings of the trial court, that such findings sustain the claim of the 
plaintiff to the word “Sunsweet’”’ accompanied by the design of a sunburst, it is 
settled law that a court of review will not “draw fine distinctions to upset the dis- 
cretion of a trial court in awarding a preliminary injunction where the equities are 
so clearly in favor of the owner of a trade-mark over which he has exercised exclu- 
sive control and use for a period of ten years or more.” Sun-Maid Raisin Growers 
v. Mosesian, 84 Cal. App. 485, 493. 

The defendant stresses the classification made in the U. S. Patent Office. Such 
classification is of importance, but it is not controlling. Harlan-Wallins Coal Corp. 
v. Transcontinental Oil Co., supra. In that case the court said it “has never deemed 
the Patent Office classification of articles to be of controlling importance in the ascer- 
tainment of whether two articles are of the same descriptive properties. In fact, we 
have many times held to the contrary.” In Aluminum Cooking Utensil Co. v. Sargoy 
Bros. & Co., 276 F. 447, at page 448 [12 T.-M. Rep. 53], the court said: “Validity 
of trade-marks cannot depend upon classification or indexing by the Patent Office 
alone.” 


The defendant contends the judgment was too broad in ordering it to account 
for all profits. 
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It contends such order should have been limited to sales made in this state. It 
presents no authority showing that the judgment should have been so limited. We 
know of none. There was evidence that defendant did business in California, but 
the record does not show how much. The trial court did not take an account. As 
to unfair competition the second cause pleaded in plaintiff’s complaint was a common 
law count charging the defendant had committed certain frauds. Plaintiff had the 
right to go into the trial court and ask for relief against fraud committed in this 
state. If perchance some acts of fraud were committed in other states such fact 
did not limit the jurisdiction of the trial court to proceed and hear all allegations of 
the complaint filed by the plaintiff. When equity takes jurisdiction it does so for all 
purposes. In 4 Pom. Eq. Jur. (4th Ed.) Sec. 1318, the author said: “Where the 
subject-matter is situated within another state or country but the parties are within 
the jurisdiction of the court, and suit may be maintained and remedy granted which 
directly affect and operate upon the person of the defendant, and not upon the sub- 
ject-matter, although the subject-matter is referred to in the decree, and the de- 
fendant is ordered to do or to refrain from certain acts toward it, and it is thus 
ultimately but indirectly affected by the relief granted. As examples of this rule, 
suits .... for relief on the ground of fraud, actual or constructive, . . . . and the like, 
may be brought in any state where jurisdiction of defendant’s person is obtained, 
although the land or other subject-matter is situated in another state, or even in a 
foreign country.” In actions to enjoin infringement of trade-marks the above rule 
has been directly followed. Vacuum Oil Co. v. Eagle Oil Co., 154 F. 867, 875; 
Hecker H-O Co., Inc. v. Holland Food Corp., 31 F. (2d )794 [20 T.-M. Rep. 1]; 
Morris v. Alstedter, 156 N. Y. S. 1103. Furthermore the defendant’s contention is 
premature. The trial court has ordered an accounting but the record before us shows 
no evidence of any specific sales. If and when an accounting is had the question 
presented by the defendant may arise, however it has not arisen as yet. The de- 
fendant appeared, answered and fully participated in the trial. By its answer it 
denied nearly every allegation pleaded in plaintiff’s complaint, and prayed for general 
relief. True it is that by holding its pleading it attempted to limit its appearance as 
special. It cites no authority supporting such procedure. Roberts v. Superior 
Court, 30 Cal. App. 714, states the rule fully. Under the facts the defendant made 
a general appearance and the contention which it now makes may not be sustained. 

The judgment appealed from is affirmed. 








208 THIRTY-FIVE TRADE-MARK REPORTER 


BURROUGHS WELLCOME & CO. (U.S. A.) INC. v. NION 
CORPORATION 


District Court, S. D. California, Central Div. 
May 31, 1945 


TRADE-MARKS—PLEADING AND PRACTICE—REVISED STATUTES 4915. 


R. S. 4915 suit between interfering trade-mark applicants is a trial de novo. 
TRADE-MARKS—PRIORITY OF ADOPTION AND USE. 


Ownership in trade-mark cannot be acquired without use and affixation of the mark in 
interstate commerce. 


REvisep Statutes 4195 Surirs—LACHES. 


The court may consider the defense of laches in a suit for registration under R. S. 4915. 


Action under R. S. 4195 to obtain registration of trade-mark. Judgment for 
plaintiff. 


Joseph F. Westall and Hauff & Warland for plaintiff. 
William G. MacKay and Fred H. Miller for defendant. 


O’Conner, D. J.: 


The plaintiff and defendant both claim ownership of a similar trade-mark, 
“Avicap” or “Avicaps,” and the right to register the same as a trade-mark for use 
on vitamin capsules. 

It is admitted that the product manufactured by each is the same, but with 
slightly different word descriptions. The product of the plaintiff is: 


A polyvitamin product containing six essential vitamins (A, D, Bi, Be, C and nicotinic 
acid amide) encapsulated in gelatin. 


The product of the defendant is: 


A vitamin product containing 25,000 units of vitamin A encapsulated in gelatin. 


This is a trial de novo, 15 U.S. C. Sec. 89, Minn. Mining and Manufacturing Co. 
v. Nichols, 28 F. (2d) 105. 


The plaintiff first used the trade-mark “‘Avicap” and shipped its product under 
that name in interstate commerce prior to May 1, 1942, and on May 19, 1942 filed 


its application for registration of its trade-mark. The plaintiff alleges in its com- 
plaint, and the defendant admits: 


That the plaintiff advertised said product and sold the same extensively throughout the 
entire United States from about May 1, 1942, and is now selling said product under said 
trade-mark; and up to the present time the plaintiff has expended upwards of fifteen 
thousand ($15,000) dollars in advertising, and the sales of said goods under said mark up 
to the present time amount to approximately two hundred and fifty thousand ($250,000) 
dollars, and the individual vitamin capsules sold by the plaintiff from the time it placed 
said goods upon the market amount to 12,155,000. 


The plaintiff, on or about May 19, 1942, filed an application in the United States 


Patent Office to register the word, “Avicap,’ as a trade-mark for a polyvitamin 
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product, the serial number of which was No. 453,098. The trade-mark was passed 
for publication without objection and published in the Official Gazette of the U. S. 
Patent Office on July 28, 1942. No opposition to the application was filed. 

After the time to oppose plaintiff’s application for registration of the word 
“Avicap” had expired, and on or about August 29, 1942, the defendant filed in the 
U. S. Patent Office an application for registration to it of the word, “Avicaps,” on 
capsules containing vitamin A. The label attached to said application was printed 
in Spanish. 

The application of the defendant for registration of the word “‘Avicaps” for use 
on vitamin capsules containing vitamin A, was allowed by the Patent Office and 
published in the United States Official Gazette on October 12, 1942. The plaintiff 
filed a notice of opposition. On December 16, 1942, the Patent Office declared an 
interference, No. 3428, between the application of plaintiff, and the application of 
defendant filed August 29, 1942, Serial No. 455,185. 

The defendant, Nion Corporation, never sold or used any vitamin capsules in 
the United States under the name of “Avicaps,” but it had made in the United 
States and shipped to Havana, Cuba, several consignments of vitamin A capsules 
bearing the word, “Avicaps,” in Spanish. 

The defendant corporation sold its vitamin A capsules in the United States under 
the name of “Nion A.” 

After a hearing, the Examiner of Trade-Mark Intereferences returned a decision 
awarding priority to the Nion Corporation on August 9, 1943. The decision of the 
Examiner was affirmed by the Commissioner of Patents on April 4, 1944. Nion 
Corporation v. Burroughs Wellcome & Co., 61 U.S. P. Q. 95. 

It is the contention of the plaintiff that this decision of the Commissioner of 
Patents was erroneous, and the plaintiff is dissatisfied with it. No appeal was taken 
to the United States Court of Customs and Patent Appeals from the decision of the 
Commissioner of Patents. 

The only shipments made by defendant of its product under the name, “Avicaps,” 
were those mentioned wherein such shipments were made to Cuba prior to the filing 
of the application by plaintiff with the Commissioner of Patents. The labels were 
in Spanish and were placed on cartons, the cartons were enclosed in larger boxes 
which were not opened until they reached their destination. Shipments were made 
either directly or to forwarders, but in either event the boxes remained unopened 
until they reached their destination in Cuba. The defendant specifically withdrew 
any claim that it had perfected the trade-mark, “Avicaps,” in Cuba. 

The plaintiff sold a liquid form of ““Avicap” in 1940 or 1941 under the name of 
“Avinal.” On June 25, 1942, the defendant, by letter, acknowledged it had notice of 
the use in interstate commerce of the trade-mark, “Avicap” by the plaintiffs. 

It is clear that the defendant sold the same product in the United States under 
an entirely different trade-mark: to wit, “Nion A,” as established by the price list 
furnished druggists. It is clear, under the facts, that ownership of the trade-mark, 
“Avicap,” as required by the Act of February, 1905, 15 U. S. C. 81, was in the plain- 
tiff. 


It cannot be said that ownership can be secured in a trade-mark which has never 











210 THIRTY-FIVE TRADE-MARK REPORTER 





been attached to any articles in interstate commerce which were visible to the eye, 
but which were securely packed in boxes sealed and shipped out of the United States. 
This would leave the door wide open to fraud if such were the rule. The evidence 
shows that the plaintiff made an exhaustive and comprehensive search of records in 
the Patent Office, commercial publications, wholesale drug catalogs and were unable 
to find any individual, company or corporation making use of the word, “‘Avicap,” 
or any similar name. Can it be said that the plaintiff should have opened the boxes 
of the defendant—which would have been the only way to determine the use by 
defendant of the name, “Avicaps’”—in order to justify ownership? 

The fact that the defendant had sold the same product under the name “Nion A” 
in the United States, and had so listed its product on its price list to druggists to 
identify it, is strong evidence that it did not consider it had any claim of ownership 
to the trade-mark, “Avicap” or “Avicaps.” To grant defendant’s prayer would 
mean that plaintiff would be estopped to use the only name, “Avicap,” under which 
it has sold its product, and would permit the defendant to use both or either “Avi- 
caps” or “Nion A” as the trade-mark. The slightest effort on the part of defendant 
would have disclosed the filing of plaintiff’s petition on May 19, 1942 for registra- 
tion of the trade-mark, “Avicap,” in the office of the Commissioner of Patents. 
During the lapse of over three months the defendant made no effort to advise the 
plaintiff of its claims, and during this period valuable good-will attached to the 
name, “‘Avicap,” and the trade became familiar with this mark over the United 
States. 

The defendant knew of the plaintiff's claim of ownership of the trade-mark as 
early as June, 1942. It is the opinion of this court that if the defendant had a claim 
it was lost because of the delay in asserting it. The doctrine of laches is applicable 
in trade-mark actions. 

A similar situation arose in re The Farmers Manufacturing Company v. W. R. 
Harrison & Co., 96 O. G. 2062, Decisions of the Commissioner (1901) page 127. 
Harrison & Co. shipped two machines marked “Cyclone” to a customer or agent in 
Mexico. No other machines were so marked until December, 1900, and the case 
rested upon shipment to Mexico. 


If it constituted such adoption and use of the mark as to give them a common-law right 
to it in this country, they must prevail. Otherwise the decision must be in favor of The 
Farmers Manufacturing Company. (Quoted from the decision.) 


The decision further states: 


The trade-mark statutes do not create a right to a mark where none existed at com- 
mon law, but merely provide for the registration of such marks as have become property 
by common law if they have also been used in commerce with foreign nations or the Indian 
tribes. It is well settled that use in a foreign country without such use in this country as 
to give a common-law right to the mark here does not entitle a party to registration. 
(Richter v. Reynolds, C. D., 1894, 260; 67 O. G. 404; Leprince v. Iler & Morris, C. D., 
1900, 103; 92 O. G. 189.) In these cited cases it was also held that limited sales in this 
country by a foreign manufacturer upon especial orders to supply particular customers 
did not give a common-law right, since they did not constitute a use of the mark “in such 
circumstances as to publicity and length of use as to show an intention to adopt it as a 
trade-mark.” 
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While a case where the goods were manufactured and marked in this country, although 
sold abroad, may properly be regarded as standing upon a different footing from a case 
where they were both made and sold abroad and might in some cases be held to establish 
a common-law right here, the business must be carried on with such publicity as to indicate 
to others here an intention to adopt the mark as a trade-mark. The single shipment to 


Mexico is not believed to have been such public use of the mark as to establish the right 
of Harrison & Co., to it. 


And further: 


It seems clear that such secret use of the mark could not inform others in this country 
of their intention to adopt it as a trade-mark. The personal intentions of the members of 
the company are inconsequential so long as the mark was not actually used in such a way 
as to inform others in this country of their intentions. The right to a mark arises not 
from the intention of the user, but from the manner of its use. Even if the shipment to 
Mexico on July 3 be regarded as a bona fide sale of the machines, a question not free from 
doubt, it was not made under such circumstances as to establish the right of Harrison & Co. 


The decision of the Patent Office is reversed and the Commissioner of Patents 
is directed to register the word, ‘“‘Avicap,” to the plaintiff as a trade-mark for use 
on vitamin capsules as set forth in plaintiff’s application for trade-mark, “Avicap.” 


Plaintiff will prepare Findings of Fact and Conclusions of Law within ten days 
after the filing of this opinion. 





GRIESEDIECK WESTERN BREWERY COMPANY v. PEOPLES 
BREWING COMPANY 


Circuit Court of Appeals, Eighth Circuit 
June 20, 1945 


TRADE-M ARKS—REGISTRATION. 


Mere registration does not confer greater rights than common-law without registration. 
TRADE-M ARKS—INFRINGEMENT—1 ERRITORIAL LIMITATIONS. 


The right to the exclusive use of a mark is limited to the territory where it has become 
established. 


Action for trade-mark and copyright infringement. Appeal from judgment 
dismissing complaint. Affirmed. 


A.W. Murray (Hunt, Palmer & Hood, on the brief) for appellant. 
T. J. Doyle for defendant. 


3efore GARDNER, JOHNSEN and Rippick, Circuit Judges. 


GARDNER, C. J.: 


Griesedieck Western Brewery Company, plaintiff in the trial court, appeals from 
a judgment dismissing its suit by which it sought to enjoin Peoples Brewing Com- 
pany from infringing its registered trade-mark and copyrighted labels. The parties 
will be referred to as they were designated in the trial court. 

In its complaint plaintiff alleged that it was and for many years had been exten- 
sively engaged in the manufacture, advertising, distribution and sale in interstate 
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commerce of beer under its “Stag” trade-mark ; that due to skilful workmanship and 
the high quality of its beer in bottles bearing its trade-mark, and by reason of the 
advertising and sale of its beer for more than thirty years in interstate commerce, 
its trade-mark “Stag” and stag’s head design had become generally and favorably 
known and familiar to the trade and public as identifying its product, and that “said 
trade-mark ‘Stag’ and said distinctive appearance of plaintiff’s label have become a 
substantial part of the valuable good-will of the plaintiff.” It alleged that it was the 
sole owner of certificate of trade-mark registration issued by the Commissioner of 
Patents for the trade-mark “Stag” and stag’s head, and that notice to the public of 
such registration had always appeared upon the labels of its goods since the date of 
such registration ; that plaintiff was also the owner of certificates of label registra- 
tions for labels created, designed and used by it on its beer and that such labels were 
copyrighted, and that notice of copyright had always appeared on its labels. 

It alleged that the defendant was a corporation organized under the laws of the 
State of Minnesota, with its usual place of business in the City of Duluth, Minnesota, 
from which place of business it had committed the acts of infringement and unfair 
competition complained of ; that it had been and was still infringing plaintiff’s trade- 
mark and registered labels, and was competing unfairly with plaintiff by using in the 
City of Duluth and State of Minnesota and elsewhere in the United States, in inter- 
state commerce, the trade-mark “Stag” and stag’s head design in connection with 
the labeling, advertising, selling and distributing of beer; that the trade-mark 
“Stag” and stag’s head design as used by defendant was a simulation of the dis- 
tinctive style of plaintiff’s trade-mark and labels; that defendant adopted and used 
such trade-mark for beer with knowledge of plaintiff's prior extensive use of the 
trade-mark and label; that the term “Stag” and stag’s head design as used by de- 
fendant was substantially identical with and a colorable imitation of plaintiff’s regis- 
tered trade-mark and ‘so nearly resembles that of plaintiff as to be likely to cause 
confusion or mistake in the minds of the public or to deceive purchasers ; that the 
wrongful imitation, simulation and infringement by defendant of plaintiff's trade- 
mark, design and labels were intended to enable and did enable unscrupulous dealers 
to substitute and pass off defendant’s infringing product as and for plaintiff’s 
product ; that defendant’s beer bearing said infringing trade-mark, labels and designs 
was sold in the same kind of retail stores, shops, taverns and places where beer is 
sold and dispensed, as plaintiff’s product is sold, to the same class of consumers ; that 
by its unlawful imitation and simulation of plaintiff’s trade-mark and registered 
label, defendant was competing unfairly with plaintiff in interstate commerce and 
was endeavoring to and had unlawfully appropriated the good-will theretofore estab- 
lished by and belonging to plainti‘f in its trade-mark and distinctive style of label. 

Appropriate allegations as a basis for equitable relief by injunction were em- 
bodied in the complaint, and plaintiff asked that defendant be enjoined from the 
alleged infringements. 

Defendant by its answer admitted its corporate existence and admitted that plain- 
tiff was engaged in the manufacture, sale and distribution of beer under the trade- 
name of “Stag”; denied that the plaintiff was the sole or exclusive owner of the 
trade-mark or the stag’s head design, and denied that plaintiff was the sole owner of 
the right to use the said design or label for beer. It denied that it was or ever had 
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infringed any right of the plaintiff to the trade-mark or trade-name “Stag” or stag’s 
head design ; denied that it now or ever has or ever will compete unfairly with plain- 
tiff anywhere. It also denied that the name “Stag” or stag’s head design as used by 
it was a simulation of any distinctive style of label used by plaintiff, and it denied 
that it adopted the trade-name of plaintiff or that it had any knowledge of the 
existence of any such trade-name at the time it originated the name of “‘Stag” or the 
use of the stag’s head design for its beer. It alleged that its trade-mark “Stag” and 
stag’s head design was registered by it with the Secretary of the State of Minnesota, 
and registered with the secretaries of the States of Michigan, Iowa and South Dakota, 
and that under such registrations it had the sole and exclusive right to the use of 
such trade-mark and trade-name in each of said states. 

On the controverted issues the court found substantially as follows: (1) that 
plaintiff was the owner of certificate of trade-mark registration issued by the Com- 
missioner of Patents of the United States on January 1, 1935, for the trade-mark 
“Stag” and stag’s head for beer; (2) that it was the owner of certificates of label 
registrations for labels created, designed and used by it on its “Stag” beer, which 
were copyrighted under the laws of the United States under the date March 10, 
1908, and June 23, 1936; (3) that plaintiff began to use the trade-mark “Stag” on 
beer in 1908 and since that time has from time to time sold and advertised its “Stag” 
beer product in the States of Missouri, Kansas, Arkansas, Oklahoma, Texas, Ten- 
nessee, Georgia, Alabama, Mississippi, Louisiana, Iowa, and Illinois; (4) that de- 
fendant originated the name “Stag” for beer in the State of Minnesota in the year 
1938, when it commenced to use said trade-mark without knowledge or information 
of the prior use thereof by plaintiff, and that continuously since that time its “Stag” 
beer was exclusively sold in the Duluth trade territory within a radius of 
approximately 150 miles of the City of Duluth in Minnesota and northern 
Wisconsin ; (5) that defendant had never advertised nor sold any of its “Stag” beer 
in any of the above named states where plaintiff has advertised and sold its “Stag” 
beer, and plaintiff has never either advertised nor sold any of its “Stag” beer in the 
States of Minnesota, Wisconsin, Michigan, North Dakota or South Dakota; (6) 
that plaintiff and defendant are not now and never have been in competition with 
each other, and that plaintiff has never advertised nor sold any of its “Stag” beer in 
any market where defendant has advertised or sold its “Stag’”’ beer, or any market 
adjacent thereto, and defendant has never advertised nor sold its “Stag” beer in any 
market where plaintiff has sold or advertised its “Stag” beer, or any market adjacent 
thereto; (7) that the market in which plaintiff has advertised and sold its “Stag” 
beer and the market in which defendant has advertised and sold its “Stag” beer 
are wholly remote the one from the other, and plaintiff has no property rights in 
the trade-name of “Stag” for beer in the markets wherein defendant has advertised 
and sold its “Stag” beer, or in markets adjacent thereto, and defendant has no 
property rights in the trade-mark “Stag” in markets wherein plaintiff has adver- 
tised and sold its “Stag” beer, or in markets adjacent thereto; (8) that each of the 
parties has built up a business and valuable good-will under the trade-mark “Stag” 
for beer in the markets wherein it has advertised and sold beer under that name; 
(9) that the use of the trade-mark “Stag’’ or stag’s head design, or any “Stag” label 
by plaintiff, of the use of the trade-mark “Stag” or stag’s head design, or any “Stag” 
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label by defendant, has at no time caused any confusion in the trade or misled or 
caused any purchaser or induced anyone to buy any of the “Stag” beer product of 
either of the parties as the product of the other; (10) that plaintiff has made no 
plans to enter the Duluth trade territory or the State of Minnesota, or the States of 
Wisconsin, Michigan, North Dakota, or South Dakota for the advertisement and 
sale of its ““Stag’’ beer and has taken no steps to enter such territory, has made no 
investments, and has done nothing looking toward the extension of its trade into 
such trade territory; (11) that defendant has sold none of its “Stag” beer in the 
State of Iowa and has no property rights in the trade-mark “Stag” in that state, and 
that neither of the parties has sold any of its product in the States of Michigan, North 
Dakota, or South Dakota, and neither has any property rights in the trade-mark 
“Stag” in either of said states. 

In seeking reversal plaintiff contends that: (1) the “Stag” label used by de- 
fendant is an imitation and copy of the general appearance of plaintiff’s copyrighted 
“Stag” label for beer; (2) that the trade-mark “Stag” and stag’s head used by 
defendant on beer is identical to and an infringement upon the trade-mark “Stag” 
and stag’s head on beer in prior use, owned and registered by plaintiff ; (3) that the 
State of Minnesota is not a separate market wholly remote from the States of 
Illinois and Iowa, and that defendant selected plaintiff’s “Stag” trade-mark and 
label to forestall the extension of plaintiff's trade; (4) that in view of the later adop- 
tion by defendant of the trade-mark and the imitation by it of plaintiff’s copyrighted 
label, it is not necessary for plaintiff to prove fraudulent intent nor to prove actual 
deception of consumers. 

The findings of the court are presumptively correct and should not be set aside 
nor disturbed unless clearly erroneous. Rule 52, Rules of Civil Procedure; Esso, 
Inc. v. Standard Oil Co., 8 Cir., 98 F. (2d) 1. A study of the record discloses that 
there was little or no conflict in the evidence. So far as these findings reflect 
primary facts as distinguished from inferences or conclusions, we think they are 
sustained by abundant evidence. 

For the purpose of this opinion we shall assume without deciding that the “Stag’”’ 
label and stag’s head design adopted and used by defendant are sufficiently similar 
in general appearance, size, shape, style and color as to give rise to confusion as to 
the origin or ownership of the product to which they are affixed if the products of 
plaintiff and defendant were being sold or offered for sale in the same market or 
competitive territory. Plaintiff’s trade-marks have doubtless come to indicate the 
origin or ownership of its product to which they are affixed in the territory where its 
product has been advertised and sold, but the mere registration of a trade-mark does 
not in itself confer any greater rights than existed at common law without registra- 
tion. The registration of a trade-mark is a method of recording for the protection of 
dealers, the public and owners of trade-marks. But the trade-mark, not being created 
by registration, is inseparable from the good-will of the business of its possessor. 
The right to its exclusive use is bottomed on priority of appropriation. Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149] ; United Drug Co. v. 
Theodore Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1]; Esso, Inc. v. Standard 
Oil Co., 8 Cir., supra; Walgreen Drug Stores v. Obear-Nester Glass Co., 8 Cir., 
113 F. (2d) 956. The right to the exclusive use of a trade-mark or trade-name is 
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limited to the territory or market wherein it has become established by use in such 
territory. United States Printing and Lithograph Co. v. Griggs, Cooper & Co., 279 
U. S. 156 [19 T.-M. Rep. 187] ; United Drug Co. v. Theodore Rectanus Co., supra; 
Hanover Star Mill. Co. v. Metcalf, supra. The mere adoption of a trade-mark does 
not have the effect of preempting and preserving as a claim of territorial rights over 
territories into which the owner may thereafter desire to extend his trade. It is only 
where the trade goes attended by the use of the mark that the right of the owner of 
the trade-mark is protected as against the sale by others of their product similarly 
labeled. A trade-mark can not be divorced from the good-will of its owner, and it 
confers no right in the abstract. As said by us in Walgreen Drug Stores v. Obear- 
Nester Glass Co., supra: 


A trade-mark is inseparable from the good-will of the business of its possessor and 
it exists only as an incident to the business in which it was lawfully acquired and with which 
it remains identified. 


The law of trade-marks is a branch of the law of unfair competition. Here de- 
fendant adopted its trade-mark in good faith and without knowledge or information 
of its prior use by plaintiff. Defendant’s product has not as yet come into com- 
petition with that of plaintiff. There could therefore be no unfair competition, and 
equity will not protect a trade-mark against alleged infringement unless there has 
been some user in the disputed territory. 

Plaintiff urges that the territory in which it has established its trade is not 
remote from the trade territory in which defendant is using its accused trade-mark. 
We think the contention is not well founded. The nearest trade territory of plain- 
tiff lies in southern Illinois and southern lowa, while the trade territory of defendant 
is embraced within a radius of 150 miles of the City of Duluth, Minn. Apparently 
these territories are geographically more than 500 miles apart so that the market of 
each is remote from that of the other. General Baking Co. v. Goldblatt Bros., 7 
Cir., 90 F. (2d) 241 [27 T.-M. Rep. 421]. 





ROYAL SILVER MANUFACTURING COMPANY, INC. v. NATIONAL 
SILVER COMPANY, ET AL. 


District Court, S. D. New York 
May 10, 1945 


TRADE-M ARKS—DESCRIPTIVENESS. 
A descriptive mark is not a valid technical trade-mark. Mark “Royal” is descriptive and 
incapable of protection in the absence of secondary meaning. 
TRADE-M ARKS—V ALIDITY—GRADE MARKS. 
A mark applied to entire manufacture and not to a particular grade is not a grade mark 
but may be a trade-mark. 
TRADE-M ARKS—V ALIDITY—SECONDARY MEANING. 
In order to establish secondary meaning plaintiff must prove that the mark is commonly 
associated with it and its product. 
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UNFAIR COMPETITION—LACHES. 


No relief should be granted even if secondary meaning were established where defendant 


has used alleged infringing devices for about thirty years and registered it for about twenty- 
four years. 


Action to cancel trade-mark registration and for unfair competition. Complaint 
dismissed. 


Nims, Verdi & Martin (Harry D. Nims, Minturn de S. Verdi, Wallace H. Martin 
and Marion L. Severn of counsel) for plaintiff. 


John P. Chandler (Edward S. Rogers and Clifton Cooper of counsel) for defendants. 
GopparD, D. J.: 


This is an action for the cancellation of a trade-mark registered in the United 
States Patent Office by defendant Samuel E. Bernstein in 1921 and allegedly used by 
the defendants successively and continuously since about 1914; for an injunction 
against the continued use of this registered mark; and for an accounting of profits 
and damages for past use. 

The plaintiff, Royal Silver Manufacturing Company, Inc., is a corporation 
organized on May 14, 1909, under the laws of the State of Virginia and since its 
incorporation to date has manufactured table flatware and table cutlery. Upon 
organization of the plaintiff corporation it claims it started to use in 1909, among 
others, the two marks “Royal Brand” and “Royal Silver Mfg. Co.” which it never 
registered, upon its goods. Among other trade-marks it has used the original 
marks in one form or another ever since, and in 1932 when the plaintiff went into 
the manufacture of stainless steel tableware, it dropped the word “Brand” from its 
trade-mark “Royal Brand” and used the word “Royal” combined with “Stainless 
Steel” so as to result in ‘“‘Royal Stainless.” Different patterns of this stainless ware 
were and are also sold under various combinations with the word “Royal,” such as 
“Royal Streamline” ; “Royal Virginia” ; “Royal Norva” ; “Royal Windsor.” 

The plaintiff also used two other trade-marks, one was “Rajah” registered in 
the United States Patent Office in 1910; the other “Crown” used since 1909. These 
trade-marks will be treated with more particularity later on in this opinion. 

The plaintiff has marked its ware with the private brands of the customers upon 
request. The plaintiff’s goods have been sold in many parts of this country. Plain- 
tiff’s main customers were mail-order houses and the plaintiff's ware appeared in 
catalogues of various mail-order houses at least as early as 1916. However, the 
plaintiff also sold to retail concerns. 

The plaintiff claims that by its first use of the words “Royal Brand” and “Royal 
Silver Mfg. Co.” on cutlery it acquired valid technical trade-mark in the word or 
words; it also claims that as a result of its sales and advertising it became well- 
known to the trade and its trade-marks became well-known to the trade and public 
as indicating goods made by the plaintiff. The plaintiff also asserts that its cus- 
tomers and the trade in general came to know plaintiff's ware as “Royal” or the 


“Royal Brand” and associated goods so marked as being goods manufactured by 
the plaintiff. 
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In 1890 Samuel E. Bernstein entered into the business of household furnishings 
and cutlery and continued with various partners until 1909, when he started in 
business for himself. On August 22, 1910, he filed a certificate in the New York 
County Clerk’s office of doing business under name “Royal 5, 10, 19 Cent Store.” 
On June 19, 1912, he filed a certificate of doing business under the name “Royal 
Brand Cutlery Co.” Continuing in the same business until 1922, he then incor- 
porated under the name of Samuel E. Bernstein, Inc., which on December 11, 1928, 
was merged with “Nasco Co.” into the National Silver Company. Since 1894 a sub- 
stantial part of the business carried on by Bernstein or his successor companies has 
been as a wholesaler and jobber in cutlery. 

During the entire period up to 1932 defendants bought finished articles and also 
parts which they assembled in their own plant. In 1932 they acquired a manufac- 
turing plant and began to forge their own knife blades. 

Since 1909 until about 1941 the defendant or its predecessor has purchased from 
the plaintiff a vast number of pieces, both finished and parts. Many of them were 
marked with various combinations of the word “Royal”; some of which were 
marked at the express request of defendants. 

In 1921 Samuel E. Bernstein, while doing business as Royal Brand Cutlery 
Company, registered a trade-mark consisting of a generally double squared edged 
diamond-shaped figure bearing the words “Royal Brand Cutlery Company” between 
the diamonds and the words “Sharp-Cutter” at the center of the internal diamond 
as represented in the following drawing: 





In his application for its registration Samuel E. Bernstein stated that “The trade- 
mark has been continuously used in my business since June, 1914.” He further 
stated—“that no other person, firm, corporation or association, to the best of his 
knowledge and belief, has the right to use said trade-mark, either in the identical 
form or in any such near resemblance thereto as might be calculated to deceive.” 

The basic question presented is whether the plaintiff has a valid technical trade- 
mark right to the word or words “Royal” or “Royal Brand” as a result of its prior 
adoption and use. 

A mark which is descriptive is not a valid technical trade-mark. Armstrong Co. 
v. Nu-Enamel Corp., 305 U. S. 315, at p. 335; Warner & Co. v. Lilly & Co., 265 
U. S. 526 [14 T.-M. Rep. 247]. 
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The court is inclined to follow the opinion of the Circuit Court of this circuit 
holding that the word “Royal” is merely descriptive and not capable of adoption as 
a technical trade-mark. See Hiram Walker & Sons v. Penn Maryland Corp., 79 
F. (2d) 836 (C. C. A. 2), and cases therein cited; Sterling Products Corp. v. 
Sterling Products, 43 F. Supp. 548 [32 T.-M. Rep. 158] ; Royal Baking Powder Co. 
v. Sherrell, 93 N. Y. 331; compare Hemmeter Cigar Co. v. Congress Cigar Co., 118 
F. (2d) 64, 68 [31 T.-M. Rep. 182] (C. C. A. 6) ; Waterman v. Shipman, 130 N. Y. 
301. 

The plaintiff cites Royal Baking Powder Co. v. Royal, 122 F. 377, and Raymond 
v. Royal Baking Powder Company, 85 F. 231, for the proposition that the word 
“Royal” is a valid technical trade-mark. I do not think that either of these cases 
support plaintiff's contention. In Royal Baking Powder Co. v. Royal, supra, the 
court based its holding on the ground that whether or not “Royal” was capable of 
adoption as a valid technical trade-mark, the plaintiff proved that it had obtained a 
secondary significance. 

In Raymond v. Royal Baking Powder Company, supra, the court specifically 
recognized Beadleston v. Brewing Co., 74 F. 229, which held the word “Imperial” 
was not adoptable as a valid technical trade-mark. The Beadleston case was relied 
on as authority in Hiram Walker & Sons v. Penn Maryland Corp., 79 F. (2d) 836. 
The Raymond v. Royal Baking Powder Co. case was distinguished from the 
Beadleston case on the ground that since the word “Royal” was applied to the entire 
manufacture of the plaintiff and not to a particular grade and had come to be known 
in connection with that article of baking powder as a word indicating the origin, it 
was a valid technical trade-mark. This case apparently laid down two conditions 
before the word “Royal” could be said to be a valid technical trade-mark, namely— 
that the word be applied to the entire production of the plaintiff and that it indicated 
the origin of the product. The decision was based upon the principles set forth in 
Columbia Mill Company v. Alcorn, 150 U. S. 460, which held, among other things, 
that the claimant, in order to establish valid trade-mark rights in a name, must have 
been the first to use or employ it on like articles of production. The court did not 
limit this to the first in point of time as between the litigants, but first in the specific 
trade to use that name on the article in that section where it is sold. See Hiram 
Walker & Sons v. Penn Maryland Corporation, 79 F. (2d) 836, 839 [14 T.-M. Rep. 
247], and cases therein cited. In both Royal Baking Powder cases referred to 
above the court found that the Royal Baking Powder Company was the first to use 
the name “Royal” on baking powder. 

In this present case the evidence clearly shows that this plaintiff was far from 
the first to use the word “‘Royal” in the cutlery and silverware trade. There were 
at least four trade-marks with the word “Royal” predominating, registered in the 
Patent Office before 1909, namely—‘Royal Manufacturing Co.,” Reg. No. 33284 
of 1899; “Royal E. S. Co.,” Reg. No. 10494 in 1883 covering shears and scissors ; 
“Royal Worcester,’ Reg. No. 20976 of 1892 covering all kinds of cutlery ; “Royal 
Silver,’ Reg. No. 19406 of 1891 covering solid, plate and other silverware. The 
word “Royal” was used as a part of corporate titles and as a descriptive word on 
numerous articles of silver prior to 1909. A few examples are—‘‘Royal Baby Plate” 
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1906; “Royal” 1908; “Royal Oak,’ Gorham Co. 1902; “Royal Plate Co.” 1901; 
“Our Royal” 1909, N. Shure ; “Royal Windsor,” Rogers & Hamilton 1891; Royal 
Silver Co.; The Royal Silver Company ; Royal Metal Mfg. Co. There is abundant 
evidence that this plaintiff was not the first in its field to use the word “Royal” on 
cutlery or silverware ; therefore, it seems evident that under the doctrine of Columbia 
Mill Company v. Alcorn, supra, this plaintiff fails to establish a valid technical trade- 
mark. 

The next question is whether the combining of the word “Royal” with word 
“Brand” resulting in “Royal Brand” gives the plaintiff a valid technical trade-mark. 
In Columbia Mill Company v. Alcorn, it was held that if the mark was placed upon 
the article for the purpose of identifying its class, grade, style or quality, it could not 
be sustained as a valid trade-mark. This principle was adhered to in both the Royal 
Baking Powder cases and it is the doctrine of New York. The Royal Baking 
Powder Company v. Sherrell, 93 N. Y. 331. The evidence in the case at bar shows 
that the plaintiff, when not marking its goods with the special marks requested by 
the respective customers, marked the goods principally with three different marks. 
On its ‘12 dwt” goods it used the marks “Royal Silver Mfg. Co.” or “Royal Brand 
Warranted Hand Forged’’; on its second grade goods, the “4 dwt or 6 dwt’—it 
used the registered trade-mark “Rajah” or “Rajah Mfg. Co.” ; on the cheapest grade 
of goods, its “2 dwt,” the word or words “Crown” or “Crown Mfg. Co.” appeared. 
The plaintiff has continued to use the above marks to distinguish its own marked 
goods insofar as quality is concerned. The evidence shows that the plaintiff as late 
as 1932 was using these three quality marks. The evidence is therefore that unlike 
the situation in Raymond v. Royal Baking Powder, supra, plaintiff's entire produc- 
tion was not marked with the word “Royal” or any combination of the word “Royal.” 
Plaintiff generally used the words “Royal Brand Warranted Hand Forged” or 
“Royal Silver Mfg. Co.” to indicate its best quality of cutlery as in Royal Baking 
Powder Co. v. Sherrell, supra. 

The plaintiff has not, therefore, a valid technical trade-mark in the words “Royal 
3rand.” 

Since the plaintiff has not a technical trade-mark in the word or words “Royal” 
or “Royal Brand” it must prove the existence of a secondary meaning. Armstrong 
v. Nu-Enamel Corp., 305 U. S. 315; Standard Paint Co. v. Trinidad Asph. Co., 220 
U. S. 447 [1 T.-M. Rep. 10] ; Sterling Products Corporation v. Sterling Products, 
supra; Charles Broadway Rouss, Inc. v. Winchester Co., 300 F. 706, at p. 714 [14 
T.-M. Rep. 149] (C. C. A. 2), cert. denied 266 U. S. 607. This secondary meaning 
must be shown to have existed at least prior to 1921, for the registration of the 
“Royal Brand Cutlery Company, Sharp-Cutter” diamond design in 1921 by the 
defendant raises a presumption of its validity. James Heddon’s Sons v. Millsite 
Steel & Wire Works, 128 F. (2d) 6 [32 T.-M. Rep. 410], cert. denied 317 U. S. 
674; Hemmeter Cigar Co. v. Congress Cigar Co., supra. 

To establish the existence of a secondary meaning in the particular trade and 
class, plaintiff must prove that these words were used by it in such a manner and so 
extensively that they were commonly associated with the plaintiff and its products. 
Sterling Products Corp. v. Sterling Products, 45 F. Supp. 960 [33 T.-M. Rep. 10] ; 
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Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315; DuPont 
Cellophane Co. v. Waxed Products Co., 85 F. (2d) 75, 81 [26 T.-M. Rep. 513] 
(C. C. A. 2), cert. denied 299 U. S. 601, 304 U. S. 575, rehearing denied 305 
U. S. 672. 

The plaintiff has offered little, if any, proof that the words “Royal,” “Royal 
Brand,” and “Royal Silver Mfg. Co.” as used by it had acquired a secondary mean- 
ing and the record would not support such a finding. 

Next, for consideration, is the plaintiff's charge that defendant was guilty of 
unfair competition. To sustain this charge the plaintiff must prove that the mark 
used by plaintiff had acquired a secondary meaning or significance and that the neces- 
sary and probable tendency of the defendant’s conduct is to deceive the public and 
to pass its goods off as and for those of the plaintiff, although actual fraudulant 
intent need not be shown. McGraw-Hill Pub. Co. v. American Aviation Assoc., 
117 F. (2d) 293 [31 T.-M. Rep. 150] (Court of Appeals, D. C.) ; Lewis v. Ven- 
dome Bags, 108 F. (2d) 16 (C. C. A. 2), cert. denied 309 U. S. 660 [33 T.-M. Rep. 
10] ; Sterling Products Corp. v. Sterling Products, 45 F. Supp. 960. 

Not only has the plaintiff failed to prove the existence of a secondary meaning, 
but there is no evidence that the goods of the defendants have been passed off as 
those of the plaintiff either intentionally or unintentionally. If there is any con- 
fusion, apparently it is not serious for there are only two instances in all the years 
where there has been any suggestion of it. However, the plaintiff and the defendants 
in adopting “Royal”—a descriptive word, then in fairly common use by others in 
more or less the same business, could hardly have failed to realize that situations 
might arise where some of the public might be confused. 

The court should be and is reluctant to interfere in a situation which the parties 
themselves have permitted to develop. Conflicting interest must always be weighed. 
Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp. et al., 105 F. 
(2d) 908, p. 910. It seems to me that it would not be equitable at this late date to 
deprive the defendants of the use of its mark, in view of the following circumstances : 
that the defendants have been using the diamond trade-mark for about thirty years 
and registered it twenty-four years ago; that the mark appeared on its letterhead 
for over twenty-four years ; that it had appeared on the signs on the front of its fac- 
tory and salesroom for many years; that the defendants had it put on goods manu- 
factured for it by various concerns besides the plaintiff; that during these many 
years the defendants have, with extensive advertising, built up a large business in 
goods bearing the mark—all of which it is difficult to realize could have escaped the 
notice of the plaintiff ; also the fact that plaintiff's own testimony is that the diamond 
design with the words “Royal Brand Cutlery Company”’ was first used by it in 1929. 

In view of the above it is unnecessary to give consideration to Kellogg Co. v. 
National Biscuit Co., 71 F. (2d) 662 (C. C. A. 2) ; which holds that a registered 
trade-mark cannot be cancelled except in the manner prescribed by statute. 15 U. S. 
C. A. Sections 121 et seq. and 93. 

The defendants may have a decree dismissing the bill of complaint. Defendants 
to promptly submit findings of fact and conclusions of law in accordance with the 
above on five days’ notice. 
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DRITTEL, pornc Business as JULIUS DRITTEL CO. v. FRIEDMAN, ET At., 
DOING BUSINESS AS JULIANA UNDERWEAR CO. 


District Court, S. D. New York 
May 12, 1945 


TRADE-MARK INFRINGEMENT—PLEADING AND PRACTICE—RES JUDICATA. 
Former judgment of court final and conclusive not only as to matter actually determined 
but also as to every matter which parties might have litigated at that time. 
TRADE-MARKS—UNFAIR COMPETITION. 
Testimony used in state court action for unfair competition may not again be used in 
subsequent federal court action for common law trade-mark infringement. 

Action for trade-mark infringement and unfair competition and counterclaim 
on same grounds. Motion for summary judgment dismissing counterclaim and 
defendant’s motion for like relief dismissing complaint. Plaintiff’s motion granted ; 
defendant’s motion denied. 


Morris Kirschstein for plaintiff. 
I. Gainsburg (Joseph P. Segal of counsel) for defendant. 


Concer, D. J.: 


Action by plaintiff against defendants for alleged infringement of a trade-mark. 
The trade-mark “Juliana” was registered by plaintiff’s predecessor in the United 
States Patent Office on March 4, 1941. Plaintiff is in the business of manufacturing 
and selling housecoats and uses the said trade-mark by applying it to the housecoats 
by a label bearing the said trade-mark. 

Defendants are in the business of manufacturing and selling lingerie, consisting 
of ladies’ night gowns, slips and ensembles. 

Although plaintiff alleges that he is a citizen of New Jersey and does business in 
that state, it does appear from the papers that both parties herein have business places 
and do business in the City of New York and in interstate commerce. 

The defendants have answered herein and generally deny plaintiff’s right to 
use the name “Juliana” as a trade-mark and assert that they have the right to so 
do as against plaintiff. The answer of defendants also contains certain special 
defenses. 

Plaintiff in his complaint asks for an injunction against the defendants and an 
accounting for profits and damages. 

Defendants ask that plaintiff be enjoined from using the trade-mark and for 
damages and an accounting and that the registration by plaintiff of his trade-mark 
be declared invalid. 

The issue is over the right to use the name “Juliana.” Plaintiff has a registered 
trade-mark and defendants claim to have an unregistered trade-mark. 

There are two motions here: 

(a) Plaintiff has moved to strike the Fifth defense and for summary judgment dis- 


missing the counterclaim set forth in Paragraphs 14 to 26 of the Answer, designated “For 
a Fifth Defense and for a Counterclaim.” 
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(b) Defendants have moved for summary judgment dismissing the plaintiff's com- 
plaint, and for judgment for the defendants on the defenses and counterclaim in the de- 
fendants’ answer. 


On these motions, there is before me the complaint, answer and reply to de- 
fendants’ counterclaim. In addition there has also been filed with me by each party 
affidavits and exhibits. I have also the stenographic minutes of the examination 
before trial of the plaintiff. 

I shall take up first the motion made by the plaintiff since it was first in point of 
time. On this motion I have also before me the judgment roll of a previous action in 
the Supreme Court of New York County. This consists of the complaint, answer, 
testimony, certain exhibits, decision of the trial judge, findings of fact and conclu- 
sions of law and judgment. 

The point is this: With reference to the fifth special defense and counterclaim, 
plaintiff in his reply thereto sets up the defense of res judicata. He bases his 
defense on the following: That in March, 1942 defendants’ predecessor, Juliana 
Underwear, Inc., brought suit in the Supreme Court in New York County against 
plaintiff’s predecessor, Julius Drittel, Inc.; that the case was tried and judgment 
rendered therein on the merits by said Court on or about June 10, 1942, dismissing 
the complaint ; that all the issues presented by defendants’ counterclaim and plain- 
tiff’s reply have been or could have been determined in said suit and that by reason 
thereof defendants are barred and estopped from asserting said counterclaim. 

It should be noted here that whatever right either of these parties has to the use 
of this name or trade-mark comes through their predecessors. 

It might be pertinent here to note that Anna Friedman was one of the organizers 
of this underwear business since its inception in 1920 and down through the years 
has been the owner or one of the owners thereof. 

It appears from the papers that the judgment in question has not been vacated, 
set aside or modified in any manner and is still in full force and effect. 

I realize that summary judgment should only be granted in very clear cases. I 
have been chary about granting them in the past. 

Feeling this way I have gone over this motion as one might say with a fine tooth 
comb. I can’t find any genuine issue of fact raised by the counterclaim which was 
not passed on by the Supreme Court of New York County. 

The judgment in the Supreme Court of New York still stands. It is a judgment 
against defendants’ predecessor and binds them until it is vacated or set aside. It 
may not be attacked collaterally. 

The State Court had jurisdiction of the parties and the subject-matter of the 
action. 

The rule is well settled that a former judgment of a court of competent jurisdic- 
tion is final and conclusive between the parties, not only as to the matters actually 
determined, but as to every other matter which the parties might have litigated and 
have decided as incidental to or essentially connected with the subject-matter of the 
litigation within the purview of the original action, either as a matter of claim or 
defense. Griffin v. Long Island R. R. Co., 102 N. Y. 449. 

As I read it the cause of action alleged in the counterclaim is essentially the same 
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as that set forth in the complaint in the State Court. In the last analysis in each, the 
Juliana Underwear concern is claiming the right as against Drittel or his predecessor 
to use the name “Juliana” in connection with merchandising goods. 

In each the relief asked for is the same, the enjoining of Drittel and/or his pred- 
ecessor from using the name. The right to use the name is the sole issue in each. 
The State Court decided against the underwear concern and in favor of Drittel. 
I think the chapter is closed on that issue. 


I quote from the complaint in the State Court action to indicate just what de- 
fendants’ predecessor was litigating: 


Sixth: That by reason of the great care exercised by plaintiff and its predecessors in 
the manufacturing of ladies’ silk and rayon underwear, plaintiff has developed a very 
substantial good-will, and that the name of “Juliana” as applied to ladies’ silk and rayon 
underwear is associated in the minds of the purchasing public with its business. 

Eighth: .... and that the defendant, in violation of the exclusive right of plaintiff to 
use the name “Juliana” and for the purpose of injuring plaintiff herein, and to deceive, 
mislead and impose upon the public in general, used the name “Juliana” as a name, trade- 
mark and marker. 

Ninth: That the said use of “Juliana” by the defendant as a name, as an alleged trade- 
mark, as an alleged trade-name and in its business, is not only an infringement of the plain- 
tiff’s lawful trade-name but will cause irreparable loss and injury to plaintiff. 


I now quote Paragraphs 24 and 26 of defendants’ counterclaim in this action: 


24. That upon information and belief the plaintiff and plaintiff’s predecessor, with 
knowledge of defendants’ rights and intending to secure to the plaintiff and plaintiff's 
predecessor the benefits and advantages of the business and good-will which the defendants 
and defendants’ predecessors have created, and to induce the purchasing public to believe 
that the ladies’ garments sold by the plaintiff were of defendants’ origin, the plaintiff and 
plaintiff’s predecessor without the knowledge or consent of the defendants used the said 
name and trade-mark “Juliana” and plaintiff continues such use to the injury of the de- 
fendants’ good-will, name and credit, and also thereby preventing the interfering with the 
essential and necessary expansion of the defendants’ said business and trade. 

26. That by reason of the premises the plaintiff has infringed and continues to infringe on 
the defendants’ rights, their name and trade-mark aforesaid and is engaged in unfair com- 


petition with the defendants herein, for which the defendants have no adequate remedy at 
law. 


While the verbiage varies a bit, these charging paragraphs in each are essentially 
alike. 

At the trial in the State Court, Anna Friedman for the plaintiff gave testimony 
that since January, 1920 she had been in business either as an individual or with a 
corporation whose name was Juliana Underwear Co. or Juliana Underwear Co., 
Inc. ; that from that time until the date of the trial the business was that of manu- 
facturing ladies’ underwear and that the name “Juliana” was always used in con- 
nection with the business and that the business was known to the trade as “Juliana.” 

The plaintiff in the State Court action introduced testimony of buyers who had 
dealt with it for many years. They testified that they always knew the plaintiff as 
“Juliana” and that when they saw the name “Juliana” used in connection with ladies’ 
underwear they always associated it with the plaintiff and plaintiff’s goods. 

The defendant in the State Court action in its defense introduced testimony of 
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its use of the name “Juliana,” which it claimed to have used in connection with its 
business of manufacturing and selling housecoats since 1939, as a trade-mark ; that 
subsequently and in or about September, 1940 it applied to the U. S. Patent Office 
for a registered trade-mark of the name “Juliana,” and that subsequently and on or 
about March, 1941 this petition was granted and it received a certificate of a regis- 
tered trade-mark which was offered in evidence. 

Defendant in the State Court trial gave testimony of the use of this name both 
as a registered and unregistered trade-mark both in advertising and by application 
to its garments by affixing thereto a distinctive label with the name “Juliana” thereon. 

The defendants here urge nothing new in support of the counterclaim that was 
not before the Judge in the State Court action, except that it is now claimed that a 
rubber stamp was used by defendants and her predecessor since shortly after the 
establishment of the business in 1920; that the rubber stamp was used to stamp on 
boxes used to send out garments and bore the legend “From Juliana Underwear.” 
I can’t see that this helps defendants. This fact could or should have been part of 
the proof in the State Court action. Defendants may not urge it now as the basis 
of another action. Griffin v. Long Island R. R. Co., supra. 

Defendants rely on Paragraph 25 as in some way justifying the counterclaim. 
In substance it charges that by reason of the registration (which defendants charge 
was illegally granted) by plaintiff and his predecessor of the name “Juliana” as a 
trade-mark, defendants have been prevented from and interfered with in the regis- 
tration of said trade-mark by defendants. This Paragraph 25 is entirely irrelevant 
to any of the other paragraphs of the counterclaim. I can’t quite visualize what 
defendants’ claim is under this paragraph. Certainly it adds nothing to the counter- 
claim which defendants assert in their brief is based upon their prior right and title 
to the name “Juliana” as a common law trade-mark. Defendants have nothing more 
now than they had in the State Court action, i.e., an unregistered trade-mark. 

Defendants contend that the counterclaim is “well pleaded and essential to the 
defendants’ right for a decree adjudicating the invalidity of plaintiff’s registration 
of the mark ‘Juliana’ whether absolutely or qualifiedly.” 

They may not do this by this counterclaim. If there is merit to the contention 
asserted in Paragraph 25, it has been raised in other paragraphs of the complaint 
outside of the counterclaim. 

Defendants also contend that there has been a change in the situation since the 
State Court action because defendants now use a label on their goods ; that this label 
features the name “Juliana.” I can’t see that this adds one bit of strength to this 
counterclaim. If it is good as a defense it may be proved at the trial under the 
other allegations of the answer. 

Defendants further contend that in the trial in the State Court action the only 
issue tried was that of unfair competition ; that the counterclaim goes beyond that 
and is really a claim of infringement of defendants’ common law trade-mark and 
name. ‘The main contention of the defendants is having adopted and used the 
corporation name and trade-mark successively with the word ‘Juliana’ as the prin- 
cipal feature, they thereby gained an exclusive right to the name.” (From de- 
fendants’ brief.) 
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Under certain circumstances defendants might be correct. A cause of action 
for unfair competition may be distinguished from an action for infringement of a 
trade-mark and an action for unfair competition may not involve the right or title 
toa name. Unfortunately for defendants, the action in the State Court assuming 
it sounded in unfair competition was based on an alleged infringement. The State 
Court action did involve the question of these defendants and their predecessor’s 
right to use the name “Juliana” as against the instant plaintiff and his predecessor. 

In the State Court action there was no actual palming off or deceit or fraudulent 
representation charged or attempted to be proved, except only in so far as it was 
reflected by the use of the label on the garments made and sold by the Drittel cor- 
poration. 

From the pleadings and from the affidavits submitted by the defendants here, 
it appears that they are attempting to use, to sustain this cause of action for common 
law trade-mark infringement the same testimony (except as above noted) that was 
used by their predecessor to sustain the action in the State Court based on unfair 
competition. The wrong complained of in each was the alleged unlawful use of 
the name “Juliana.” 

I am convinced that defendants’ counterclaim may not survive. If it is bad as 
a counterclaim it is also bad as a defense. 

Plaintiff's motion is granted. 

I now take up defendants’ action for summary judgment. 

Defendants’ motion is for summary judgment on the counterclaim and defenses 
in the answer. 

Plaintiff charges that defendants are, in their business, infringing his registered 
trade-mark. Plaintiff alleges that defendants “commenced to sell and now sel! their 
lingerie in commerce among the several states of the United States by affixing to the 
slips and other ladies’ undergarments sold by them a label bearing said notation 
‘Juliana’ and by advertising their said lingerie under the trade-mark ‘Juliana’—all in 
infringement of plaintiff’s registered trade-mark aforesaid and in unfair competi- 
tion.” 

Defendants admit that they now sell their lingerie with a label affixed thereto 
bearing the name “Juliana” and they also advertise their lingerie in connection with 
the name “Juliana.’”’ They deny that in so doing they infringe plaintiff’s alleged 
trade-mark or that they unfairly compete with the plaintiff. 

In defendants’ answer there are several affirmative defenses: that the name 
“Juliana” was not subject to appropriative and exclusive use by plaintiff or plain- 
tiff’s predecessor because defendants’ predecessor had used the name long prior and 
had adopted its corporation name, including “Juliana” in its business; that said 
plaintiff’s trade-mark registration was procured by false statements and misrepresen- 
tations ; that similar names have been registered by others (the names and dates are 
set forth) ; that plaintiff’s claim is res judicata by reason of the State Court action 
hereinbefore referred to. 

The defendants by their answer have raised issues which can only be settled by a 
trial. These defenses alone, if good, will require evidence to support them. The 
plaintiff stoutly resists the defendants’ defenses. In the pleadings and in the affi- 
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davits submitted by each side there are contradictions and counter-contradictions of 
material facts. It would serve no useful purpose for me to detail each one of these. 
This is peculiarly a case which should be tried to the Court and not upon papers. 
This case comes well within the sentiment expressed recently by the United States 
Circuit Court of Appeals of the Second Circuit in Doehler Metal Furniture Company 
v. United States of America, decided April 26, 1945. 


We take this occasion to suggest that trial judges should exercise great care in granting 
motions for summary judgment. A litigant has a right to a trial where there is the slightest 
doubt as to the facts, and a denial of that right is reviewable; but refusal to grant a sum- 
mary judgment is not reviewable. Such a judgment, wisely used, is a praiseworthy time- 
saving device. But, although prompt despatch of judicial business is a virtue, it is neither 
the sole nor the primary purpose for which courts have been established. 


It might be argued that the counterclaim might stand if the same rule were 
applied to it. I am convinced contra. The same issue raised in the State Court 
action and decided against defendants is raised in the counterclaim. 

In connection with defendants’ motion I do not propose to discuss to what extent 
the judgment in the State Court action affects the plaintiff in this action. His 
complaint against the defendants is based at least in part on elements that transpired 
after the State Court action was tried, i.e., the use of the label by the defendants and 
the advertising in which the name “Juliana” featured. This is entirely new. In 
the State Court action, Anna Friedman testified that her firm used no label and did 
no advertising. This may change the situation. 

There was no finding in the State Court action as to just how far the Juliana 
Underwear, Inc., might go in the use of the name “Juliana.” This was not raised 
apparently. I am not prepared to say that Julius Drittel, Inc. had the opportunity 
to raise the issue and having failed to do so its successor in interest (plaintiff here) 
is estopped from now raising it. Certainly the issue of the labelling and the adver- 
tising could not be raised. This occurred after the action had been decided. 

Nothing was said in the former trial about the use of the rubber stamp by the 
underwear corporation although it is claimed now by defendants that it was in use 
shortly after 1920. If defendants are to obtain any advantage from its use, it cer- 
tainly will depend on the manner and extent to which it was so used. Surely that 
is a question of fact which defendants will have to prove. 

I feel that I should leave this whole question of plaintiff's claim and defendants’ 
defenses thereto (except the counterclaim) to the trial court. 

Defendants’ motion for summary judgment denied. 

Settle order on notice. 
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EMPIRE CRAFTS CORPORATION v. NATIONAL SILVER COMPANY 
District Court, S. D. New York 
May 25, 1945 


TrapE-MarKS—REvISED STATUTES 4915 SuIT—PLEADING AND PRACTICE. 
Where it appears in a R. S. 4915 suit that defendant had prior use of trade-mark, com- 
plaint must be dismissed even though defendant’s use may not have been exclusive. 
TRADE-MARKS—REVISED STATUTES 4915 SuIT—PLEADING AND PRACTICE. 
R. S. 4915 suit is trial de novo. 


Action under R. S. 4195 to obtain registration of a trade-mark. Complaint 
dismissed. 


Nims, Verdi & Martin (Harry D. Nims, Minturn de S. Verdi, Wallace H. Martin, 
and Marion L. Severn of counsel), for plaintiff. 

Rogers, Hoge & Hills (Edward S. Rogers, Clifton Cooper, Leslie D. Taggart, and 
John P. Chandler of counsel), for defendant. 


GopparD, D. J.: 


This is a suit in equity under Section 4915 of the Revised Statutes (35 U. S. 
C. A. 63) to reconsider actions of the Patent Office on rulings of law and on the 
evidence submitted to the Patent Office and also upon evidence produced upon this 
trial, and for an adjudication that the plaintiff is entitled to register its trade-mark 
“Royal Crest.” 

Plaintiff is a New York corporation which in November, 1941, began selling 
sterling silver knives, forks, and spoons marked “Royal Crest.’’ In 1942 it adver- 
tised these articles so marked in some of the leading women’s magazines and by 
1943 the plaintiff sold throughout the country approximately 150,000 pieces of 
sterling silver marked “Royal Crest.” 

In March, 1942 plaintiff applied for registration of the mark ‘Royal Crest” for 
sterling silver flatware. The Patent Office approved the application and passed it for 
publication. Upon its publication in the Patent Office Official Gazette the de- 
fendant, National Silver Company, filed opposition to the application pursuant to the 
Trade-Mark Act of February 20, 1905 (14 U. S.C. A. Sec. 86, 87). This opposi- 
tion was based upon a renewed registration in June, 1941 by the defendant, National 
Silver Company, of a trade-mark originally registered by the defendant’s assignor 
in 1921. The National Silver Company’s renewed trade-mark consists of a double 
diamond shaped figure bearing the words “Royal Brand Cutlery Company” between 
the diamonds, and the words “Sharp Cutter” at the center of the internal diamond. 
The opposer (the defendant) also relied upon the use of the notation “Royal Brand” 
as applied to its various knives. The opposer, National Silver Company, was or- 
ganized in 1928 and it and its predecessors have used the diamond trade-mark and 
also the words “Royal Brand” for upwards of thirty years. During this period with 
extensive advertising they have built up a large business, national in scope, in goods 
bearing these marks. 
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A hearing was had before the Examiner of Trade-Mark Interferences in which 
the plaintiff urged that the opposer, National Silver Company, the defendant in this 
case, had no standing as opposer because a third party, the Royal Silver Mfg. Co., 
Inc., of Norfolk, Virginia, had priority of the use of the mark “Royal Brand.” The 
plaintiff also urged that the wide spread uses by others of the term “Royal” in the 
silver trade made mistake by the public unlikely within the meaning of the statute. 
The plaintiff also contended that the examiner erred in denying the plaintiff's motion 
to strike out the entire testimony offered by the opposer because counsel for the 
opposer had instructed its witnesses not to answer certain questions. 

The Examiner of Trade-Mark Interferences held that the National Silver Com- 
pany had “Established prior use both as to the registered mark and the mark con- 
sisting merely of the words ‘Royal Brand’”; that the goods were of the same 
descriptive properties and the marks were confusingly similar. The Examiner 
denied the motion to strike out the testimony of the defendant’s witnesses on the 
ground that the unanswered questions were improper on cross examination and were 
irrelevant and immaterial. The Examiner, in treating the plaintiff’s contention in 
respect to the prior use of “Royal” and “Royal Brand” by the Royal Silver Mfg. Co., 
Inc., stated—‘“It is not deemed to be material to these proceedings whether or not 
the opposer has exclusive right to the use of the word.” 

Upon appeal the Commissioner of Patents sustained the Examiner holding in 
substance that the record established prior use of the marks by the defendant and 
that the mark of the plaintiff was to be used on goods of the same descriptive prop- 
erties and that the concurrent use of the mark or marks on the respective goods of 
the parties ‘would be likely to cause confusion and mistake in the mind of the public 
and to deceive purchasers with consequent likelihood of damage to opposer.” He 
further stated—‘In view of the above, I think the case was correctly decided by the 
Examiner of Trade-Mark Interferences.” 

The plaintiff now brings this suit alleging that the defendant is not the owner of 
the trade-marks “Royal,” ‘Royal Brand” and the diamond “Royal Brand Cutlery 
Company” ; that these marks belong to the Royal Silver Mfg. Co., Inc. of Norfolk, 
Virginia ; that the plaintiff’s mark “Royal Crest” is not confusingly similar to the 
marks “Royal,” “Royal Brand” or the registered diamond design ; that the goods on 
which plaintiff uses its mark are different from the goods on which defendant uses 
its marks. 

It may be that the Commissioner of Patents is a necessary party to this suit. The 
decisions seem to indicate that whether the Commissioner of Patents is a necessary 
party or not depends upon the grounds for refusing registration. See Century Dis- 
tilling Co. v. Continental Distilling Co., 106 F. (2d) 486 [29 T.-M. Rep. 457] 
(C. C. A. 3), cert. denied 309 U. S. 662; Tomlinson of High Point v. Coe, 123 F. 
(2d) 65 [31 T.-M. Rep. 440] (Court of Appeals for District of Columbia) ; 
Drackett Co. v. Chamberlain Co., 81 F. (2d) 866 [16 T.-M. Rep. 231] (C. C. A. 3); 
see “Trade-Mark Cancellation and Opposition Proceedings and the R. S. 4915 
Remedy,” 32 Trade-Mark Reporter 23. 

The grounds of the Commissioner’s refusal to register plaintiff's trade-mark are 
such that it may be that he is a necessary party and that without his being made a 
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party, this court can go no further. However, as neither of the parties have raised 
the point and the trial took some time, I shall attempt to dispose of the case on the 
merits. If subsequently a higher tribunal decides that the Commissioner of Patents 
is a necessary party to this action, then this opinion on the merits will affect neither 
party disadvantageously. 

The proceeding by a bill in equity under Section 4915. Revised Statutes, is 
part of the application for the patent and applies equally to the registration of a 
trade-mark. Gandy v. Marble, 122 U. S. 432; Amer. Foundries v. Robertson, 262 
U. S. 209 [16 T.-M. Rep. 51] ; United States ex rel Baldwin v. Robertson, 265 U. S. 
168; Tomlinson of High Point v. Coe., 123 F. (2d) 65; Loughran v. Quaker City 
Chocolate & Confectionery Co., 296 F. 822 [14 T.-M. Rep. 79]. 

It has been held that in a suit of this nature to register a patent the validity or 
invalidity of the defendant’s registered patent is not in question. Smith v. Carter 
Carburetor Corporation, 130 F. (2d) 555, 560; Cleveland Trust Co. v. Berry, 99 
F. (2d) 517, 521; Parker v. Commissioner of Patents, 33 F. Supp. 410, affirmed 
upon opinion below, 119 F. (2d) 781. Therefore, since R. S. 4915 applies to the 
registration of trade-marks, at least analogously, the validity of the defendant’s 
trade-mark per se, is not in question. However, the court need not rely solely on 
these patent cases as authority, for in Loughran v. Quaker City Chocolate & Con- 
fectionery Co., supra, the court said at page 826—“‘We are not concerned in this 
action with the validity of the defendant’s trade-mark registrations; we are con- 
cerned only with the plaintiffs’ right to have their trade-mark registered. Therefore, 
any comments we may make upon the defendant’s trade-marks will be addressed 
only to the position it has taken in opposition to the plaintiffs’ registration.” That 
case was a suit to register a trade-mark under Section 4915 after three prior admin- 
istrative decisions. 

A bill in equity under Section 4915 R. S. is a suit triable de novo. Butterworth 
v. Hoe, 112 U.S. 50; General Talking Pictures Corporation v. American Tri-Ergon 
Corporation, 96 F. (2d) 800; Perkins v. Lawrence Sperry Aircraft Co., 57 F. (2d) 
719; Globe-Union, Inc. v. Chicago Telephone Supply Co., 103 F. (2d) 722. The 
law applicable to patents where priority of invention is involved is equally applicable 
to trade-marks in that the plaintiff cannot rely on a mere preponderance of evidence, 
but must overcome the prior decisions by testimony which in “‘character and amount 
brings thorough conviction.” Morgan v. Daniels, 153 U. S. 120; Century Distilling 
Co. v. Continental Distilling Corporation, 106 F. (2d) 486 [29 T.-M. Rep. 457] ; 
Loughran v. Quaker City Chocolate & Confectionery Co., supra. 

Both the Examiner of Trade-Mark Interferences and the Commissioner of 
Patents found that the defendant established prior use both as to the registered trade- 
mark and the mark consisting merely of the words “Royal Brand” ; that the goods 
were of the same descriptive properties within the meaning of the Trade-Mark Act, 
and that confusion would likely result. 

The plaintiff has submitted no new evidence upon the trial which would affect 
the findings of the Examiner and sustained by the Commissioner, that the mark of 
the plaintiff was to be used on goods of the same descriptive properties as those of 
the defendant, and that the concurrent use of the mark by the plaintiff would likely 
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cause confusion with goods bearing defendant’s marks. The only new evidence now 
submitted concerns, First—the validity or invalidity of the defendant’s registered 
trade-mark ; and Second—the priority of use of the words “Royal Brand” as between 
this defendant and a third party. As pointed out above the validity is not now in 
question. Loughran v. Quaker City Chocolate & Confectionery Co., supra; Lactona, 
Inc. v. Lever Bros. Co., 144 F. (2d) 891 [34 T.-M. Rep. 331], Court of Customs 
and Patent Appeals. 

The new evidence as to the prior use by a third party of the words “Royal Brand” 
does not strengthen the plaintiff’s position for the Examiner of Trade-Mark Inter- 
ferences in denying the plaintiff’s ex parte application stated his reasons to be the 
prior use of the notation “Royal Brand” by this third party ; that the marks were to 
be used on goods of the same descriptive properties; and that “Royal Brand” was 
confusingly similar to the notation “Royal Crest.” 

It still appears that as between this plaintiff and the defendant that the defendant 
had prior use of the mark. Whether it has exclusive use of the marks need not be 
decided in this suit. See John Morrell X Co. v. Doyle, 97 F. (2d) 232, 235, cert. 
denied 305 U. S. 643. 

In view of the lack of additional evidence sufficient to overcome the findings made 
by the Examiner of Trade-Mark Interferences and sustained by the Commissioner 
of Patents, experts in the field of trade-mark practice, this court finds no ground for 
disturbing these two prior consistent decisions. Morgan v. Daniels, 153 U. S. 120; 
Cleveland Trust Co. v. Berry, 99 F. (2d) 517; Powell v. McNamara, 74 F. (2d) 
750; Abbott v. Coe, 109 F. (2d) 449; Kaufmann Department Stores v. S. H. Kress 
Company [32 T.M. Rep. 34]. 

The only question remaining is the Examiner of Trade-Mark Interferences’ 
refusal to take into consideration the previous registration and use of the word 
“Royal” on silverware by a number of other concerns. This refusal was in ac- 
cordance with the well settled law that the fact that others use trade-marks which 
are confusingly similar to defendant’s, is no reason why plaintiff should be permitted 
to add to the confusion. Parke, Davis & Co. v. G. F. Harvey Co., 141 F. (2d) 132 
[34 T.-M. Rep. 179] ; Skelly Oil Co. v. Powerine Co., 86 F. (2d) 752 [27 T.-M. 
Rep. 78] ; The Pepsodent Co. v. Comfort Manufacturing Co., 83 F. (2d) 906 [26 
T.-M. Rep. 481]. 

For the reasons stated above the defendant may have a decree dismissing the bill 
of complaint. 

Findings of fact and conclusions of law to be submitted by defendant on ten days’ 
notice. 
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OBEAR-NESTER GLASS COMPANY v. UNITED DRUG COMPANY 
Circuit Court of Appeals, Eight Circuit 
June 11, 1945 


TRADE-MARK INFRINGEMENT—ACCOUNTING. 
Even though lower court found willful infringement on defendant's part, plaintiff not 
entitled to recover profits where none were made or to recover substantial damages where 
none sustained. 


TRADE-M ARKS—INFRINGEMENT—ACCOUNTING, 


An award of accounting for willful infringement determines only that plaintiff may recover 
profits and damages if he can establish them by actual proof. 


Action for trade-mark infringement. Appeal from judgment for plaintiff for 
nominal damages. Affirmed. 


Edmund C. Rogers and Lawrence C. Kingsland (Kingsland, Rogers & Ezell on the 
brief) for appellant. 
Delos G. Haynes (Benjamin H. Dorman on the brief) for appellee. 


Before SANBORN, WooprouGH and Ruppick, Circuit Judges. 
Rippick, C. J.: 


In an action brought in the District Court under 15 U. S. C., Section 81 et seq., 
the appellant, Obear-Nester Glass Company, obtained a decree enjoining the appel- 
lee, United Drug Company, from infringing the appellant’s trade-mark “Rex” by 
the use of appellee’s ““The Rexall Store” mark upon glassware, and particularly upon 
bottles designed for the use of druggists in filling prescriptions. The decree of the 
District Court also ordered an accounting of the profits realized by appellee and the 
damages sustained by appellant as the result of the infringement of appellant’s trade- 
mark. On appeal to this court the decree of the District Court was affirmed ( United 
Drug Co. v. Obear-Nester Glass Co., 11 F. (2d) 997). This appeal is from the 
decree of the District Court in the accounting proceedings, denying the appellant 
the recovery of profits realized by appellee and holding appellant entitled only to 
recover nominal damages. 

The decree from which this appeal comes was entered upon the report of a master 
to whom the accounting was referred, the District Court adopting the master’s 
findings of fact and approving his conclusions of law. 

The master filed a carefully considered and detailed report of the evidence heard 
by him. Although, to quote the master, his report “embraced findings of fact,” he 
summarized at its conclusion those findings which he considered the more important 
in the case. The summary included the findings: that appellee’s sales of prescription 
bottles bearing the infringing imprint “The Rexall Store” amounted to $429,876.68 ; 
that the appellee realized on the sales a profit of $8,303.04 ; that “Prior to, during and 
subsequent to the accounting period” appellant sold to Rexall drugstores prescrip- 
tion bottles bearing the imprint “From the Rexall Store”; that the “Rex” trade- 
mark of appellant did not appear on these bottles ; that the imprinted phrase “From 
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the Rexall Drug Store” did not function as the trade-mark of appellant; and the 
following : 


7. Defendant's sales of bottles bearing the “The Rexall Store” imprint were to “Rexall” 
stores only and it has not been shown that these bottles were resold to the public as bottles 
or otherwise came into possession of members of the public except as containers of 
prescriptions or other liquids purchased at said Rexall stores. 

8. The evidence does not afford any proper basis for conclusion that any sales by de- 
fendant to Rexall stores of bottles here involved, were induced by the belief they were 
“Rex” bottles of plaintiff, or that any of these bottles were subsequently sold or dealt in by 
any one as bottles. 

9. It has not been shown that plaintiff lost any sales as th result of erroneous assumption 
that defendant’s bottles here involved were manufactured by plaintiff. 


The master concluded as a matter of law that the appellant was not entitled to 
recover appellee’s profit nor to recover substantial damages. He recommended that 
the appellant be awarded one cent as nominal damages. 


In its opinion the District Court said: “.... the master found that these profits 
(appellee’s profits from the sale of bottles bearing the infringing imprint) had not 
resulted from the use of the trade-mark thereon ....” ; and ““The master found there 


” 


was no evidence of actual damages. . 

The appellant contends that the master did not make the findings of fact as stated 
by the District Court ; that, if the findings stated by the District Court may be found 
in the master’s report, they are clearly erroneous because (1) not supported by 
evidence, (2) the result of a manifestly-erroneous view of the law regarding the 
burden of proof in accounting for profits and damages in infringement actions under 
the Federal statute, or (3) the result of a failure to follow the law of the case as 
established by the first opinion of the court on the appeal from the interlocutory 
decree granting the injunction and directing the accounting. 


The Law of the Case 


The opinion of this court on the appeal from the interlocutory decree of the 
District Court was, for the District Court, the law of the case. By that decision it 
has been finally determined that the appellant is the owner of the registered trade- 
mark ‘‘Rex” applied to prescription bottles ; that the trade-mark has been infringed 
by the appellee by the sale of prescription bottles imprinted with the phrase “The 
Rexall Store” ; that the infringement of appellant’s trade-mark by the appellee was 
willful; that there is a manifest likelihood of confusion in the minds of purchasers 
between prescription bottles bearing the appellant’s mark and similar bottles bearing 
the appellee’s infringing mark; that the appellant was entitled to a hearing to de- 
termine the amount of profits realized by the appellee and the amount of damages 
sustained by the appellant, if any in either case, as the result of the enjoined infringe- 
ment. The effect of that decision was not to determine, in advance of the accounting, 
that appellant was entitled to recover either profits or damages in substantial amount. 
The award of the accounting determined only that there was a fair probability, under 
the evidence, that the appellant would, if given the opportunity, show profits lost and 
damages sustained, and that it was entitled to a day in court for that purpose. Mer- 
riam Co. v. Saalfield, 6 Cir., 198 F. 369, 371, 377 [2 T.-M. Rep. 1]; Lawrence- 
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Williams Co. v. Societe Enfants Gombault Et Cie, 6 Cir., 52 F. (2d) 774, 779 [17 
T.-M. Rep. 503]. 
The Burden of Proof 


(a) On Appellee’s Profits. 15 U. S. C., Section 99, provides that, in assessing 
the profits to be accounted for by a defendant in a suit for infringement of a trade- 
mark registered under the Act, “‘the plaintiff shall be required to prove defendant’s 
sales only; defendant must prove all elements of cost which are claimed.” In 
Mishawaka Rubber & Woolen Mfg. Co.v. S. S. Kresge Co., 316 U. S. 203, 62 S. Ct. 
1022, 86 L. Ed. 1381 [22 T.-M. Rep. 254], it is held that in actions under the statute 
the burden is upon the infringer to prove deductions from his sales of the infringing 
articles ; and that, in the absence of proof to the contrary, the presumption prevails 
that profits of the infringer, if any, were the result of his infringement of the own- 
er’s mark. However, as appears from the opinion in the Mishawaka case, the 
presumption mentioned is rebuttable. The infringer may show that ‘‘the infringe- 
ment had no relation to profits.” The Court said: 

If it can be shown that the infringement had no relation to profits made by the de- 
fendant, that some purchasers bought goods bearing the infringing mark because of the 
defendant’s recommendation or his reputation or for any reason other than a response to 
the diffused appeal of the plaintiff’s symbol, the burden of showing this is upon the poacher. 
The plaintiff of course is not entitled to profits demonstrably not attributable to the un- 
lawful use of his mark. . . . The burden is the infringer’s to prove that his infringement 
had no cash value in sales made by him. If he does not do so, the profits made on sales of 
goods bearing the infringing mark properly belong to the owner of the mark... . In the 
absence of his proving the contrary, it promotes honesty and comports with experience to 
assume that the wrongdoer who makes profits from the sales of goods bearing a mark 


belonging to another was enabled to do so because he was drawing upon the good-will 
generated by that mark. 


(b) On Damages. The appellant’s action for damages sounds in tort. It is 
entitled to recover only such damages as naturally and proximity result from the 
infringement of its mark. Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 7 
Cir., 116 F. (2d) 708, 716. Damages recoverable may include all elements of injury 
to the business of the trade-mark owner proximately resulting from the infringer’s 
wrongful acts, such as profits on lost sales, loss from reduction in the price of goods 
due to the infringing competition, damage to the reputation of the trade-mark own- 
er’s goods or business, and expenses incurred in preventing purchasers from being 
deceived by the infringer’s wrongful conduct. Aladdin Mfg. Co. v. Mantle Lamp 
Co. of America, supra; 3 Restatement of the Law of Torts, Section 746. In the 
present case appellant seeks to measure its damage by the profit which it would have 
made on the sales made by the appellee. “When the plaintiff (in an accounting 
proceeding) seeks to recover damages for lost sales, he has the burden of establish- 
ing both that he lost sales and that the defendant’s conduct caused the loss.” 3 Re- 
statement of the Law of Torts, Section 746c. “There is no presumption of law or of 


1. Compare 3 Restatement of the Law of Torts, Section 747b, where it is said that plaintiff 
may not recover both the profit which the defendant made on the infringing sales and, as damages, 
the profit which the plaintiff would have made on the same sales. 
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fact that a plaintiff would have made the sales that the defendant made.” Dickinson 
v. O. & W. Thum Co., 6 Cir., 8 F. (2d) 570, 575 [7 T.-M. Rep. 469] ; Anchor 
Stove & Range Co. v. Rymer, 6 Cir., 97 F. (2d) 689, 691; Oil Well Improvement 
Co. v. Acme Foundry and Machinery Co., 8 Cir., 31 F. (2d) 898, 901; Wawak & 
Co. v. Kaiser, 7 Cir., 129 F. (2d) 66, 69 [33 T.-M. Rep. 226], ““A showing merely 
of a decrease in plaintiff’s total sales does not establish a casual connection between 
the decrease and defendant’s conduct.” 3 Restatement of the Law of Torts, supra. 
The cases relied on by appellant as holding the contrary of the rule just stated are 
distinguishable on the facts. The following are typical of the cases cited. In Dallas 
Brass & Copper Co. v. Faries Mfg. Co.,7 Cir., 1 F. (2d) 930, the court said: “The 
evidence was undisputed that but for these sales by appellant they would have been 
made by appellee.” In American Telephone & Telegraph Co. v. Radio Audion Co. 
et al., D. C., 5 F. (2d) 535, it is said that the finding of infringement in a patent 
case is a finding that the person whose patent right has been infringed has suffered 
damages, and that with respect to damages the question on an accounting is solely 
one of amount; but the court continued to say that the question of the amount of 
damages involved the question of whether damages were substantial or nominal. 
In Lawrence-Williams Co. v. Societe Enfants Gombault Et Cie, supra, the court 
thought it proper to indulge in the inference, which it admitted to be more or less 
arbitrary, that the trade-mark owner lost the sales which the infringer made. But it 
is clear from the opinion that the inference was drawn because of the peculiar facts 
in the case. Where under the evidence the inference arises, it may be rebutted by 
evidence of greater probative force. Dickinson v. O. & W. Thum Co., supra; 3 Re- 
statement of the Law of Torts, supra. 


The Findings of Fact 


We think the master did not ignore the law of the case, established by the opinion 
of this court on the appeal from the interlocutory decree, in finding that appellee 
realized no profits and that appellant sustained no substantial damage as the result 
of appellee’s infringement of appellant’s mark. This court’s approval of the District 
Court’s finding in the interlocutory decree that appellee’s infringement of appellant’s 
trade-mark was willful did not determine that appellant was entitled to recover 
profits when appellee made none as the result of the infringement or entitled to 
recover substantial damages when appellant sustained none. The injunction which 
we approved was granted on the probability, not on the fact, of confusion among 
purchasers. 

The master and the District Court correctly stated and applied the rule as to 
the burden of proof on the question of the recovery of profits and on the question of 
the recovery of damages. The master’s summarized findings 7, 8, and 9, quoted 
above, must be read in connection with his whole report. When this is done, it is 
clear, as the District Court stated in its opinion, that the master found that no profits 
were received by appellee from the use of the appellant’s trade-mark and that appel- 
lant sustained no substantial damage as a result of appellee’s wrongful conduct. 
The findings below are conclusive on this court unless clearly erroneous. Rule 
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52 of the Rules of Civil Procedure. When, as here, the question findings of fact 
have the concurring approval of the master and the District Court, we may not 
overturn them in the absence of a very clear showing of error. Goodyear Tire & 
Rubber Co., Inc. et al. v. Ray-O-Vac Company, 321 U. S. 275, 64 S. Ct. 593, ... 
L. Ed. ...; Williams Mfg. Co. v. United Shoe Machinery Corp., 316 U. S. 364, 
367, 62 S. Ct. 1179, 86 L. Ed. 1537. This is not such a case. 

On the question of profits we think it sufficient to say, without attempting a de- 
tailed statement of the testimony, that the presumption in favor of the appellant’s case 
was overcome by evidence of greater probative force. Certainly the master’s finding 
on this feature of the case can not be said to be clearly erroneous. The appellee had 
registered its trade-marks “Rex,” “Rexall,” and “The Rexall Store” for a wide 
variety of articles sold by it to Rexall druggists. Its sales were made to approxi- 
mately 8,000 drugstores, of which more than 500 were wholly owned by it, and the 
others were under contract by which they were granted the exclusive agency for the 
sale of appellee’s merchandise in their respective localities and by which they were 
obligated to carry appellee’s merchandise in stock. The appellant does not complain 
of appellee’s admitted use of the notation “The Rexall Store” on bottle caps, 
prescription labels attached to bottles, wrapping paper, and various other articles 
which appellee’s wholly owned and associated drugstores, known as the Rexall 
stores, were accustomed to buy from appellee, and, indeed, were under contract to 
buy from it in sufficient quantities to meet local demand. The prescription bottles 
bearing the infringing mark “The Rexall Store’ were sold only to these Rexall 
drugstores and at a price lower than the appellant’s jobbers were willing or able to 
meet on sales of appellant’s “From the Rexall Drug Store” bottles. The fact which 
distinguishes this case from those relied upon by appellant is that the Rexall drug- 
stores were the ultimate consumers of the Rexall prescription bottles, just as they 
were the ultimate consumers of prescription labels and wrapping paper bearing the 
Rexall mark. The bottles purchased from the appellee by its owned and affiliated 
stores were never resold as prescription bottles. It seems wholly improbable that 
the Rexall stores bought prescription bottles from the appellee under the mistaken 
belief that they were buying appellant’s “Rex” bottles. Wolf Bros. v. Hamilton- 
Brown Shoe Company, 8 Cir., 206 F. 611,617. The imprint “From the Rexall Drug 
Store” on appellant’s bottles did not function as appellant’s trade-mark “Rex,” nor 
did that trade-mark appear on bottles sold by appellant to jobbers and offered by the 
jobbers to Rexall stores. Appellant’s “From the Rexall Drug Store’’ bottles were 
never offered for sale in more than eighteen states, whereas appellee’s bottles were 
sold to Rexall stores throughout the United States. Appellant’s sales of these bot- 
tles constituted a very small proportion of its total bottle business, and while there 
was a decrease in the sale of appellant’s “From the Rexall Drug Store” bottles after 
appellee began the sale of its infringing bottles, the increase in appellant’s sales after 
appellee withdrew from the market in obedience to the injunction was insignificant 
as compared to appellee’s volume of sales. 

On the question of damages due to lost sales, appellant was aided by no presump- 
tion that it lost the sales which appellee made. On this question the evidence, as 
stated above, clearly supports the master’s finding that such sales of appellant’s 
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“From the Rexall Drug Store” bottles, as may have been lost in competition with 
appellee’s bottles, were lost because of the close contractual relations between the 
appellee and the Rexall stores and because of price considerations. That but for 
the infringement appellee would have purchased bottles from appellant seems un- 
likely in view of the undisputed evidence that it refused such purchases because of 
the price demanded. 

The judgment of the district court is affirmed. 





ALFRED DUNHILL OF LONDON, INC. v. SUMNER RESTAURANT, 
INC. 


New York Supreme Court, Special Term 
July 5, 1945 


UNFAIR COMPETITION—SUBSTANTIVE SCOPE OF TRADE-MARK PROTECTION. 
Dunhill, being a widely known trade-name for smoking materials may not be appropriated 
as name for a restaurant. 


Application for injunction against use of a trade-name. Motion granted. 
Hecnt, J.: 


Defendant has failed to show the slightest justification for its appropriation of 
the name “Dunhill” for use in connection with its restaurant business. The proof 
shows that “Dunhill” is not the corporate name of defendant, that defendant is at- 
tempting to “do business as Dunhill’s Restaurant,” that there is no one by the name 
of “Dunhill” in any way associated with defendant and that three weeks before open- 
ing its restaurant defendant was requested by plaintiff not to use the name “Dun- 
hill.” 

The fact that plaintiff sells a well known and widely advertised brand of smok- 
ers’ requisites and defendant operates a restaurant is of no moment. It is settled 
law in this state that use of another’s name will be enjoined, irrespective of whether 
there is actual competition between parties (Tiffany & Co. v. Tiffany Productions, 
Inc., 147 Misc. 679, aff’d 237 App. Div. [23 T.-M. Rep. 117], 801, 262 N. Y. 482). 
Nor is it essential for plaintiff to prove actual confusion, deception or bad faith as a 
basis for injunctive relief. Proof of the likelihood of confusion is sufficient (New 
York World’s Fair 1939, Inc. v. World’s Fair News, Inc., 163 Misc. 661). 

Defendant argues that plaintiff's motion should be denied because it has ac- 
quiesced in the use of the name “Dunhill” by others with the result that non-com- 
petitive use of the trade-name has become public property and plaintiff, therefore, 
is estopped from proceeding against defendant. Apart from the fact that the aff- 
davits do not support defendant’s claim of acquiescence, it has been repeatedly held 
that a particular defendant cannot escape injunctive liability because others used the 
same trade-name (Winthrop Chemical Co., Inc. v. Blackman, 150 Misc. 229 [26 
T.-M. Rep. 148]). 

Motion granted. The amount of the undertaking will be fixed in the order to be 
submitted on notice. 
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CHICKEN KOOP, INC. v. MAXAN’S RESTAURANTS, INC., Er At. 
New York Supreme Court, Special Term 
June 30, 1945 


UNFAIR COMPETITION—TRADE-N AMES—CONFUSING SIMILARITY. 
Owner of restaurant “Chicken Coop” held entitled to enjoin use of name “Topsy’s 
Chicken Coop” on competitive establishment. 


Motion for injunction pendente lite. Motion granted. 
Hecnut, J.: 


Plaintiff moves for an injunction pendente lite, restraining defendants from in 
any manner using the words “Chicken Coop” in connection with the restaurant 
operated by them at No. 1580 Broadway, Borough of Manhattan, City of New York. 
Plaintiff operates a restaurant and bar at No. 37 West Fifty-eighth Street, Borough 
of Manhattan, City of New York. Since 1932 this restaurant has specialized in pre- 
paring and serving “Southern Fried Chicken.” It has during that period designated 
its restaurant as the “Chicken Koop.” In 1934 the business was incorporated in 
this state under plaintiff’s present corporate title, “The Chicken Koop, Inc.,” and the 
use of the name “Chicken Koop” has been continuous for the past thirteen years. 
The corporate defendant was organized in New York State by the individual de- 
fendants, in January, 1945. In early March, 1945, it opened a restaurant in the cellar 
of premises No. 1580 Broadway, between Forty-seventh and Forty-eighth Streets, 
Borough of Manhattan, City of New York, identified by the trade-name and symbol 
“Topsy’s Chicken Coop” and “New England’s Famous Topsy’s Chicken Coop.” It, 
too, specializes in the preparation of “Southern Fried Chicken.” 

Defendants contend that the words “Chicken Coop” used by it in conjunction 
with the name “Topsy’s” is not subject to exclusive appropriation, although they 
concede the name “The Chicken Koop” may be. They also claim that there has 
been no showing that any customer of plaintiff has been deceived or misled by their 
use of the words “Chicken Coop” and point to the fact that for the past five years 
they have used the name “Topsy’s Chicken Coop” in conducting six restaurants in 
New England. 

I find that the use of the name ‘Chicken Koop” in connection with the operation 
of a restaurant specializing in the preparation of chicken is an arbitrary and fanciful 
designation and is capable of exclusive appropriation as a trade-name (Marvlo Mills, 
Inc. v. Marvel Mills, Inc., 170 Misc. 770). The fact that the word “Coop” is only 
part of the designation ““Topsy’s Chicken Coop” does not destroy the basic nature 
of the confusing similarity such trade-name has with that used by plaintiff. The 
supporting affidavits conclusively establish the probability of confusion and deception 
of the public. Even if we assume that defendants acted in good faith, it is the gen- 
eral rule, as between conflicting claimants to the right to use the same trade-name or 
colorable imitations of one another, priority of appropriation determines the question 
(Oneida Community, Lim. v. Oneida Game Trap Co., 168 App. Div. 769). 
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Defendants argue that, in any event, the benefits to be gained by plaintiff by the 
granting of this temporary injunction are slight compared to the damage it would 
cause defendant. This argument would carry weight, were it not for the fact the 
record discloses that on March 21, 1945, shortly after defendants commenced doing 
business, plaintiff’s attorney wrote to them and requested the discontinuance of the 
use of the words complained of. This communication was ignored. 

Motion is granted. The amount of the undertaking will be fixed in the order 
which is to be submitted on notice. 





WELLMAN v. HOLZER 
New York Supreme Court, Special Term 


June 9, 1945 


TRADE-NAME—UNFAIR COMPETITION—LICENSE AGREEMENT. 


Right to exclusive use of a trade-name is not lost by permission granted to local agent to 
use such name. 


TRADE-NAME—UNFAIR COMPETITION—TERRITORIAL LIMITATIONS. 
Owner of trade-name has a right to come into new territory as against a licensee who 
adopted use of plaintiff’s trade-name in such territory in bad faith. 


Action to enjoin use of trade-name. Judgment for plaintiff. 
BENVENGA, J.: 


This is an action to restrain and enjoin defendants from using the trade-name 
“The Smiling Irishman” in connection with their business. 

In August, 1937, plaintiff, known as “The Smiling Irishman,” went into the busi- 
ness of buying and selling used automobiles in Los Angeles, California, adopting the 
trade-name of “The Smiling Irishman.” Thereafter he filed a certificate of doing 
business under that name and has since conducted an advertising campaign, par- 
ticularly in California, for the purpose of acquainting the public with his business and 
his trade-name. 

In October, 1942, defendant Holzer, who had operated a Nash automobile agency 
in Los Angeles and had personal knowledge of plaintiff’s trade-name, came to New 
York and carried on a used car business under the name of “Tony Holzer” or ‘“Tony 
Holzer, Inc.” After a short period, he returned to California. 

In January, 1943, plaintiff and Holzer, in Los Angeles, entered into a contract, 
whereby it was orally agreed that Holzer would purchase used automobiles in New 
York under the trade-name of “The Smiling Irishman” ; that the purchase of such 
cars would be conducted under the supervision of one Fred Scaife, plaintiff’s man- 
ager ; that, for each automobile accepted by Scaife for shipment to plaintiff in Los 
Angeles, Holzer would receive a profit of $100 over and above the price paid to the 
seller ; and that, for each car purchased by Holzer and not accepted by Scaife, Holzer 
would pay plaintiff 25 per cent of the profit on the resale of such car. The immediate 
purpose of the agreement was to enable the parties, who were residents of Cali- 
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fornia, to acquire used automobiles in New York for resale by plaintiff to war 
workers in California during the critical emergency that existed at the time. 

The arrangement started about January 15, 1943, when Scaife arrived in New 
York, and continued until about February 18, 1943, a period of a little more than a 
month, when Holzer, without apparent justification or excuse, ordered Scaife off 
the premises and refused any further to carry out his agreement with plaintiff. 

Scaife thereupon requested Holzer to discontinue using the trade-name of “The 
Smiling Irishman.” Although he agreed to do so, Holzer failed to keep his promise. 
Indeed, immediately after ordering Scaife off his premises, Holzer caused to be 
formed “The Smiling Irishman, Inc.,” a New York corporation, with its principal 
place of business in the City of New York. He is now conducting business under 
that name. 

(1) It is contended that plaintiff, by his acts, has surrendered the right to the 
exclusive use of the trade-name. This contention is based upon the circumstance 
that the plaintiff permitted Holzer and others to use his trade-name. But in each 
instance where plaintiff permitted its use, he did so as an incident to his business and 
for the purpose of carrying on a phase of his business with others. There has never 
been a naked transfer of plaintiff’s right to use his trade-name, nor has there been 
a surrender or abandonment of it. Plaintiff has merely consented to its use during 
the existence of a business arrangement with others. Therefore, neither Holzer nor 
anybody else ever acquired more than “a mere license to use the name during the 
term of the contract” (Laurer Brewing Co. v. Ehresman, 127 App. Div. 486; Boy 
Scouts of America v. Ulster Knife Co., 47 N. Y. Supp. [2d], 750). 

(2) It is argued that, as plaintiff failed to show that he conducted business in 
this state under his trade-name, he may not enjoin or restrain its use here. But there 
is evidence that plaintiff, under his trade-name, has carried on business with dealers 
in this state. But, even assuming he had not, that would not bar the maintenance of 
this action (Matter of Bill’s Gay Nineties, Inc. v. Fisher's Gay Nineties, 180 Misc. 
721, 724, and cases cited). Plaintiff had the right to come into this state and con- 
duct business under his trade-name before entering into the arrangement with 
Holzer. Plaintiff has the right to come here now. The situation might be other- 
wise, if Holzer and the corporate defendant had innocently and in good faith adopted 
the trade-name (cf. Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 
Misc. 551, 557). 

(3) The contention that plaintiff is estopped from maintaining this action is 
without basis. The doctrine of estoppel does not apply, unless the party asserting 
it was misled by misrepresentation or conduct (Pagel, Horton & Co. v. Harmon 
Paper Co., 236 App. Div. 47, 54; In re Dimon’s Estate, 32 N. Y. Supp. [2d] 239, 
243). “A person is estopped only so far as his words or conduct has influenced 
another party” (Geiler v. Littlefield, 148 N. Y. 603, 610). The doctrine is applied 
to promote justice and fair dealing, never in aid of a fraudulent purpose (Royce v. 
Watrous, 73 N. Y. 597, 598). Nor does the doctrine of laches apply (Winifred 
Warren, Inc. v. Turner's Gowns, 16 N. Y. Supp. [2d] 994, 999; Rosenberg v. 
Rosenthal, 135 Misc. 282, 285-286). Here, Holzer was not misled by any act or 
declaration of plaintiff. Indeed, he was orally requested by plaintiff’s general man- 
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ager to discontinue the use of the trade-name immediately after the breach of the 
contract. In addition, on two subsequent occasions, plaintiff protested in writing 
against the use of his trade-name. 

(4) The contention that plaintiff may not maintain the action because he is not 
the real party in interest (C. P. A., Sec. 210) is not properly presented. Such an 
objection must be pleaded as an affirmative defense and must be raised before trial. 
Here, it was raised for the first time on the trial. Under the circumstances, de- 
fendants must be deemed to have waived the objection (Spooner v. D.L.& W.R.R., 
115 N. Y. 22, 30; Wittner v. Burr Ave. Development Corp’n, 222 App. Div. 285, 
286 ; Straight v. Shaw, 56 Misc. 426, 427). But even assuming that the question is 
properly raised, the evidence is insufficient to show that plaintiff is not the real party 
in interest. All that defendants have proved is that plaintiff caused the incorporation 
in California of “The Smiling Irishman” and that Scaife, in a verified pleading in a 
Michigan action, stated that plaintiff’s interest in and to the trade-name had been 
transferred to the corporation. Plaintiff denied this and testified that Scaife was 
mistaken. Under the circumstances, defendants did not sustain the burden of prov- 
ing that plaintiff is not the real party in interest. 

(5) It is contended that the contract is void and unenforcible, because no note or 
memorandum of the contract was signed by the party to be charged or his agent. 
It is true that to be enforcible ‘‘a contract to sell or a sale of any goods .... of the 
value of $50 or upwards” (Pers. Prop. Law, Sec. 85), must be in writing. It is 
equally true an oral agreement is void, if the agreement “by its terms is not to be 
performed within one year from the making thereof” (/d., Sec. 31, subdiv. 1). 
But how does such an argument help defendants? The statute of frauds is limited 
to cases in which a contractual obligation is the basis of recovery, to cases in which 
action is brought on the contract ; it does not apply where the contract forms but a 
part of the history of the case (Farmers Sav. Bank v. Kaufman, 291 Iowa, 651, 656). 
Here, plaintiff is not seeking to enforce the contract ; he is not suing for a breach of 
the contract, nor is he suing for an accounting on the contract. He is seeking to 
enjoin and restrain defendants from using his trade-name. The fact that plaintiff, 
by an oral agreement, authorized Holzer to use his trade-name in connection with 
the purchase and sale of used cars, does not preclued him, under the circumstances 
of this case, from seeking to enjoin and restrain defendants from continuing the use 
of the trade-name. 

Judgment for plaintiff against defendants for the relief demanded. Settle 
judgment. 
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WM. H. WISE & CO., INC. v. DOUBLEDAY, DORAN & COMPANY, INC., 


ET AL. 
New York Supreme Court, Special Term 
April 20, 1945 


UNFAIR COMPETITION—CONFUSING SIMILARITY BETWEEN Book TITLEs. 


“World War II in Pictures” held not to be confusingly similar to “Pictorial History of 
the Second World War.” 


Action for unfair competition; motion for injunction pendente lite; motion 
denied. 


CuurcH, J.: 


This motion by the plaintiff, Wm. H. Wise & Co., Inc., is for an injunction pen- 
dente lite in an action for a permanent injunction against the defendants Doubleday, 
Doran & Company, Inc., and Literary Guild of America, Inc., restraining them “(a) 
from further advertising or selling books entitled World War II in Pictures for a 
period of two years or until the lapse of such other period of time sufficient, in the 
opinion of this court, to remove and put to an end the confusing deceptive and damag- 
ing effect of defendants’ advertising, circularizing and pricing of said books World 
War II in Pictures; (b) from mailing or otherwise issuing or disseminating any ad- 
vertisements similar to those annexed to the complaint herein as Exhibits K, L and 
M, or any other advertisements or circulars calculated to cause or induce the belief 
that defendants’ books entitled World War II in Pictures are the same as plaintiff’s 
book entitled Pictorial History of the Second World War ; and ordering the defend- 
ants or one or more of them promptly send to each person to whom defendants or any 
of them have sent any advertisements, circulars or other publicity similar to that con- 
tained in Exhibits K, L and M annexed to the complaint herein, or other advertising 
or publicity calculated to cause the public to believe that defendants’ said books are 
the same as plaintiff’s said books, stating in clear and unmistakable language the 
differences between said books and any other facts necessary or appropriate to 
remove confusion and interference with plaintiff's business, and the ill effects on 
plaintiff's reputation.” 

The plaintiff concedes that the similarity of titles alone would not entitle it to 
injunctive relief but claims that the similarity of titles in conjunction with the gross 
price being the same before the deduction of the $2 discount allowed by the de- 
fendants to the book club members, the two volumes, the similarity of color scheme 
and format of the advertising literature, the prominent use of the word “See,” that 
the combination of details, does entitle the plaintiff to the injunction as prayed. 

Briefly stated, the relief sought on this motion is an injunction restraining both 
defendants from selling and advertising a two-volume book published by Journal 
of the Living, Inc., and entitled “World War II in Pictures.’””’ When the moving 
papers are examined closely, it will be seen that the relief sought rests upon this 
single ground ; that the title “World War II in Pictures” (and not the book or its 
contents) and the price at which it is sold causes the public to believe that such book 
is in fact plaintiff’s “Pictorial History of the Second World War.” Plaintiff’s book 
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sells for $5.96 net to the public; members of the defendant’s book clubs may pur- 
chase “World War II in Pictures” for $3.96, a saving of $2 on the publisher’s price 
of $5.96 to the public generally. 

Plaintiff contends that the title and price were designed expressly to confuse the 
public and to permit defendants to palm off “World War II in Pictures” as plain- 
tiff’s “Pictorial History of the Second World War.” The defendants categorically 
deny that either defendant had any such intention, and it is reasonable to believe 
that no confusion existed in the minds of the purchasers of “World War II in Pic- 
tures” that they were purchasing or that they had gotten plaintiff’s book. 

In order to refute the baseless claims made by plaintiff and to show that the 
granting of an injunction would impose irreparable damages upon the defendants 
while the denial thereof would not endanger plaintiff's alleged rights, it will be 
necessary to relate briefly the history of defendant’s business, the acquisition of their 
invaluable mailing lists and the story behind the publication of both books. 

Defendant Doubleday is a New York corporation and with its predecessor com- 
panies has been engaged in the business of publishing and selling books since 1897. 
Defendant Guild is a wholly-owned subsidiary of defendant Doubleday. Since 1929 
it has been engaged in the sale of books to members of the Literary Guild and mem- 
bers of other book clubs owned by defendants and other persons through mailing 
lists acquired, developed and promoted by defendants Guild and Doubleday. These 
book clubs and persons on the mailing lists are sometimes hereafter collectively 
referred to as the “mailing lists.” The vice-president of the defendant Doubleday 
has had an intimate association with the development and promotion of the mailing 
lists. The acquisition, development and promotion of the mailing lists represent a 
highly specialized training, the work of years and the expenditure of immense sums 
of money. It is a conservative estimate to state that the mailing lists have been 
acquired at a cost of several million dollars to defendants. 

Both defendants are well able to respond in damages should this court ultimately 
find that either or both have engaged in unfair competition to plaintiff’s damage. 

Plaintiff, the publisher of “Pictorial History of the Second World War,” com- 
menced the sale of its book to the public in June, 1944, and, in connection therewith 
and by permission of defendant Doubleday, plaintiff sent in July, 1944, advertising 
material and order blanks to 400,000 persons whose names were on Doubleday’s 
mailing lists. Plaintiff claims, as the descriptive title plainly states, that plaintiff's 
book contains pictures of the second world war. In January, 1945, defendant Guild 
solicited over one million persons on defendants’ mailing lists to purchase “World 
War II in Pictures,” a two-volume book which consisted in part of a reprint of a 
book published in 1942 by Doubleday, entitled “War in Our Time,” and in part of 
other pictures of events which occurred after the publishing of “War in Our Time.” 
Defendant Guild completed its solicitation on January 29, 1945—long prior to the 
receipt of any complaint from plaintiff that defendants were engaging in unfair 
competition with plaintiff. Based upon a comparison of the amount of acceptances 
received in February and March, 1945, it is fair to say that the purchases resulting 
from such solicitation are about over. At the present time defendant Guild is receiv- 
ing about seven acceptances per day from persons on the mailing lists. It was in- 
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tended to make delivery to purchasers commencing April 10, but delays of the 
printer and binder caused defendant Guild to postpone delivery until April 21. 

At no time did defendant Guild solicit the public generally nor sell to the public 
at large, viz., the persons other than those on the mailing lists, any copies of “World 
War II in Pictures.” 

Defendant Doubleday, as such, has neither sold nor is selling “World War II in 
Pictures” to anyone, including the public generally or persons on the aforesaid 
mailing lists. 

To support its charge of public confusion, plaintiff annexed to its moving papers 
copies of what purport to be letters from seven of its customers. Assuming, but not 
conceding, the competency and veracity of the letters and the facts set forth therein, 
such confusion was a risk incurred by plaintiff when it chose to send its advertising 
material to persons on defendants’ mailing lists. Moreover, such letters only indicate 
(1) that prospective customers wish a history of the Second World War, (2) they 
prefer to purchase through the Guild where they regularly buy their books and are 
accustomed to a bargain, (3) Lillian Cunningham admits she doesn’t know whether 
the sets are the same, (4) Mrs. Bogdanovich said her books “‘came today.” Obvi- 
ously she could not have been referring to “World War II in Pictures” because the 
books had not even been printed at the time. 

A chronological statement of the pertinent facts will show that there was no 
fraudulent design to palm off, and that there is no basis for confusion. 

In March, 1942, defendant Doubleday signed a contract with the authors to 
publish a pictorial history of events in the Second World War commencing with the 
attack on Manchuria. Such book was published in late October or early November, 
1942, under the title “War in Our Time.” Its sale price was $3.75. It is a large 
book measuring 8% x 1134 inches and contains 418 pages and 70,000 words of text. 
A special offering of the book was made to about 200,000 persons on Doubleday’s 
mailing lists at $2.75 while the same edition was on sale at retail to the public gen- 
erally at $3.75. In connection with such special offer, defendants sent to the persons 
advertisements, circulars and a postcard. It will be noted that the advertising 
material, and particularly Exhibits 1 and 2, stresses the fact that “War in Our 
Time” is a pictorial history of World War II. So far as it appears, “War in Our 
Time” was the first pictorial history of events in the Second World War published 
in the United States. Since plaintiff concedes that it gave no public notice of the 
selection of the title “Pictorial History of the Second World War” nor publicized 
the fact that it was publishing a book under that title until June, 1944 (except for 
a single advertisement in the Chicago Times in January of 1944), it is clear that 
“War in Our Time” and the material advertising it antedates plaintiff's book and 
advertising material by almost two years. Moreover, the book trade in general, and 
plaintiff in particular, was fully aware in 1942 and 1943 that defendant Doubleday 
had published a pictorial history of the Second World War. Ina conversation in the 
early part of 1943, with John J. Crawley, president of plaintiff, the vice-president 
of defendant Doubleday offered to sell him copies of “War in Our Time” for resale 
by plaintiff to persons on plaintiff’s mailing list. Mr. Crawley rejected the offer. 

“War in Our Time” was sold from November, 1942, until September, 1943. 
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In June, 1944, plaintiff’s president, John J. Crawley, called the vice-president of 
defendant Doubleday, Mr. Sutliff, on the telephone and requested permission to 
send certain advertising material to 400,000 persons on defendants’ mailing list. 
He told him at that time that the advertising material referred to a pictorial history. 
It was arranged that 400,000 of plaintiff’s envelopes would be addressed to a cor- 
responding number of names on the mailing lists. The following day, or shortly 
thereafter, defendant Doubleday received an order. It will be noted that the order 
refers to the addressing of “400,000 pieces of Pictorial History” and mentions noth- 
ing about the Second World War. Shortly thereafter, defendant Doubleday received 
approximately 400,000 empty envelopes from plaintiff bearing on their face the 
legend “Just Released. Over 1,000 astounding war photos.” The vice-president of 
defendant Doubleday denies that he saw the envelope or the advertising material 
which was later inserted in the envelopes by plaintiff, copies of which are annexed 
to plaintiff’s complaint as Exhibits C, D and G; nor had he, until he read the motion 
papers herein, ever seen any of plaintiff’s advertising material or its books. He 
categorically denies the statements contained on pages 3 and 4 of Mr. Crawley’s 
affidavit to the effect that he, and through him defendant Doubleday, had ‘full 
knowledge”’ of plaintiff’s book and the title thereof, and the manner in which “they 
were being advertised.” Mr. Crawley made no such statement to him, nor did he 
say anything from which an inference to that effect might be drawn. Moreover, he 
denies that ‘before, during and after June, 1944, defendants had knowledge of 
plaintiff’s advertising.” To support its claim of such knowledge, plaintiff refers to 
Exhibits H and J (plaintiff’s complaint). An examination of the Exhibit H reveals 
the legend in the lower righthand corner “TW-ii-19-44,” which indicates that the 
advertisement was published in This Week on November 19, 1944. Exhibit J is a 
photostat of an advertisement which appeared in the American Weekly on Novem- 
ber 12, 1944. Mr. Sutliff saw neither of the advertisements, both of which, as noted, 
appeared after June, 1944. 

On November 13, 1944, defendant Doubleday sold to Book Presentations, a 
partnership, the right for a period of five years to reprint “War in Our Time,” 
giving the buyers the option to use all or any part, as they elected, of the material 
contained in “War in Our Time.” Thereafter, Book Presentations prepared and 
compiled a book in two volumes under the title “World War II in Pictures.” A 
substantial majority of the photographs in Volume I were taken from “War in Our 
Time,” while few, if any, of the pictures in Volume II were used in “War in Our 
Time.” Such matters were determined by Book Presentations without help, inter- 
ference or domination by defendants. 

Some time in the latter part of December, 1944, defendant Doubleday agreed to 
purchase from the publisher copies of “World War II in Pictures” for ultimate dis- 
tribution to persons on defendants’ book club mailing lists at the customary saving 
of $1 per volume and not to the public generally. In connection with the distribution 
defendants prepared the advertising material which was sent to the persons in the 
lists. A comparison of defendants’ Exhibits 1 and 2 which were prepared in 1942 
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in connection with the sale of “War in Our Time” and defendants’ Exhibits 5 and 6 
will show that they are practically identical, except for the fact that the latter refer 
to the sale of two volumes instead of one, and that the price and title have been 
changed. As appears from the affidavit of Charles Sherman, Exhibits 5 and 6 were, 
in fact, copies from defendants’ Exhibits 1 and 2. Copies of the Exhibits 5 and 6 
were mailed to said persons on the mailing lists on January 15, 1945, January 23, 
1945, January 24, 1945, January 28, 1945, and January 29, 1945, a period of ap- 
proximately six months after plaintiff mailed its advertising material to 400,000 per- 
sons on defendants’ mailing lists. 

Naturally a substantial number of the people on defendants’ mailing lists received 
both plaintiff's and defendants’ publicity. At no time, however, did the defendants 
agree with plaintiff that defendants would not thereafter circularize their mailing 
list with publicity or advertising material pertaining to a pictorial history of the 
Second World War or otherwise. It would appear that out of the 400,000 people on 
defendants’ lists who received plaintiff's publicity only seven—all of whom com- 
plained within the period January 27-February 6, 1945—are claimed by plaintiff to 
have been confused. 

Apparently no other complaints have been received within the last two months. 
Moreover, if plaintiff received the normal response to its advertising, i.e., 2 per 
cent, of those addressed, 8,000 would have purchased its books ; as noted, apparently 
only seven desire to cancel their subscriptions. 

Neither defendant had anything to do with the choice of title, nor the publica- 
tion price, of “World War II in Pictures,” nor did defendants dictate or participate 
in the make-up of the book. 

Defendants did not participate in the change of title to “World War II in Pic- 
tures.” However, a change in title is neither unusual nor violative of any principle 
or custom of the book publishing trade. Some instances of changes of title in the 
reprint of a book are the following: “Comic Relief” which was reprinted under the 
title of “An Omnibus of Modern American Humor”; “A Practical Ouline of 
Mechanical Trades for Home Study” which was reprinted under the title of “The 
Standard Mechanic’s Encyclopedia”; ““The Secretary's Handbook and Office 
Manual” which was reprinted under the title “The Office Encyclopedia and Secre- 
tary’s Hand Book’’; “They Were There” which was reprinted under the title of 
“The Story of World War I] and How It Came About.” 

Indeed, it would appear that plaintiff’s volumes are to a large extent a mere 
reissue of four volumes published by Odhams Press, Lim., under the titles respec- 
tively of “The First Year of War in Pictures” ; “The Second Year of War in Pic- 
tures”; “The Third Year of War in Pictures”; and “The Fourth Year of War in 
Pictures,” published in London in 1940, 1941, 1942 and 1943. Thus, examination 
of the acknowledgment page of Volume I of “Pictorial History of the Second World 
War,” shows that 493 pages of pictures therein were taken from the Odhams Press ; 
in short, only nineteen pages of pictures in that volume came from sources other 
than Odhams. In view of the subtitle of Volume I of “Pictorial History of the 
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Second World War’’—first and second years—it would appear that the 493 pages of 
pictures are a mere reprint of Odhams’ “The First Year of the War in Pictures” and 
“The Second Year of the War in Pictures.”” Similar examinations of Volume II 
discloses that 396 pages of photographs therein were taken from the Odhams Press 
and 116 from other sources. It would therefore appear that to a large extent Volume 
II of “Pictorial History of the Second World War,” the subtitle of which is “Third 
and Fourth Years” is a mere reprint of Odhams’ “Third Year of the War in Pic- 
tures” and “Fourth Year of the War in Pictures.” 

Furthermore, plaintiff’s claim that the book was designedly split into two volumes 
to confuse the public is wholly false ; equally untrue is the claim that defendants are 
“giving the public less for their money” while persuading the public to believe that 
plaintiff has been overcharging it. As appears from defendants’ Exhibit E, prospec- 
tive customers are told that there are “516 pages in two big volumes.” Anyone able 
to perform elementary problems of division can tell the number of pages in one 
volume. The special discount price ($3.96) of “World War II in Pictures,” con- 
sisting as it does of two volumes, 814 x 1134, containing more than 1,000 photo- 
graphs and over 100,000 words of text bears a reasonable relation to the price 
($2.75) of “War in Our Time,” a one-volume work containing 418 pages and ap- 
proximately 800 photographs and 70,000 words of text. The increased price is 
justified by the greater number of photographs, text and the charge for binding two 
volumes instead of one. 

Nor is there any proof that defendants have done anything to damage plaintiff's 
reputation. 

Plaintiff’s complaint that defendants have injured its reputation by offering 
“World War II in Pictures” at $1 per volume less than the retail price of plaintiff’s 
book is specious and not made in good faith. Plaintiff, as well as the American book- 
buying public, is fully aware of the regular custom of book clubs selling to their mem- 
bers, at a discount or saving, books on the same subject as those published by others 
and that such practice does not cause loss of reputation to the other publisher nor 
invoke hostility from persons who may have purchased the other book at a higher 
price. In fact, several of the books listed on page 14 of the affidavit of Mr. Sutliff 
were sold to members of the Doubleday book clubs at a saving of $1, without causing 
loss of reputation to the publisher of those books in the minds of persons who may 
have bought the books or been offered them at a higher price by the publisher. 

The affidavit of Charles Sherman discusses and answers the contentions made 
on pages 8 and 9 of Mr. Crawley’s affidavit that defendants’ advertising was cal- 
culated to create the impression that the book offered by defendant Guild is the same 
as plaintiff's. The average person would undoubtedly recognize the difference in 
“Pictorial History of the Second World War,” plaintiff’s publication and ‘World 
War II in Pictures ; a complete history and connected analysis in pictures and text 
of War in Our Time,” the title and subtitle under which the book published by 
Journal of the Living has been advertised. There is nothing distinctive or unusual 
about the title of plaintiff's book. Titles of this character, while fairly recent for 
the reason that the practice of telling complete picture histories has only come into 
prominence during the last twenty-five years, are nevertheless fairly common. The 
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modern ancestor of present picture history books is probably the New York Times 
Book of Pictures on the First World War. Plaintiff’s title is but a slight change 
from the English publication “The Pictorial History of the War” (1916, Hazel, 
Watson & Vinney). 

The price fixed by the publisher of “World War II in Pictures” of $2.98 per 
volume or $5.96 for two volumes is not unusual. It follows the general practice in 
the retail trade of selling at a price below the dollar figure. Defendants have on 
many occasions, as other persons in the trade, sold books at $1.98 per volume and 
$2.98 per volume as well as at other prices below an even dollar price. 

Plaintiff seeks to compel the defendants to send to all those persons on de- 
fendants’ mailing lists who received advertising material of ““World War II in Pic- 
tures” a statement calculated to “state in clear and unmistakable language the dif- 
ference between said books and any other facts necessary or appropriate to remove 
confusion and interference with plaintiff’s business and the ill effects on plaintiff’s 
reputation.” Quite aside from the fact that defendants are not engaged in unfair 
competition with plaintiff and thus, in any event, should not be compelled to send 
the letter, it would nevertheless appear that there is no public confusion which would 
warrant the relief. As stated above, there is no competent proof that a single in- 
dividual has been misled; and if we assume, for the sake of discussion, the six or 
possibly seven of plaintiff's purchasers now desire to cancel their subscriptions, such 
desire may be influenced by the fact that the individuals can now purchase a book of 
war pictures for $3.96. Defendant Guild mailed its publicity to over one million 
persons. The minimum cost of sending the notice suggested by plaintiff would 
exceed $30,000, exclusive of the cost of printing such notice—an unreasonable bur- 
den to saddle upon the defendant in any event to correct the assumed confusion of 
six or seven people. Moreover, it must be evident that plaintiff's motive in seeking 
such relief is to achieve additional publicity for its book at defendants’ expense. 
To profit at defendants’ expense would be no new experience for this plaintiff. Thus 
in 1941 defendants extensively advertised a book entitled “Mathematics made Easy.” 
Subsequent to this advertisement plaintiff published a book called “Popular Mathe- 
matics.” Thereafter plaintiff advertised its book and took advantage of defendants’ 
advertising by featuring in the headline of its advertisement the title of defendants’ 
book by emphasizing ‘Now! Mathematics made Easy.” 

In view of the facts as they are found in affidavits, especially of Mr. Sutliff, vice- 
president of defendant Doubleday-Doran, as above recited, it cannot be decided that 
the plaintiff is, in advance of the trial, entitled to injunctive relief. The combina- 
tion of details as to similarity of titles, identity of gross price, with an advantage to 
purchasers from the defendants of the book club members’ discount, color scheme, 
and format of circulars and advertising matter and the prominent use of the word 
“See” and attendant circumstances, are all consistent with innocence of any intention, 
express or implied, on the part of the defendants, to deceive or confuse the public. 
The styles of all publishers and distributors of books have a broad similarity, espe- 
cially in these days of limitation of papers, inks, and all the materials and services 
and talents which enter into the publication and distribution of books and the cir- 
culars designed to advertise and sell them. The similarity of titles plaintiff has con- 
ceded is not, and could not be, alone sufficient for injunction relief, especially in 


























































































































248 





THIRTY-FIVE TRADE-MARK REPORTER 


view of the fact that the plaintiff can claim no priority of invention of title or 
proprietary appropriation, or for that matter any distinction for color or format not 
previously used by the defendants. The prominence of the use of the word “See” 
arises not from any genius of expression but from the natural and ordinary con- 
sequence that if anything is depicted in pictures or a pictorial history is given of any- 
thing, the public will be asked to “See.” 

The cases recognized the right of any manufacturer or distributor or merchant 
“to puff,” that is, to emphasize, the good qualities of the article of sale to the exclu- 
sion of, or in contrast to, the article of the competitor, but this has never been 
restricted so far as to limit the right by requiring a manufacturer or distributor or 
merchant, at his own expense, to circularize or advertise the article of his competitor 
because it might be considered, by persons of moronic carelessness in forming opin- 
ions, unfair competition unless the public is presented with all the features and char- 
acteristics of both competitive articles. The evidence now presented does not make 
out a case of public confusion or deception or a case of one endeavoring “to palm 
off” his article as the article of another. 

The state of the Equity Calendar now existing in this court affords the plaintiff 
opportunity to have its case fully heard and determined with expedition and finality. 
It has not shown itself to be entitled to preliminary injunctive, certainly not manda- 
tory injunctive, relief. 

Settle order. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 
“Aluminoid” held in conflict with “Aloloid” for similar goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Reserve Research Company, of Cleveland, Ohio, to the 
application of Chatham Pharmaceuticals, Inc., of Newark, N. J., for registration of 
a trade-mark consisting essentially in the word “Aluminoid,” in use since May 14, 
1940, for colloidal aluminum hydroxide in powdered form supplied in gelatin cap- 
sules for oral administration in the treatment of gastric ulcers and hyperacidity. 
Opposer relied upon its ownership of the trade-mark “Aloloid,” which has been used 
since January 2, 1940, and was registered August 19, 1941, for a medicinal prepara- 
tion comprising finely dispersed colloid of aluminum hydroxide with mineral oil 
emulsion having the medicinal and the therapeutic properties of neutralizing 
hydrochloric acid in the digestive tract in the treatment of peptic ulcer and gastric 
hyperacidity. 

It was held that the Examiner of Interferences rightly ruled that no material 
distinction properly can be drawn between the two items of goods. 

In response to applicant’s arguments that the marks of the parties are sub- 
stantially different in sound, appearance and significance; that the common suffix 
“oid” is purely descriptive; that its own mark is clearly suggestive of aluminum; 
and that opposer’s mark is devoid of any significance, unless the syllables ‘“Alol”’ 
may suggest some kind of oil, it was held that significance of marks is not the only 
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factor to be considered, for appearance and sound are equally important; and that 
the two marks here in question do not differ sufficiently, either in sound or in appear- 
ance, to be used concurrently without a reasonable likelihood of confusion, since 
the first and last syllables are identical, and the second syllables are the same in 
sound ; and even in significance, as applied to opposer’s product it seems not unlikely 
that the letters “Alol’” of opposer’s mark would suggest aluminum and oil, just as 
applicant’s mark suggests aluminum. 

It was further held that the resolution of doubts in opposer’s favor requires that 
the opposition be sustained.” 


“Karu” as used on costume jewelry held in conflict with “Coro” for same kind of merchandise 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Cohn & Rosenberger, Inc., of New York, N. Y., to the 
application of Kaufman & Ruderman, Inc., also of New York, N. Y., for regis- 
tration of a trade-mark which is essentially the word “Karu,” appropriated to cos- 
tume jewelry, the mark having been used with such goods since June 19, 1940; and 
further refusing the proposed registration on an ex parte ground. Opposer relied 
upon its ownership of the trade-mark “Coro,” registered April 12, 1921, for the 
same kind of merchandise, which registration was renewed in 1941. 

It was held that the Examiner of Interferences rightly ruled that these two 
marks are too nearly alike, particularly in sound, to be applied to identical mer- 
chandise of the character here involved without a reasonable likelihood of confusion. 

It was further held that actual confusion need not be proved, nor does its absence 
negative the likelihood of confusion in the future. 

In response to applicant’s argument that opposer’s nonuse of its mark worked an 
abandonment, it was held that an opposer’s admitted non-use of its registered mark, 
on certain goods named in the registration, was wholly irrelevant to the issues here 
involved and should be given no consideration whatsoever in determining the issues 
in this case. 

The action of the Examiner of Interferences in rejecting the application ex parte 
in view of a registration to a third party of the word “Cara” for pearls, introduced in 
evidence by applicant, was held to be correct, since it seems clear that if applicant’s 
mark is confusingly similar to opposer’s mark, it is also confusingly similar to this 
mark ; and the fact that the owner of the “Cara” registration may have priority of 
use over opposer is of no avail to applicant in the present proceeding.’ 


“Sweetie” for breakfast cereals held conflicting with “Wheaties,” “Sweetheart,” and “Vanilla 
Sweeties” for similar products 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Wm. Montgomery Co., of Philadelphia, Pa., the word “Sweetie” 
as a trade-mark for various breakfast cereals and canned vegetables in view of each 
of three registrations for goods in part identical with those listed in the application. 


1. Reserve Research Company v. Chatham Pharmaceuticals, Inc., Opp’n No. 22,623, 166 
M. D. 783, May 25, 1945. : 
2. Cohn & Rosenberger, Inc. v. Kaufman & Ruderman, Inc., Opp’n No. 22,241, May 2, 1945. 
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After noting that applicant disavows any claim that its goods are any different 
from those set up in the reference registrations it was held that the only question to 
be determined is whether applicant’s mark so nearly resembles either or all of the 
registered marks as to be likely to confuse the public or to deceive purchasers, when 
applied to identical merchandise of the character indicated. 

It was held that the registration “Wheaties” will be withdrawn as a reference, 
since although there is some similarity of sound between the two marks, even in 
sound they differ quite considerably, and in appearance and significance they are 
completely dissimilar, and moreover, since their meaning is well understood by the 
public, they are less likely to be confused than would be the case were they some- 
what more abstruse. 

As to the remaining registrations, disclosing, respectively, the single word 
“Sweetheart,” and the notation “Vanilla Sweeties” in association with a pictorial fea- 
ture, the word “Vanilla” being disclaimed, it was held that each of these registrations 
is a statutory bar to the registration here proposed, since the latter mark is obviously 
dominated by the word “Sweeties,” with which word applicant’s mark is in all 
respects substantially identical; and in meaning applicant’s mark is precisely iden- 
tical with the “‘Sweetheart”’ mark.* 

“Color-fornia” for tablecloths subject to cancellation because of prior registration under 1920 
Act of “California Hand Prints” for same goods 

Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of California Hand Prints, Inc., of Hermosa Beach, Calif., to 
cancel trade-mark registration No. 394,762, issued April 28, 1942, under the provi- 
sions of the Act of February 20, 1905, to California Piece Dye Works, of Los 
Angeles, Calif. The registration sought to be canceled discloses the trade-mark 
“Color-fornia” for tablecloths, napkins, bedspreads, towels, draperies for windows, 
doily sets, and piece goods made of cotton, silk, rayon, and mixtures of same. The 
mark is claimed to have been used since December 2, 1940. 

After noting that petitioner sells its products as “California Hand Prints,” which 
expression it has registered as a trade-mark under the Act of March 20, 1920, for 
tablecloths, luncheon sets, towels, drapery, and upholstery fabrics in the piece, the 
registration having been issued on August 24, 1937, it was held that regardless of 
its trade-mark rights in the word, petitioner is entitled to advertise and label its 
goods as “California” hand prints, because that is precisely what they are; and the 
notation “Color-fornia” is so nearly identical with the word “California,” both in 
sound and in appearance, that its use as a trade-mark on the same line of mer- 
chandise is bound to cause confusion, and the prima facie evidence of ownership 
afforded by respondent’s registration is manifestly injurious to petitioner.* 


Descriptive Terms 
“Sea Suds” held descriptive for soap powder 


Frazer, F. A. C.: Reversed, subject to filing a disclaimer, the action of the 
Examiner of Trade-Marks who had refused to register to Gamlen Chemical Com- 


3. Ex parte Wm. Montgomery Co., Ser. No. 456,079, 166 M. D., May 17, 1945. 
4. California Hand Prints, Inc. v. California Piece Dye Works, Canc. No. 4231, 166 M. D. 
785, May 25, 1945. 
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pany, of San Francisco, Calif., and Pittsburgh, Pa., the notation “Sea Suds,” under 
the provisions of the Act of February 20, 1905, as a trade-mark for soap in pow- 
dered form for dish washing and general cleaning on the ground that the mark is 
descriptive of the goods. 

It was held that as applied to dry powder, the expression “Sea Suds” is not one 
that would normally be used ; and its significance would not be immediately apparent, 
so that while it is highly suggestive, it is not objectionably descriptive. 

It was held, however, that the word “suds” per se is obviously descriptive of any 
soap and should be disclaimed in the application. Conditioned only upon the filing 
of such disclaimer, the decision of the Examiner of Trade-Marks was reversed.® 


“Electro Zincbond” and “Zincgrip” merely descriptive and therefore unregistrable as trade-marks 


Frazer, F. A. C.: Affirmed the action of the Examiner of interferences sus- 
taining the opposition of The American Rolling Mill Company, of Middletown, Ohio, 
to the application of Republic Steel Corporation, of Cleveland, Ohio, for registration 
of the mark “Electro Zincbond,” printed in two lines, as a trade-mark for ferrous 
metal sheet, strip, and plate, and also refusing registration on the ground that the 
mark sought to be registered is descriptive of the goods to which it is appropriated. 
The opposition was based upon opposer’s alleged ownership and prior use of the 
word “Zincgrip,” which was registered to opposer for galvanized iron and steel 
sheets. 

An amendment having been filed in the application, after publication, changing 
the description of the goods to read “electrically coated ferrous metal sheet, strip, 
and plate,” it was held that as the amendment is restrictive in character, its entry 
would not require republication of the mark ; and it will be entered by the Examiner 
of Trade-Marks before a certificate issues, should applicant finally be granted the 
proposed registration. 

In response to applicant’s argument that applicant’s petition to cancel the regis- 
tration relied upon by opposer having been granted, the opposition should be dis- 
missed because opposer does not own the mark upon which it relies, it was held that 
regardless of ownership, opposer pleaded in the notice, and has established by the 
evidence, a use of the mark that entitles it to prevail if applicant’s mark so nearly 
resembles its own as to be likely to cause confusion when applied to the merchandise 
listed in the application. 

It was held that although the goods of the parties are not precisely identical, and 
apparently are not now sold to the same trade or used for the same purposes, clearly 
they have the same descriptive properties, and either or both may be so developed 
in the future as to bring them into direct competition. 

It was held that the Examiner of Interferences was right in ruling that the word 
“Electro” is devoid of trade-mark significance in relation to applicant’s goods, and 
that “Zincbond” and “Zincgrip” have substantially the same meaning, in indicating 
a close or intimate connection between the coating and the base metal sheet. 

It was further held that the Examiner rightly ruled that applicant’s mark as a 


5. Ex parte Gamlen Chemical Company, Ser. No. 464,266, 166 M. D. 778, May 17, 1945. 
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whole merely describes the character of applicant’s goods as that of zinc coating 
united or bonded to a sheet of base metal by electrolytic action.® 


“Zincgrip” appropriated to galvanized iron and steel sheets held descriptive 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Republic Steel Corporation, of Cleveland, Ohio, to cancel 
trade-mark registration No. 353,874, issued January 18, 1938, under the provisions 
of the Act of February 20, 1905, to The American Rolling Mill Company, of Middle- 
town, Ohio, the registered mark comprising the notation “Zincgrip,” appropriated to 
galvanized iron and steel sheets, on the ground that the mark is merely descriptive 
of such goods. 

In view of the fact that the testimony of the witnesses, including that of respond- 
ent’s own witness, seems to be in agreement that to the trade respondent’s mark has 
precisely the meaning that the zinc coating grips a sheet of galvanized metal, it 
was held that the mark as registered is descriptive of the goods, as indicating that 
the zinc gripped the surface of the article since the combination of the two com- 
ponent words does not change their meaning, and the resulting compound has iden- 
tically the same significance. 


“Justrite” held not descriptive for electric cap lamps, etc. 


Frazer, F. A.C: Reversed the action of the Examiner of Trade-Marks who had 
refused to register to Justrite Manufacturing Company, of Chicago, Ill., the word 
“‘Justrite,’” under the provisions of the Act of February 20, 1905, as a trade-mark 
for electric cap lamps, electric hand lanterns, flashlights and push clips for electric 
cords on the ground that the mark is descriptive of the goods. 

After noting that a word which is descriptive when used on one class of goods, 
may be purely arbitrary and fanciful when used on goods of another class, and that 
applicant has used its mark on a variety of products for nearly forty years. including 
merchandise very closely related to that of the instant application, for which the mark 
was registered in 1915, and again in 1924, it was held that applicant is thus entitled 
to the benefit of any reasonable doubt as to present registrability of the same mark 
for goods of the same descriptive properties, and since the question here presented 
is at least arguable, that the resulting doubt should be resolved in applicant’s favor.® 


Different Descriptive Properties 
“Ora-Cel” for vitamin preparation and “Oraform” for throat-pasti!s and “Ora” for deodorant 
Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 


had sustained the opposition of McKesson & Robbins, Incorporated, of New York, 
N. Y., to the application of First Texas Chemical Manufacturing Co., of Dallas, 


6. The American Rolling Mill Co. v. Republic Steel Corp., Opp’n No. 22,526, 166 M. D. 787, 
May 31, 1945. 

7. Republic Steel Corp. v. The American Rolling Mill Co., Canc. No. 4271, 166 M. D. 789, 
May 31, 1945. 

8. Ex parte Justrite Manufacturing Company, Ser. No. 459,341, 166 M. D. 781, May 22, 1945. 
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Texas, for registration of a trade-mark comprising the notation “Ora-Cel” for a 
vitamin preparation. Opposer relied upon its ownership of two registered trade- 
marks, namely, “Oraform” for throat-pastils, and “Ora” for a deodorant. No testi- 
mony was taken by either party. 

After noting that the Examiner of Interferences did not consider the “Oraform”’ 
mark, but sustained the opposition because applicant’s notation “Ora-Cel” includes 
the whole of opposer’s notation “Ora,” merely adding the syllable “Cel” thereto in 
hyphenated form, and the goods of the parties are all in the nature of pharmaceutical 
preparations, it was held that opposer’s deodorant, which is admittedly in the form 
of a cream, does not have the same descriptive properties as a vitamin preparation 
in any form, so that the similarity of the marks under which the two items are sold 
is thus immaterial. 

It was held that, broadly speaking, throat lozenges and vitamin preparations are 
probably of the same descriptive properties, not merely because both are pharma- 
ceuticals, but because both are medicinal in character. 

However, it was held in the absence of any evidence on the subject that throat 
lozenges and vitamin preparations differ so widely in composition, and in the pur- 
poses for which they are intended to be used, that their sale under slightly similar 
trade-marks would not be likely to cause confusion since ‘““Oraform” and “Ora-Cel,” 
each considered in its entirety, do not look alike, sound alike, or suggest the same 
idea.® 


Non-Conflicting Marks 


“Biasnet” for corsets not in conflict with “Biaband” for same goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dismiss- 
ing the petition of Poirette Corsets, Inc., of New York, N. Y., to cancel trade-mark 
registration No. 403,553, issued September 28, 1943, under the provisions of the 
Act of March 19, 1920, to The H. W. Gossard Co., of Chicago, Ill. Respondent’s 
mark is the word “Biasnet,” and the goods named in the registration are corsets, 
girdles, step-in corsets, panties, and combination corsets and brassiéres. The peti- 
tion to cancel was predicated upon petitioner’s ownership of the trade-mark “Bia- 
band,” registered January 17, 1939, under the provisions of the Act of February 20, 
1905, for foundation garments, corsets, brassiéres, and combinations of the same. 

After noting that neither party took testimony, and bearing in mind the rule that 
a petitioner for cancellation has the burden of proving that he is injured by the 
registration he seeks to have canceled, it was held that the petition was properly 
dismissed, since the meager record presented is not convincing that petitioner has 
been injured by the registration of respondent’s mark; if so it was incumbent upon 
petitioner to prove such injury, or the likelihood thereof, and this it has failed to do. 

After pointing out that respondent’s mark is clearly descriptive of the goods to 
which it is appropriated, and its component words are so commonly used in relation 
to such goods that its descriptive significance is necessarily recognized by purchasers, 


9. McKesson & Robbins, Inc. v. First Texas Chemical Manuf. Co., Opp’n No. 22,940, 166 
M. D. 786, May 28, 1945. 
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while petitioner’s mark is a coined term of which the prefix “Bia” is meaningless 
and the suffix “band” bears no material resemblance to the corresponding portion 
“net” of the respondent’s mark, it was held that there was no likelihood of confu- 
sion between the two marks, though applied to identical goods.” 


Opposition 
Pocahontas Coal Association held not damaged by registration of “Olga” for coal 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences in each 
of four proceedings, submitted upon the same record, dismissing the oppositions of 
Pocahontas Coal Operators Association, of Bluefield, W. Va., to four applications of 
Carter Coal Company, of New York, N. Y., to register trade-marks for coal, all of 
which comprise the dominating word “Olga” and the disclaimed expression ‘““Amer- 
ica’s Largest-Selling Pocahontas,” and adjudging applicant entitled to the proposed 
registrations. 

In response to opposer’s complaint that the disclaimed word “Pocahontas” of 
applicant’s marks is deceptively similar to and comprises the essential feature of 
opposer’s name, it was held that “Pocahontas” as applied to coal is admittedly both 
geographical and descriptive, and moreover, it is only a portion of opposer’s name, 
and standing alone does not necessarily designate opposer. 

In passing upon several trade-marks and slogans pleaded by opposer with which 
applicant’s marks are averred to be confusable, after noting that they have been 
used by one or another of opposer’s members, all of whom are separate legal entities, 
and that opposer claims the right to maintain these proceedings for their benefit, it 
was held that obviously there is no such community of interest as to warrant the 
joinder of the several members, much less their representation by the association ; 
and none of the members can be injured by applicant’s alleged impingement upon the 
trade-mark rights of another member, and the statute provides for opposition only 
by the person who believes he would be damaged by the registration of a mark. 

In response to opposer’s contention that the disclaimed portion of applicant’s 
marks constitutes a false statement, in that applicant’s “Olga” coal is not in fact 
America’s largest-selling Pocahontas, it was held that even so, opposer would not 
be damaged, nor would its collective membership ; and the rights of the single mem- 
ber whose sales are said to exceed those of applicant may not be adjudicated in these 
proceedings, because that single member is not a party. 

It was further held that a complete study of the record was convincing that the 
Examiner of Interferences was right in concluding that the evidence introduced 
herein does not establish with the certitude necessary to warrant refusing registra- 
tion ex parte, that applicant’s product is not the “largest-selling” Pocahontas coal 
and hence that applicant’s puffing expression is indeed false.™ 


10. Poirette Corsets, Inc. v. The H. W. Gossard Co., Canc. No. 4305, 166 M.D. 782, May 
24, 1945. 

11. Pocahontas Operators Association y. Carter Coal Company, Opp’n Nos. 22,364, 22,365, 
22,366, 22,367, 166 M. D. 775, May 14, 1945. 





DECISIONS OF COMM. OF PATENTS 


Same Descriptive Properties 


“Asco” for leather soaps held unregistrable because of registration of identical mark for 
ammonia and bluing 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of American Stores Company, of Philadelphia, Pa., to the appli- 
cation of Anton Schaffhauser, of Brooklyn, N. Y., for registration of a trade-mark 
for leather soaps and saddle soaps which consists essentially in the letters “Asco.” 
Applicant having taken no testimony was restricted to September 29, 1942, when his 
application was filed, as the earliest date of use that he may claim in this proceeding. 
The opposition was sustained on the ground that applicant’s mark is identical with 
the mark of a registration for ammonia and bluing issued to opposer on February 
9, 1926. 

After noting that applicant does not question the identity of the marks, in 
response to his argument that the goods of the parties are of different descriptive 
properties, it was held that the goods are of the same descriptive properties, and 
since the marks are identical, the proposed registration is forbidden by the express 
terms of the statute. 

In response to applicant’s argument that opposer has failed to prove any com- 
mercial use of its trade-mark it was held that the mark is registered under the 
provisions of the Act of February 20, 1905, and nonuse, even if established, would 
be immaterial here.” 


“Casco” held unregistrable as trade-mark for nonalcoholic beverages because of registration of 
“Asco” for ginger ale, root beer, etc. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of American Stores Company, of Philadelphia, Pa., to the 
application of Casco Bottling Company, of Chicago, IIl., for registration of the word 
“Casco” as a trade-mark for nonalcoholic beverages and syrups and extracts for the 
making of the same. Opposer relied upon its ownership of the trade-mark ‘‘Asco,” 
registered for various products, including ginger ale, sarsaparilla and root beer, for 
which particular goods the renewed registration was originally issued in 1920. 

After noting that 1920 was nearly twenty-three years earlier than the date of 
first use established by applicant, it was held that since the goods of the parties are 
in part identical, the only question to be determined is whether applicant’s mark so 


nearly resembles opposer’s mark as to be likely to confuse the public or to deceive 
purchasers. 


After observing that applicant has appropriated the whole of opposer’s mark, 
to which it has merely prefixed the letter ““C” so to that extent the marks differ in 
appearance, and it is possible that some purchasers would discern a difference in 
meaning, it was held that in sound “Asco” and “Casco” are so nearly alike that 
their concurrent use on identical merchandise of the character here involved would 
inevitably result in confusion ; nor is it of material consequence that opposer’s product 


12. American Stores Company v. Anton Schaffhouser, Opp’n No. 22,787, 166 M. D. 779, 
May 21, 1945. 
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is now available only at its own stores, as the practice is subject to change at op- 
poser’s will. 

In response to applicant’s argument that opposer’s registration is invalid, because 
opposer does not own the registered mark, and has not used it in interstate commerce, 
it was held that this is a matter which need not be investigated here, because it is 
irrelevant to the issues of this case.”® 


13. American Stores Company v. Casco Bottling Company, Opp’n No. 22,822, 166 M. D. 
780, May 21, 1945. 
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PART Il 


THE PHYSICIANS & HOSPITALS SUPPLY CO., INC., poING BUSINEss As 
ULMER PHARMACAL COMPANY v. BAYER-SEMESAN 
COMPANY, INC. 

United States Court of Customs and Patent Appeals 
June 25, 1945 


TRADE-MARKS—Goops OF SAME DESCRIPTIVE PROPERTIES. 

Held that agricultural and horticultural fungicides (used principally on golf courses) ; 
and a fungicidal powder (used as inhibitive of “athlete’s foot” and used, inter alia, in the 
locker rooms of golf clubs), are goods possessing the same descriptive properties. 

Appeal from decision of the Commissioner of Patents reversing decision of Ex- 
aminer of Interferences sustaining appellant’s notice of opposition. Reversed. 


James Atkins, (Merchant & Merchant of counsel) for appellant. 
J. Hanson Boyden (Wilson C. Baily of counsel) for appellee. 


HATFIELD, J. 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents [34 T.-M. Rep. 215] reversing the decision of the 
Examiner of Interferences sustaining appellant’s notice of opposition and holding 
that appellee was not entitled to register the trade-mark “Thiosan” for use on agri- 
cultural and horticultural fungicides. 

It appears from the record that appellee has used its mark on its goods since about 
June 2, 1942. 

In its notice of opposition appellant alleged that it was the owner of the trade- 
mark “Thio-zin” for use on a fungicidal powder ; that it had used its mark on its 
goods since about July 1934; and that it would be damaged by the registration of 
the mark “Thiosan” to the applicant (appellee). 

Evidence was introduced by each of the parties. 

It is conceded by counsel for appellee that appellant has used its mark on its 
goods since long prior to the use by appellee of its mark, and that if the goods of the 
respective parties possess the same descriptive properties, the marks are confus- 
ingly similar. Accordingly, the sole issue before us is whether the goods of the 
parties possess the same descriptive properties. 

It appears from the record that the appellant company manufactures and sells 
several hundred different articles including pharmaceuticals, medicinal preparations, 
drugs, insect powder, liquid soaps, cold cream, window cleaners, etc. ; that the com- 
pany also sells all equipment necessary for hospitals, doctors’ offices, and govern- 
ment institutions, including furniture, beds, sterilizers, surgical instruments, rubber 
goods, kitchen ware, cotton goods, and practically everything used in such offices 
or institutions; that appellant’s product on which it uses its trade-mark is a fungi- 
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cide and is composed of 20 per cent sodium thiosulphate anhydride, 10 per cent zinc 
oxide, 29.8 per cent boric acid, 0.2 per cent chlorthymol, and 40 per cent inert ingre- 
dients ; that it is used as an “inhibitive dusting powder” for the prevention or recur- 
rence of trycophyton infection of the feet, commonly known as “athlete’s foot ;” that 
it is sold in two-ounce and seven-ounce containers, although, according to appel- 
lant’s witness George G. Ulmer, Jr., president and general manager of the appellant 
company, his company would be glad to sell it in bulk or in large containers; that 
appellant’s fungicide is advertised by means of catalogues ; that it is sold by appellant 
to wholesale drug houses, doctors, hospitals, government institutions, department 
stores, so-called “country general stores” distributors of miscellaneous merchandise, 
athletic teams, and golf clubs; that it is used in the locker rooms of golf clubs to be 
dusted on the feet as a preventative of “‘athlete’s foot” which is quite prevalent. 

The witness Ulmer stated that the fungus which causes so-called “athlete’s foot” 
is sometimes obtained by walking on grass. In this connection, he said: 

.... The big trouble with the Japanese army, according to Government records, is 
the fact that they catch a fungus on account of walking barefooted on all these islands, 
and carry a can of powder to cure it. 

The witness further stated that the active ingredient in appellant’s fungicide is 
sodium thiosulphate ; that the ingredients in appellant’s product make it suitable for 
use as an agricultural or horticultural fungicide. In explanation of the latter state- 
ment, he stated that the effectiveness of both appellant’s and appellee’s product de- 
pends to a large extent “‘on the liberation of nascent sulphur, and in the action of 
sulphur in that form and in combination, it produces the effect of killing the fungus.” 
He stated, however, that, so far as he knew, the appellant company had never at- 
tempted to use its product as an agricultural or horticultural fungicide. 

It appears from the record that the product on which the appellee uses its mark 
“Thiosan” is in the form of powder; that it is mixed with water and used as a 
spray on turfed areas, principally putting greens on golf courses, for the prevention 
and control of so-called “brown patch” and “dollar spot” which are fungus diseases ; 
that it is advertised in publications such as “Golfdom,” “Greens Keeper Reporter,” 
“Parks and Recreation,” and “Better Homes and Gardens;” that it is a non-mer- 
curial fungicide composed of 50 per cent tetramethyl thiuramdisulfide and 50 per 
cent inert ingredients; and that it is sold by appellee in drums or other containers 
in quantities of 5, 25, and 100 pounds to so-called “golf supply houses” which supply 
“golf clubs” with machinery, seed, insecticides, fertilizer, and fungicides. 

In advertising its product, appellee cautions the user not to “inhale the dust nor 
allow the dust to accumulate on the skin. Irritations of the skin or even more 
serious physiological disturbances may result from failure to observe these pre- 
cautions. Should you employ this product dry, wear a dry filter dust mask over 
the nose and mouth, changing the filter medium often enough to maintain filtering 
efficiency. Wash the dust promptly off the skin with plenty of soap and water.” 
Appellee also admonishes users of its product that “Those few people whose skins 
are sensitive to sulfur should not permit Thiosan to accumulate on the skin. With 


these occasional exceptions, Thiosan is considered relatively non-poisonous to warm- 
blooded animals.” (Italics ours.) 
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Appellee’s witness Gilbert F. Miles, an employee of the appellee company and in 
charge of research in the development of fungicides, “particularly in the field of seed 
disinfection and soil disinfection,” testified that he made laboratory tests to deter- 
mine the comparative values of appellant’s and appellee’s products as agricultural 
or horticultural fungicides; that on the basis of those tests he estimated that as to 
the fungus rhizocgonia solani, appellant’s product “Thio-zin” was about one-twen- q 
tieth as effective as appellee’s product; that, as to the fungus fusarium nivale, ap- 
pellant’s product was only about one-eightieth as effective as appellee’s product ; 
and that, in his opinion, appellant’s fungicide would exert an insignificant action 
against fungi which attacked grass and other vegetation. The witness stated that 
appellee’s fungicide contained none of the active ingredients present in appellant’s 
fungicide, and that the “sulphur radical” was not its “active ingredient.” 

In his decision holding that the goods of the respective parties possess the same 
descriptive properties, and sustaining appellant’s notice of opposition, the Exam- 
iner of Interferences stated, among other things, that, although the goods of the 
parties were substantially different, both were chemical preparations and fungicides 
used for the eradication of fungi; that the differences in their composition and use 
corresponded “merely to the particular fields of fungus control for which they are 
respectively intended ;” and that the sale of such products under the same or similar 
trade-marks would be likely to cause purchasers to believe that the goods had the 
same origin. 

In his decision reversing the decision of the Examiner of Interferences and hold- 
ing that the goods of the parties do not possess the same descriptive properties and 
that, therefore, the similarity of the involved marks was immaterial, the Commis- 
sioner of Patents stated the facts as hereinbefore related, and, among other things, 
said : 





The goods of the parties are non-competitive, and neither can be substituted in use 
for the other. Both are chemical compositions, but they have no ingredients in common. 
Broadly speaking, both are fungicides; but so are a pickel barrel and a cigarette case 
both containers. 

Obviously the generic name of an article does not necessarily determine its descrip- 
tive properties in relation to those of another article. The “distinguishing dissimilarity” 
between the goods “may rest not only in the ‘essential characteristics’ of the goods them- 
selves with reference to their form, composition, texture and quality, but may rest in the 
use to which they are put, the manner in which they are advertised, displayed and sold, 
and probably other considerations.” California Packing Corporation v. Tillman & Bendel, 
Inc., 17 C. C. P. A. 1048, 40 F. 2d 108 [20 T.-M. Rep. 238]. 


It will be observed that the first syllable of each of the marks in question is the 
word “thio.” 

Webster’s New International Dictionary defines “thio” as “A combining form 
(also used adjectively) denoting the presence of sulphur ;—used specif. to indicate 
that the oxygen of a compound is more or less replaced by sulphur,” and states that 4 
sulphur is used, among other things, for destroying fungi. The same authority de- 
fines “fungicide” as “Any substance that destroys fungi.” Sulphur is, therefore, a 
fungicide. 

The active ingredient in appellee’s fungicide is tetramethyl thiuramdisulfide, a 
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chemical compound in which sulphur is undoubtedly combined with other chemicals. 
The sulphur, therefore, would not be expected to exist in a free state. However, 
inasmuch as in its advertisements appellee admonishes those whose skins are sensi- 
tive to sulphur not to permit the dust from its fungicide to accumulate on the body, 
it is evident that sulphur must be present, at least at times, in a free or nascent state, 
otherwise there would be no occasion for appellee to warn users of its sulphur con- 
tent. 

It will be recalled that appellant’s witness Ulmer testified that the effectiveness 
of both appellant’s and appellee’s fungicides depends to a large extent “on the libera- 
tion of nascent sulphur.” If that statement is correct, it may be, although we do not 
intend to discuss the case from the standpoint of chemistry, that the molecules in ap- 
pellee’s chemical compound become decomposed, thus liberating nascent sulphur. 

Chemically the term “nascent” is defined as “the condition of an element at the 
moment of liberation from a compound, marked, as in the case of hydrogen or 
oxygen, by a chemical activity greater than the ordinary.” Webster’s New Inter- 
national Dictionary. See also Hackh’s Chemical Dictionary. 

Owing to the similarity of the marks in question and inasmuch as the products 
of the respective parties are fungicides and are sold to “golf clubs,” one for use 
on the putting greens and the other for use as a dusting powder in locker rooms, we 
think there is likelihood of confusion as to the origin of the two products if sold under 
the involved trade-marks, and that if appellant’s product is sold in large containers, 
as it may well be, according to the testimony of appellant’s witness Ulmer, and the 
fungicides of the parties are stored in the same storeroom, as they are apt to be, 
there is also likelihood of appellee’s product being used for that of appellant, thereby 
causing injury to the user thereof. 

Were the marks of the parties identical, that is, had appellee adopted appellant’s 
trade-mark “‘Thio-zin” for use on its fungicide, we think that it could not reason- 
ably be argued that the concurrent use of such mark on the fungicides of the parties 
would not be likely to cause confusion in the mind of the public, both as to the 
origin of the fungicides and as to the fungicides themselves. If our premise is 
sound, and we think it is, it follows that the fungicides of the parties possess the 
same descriptive properties. 

It is true, as stated by the Commissioner of Patents, that the products of the 
parties are not competitive. The fact in itself, however, is not controlling, as many 
articles, including chemical compounds, which possess the same descriptive proper- 
ties are not competitive. 

We have given careful consideration to the views expressed by the Commissioner 
and to those urged upon us by counsel for appellee, but are of opinion, as was the 
Examiner of Interferences, that the goods of the parties possess the same descrip- 
tive properties ; that the marks are confusingly similar; and that as appellant has 
used its mark “Thio-zin” on its goods since long prior to the use by appellee of the 
mark “Thiosan,” appellee is not entitled to the registration which it seeks. 

For the reasons stated, the decision of the Commissioner of Patents is reversed. 
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McKESSON & ROBBINS, INC. v. AMERICAN FOUNDATION FOR 
DENTAL SCIENCE 


United States Court of Customs and Patent Appeals 


June 25, 1945 





TRADE-MARKS—SIMILARITY OF Goons. 
Concentrated medicinal materials for use as food supplements in supplying deficiencies 
of vitamins and minerals; and medicinal preparation for internal use, said preparations 
consisting of a metabolic stimulant and cell-activating agent particularly useful in the 
treatment of diseases due to deficiency in diet; held to possess the same descriptive proper- 
ties. 
TRADE-M ARKS—SIMILARITY. 
“Dent-a-min” and “Cytamin,” differing only in the first syllable, and both being coined 
expressions, held to be likely to cause confusion in the mind of the purchasing public both as 
to origin and as to the goods themselves. 


Appeal from decision of the Commissioner of Patents reversing decision of 
Examiner of Interferences sustaining appellant’s notice of opposition. Reversed. 


Samuel Herrick, for appellant. 
No appearance for appellee. 


Jackson, J.: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents, 61 U.S.P.Q. 34, reversing that of the Examiner of Inter- 
ferences, who sustained the notice of opposition filed by appellant. 

Appellee filed an application to register its mark “Dent-A-Min” applied to “Con- 
centrated Medicinal Materials for use as food supplements in supplying deficiencies 
of vitamins and minerals . . .” The mark was duly published in the Official Gazette, 
and within due time appellant filed its notice of opposition, based upon its registered 
mark “Cytamin,” which registration was for use of the mark on “medicinal prepara- 
tion for internal use, said preparations consisting of a metabolic stimulant and cell-ac- 
tivating agent particularly useful in the treatment of diseases due to deficiency in 
diet,...”” Accompanying the notice of opposition, in accordance with Trade-Mark 
Rule 56, appellant filed labels used by it on which appears the statement that the 
“Cytamin” contains vitamins A, B,, C, D and G. Appellant alleged that the in- 
volved marks were so similar as to be likely to cause confusion in the mind of the 
public and deceive purchasers in that the goods of the parties possess the same de- 
scriptive properties. By answer, appellee traversed the allegations of the notice 
of opposition. 

Neither of the parties took testimony nor was represented at the hearing before 
the examiner, but both filed briefs. 

The examiner was of the opinion that the goods of the parties, since they com- 
prised “medicinal preparations for internal use in the treatment of dietary deficien- 
cies” possessed the same descriptive properties. He also held that both marks were 
coined terms and to the ordinary purchasers would have no meaning other than as 
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brand names of the goods. He then stated that in his opinion there was such sim- 
ilarity between the trade-marks that their use on the respective goods would be 
reasonably likely to cause confusion in trade. 

The Commissioner in his decision stated that he would be inclined to agree with 
the examiner that the trade-marks of the parties bear sufficient resemblance to be 
reasonably likely to cause confusion if the goods upon which they were used were 
substantially identical or closely related merchandise. In his view, however, there 
were probably differences between the goods, although he stated that in a broad 
sense they were closely of the same descriptive properties in that both are medicinal 
preparations. 

Because, however, no testimony was taken, the Commissioner held that the de- 
gree in which the goods of the parties may differ in their specific characteristics is 
left to conjecture, and that upon the record presented they did not approach identity, 
for the reason that “. .. . The registration was issued in 1917, ‘before the existence 
and need of vitamins or vitamins and dietary minerals were known.’ ” 

No brief or argument was presented here on behalf of appellee. 

It is true, if the statement of the Commissioner that vitamins were not known 
at the date of the issue of appellant’s registration be accepted, that there is no proof 
in the record showing when appellant first placed on its labels the statement that 
its product contained vitamins. However, we do not consider the time when such 
change was made to be material to a decision here. 

Unquestionably the products of both parties are medicinal preparations. They 
are both adapted for internal use in the treatment of dietary deficiencies, and as such, 
in our opinion, clearly possess the same descriptive properties contemplated by the 
Trade-Mark Act. 

As to the marks, they differ only in the first syllable. Both are coined expres- 
sions and in our opinion their concurrent use on the goods of the parties would be 
likely to cause confusion in the mind of the purchasing public both as to origin and as 
to the goods themselves. 

There are many cases in which trade-marks possessing greater dissimilarities 
than those here involved were held to be confusingly similar as applied to goods of 
the same descriptive properties. There is no necessity for citing trade-mark cases, 
however, for the reason that it has so often been held that precedents are of but minor 
value in litigation of this character because each case must rest upon its own facts. 
In re Dutch Maid Ice Cream Company, 25 C.C.A. (Patents) 1009, 95 F. 2d 262, 
[28 T.-M. Rep. 195]. 

[In our opinion the resemblance between the marks is much greater than the 
difference therein, and when used as they are here used on goods of the same de- 
scriptive properties the marks would be likely to cause confusion in the mind of the 
purchasing public. 

The decision of the Commissioner of Patents is reversed. 
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SHOLL DENTAL LABORATORY COMPANY v. McKESSON & ROBBINS, 
INCORPORATED 


United States Court of Customs and Patent Appeals 


June 22, 1945 


TRADE-MARKS—COINED TERMS. 

“Calle” and “Calox” are both coined terms which have no dictionary definitions and are 

devoid of suggestiveness. Both words are entireties. 
TRADE-MArKS—Goops oF SAME DESCRIPTIVE PROPERTIES. 

In the instant case the products of the respective parties (dentures and tooth powder) 
are not sold through common channels. That they may be used together is possible, but 
that does not make them goods of the same descriptive properties. 

Appeal from decision of the Commissioner of Patents sustaining the opposition. 
Reversed; Bland and O’Connell, JJ., dissenting without opinion. 


E. V. Hardway, (Percy H. Moore, of counsel) for appellant. 
Samuel Herrick, for appellee. 


Garrett, P. J.: 


This is an appeal from the decision of the Commissioner of Patents, 60 U.S.P.Q. 
379 (speaking through an Assistant Commissioner), reversing the decision of the 
Examiner of Trade-Mark Interferences and sustaining the opposition of appellee 
to the application of appellant for the registration of the notation “Calle” as a trade- 
mark for dentures of its (appellant’s) manufacture. 

Appellant’s application was filed in the Patent Office June 15, 1942, use of the 
mark being alleged “since the Ist day of January, A. D. 1939.” 

The opposition is based upon appellant’s ownership of a mark consisting of the 
word “Calox,” used on tooth powder, which was registered in the Patent Office 
(Certificate No. 42,921), June 28, 1904, the registration being renewed in 1934. 

No testimony was taken in the case, but in lieu thereof a joint stipulation was 
submitted, the purport of which is, that appellant (applicant) is a corporation or- 
ganized in 1924 under the laws of the State of Texas, having a place of business at 
Houston, Texas; that since its organization it has been engaged in the manufac- 
ture of dentures, or artificial teeth, which it has been supplying “to dentists only 
and not to individual users or the public generally ;” that since January 1, 1939, it 
has been selling the goods under the trade-mark “Calle” which is affixed to the goods 
“only by printing the trade-mark on the containers or packages in which the goods 
are sold,” and that appellee (opposer) “has, for many years prior to 1939 been en- 
gaged in making and selling tooth powder and tooth paste, under the trade-mark 
“Calox,” both to the general public and to dentists, and in interstate commerce, 
and has expended millions of dollars in advertising said product throughout the 
United States.” 

As stated in the decision of the Examiner of Trade-Mark Interferences : 


The allegations contained in the notice of opposition relate to only the confusion in 
trade clause of Section 5 (of the Trade-Mark Registration Act of February 20, 1905, as 
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amended) as a statutory ground for negativing the right of registration (Section 7) claimed 
by the applicant. 


It was the view of the examiner that although the products of the respective 
parties might be used conjointly, “that is, that opposer’s tooth powder or tooth 
paste might be used to clean applicant’s dentures,” nevertheless “the fact of con- 
joint use is not controlling in the question of the descriptive properties of the 
goods,” our decision in the case of Kraft-Phenix Cheese Corp. v. Consolidated Bev- 
erages, Limited, 27 C. C. P. A. (Patents) 803, 107 F. 2d 1004, 514 O. G. 827, [30 
T.-M. Rep. 52] being cited. He then continued: 


They (the goods) possess greatly dissimilar properties, are sold through widely different 
trade channels and are used for different purposes. Under these circumstances the exam- 
iner is persuaded that purchasers thereof would not reasonably assume that they had a 
common source of personal origin. The goods are therefore deemed to be of different 
descriptive properties. 


In view of his conclusion that the goods were of different descriptive properties, 
he held it unnecessary to consider the similarities of the marks but pointed out that 
they “have certain differences in their endings,” and expressed the opinion that even 
were the goods held to be broadly of the same descriptive properties, “neverthe- 
less, the cumulative differences of the marks and the goods are such as to obviate 
any likelihood of confusion in trade.” 

The Assistant Commissioner was of opinion that the goods “are goods of 
the same descriptive properties in the statutory sense, being dental goods, the 
tooth powder and tooth paste being closely related to the dentures as cleaners 
therefor,” and surmised that manufacturers of dentures “‘might be expected to also 
put out tooth powder and tooth paste either specially suited to the particular material 
of which the dentures are made or for teeth generally.” 

He further said: 


I do not think persons making a side-by-side comparison of the mark “Calox” as 
applied to tooth paste or tooth powder and the mark “Calle” as applied to a denture would 
be likely to be deceived. However the question is not so restricted. Consideration should 
also be given to whether persons of ordinary intelligence and prudence, acting merely 
on their memory of one or of both of the marks, and not making a side-by-side comparison 
of the marks as they are applied to the goods, would not be likely to mistake one mark 
for the other and thus be confused as to the origin of the goods. 

It is stipulated that applicant’s dentures are sold only to dentists and the mark “Calle” 
appears only on the cartons or packages. Thus it appears that after a patient has been 
fitted with a “Calle” denture and informed of the trade-mark thereof the patient would 
have to rely merely on memory as to what the trade-mark of the denture was. It seems 
that such persons thereafter seeing the mark “Calox” applied to tooth paste or tooth powder 
would be likely, due to the similarity in sound between the marks “Calox” and “Calle” to 
be confused into thinking that “Calox” was the trade-mark which was applied to the 
dentures, as they remembered the mark, and in consequence be misled into believing the 
dentures and the tooth paste or tooth powder emanated from the same source. At least 
there is sufficient doubt in my mind that such confusion is not likely that resolving such 
doubts against the newcomer in the field, who is the applicant here, the marks when 
applied to the respective goods should be held to be confusingly similar and the notice 
of opposition sustained. 















































266 THIRTY-FIVE TRADE-MARK REPORTER 





It seems to us that certain of the surmises of the Assistant Commissioner are 
somewhat remote from the facts shown by the stipulation actually to exist. There 
is nothing in the record which indicates that the applicant (appellant) manufactures 
and sells or contemplates the manufacture and sale of tooth powder or tooth paste, 
or that opposer (appellee) makes and markets, or contemplates making and mar- 
keting, dentures. The manufacture of dentures, or false teeth, is obviously a 
highly specialized art, and it may well be doubted whether the eventual user of den- 
tures, except, perhaps, in rare cases where one has a curiosity which leads to in- 
quiry, ever thinks of the manufacturer beyond the dentist who fits them to his 
mouth or ever learns of any trade-mark applied to them. There is, at least, no 
showing in the record upon this point. 

So far as the record shows, both the marks are coined terms which have 
no dictionary definitions, and are devoid of any suggestiveness. It is probable 
that appellee’s dentrifrice product is generally known and called for as “Calox” 
just as certain camera outfits are known and called for as “kodaks.”’ Also, it is 
a fair assumption that dentists order appellant’s product as “Calle,” or “Calle den- 
tures.’’ Both words are entireties. There is no separation of them into syllables 
and there is nothing to indicate that any portion of either mark constitutes a dom- 
inant feature of the whole. 

We, therefore, are unable to agree with the Assistant Commissioner’s conclusion 
that there is at least sufficient doubt to require application of the rule relative to a 
newcomer in the field. As we view it, the respective fields are distinct. At any 
rate, there is such a distinct difference between the goods and between the marks 
taken as a whole, that we are unable reasonably to anticipate likelihood of con- 
fusion in origin or in trade which might deceive purchasers. 

Before us, appellee, although citing several cases, has relied principally, or at 
least has principally emphasized our decision in the case of The Bon Ami Company 
v. McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 826, 93 F. 2d 915, [28 T.-M. 
Rep. 87], in which case appellee here was the losing party. 

The controversy in that case (in the decision of which many authorities were 
cited) related to a conflict between the notation “Bon Ami” when applied to 
soap in cake and powder form and the notation “Shave-ami” which appellee here 
(also appellee there) sought to register as a trade-mark for shaving cream. 

In that case we entertained no doubt as to the goods being, in fact, of the same 
descriptive properties, and it was our view that the presence of “Ami,” a foreign 
word having the well-known meaning of “friend,” as a distinctive unit in both 
marks would likely lead to confusion. It is perfectly clear to us that the facts of 
the instant case are so different from the facts in that case that there is practically 
no analogy between them upon the critical or fundamental question here determined. 
In general the same is true of the other cases cited by appellee. The Assistant Com- 
missioner cited no authorities in his decision. 

We have quoted above the statement in the examiner’s decision reading, “the 
fact of conjoint use is not controlling in the question of the descriptive properties 
of the goods,” and we deem it proper to say that, while not controlling, conjoint use 
is a fact proper to be considered along with other facts present in particular cases. 
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Our decision in the Kraft-Phenix Cheese Corp. case, supra, cited by the examiner, 
went no further than to hold that, under all the facts appearing in that case, we 
failed to find ‘“‘any likelihood of confusion as to origin or that purchasers would 
be deceived, although the products may be sold through common channels or used 
together.” As a matter of fact, the products involved in that case (cheese and 
popcorn) were used together and were sold through common channels. 

In the instant case the products of the respective parties (dentures and tooth 
powder) are not sold through common channels. That they may be used to- 





gether—that is, that the tooth powder may be used on the dentures—is possible 
but that, in our opinion, does not render them goods of the same descriptive proper- 
ties. 

It is our view that upon the record here presented the examiner’s action in dis- 
missing the notice of opposition was correct, and, therefore, the decision of the 


Commissioner is reversed. 


BLAND, Judge, and O’CoNNELL, Judge, dissent. 


THE B. R. BAKER COMPANY v. LEBOW BROTHERS 
United States Court of Customs and Patent Appeals 


June 25, 1945 


TRADE- MARKS—EVIDENCE OF USE. 
Exhibit of newspaper advertisement, without adequate details, is of negligible proba- 
tive value, even for the purpose of corroboration or refreshing the memory. 
TRADE-MARKS—SAME. 

One who seeks to prove priority of ownership and use of a trade-mark over the applica- 
tion date of a registered mark must do so by a preponderance of the evidence. Testimony 
should not be characterized by contradictions, inconsistencies, and indefiniteness but should 
carry with it conviction of its accuracy and applicability. 














Appeal from decision of the Commissioner of Patents sustaining the opposition. 
Affirmed. 






James Atkins, for appellant. 
Mason, Porter and Diller (Herbert H. Porter and Charles R. Allen of counsel) for 
appellee. 


BLAND, J.: 


This is an appeal in a Patent Office trade-mark interference proceeding between 
appellant (hereinafter referred to as Baker) and appellee (hereinafter referred to as 
Lebow). The appeal is from the decision of the Commissioner of Patents, speaking 
through the First Assistant Commissioner, 60 U.S.P.Q. 254, [34 T.-M. Rep. 156] 
reversing the decision of the Examiner of Trade-Mark Interferences, who had held 
Baker to be the first user and owner of the involved trade-mark and that Baker was 
entitled to register the same. 

Baker’s mark is a composite one, consisting of the words “Custom Imperial” at 
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the top and the words “The B. R. Baker Co.” at the bottom. Between the two 
lines of printing, there appears what Baker states is “‘a crest, a sort of a coat of 
arms, with a design of needle and thread, a spool of thread and a shears, a bolt of 
cloth and a spinning wheel.’’ Lebow has two registrations involved in the inter- 
ference, the first consisting of the words “Imperial Drape” (‘““Drape”’ disclaimed), 
registration No. 297,734, September 27, 1932, application for which was filed Feb- 
ruary 29, 1932, and the second consisting of the words “Custom Imperial” and other 
indicia not regarded as important here, registration No. 381,259, September 17, 
1940, application filed April 1, 1940. 

No question is raised as to the similarity of the marks or the identity of the 
goods of the parties. The only issue tried below and presented here is whether or 
not the proof appearing in the record introduced by Baker (Lebow took no proof 
and relied upon its filing date, February 29, 1932, of the “Imperial Drape” mark ) 
is sufficient to prove priority of adoption and use of its said mark. 

Baker’s proof consists of the testimony, in the form of a deposition, of a single 
witness, Frank P. Baker, Vice-President and General Superintendent of the appel- 
lant company, and six exhibits which will be particularly described hereinafter. 

We quote extensively from the nine pages of testimony the following, which 
we think is pertinent to the decision of the issue: 


Q9. And have you been general superintendent continuously ever since January 5 
1930? 


A9. Yes sir. 

Q10. When did The B. R. Baker Company first use the trade-name “Custom Im- 
perial ?” 

Al0. As near as I can remember, it was 1928-1929 that we started to use it and, of 
course, the proof that we have here is 1930. 

Q11. Will you please state fully how the use of the trade-mark or trade-name “Custom 
Imperial” first came about, that is, the use by The B. R. Baker Company? 

All. Well, at that time there was a great deal of cut, make and trim garments used 
by the firm. As cut, make and trim, we bought the material and had the clothes made; 
one shop made the trousers and another shop made the coats, and we had to have some 
kind of a brand or make for that clothing. We adopted for a short time “Metropolitan 
Manor” which was given up and we used this label “Custom Imperial” from that time 
on. We have changed the design of it from time to time but have stuck to rather a 
similarity of this one that we are using at the present time. 

Q12. Please state what connection you had with the first use of the trade-mark “Cus- 
tom Imperial” by The B. R. Baker Company. 

Al2. Well, the reason we gave up “Metropolitan Manor” was we didn’t think that 
had any meaning, and another store in Dayton, Ohio, called the “Metropolitan Store” was 
using the label and of course it was intended for their store and we were just copying their 
label, and we thought that the “Custom Imperial” label would be a better name and had 
more of a significance with the clothing. The name applied more, and we had a dis- 
cussion on that and were told to go ahead and get some samples of labels made, which 
we did. 


, 


* * * 


Q23. You stated The B. R. Baker Company first used the trade-mark “Custom 
Imperial” in 1928 or 1929 but that the records do not show that early a use. The adoption 
of this trade-mark which you have just told about occurred at about what time? 

A23. What time of the year? 
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Q24. No; during what year and approximately what time of the year? 

A24. Well, I really couldn’t answer that. 

Q25. Well, can you say approximately what year or time of year that you officially 
adopted this trade-mark “Custom Imperial.” 

A25. No, I couldn’t say just when. 

Q26. You have just testified, Mr. Baker, that you started using this trade-mark in 
1928 or 1929. Describe the use of the trade-mark “Custom Imperial” in 1928 and ’29 by 
the B. R. Baker Company. 

A.26. As I can remember, it seems to me it was in the Fall of one of those years 
because that was when Mr. O’Neil returned to the firm. He was absent for a while. 

Q27. I hand you a paper marked “Exhibit No. 2.” Will you please tell what that 
paper is and from what file or record you procured that? 

A27. Well, this is an advertisement in the Toledo Times on January 5th. 

Q28. Of what year? 

A28. 1930. It was a tear sheet taken from our tear sheet book. 

Q29. Was that a book regularly kept by the B. R. Baker Company as part of its 
records ? 

A29. Yes. 

Q30. Does that advertisement of January 5, 1930, in the Toledo Times marked Exhibit 
No. 2 contain any advertisement of the trade-mark “Custom Imperial.” 

A30. Yes, it does, several times. 

Q31. Was the B. R. Baker Company on January 5, 1930, using the trade-mark “Cus- 
tom Imperial” on its clothing? 

A3l. Yes. 

Q32. On what clothing was it using the trade-mark “Custom Imperial?” 

A.32. On what makes? 

Q33. On what garments? 

A33. On men’s suits and top coats and also overcoats. 

Q34. And overcoats? 

A34. Yes, sir. 

Q35. Has the B. R. Baker Company used this trade-mark since January 5, 1930? 

A35. We have been using it ever since. 

Q36. The use has been continuous ever since January 5, 1930? 

A36. Yes, sir. 


Baker’s application was filed August 23, 1940. In the application it was stated 
under oath that the “trade-mark has been continuously used and applied to said 
goods in applicant’s business since November 26th, 1936.” On September 14, 
1940, Baker amended its application, claiming first use on January 5, 1930. 

The examiner’s first action in rejecting Baker’s application for registration of 
the mark was in view of five registered marks, the filing date of the earliest of 
which was February 29, 1932—that of Lebow. The examiner stated that the 
mark was passed to publication but was subject to interference. After Baker 
amended its application, it requested the interference, and the request was granted 
by declaring the present interference between Baker and Lebow. 

It will be observed from the above-quoted testimony that the witness was tes- 
tifying to events which occurred as far back as fourteen years, and that Baker, at 
one time before using the “Custom Imperial” mark, used a mark “Metropolitan 
Manor” upon the same kind of goods. It will also be observed that when first 
queried about the early use of the involved mark, the witness could not say ap- 
proximately what year or time of year the mark was adopted. His answer to the 
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question was, “No, I couldn’t say just when.” His counsel (Lebow was not rep- 
resented and there was no cross-examination) then proceeded to ask him a number 
of leading questions. To counsel’s leading question, “You stated The B. R. Baker 
Company first used the trade-mark ‘Custom Imperial’ in 1928 or 1929 but that the 
records do not show that early a use,” the witness finally replied that he could not 
answer ; and he was then asked whether he could state approximately what year, 
and he replied, “No, I couldn’t say just when.” Then counsel asked him this ques- 
tion, “You have just testified, Mr. Baker, that you started using this trade-mark 
in 1928 or 1929. Describe the use of the trade-mark ‘Custom Imperial’ in 1928 and 
’29 by the B. R. Baker Company,” and the witness replied, “As I can remember, it 
seems to me it was in the Fall of one of those years because that was when Mr. 
O’Neil returned to the firm. He was absent for a while.” There is nothing in the 
record to disclose when Mr. O’Neil returned to the firm, nor is it disclosed why 
O’Neil’s return would refresh the memory of the witness that the mark was first 
used in a trade-mark sense in 1928 or 1929. The witness’ later positive statements 
that the mark was used on clothing in 1930 and continuously thereafter must be 
considered in the light of all his testimony, which for the most part, was responsive 
to questions unusually leading in character. Moreover, it was not definitely stated 
that the marks so used were their own or those of others. 

Baker then introduced certain exhibits. Exhibit No. 1 is a piece of silk-satin 
cloth containing Baker’s mark, which was to be attached to the inside pocket or 
some other place on a garment. There is no showing that this particular piece of 
cloth or one like it was used in a trade-mark sense on any of Baker’s goods prior 
to the critical date of February 29, 1932. 

Exhibit No. 2 is an advertisement in the Toledo Times, upon which so-called 
tear sheet appears, in green ink, a rubber-stamped date, “Times Jan. 5 ’30.” This 
exhibit consists of what appears to be a half- or full-page advertisement of a clear- 
ance sale on the part of Baker, in which the following appears: 


This greatest of all clearances offers the finest of selections . . . Fashion Park and 
Custom Imperial Tailored suits and overcoats at clearance prices .. . If you want the 
superlative in style, quality and tailoring—and the superlative in fine values—here it is! 


It is not contended by Baker that this exhibit, which is an advertisement of 
“Custom Imperial’ clothing, proves by itself a trade-mark use of the term, but 
it is relied upon as a circumstance corroborative of the witness Baker’s oral testi- 
mony. 

The examiner did not rely upon the rubber-stamped date in determining that 
the date had been sufficiently proved to warrant a consideration of the exhibit, but 
he found on the back of the exhibit a news item dated ‘‘London, Jan. 4” concerning 
a Naval Conference of the five Great Powers, of the date of which—1930—the exam- 
iner took judicial notice. 

It will first be observed that Baker was advertising a clearance sale of “Fashion 
Park” and “Custom Imperial” tailored suits and overcoats. Baker does not claim 
to be the owner of the well-known “Fashion Park” mark, and there is nothing in 
the record to indicate that it was not selling “Fashion Park” and “Custom Imperial”’ 
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tailored clothing under the trade-marks of others. So, regardless of the dates ot 
issue of the newspaper in which the advertisement appears, we think the probative 
value of this exhibit, even for the purpose of corroboration or refreshing the mem- 
ory, is negligible. Such exhibits should be explained. The use of the two trade- 
mark terms in the advertisement could have been explained, and in the absence of 
such explanation it is, in the present circumstances, entitled to but little considera- 
tion. 

Exhibits 3, 4, 5, and 6 all relate to orders or acknowledgments of orders of labels 
or inventories of the same, containing the term “Custom Imperial,” all of which 
transactions occurred in 1936 or 1937—which of course proves nothing relative 
to a trade-mark use of the term prior to the critical date of February 29, 1932. 
Moreover, this activity in 1936 and 1937 would seem to support the earlier sworn 
statement that Baker had used the mark since 1936. 

3aker, without going into details, attempts to excuse the lack of earlier docu- 
ments or records indicating use of the mark, by reason of the fact that they were 
destroyed when the company moved in 1931. Why or how they were destroyed 
is not disclosed. It is interesting to note, however, that the witness testified that 
Exhibit No. 2, which was dated January 5, 1930, was “a tear sheet taken from our 
tear sheet book” and stated that the book was regularly kept by Baker as a part 
of its records. 

It has become well-settled law that one who seeks to prove priority of owner- 
ship and use of a trade-mark over the application date of a registered mark must do 
so by a preponderance of the evidence. Etablissements Rene Beziers, Societe 
Anonyme v. Reid, Murdoch & Co., 18 C. C. P. A. (Patents) 1340, 48 F. 2d 946, 
{21 T.-M. Rep. 253]. Of course, as against a registered mark, doubts are re- 
solved against the junior party. Brewster-Ideal Chocolate Co. v. Dairy Maid Con- 
fectionery Co., 20 C. C. P. A. (Patents) 848, 62 F. 2d 844 [23 T.-M. Rep. 86]. 
Where, however, one has under oath stated his earliest use and then amends his 
oath and by proof attempts to show an earlier date, he is then under a heavy 
burden, and his proof must be “clear and convincing.” National Dairy Products 
Corp. et al. v. Allied Mills, Inc., 27 T.-M. Rep. 494; see Joannes Brothers Co. 
v. Jas. H. Forbes Tea and Coffee Co. 15 T.-M. Rep. 177. The latter case was 
cited with approval by this court in the Brewster-Ideal Chocolate Co. case, supra. 
See also Mayer F. & J. Co. v. Virginia-Carolina C. Co., 35 App. D. C. 425. 

It is not contended by either party here that oral proof alone, even by one wit- 
ness, if sufficiently probative, will not suffice in proving priority of ownership and 
use in a trade-mark interference proceeding. While the oral testimony of a single 
interested witness must necessarily have its weaknesses, we know of nothing in 
trade-mark law which justifies the rejection of such proof if it is sufficiently proba- 
tive. However, such testimony is obviously strengthened by corroborative docu- 
mentary evidence, and it should not be characterized by contradictions, incon- 
sistencies, and indefiniteness but should carry with it conviction of its accuracy and 
applicability. William S. Merrell Co. v. The Anacin Co., 27 C. C. P. A. (Patents) 
847, 109 F. 2d 339, 44 U.S.P.Q. 366. In one respect the general principal just 
announced is at variance with that which obtains in proving priority of inven- 
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tion in patent interferences. In the latter case corroboration is indispensable, 
while in the former it is not an absolute requisite. When, in cases like the one 
at bar, the oral testimony of a single witness, testifying long after the events hap- 
pened, is relied upon to prove priority, such testimony, while entitled to considera- 
tion, should be most carefully scrutinized; and if it does not carry conviction of 
its accuracy and applicability, it should not be permitted to thus successfully attack 
the presumed validity of a registered trade-mark. See Collins v. Hupp Motor Car 
Co., 4 F. 2d 272; also T. H. Symington Co. v. National Malleable Castings Co., 
250 U. S. 383. 

Whether or not the testimony of the single witness Baker, indefinite and uncer- 
tain as it is, together with the apparent lack of probative force to be given to the 
exhibits, is sufficient proof of priority in this case does not even present a close 
question. Here there was no cross-examination. Here the questions were lead- 
ing. Here the witness was doubtful. Here he depended upon his memory, and 
the things relied upon to refresh the memory had little pertinency. Other cir- 
cumstances herein pointed out, we think, suggest that the offered proof does 
not meet the heavy burden placed upon Baker. i 

The Commissioner, in his decision, after setting out most of the testimony herein q 
quoted, we think, aptly ruled with respect thereto when he said: i 


I think the only fair inference to be drawn from this testimony is that Mr. Baker 
had no independent recollection as to the time when appellee first used the trade-mark 
upon its merchandise, but was merely assuming that it must have been in use when the 
advertisement, exhibit 2, was published. He did not even say that the exhibit refreshed 
his recollection. Moreover, it bears no date of publication other than the unexplained 
notation “Times Jan 5 ’30,” apparently impressed by means of a rubber stamp. When, 
by whom, or for what reason this was done, are questions to which the record affords 
no answer. The examiner of interferences found a news story on the reverse side of 
the exhibit bearing the date line “London, Jan. 4,” and by taking judicial notice that the 
story related to a coming event of world importance that was then under discussion 
and that materialized shortly thereafter, he concluded that the date of publication was 
January 5, 1930. The witness, however, indulged in no such reasoning, nor was his 
attention called to any printed matter on the exhibit other than the advertisement. As 
the quoted testimony finds no other pretense of corroboration in the record, I am unable 
to accept it as proof that appellee had used the mark, as a trade-mark, at any time prior 
to February 29, 1932, which is the date of first use properly awarded by the examiner to 
appellant. 

The remaining question is whether the advertisement of itself proves use of the mark 
as of the date of publication, and in resolving that question I shall assume that the exam- 
iner’s method of fixing the date was permissible. The mark occurs twice in the advertise- 
ment as follows: 


“Superlatively fine Fashion Park & ‘Custom Imperial’ suits & overcoats are included 
in this great Baker Clearance. 





* * * 














“This greatest of all clearances offers the finest selections . . . Fashion Park and 
Custom Imperial tailored suits and overcoats at clearance prices.” | 
Appellee’s name and the location of its place of business are printed at the bottom. 
It thus appears that appellee was dealing in “Custom Imperial” suits and overcoats, 
just as it was dealing in “Fashion Park” suits and overcoats, but it does not neces- 
sarily follow that either brand was its own. And even if it did so follow, use in ad- 
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vertising is not trade-mark use; and it was trade-mark use that appellee was re- 
quired to prove in order to prevail in this proceeding. Use of a mark in advertising 
may enable the user to prevent registration to another of the same mark or a mark re 
confusingly similar thereto, but here appellant’s mark is already registered. To affirm the 

decision of the examiner of interferences would be tantamount to a ruling that appellant’s 

registration is invalid and should be canceled. Hence, trade-mark use by appellee prior 

to trade-mark use by appellant, of the mark in controversy, is a prerequisite to the reg- 

istration sought by appellee. Sears Roebuck & Co. v. Old Colony Shoe Co., 23 C. C. P. A. 

1039, 82 F. 2d 709 [26 T.-M. Rep. 293]. It is my opinion that such use has not been 

established. 


We think the Commissioner arrived at the right conclusion for the right rea- 
sons, and the decision appealed from is affirmed. 
Hatfield, Judge, did not participate in the consideration of decision of this case. 





SNAP-ON TOOLS CORPORATION v. THE BLACK & DECKER 
MANUFACTURING CO. 


United States Court of Customs and Patent Appeals 
June 25, 1945 
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TRADE- MARKS—CONFUSING SIMILARITY. 

Held that one familiar with appellee’s portable valve grinding tool and its trade-mark 
“Vibro-Centric,” seeing the trade-mark “Speedi-Centric” on appellant’s tool, would be likely 
to believe that appellant’s tool was the product of appellee; that the marks of the parties 
are confusingly similar; and that appellant is not entitled to have its mark registered. 











Appeal from decision of the Commissioner of Patents sustaining the opposition ; 


Affirmed. 











Harry C. Alberts, for appellant. 
Thomas W. Y. Clark (Edwin F. Samuels of counsel) for appellee. 





HATFIELD, J.: 






This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents [34 T.-M. Rep. 183] affirming the decision of the 
Examiner of Interferences sustaining appellee’s notice of opposition and holding 
that appellant was not entitled to register the mark “Speedi-Centric” for use on 
“valve reseating apparatus, portable valve grinding machines, grinding wheel dress- 
ing machines, valve grinding stone sleeves, valve grinding stone holders, valve grind- 
ing sleeves, and valve grinding pilots” under the Trade-Mark Act of February 20, 
1905. 

It appears from the record that appellant has used its mark on its goods since 
about May 1940. 

In its notice of opposition appellee alleged that it was the owner of the trade- 
mark “Vibro-Centric” for use on portable electric valve seat grinding machines, 
and parts thereof, and valve seat grinding stone sleeves; that it has used its mark 
on its goods since May 1933; that it is the owner of trade-mark registration No. 
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306,961, issued October 10, 1933, for the trade-mark “Vibro-Centric” for use on 
electric portable valve seat grinders and parts thereof; that the marks of the par- 
ties are confusingly similar; and that it would be damaged by the registration of 
the mark “Speedi-Centric” to the applicant (appellant). 

Evidence was introduced by each of the parties. 

It is conceded by counsel for appellant that the goods of the parties possess the 
same descriptive properties, and that appellee was the first to use its mark on its 
goods. Accordingly, the sole issue to be determined is whether appellant’s mark 
“Speedi-Centric” and appellee’s mark “Vibro-Centric” are confusingly similar. 

It appears from the record that the portable tools of the parties are used for 
precisely the same purpose, that is, the grinding of valve seats in automobile and 
other engines to restore the surfaces of such valve seats to their original condition ; 
that the tools of the parties operate in substantially the same manner, the only 
material difference being that appellee’s tool is so designed and arranged that 
during the grinding operation it is automatically lifted from the valve seat in order 
that abraded material may be removed therefrom, whereas appellant’s tool must be 
manually lifted to remove the abraded material ; and that there are two types of valve 
grinding tools, the concentric type, like those here involved, in which “the grinding 
wheel,”’ as stated by appellant’s witness W. Walter Daniel, assistant secretary of 
the appellant company, “is mounted in a concentric manner and grinds the full 
perifery (periphery) of the valve seat,’ and the eccentric type in which the 
“grinding wheel . . . is mounted eccentrically and results in only a portion of the 
grinding wheel coming in contact with the seat at one time.” 

It further appears from the record that appellee advertises its portable grinding 
tool under its trade-mark in automotive trade papers and other publications; that 
it has expended approximately $60,000 in such advertising; that its product is sold 
throughout the United States and in foreign countries ; that it is sold to automotive 
and other jobbers, who in turn sell to garage owners and mechanics; that it em- 
ploys so-called “field salesmen,” who contact garage owners and mechanics and 
who are accompanied by so-called “jobber salesmen” who make the actual sales; 
that appellant also advertises its product in automotive trade papers; and that its 
product, as stated by appellant’s witness Daniel, is sold to garage owners and 
mechanics “exclusively through our own branch warehouses and the salesmen 
that are employed by the branches.” 

It is evident from what has been said that the ultimate purchasers of the tools 
of each of the parties are garage owners and mechanics, although it appears from 
the record that appellee’s product is also sold to some extent to manufacturers of 
automobile and other engines. 

Appellant introduced evidence for the purpose of establishing that the term 
“Centric” was understood in the trade as meaning concentric, and that it de- 
scribed a tool of the concentric type, that is, one which is mounted in a concentric 
manner and which grinds the full periphery of the valve seat, as distinguished 
from the eccentric type of grinding tool hereinbefore described. However, appel- 
lee’s witnesses who testified on that subject stated that the suffix “Centric,” in 
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appellee’s mark, did not mean to them that appellee’s tool was of the concentric 
type, but rather that it originated with appellee. 

It was apparently contended by counsel for appellant before the tribunals of 
the Patent Office, as it is contended here, that the suffix “Centric” in each of 
the involved marks is merely descriptive of the type of portable tool on which 
the marks are used; that, therefore, the suffix “Centric” is publici juris and can- 
not be considered as the dominant feature of either of the marks; and that consid- 
ering the difference in the prefix “Vibro” in appellee’s mark and the prefix “Speedi” 
in appellant’s mark, together with the other related facts of record, the concurrent 
use of the marks of the parties on their goods would not be likely to cause confusion 
in the mind of the public or deceive purchasers. 

With reference to the descriptiveness of the suffix “Centric” appearing in 
each of the involved marks, the Examiner of Interferences stated in his decision 
that he was of opinion that the term “Centric” was merely suggestive, but that 
if it should be held to be descriptive, the prefix “Speedi” in appellant’s mark 
was also descriptive and, therefore, as appellant’s mark would be merely descrip- 
tive of the goods on which it was used it would not be registrable. The examiner 
held that the marks of the parties were confusingly similar and, accordingly, sus- 
tained appellee’s notice of opposition. 

On appeal, the Commissioner of Patents stated that if the suffix “Centric” in 
each of the involved marks was descriptive, the prefix “Speedi” in appellant’s mark 
was also descriptive, and that if the views of counsel for appellant were to be adopted 
it would be necessary to hold that appellant’s mark was merely descriptive of the 
goods on which it was used and, therefore, was not registrable. The Commissioner 
stated, however, that he was of opinion that the suffix “Centric” was highly sug- 
gestive, but was not descriptive, of the goods on which the marks were used; 
that the goods of the parties were substantially identical; that the marks were 
confusingly similar, and, accordingly, affirmed the decision of the Examiner of 
Interferences. 

It is contended here by counsel for appellant that the goods of the parties are 
functionally different; that the respective trade-marks suggest those differences; 
that, in the operation of appellee’s tool, there is audible vibration “each time” the 
tool automatically “lifts and again contacts its seat;” that appellant’s tool, which 
is manually lifted from time to time to clear the abraded material from the valve 
seat, is lacking in such vibration; that the suffix “Centric” in each of the involved 
marks is an ordinary English word and means that the grinder wheels of the tools 
of the parties rotate about a fixed axis; that such meaning is so understood by 
mechanics; that the term is merely descriptive of the type of tool here involved; 
and that, therefore, the suffix “Centric” cannot be considered as the dominant 
feature of the marks in question. It is further contended that the dominant features 
of the marks of the parties are the prefixes, ““Speedi” in appellant’s mark and 
“Vibro” in appellee’s mark, and that those terms are so dissimilar that when the 
marks are considered in their entireties they are not confusingly similar. 

It appears from the testimony of appellant’s witness William F. Holz, employed 
by appellant as sales promotion manager, that it was he who suggested the trade- 
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mark “Speedi-Centric” for appellant’s device ; that he suggested the prefix “Speedi,” 
as he stated, “to describe the fact that it (appellant’s valve grinding tool) was fast ;” 
and that the suffix “Centric” was adopted as part of the mark “to show that” ap- 
pellant’s tool “ground the valve seats concentrically, or through the true center 
of the valve stem.” 

Appellant’s witness George M. Walraven, employed by the appellant company 
as chief engineer, stated, with reference to the meaning of the prefix “Speedi” in 
appellant’s mark, that “we are not trying to describe that the motor itself is fast. 
We are trying to describe the fact that the tool will do a speedy job.” 

The witness W. Walter Daniel, testifying for appellant with regard to the 
meaning of the prefix “Speedi” in appellant’s mark, stated that “it refers to the 
speed in which a valve seat can be ground, primarily. It does not necessarily in- 
dicate that the motor itself operates at high speed, but rather that the valve seat 
can be ground in a very speedy manner.” 

In its advertisements for its “Speedi-Centric” valve grinding tool, appellant states 
that it operates at high speed and that it is “the fastest and most accurate set you 
can buy ... at any price.” (Appellant’s Exhibit No. 4.) 

It would seem to be obvious from the record that the prefix “Speedi” in appel- 
lant’s mark, which is merely a misspelling of the common dictionary term “Speedy,” 
was intended to be, and is, merely descriptive of one of the claimed features of 
appellant’s portable valve grinding tool. Accordingly, it would not to any de- 
gree indicate to the purchasing public the origin of appellant’s goods and, there- 
fore, cannot be considered the dominant feature of appellant’s mark. 

Should it be assumed for the purpose of this decision that the suffix “Centric” 
is descriptive of the tools of the parties, it is obvious that appellant’s trade-mark 
““Speedi-Centric” is merely descriptive of appellant’s tool and, therefore, is not 
registrable under the Trade-Mark Act of February 20, 1905. 

We have given the question of the descriptiveness of the suffix “Centric” in 
each of the involved marks careful consideration, and are of opinion that while 
it may be suggestive, it is not descriptive, of the concentric type of tools to which 
the marks are applied. 

The term “centric” is defined by the lexicographers as follows: 


adj. 1. Placed in or at the center or middle; central. 2. Of, pertaining to, or char- 
acterized by, a center; having its parts grouped round or directed to a center . . . Web- 
ster’s New International Dictionary. 

a. 1. Central; centrally situated; belonging to or described around a center. Funk 
& Wagnalls New Standard Dictionary. 


The term “concentric” is defined as follows: 


adj. 1. Having a common center, as circles or spheres, one within another; opp. to 
eccentric. n. That which has a common center with something else. Webster’s New 
International Dictionary. 

a. 1. Having a common center, as spheres or circles: said loosely of any curves 
that are parallel or nearly so. Funk & Wagnalls New Standard Dictionary. 


It is apparent from the quoted definitions that the terms “centric” and “con- 
centric” do not have precisely the same meaning, and that the term “centric” is 


—— 


— so re 


ln 


ee Se ee ee 








ests sees 


r 
2 
“4” 












STANDARD BRANDS v. SMIDLER 





277 


not descriptive of the so-called “concentric” type of valve grinding tool. We are 
of opinion that the most that can be said is that the term “centric,” as used in 
appellee’s trade-mark, is suggestive of the fact that appellee’s valve grinding tool 
is designed to grind valve seats concentrically. 

It seems strange indeed that if, as stated by appellant’s witness Holz, appellant 
desired to adopt a trade-mark that would describe its tool as being of the concentric 
type and of high speed it did not adopt the mark “Speedi-Concentric,” rather than 
to appropriate the term “Centric,” an important, if not the dominant, feature of 
appellee’s registered mark. 

We are of opinion that one familiar with appellee’s portable valve grinding tool 
and its trade-mark “Vibro-Centric” seeing the trade-mark “Speedi-Centric” on 
appellant’s tool, would be likely to believe that appellant’s tool was the product of 
appellee ; that the marks of the parties are confusingly similar; and that appellant 
is not entitled to have its mark registered. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 


BLAND, Judge, concurs in the conclusion. 
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TRADE-M ARKS—DESCRIPTIVENESS. 
Held “V-8” is non-descriptive when used on the container of a vegetable juice cocktail. 
TRADE-M ARKS—UNFAIR COMPETITION—CONFUSION BETWEEN Goons. 

It is not necessary to decide whether or not vitamin tablets are properly to be classi- 
fied as a food in the same category with vegetable juice within the meaning of the regis- 
tration statute where the gist of the action for infringement of the plaintiff's mark is, as in the 
related cause of the action for unfair competition, confusion not as to the kind of product 
but as to the source of the product. 


Action for trade-mark infringement and unfair competition. From judgment 
for plaintiff, defendant appeals. Affirmed; Frank, C. J., concurring with opinion. 


Watson, Bristol, Johnson & Leavenworth (Ellis W. Leavenworth, Tracy R. V. 


Fike and Franklin M. Depew of counsel), for plaintiff. 
Schaines & Liberman, for defendant. 


Before Swan, CHASE and FRANK, Circuit Judges. 


Cuase, C. J.: 


The plaintiff, a Delaware corporation, is the owner by assignment of the reg- 
istered trade-mark “V-8” for a combination of eight vegetable juices. It sued 
the defendant, a citizen of New York, for infringement of its trade-mark and 
for unfair competition in the sale of dry vitamin tablets in packages marked with 
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the symbol “V-8” It obtained a judgment in the District Court for the Eastern 
District of New York holding that the defendant had both infringed the mark and 
competed unfairly. A permanent injunction was issued restraining the defendant 
from continuing so to do. 56 F. Supp. 665. 

The facts were stipulated and may be summarized as follows: 

The plaintiff and its predecessors have sold large quantities of canned vegeta- 
ble juices in New York and in interstate commerce continuously since July 17, 
1937. The symbol “V-8” has been put in a prominent position on the cans, which 
are sold in grocery and delicatessen stores and in the grocery departments of 
department stores. This combination of vegetable juices has been extensively 
advertised in magazines and newspapers, on outdoor signs and in other ways under 
the trade-mark “‘V-8” and is widely known by that name, though it is also known as a 
vegetable juice cocktail. The plaintiff makes and sells several other well known food 
products and also sells dry vitamin tablets in packages bearing its trade-mark 
“Stams.” 

The defendant began on July 1, 1942, to sell in New York and in interstate com- 
merce dry vitamin tablets which he bought on the open market and packed in thin 
elongated cardboard cartons having printed on them, inter alia, a colored disc bear- 
ing the symbol “V-8” over the words “Vitamin Tablets” in slightly smaller type. 
The sentence “These tablets contain 8 vitamins and 3 minerals” in still smaller 
type was also on the package. The defendant applied for registration of this trade- 
mark “V-8” for vitamin tablets when he began using it, and for a time used a regis- 
tration notice with it but discontinued so doing in May of the following year on ad- 
vice of counsel. His application for registration was denied and he abandoned it, 
after changing his tablets first from a kind containing three minerals to one contain- 
ing four and then to another which contained nine minerals and marking his package 
accordingly. The defendant sells his vitamin tablets only to drug stores and phar- 
maceutical dispensaries. When he selected the symbol “V-8” for use on his vita- 
mins he knew “V-8” was being used as a trade-mark for vegetable juices and 
he also knew that, as the parties have stipulated, the mark had already been used 
on automobile engines, on brushless shaving cream, and on an after-shave lotion. 

On March 23, 1943, attorneys for a predecessor of the plaintiff wrote the de- 
fendant that the latter’s use of ““V-8” was considered to be an infringement of the 
registered trade-mark “V-8” for vegetable juices, and they demanded his dis- 
continuance of such use. They wrote again on April 15, and attorneys for the 
plaintiff did likewise on July 7; but on advice of counsel the defendant made no 
reply to any of these letters. This suit was brought on October 15, 1943. On 
November 5, 1943, the defendant began using cartons bearing a prominent red 
disc on which “V-8” appeared near the top in large white letters, and has continued 
such use ever since. Below in smaller letters is the word “tablets.” The symbol 
“m-9” is printed in black lettering about one-fifth the size of “V-8” between the 
latter and the word “tablets.”” The lower part of the disc carries in alternate black 
and white lines the legend “each tablet contains 8 vitamins and 9 minerals.” In this 
way the defendant has made “V-8” the distinctive part of the mark under which 
he sells his vitamin tablets, and we shall spend no time discussing the differences 
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between the marks as above described. It is apparent that the “V-8” is the 
dominant feature of each mark, and for present purposes it must be taken as 
established that the defendant has used on the containers in which his vitamin 
tablets are sold the distinctive feature of the plaintiff’s registered trade-mark for 
vegetable juices. 

The fact that the plaintiff's trade-mark is registered is of no particular signifi- 
cance on this appeal. A valid registration only secures to a registrant, and to 
his successors, the right to sue for infringement in a federal court, /ndustrial Rayon 
Corp. v. Dutchess Underwear Corp., 2 Cir., 92 F. 2d 33 [27 T.-M. Rep. 665], and 
there is federal jurisdiction in this case anyway because of diversity of citizenship. 
Yet we agree with the court below that the mark is a non-descriptive one when 
used on the container of a vegetable juice cocktail. The letter V by itself no more 
signifies “vegetable” than it does any other word of which it is the initial letter 
and it is only when resort is had to other parts of the label that one may glean 
that it stands for “vegetable.” As much is true of the figure 8, and when put 
together as they are in the mark they are only an arbitrary and fanciful symbol 
chosen to designate the plaintiff’s vegetable juice cocktail. This mark has become 
the distinctive name of that cocktail not because it is inherently descriptive of any- 
thing but because it has been so used that it has become associated in the public 
mind as the banner of that product. That does not make the mark descriptive 


but is only evidence of the effectiveness of its use. By repeatedly advertising the 


fact that its cocktail is made of the combined juices of eight vegetables, the plain- 


tiff has undoubtedly taught the purchasing public that “V-8” on a tin can means 
such a cocktail. Except for this association, we think, no one could reasonably be 
expected to know that “V-8” designated a vegetable juice cocktail, or any other 
particular thing for that matter, unless it be something so described by both shape 
and number, like an eight cylinder automobile engine, for instance, having cylinder 
blocks set at an acute angle to each other. 

A trade-mark is not one in gross like a patent right but is a right of user in con- 
nection with a trade or business to desingate the product to which the mark is 
applied in that trade or business. It is the use of the mark in a going trade or 
business to distinguish the product of the user from that of others and not the 
choice of it which creates what becomes the subject of property in the mark. 
United Drug Co. v. Theodore Rectanus Co. 248 U. S. 90 [9 T.-M. Rep. 1]. 
Consequently the plaintiff, having established such user, is entitled to be protected 
from the use of it by others in the same territory on goods which will be thereby 
confused with its product and likely to be passed off as such. Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]. Prior use by another does not 
necessarily make a mark invalid but only limits the amount of protection to which 
a trade-mark may be entitled. Treager v. Gordon-Allen, 9 Cir. 71 F. 2d 766 [24 
T.-M. Rep. 419]. 

The plaintiff having proved its ownership of a valid trade-mark “V-8” which 
has become the distinctive symbol of its vegetable juice cocktail within the terri- 
tory in which the defendant is selling his vitamin tablets under a mark so similar 


that it must be treated for present purposes as the same mark, the remaining ques- 
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tion on this phase of the appeal is whether its use on dry vitamin tablets is an 
infringement. 

The plaintiff's cocktail is a food which has been much advertised to be desirable 
to buy and use because it contains vitamins and minerals. The defendant’s dry 
vitamin tablets are very different in appearance and however marked could not 
be mistaken by anyone for liquid vegetable juice, but that fact is a colorless 
one. The gist of this action for infringement of the plaintiff's mark, just as 
in the related cause of action for unfair competition, is confusion not as to the kind 
of product but as to the source of the product. We do not find it necessary to de- 
cide whether or not vitamin tablets are properly to be classified as a food in the 
same category with vegetable juice within the meaning of the registration statute. 
15 U. S.C. A. § 85. They are eaten with food and are widely represented to sup- 
plement it by the addition of properties essential to health in which the diet of 
the user may be deficient for one reason or another. It might reasonably be ex- 
pected that a manufacturer or distributor of food would also make or distribute 
vitamin tablets. Indeed, it does appear, as already noted, that this plaintiff pro- 
duces and distributes dry vitamin tablets under the mark “Stams.” 

The protection which the law gives the owner of a trade-mark is not confined 
to the goods upon which it is, or has been, used by the owners of it but extends 
to products which would be reasonably thought by the buying public to come from 
the same source if sold under the same mark. Aunt Jemima Mills Co. v. Rigney 
& Co., 2 Cir., 247 F. 407 [6. T.-M. Rep. 469] ; Vogue Co. v. Thompson-Hudson 
Co., 6 Cir., 300 F. 509 [13 T.-M. Rep. 349] ; Wall v. Rolls-Royce of America, Inc., 
3 Cir., 4 F. 2d 333 [15 T.-M. Rep. 239]. His mark is the brand by which his 
goods can be identyfied, and when it is used by another the reputation of his mark, 
and consequently his own business reputation, are placed to that extent beyond 
his control. Unless the use by that other is upon goods so unlike his own or in 
territory so far from that which he has exploited that it will not create confusion, 
it will be enjoined. Yale Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972 [18 
T.-M. Rep. 321]; L. E. Waterman Co. v. Gordon, 2 Cir., 72 F. 2d 272 [24 T.-M. 
Rep. 347]. 

The court below found on adequate evidence that the defendant’s use of ““V-8” 
was “likely to confuse purchasers or mislead them into the belief that defendant’s 
product is in fact manufactured by plaintiff.” Products so closely related in use 
would naturally be thought to have the same source when they bear the same mark. 
They are as closely connected as the fountain pens and razor blades of the L. E. 
Waterman Co. case, supra, or the flashlights and locks of the Yale Electric Corpora- 
tion case, supra, if not more so. The defendant’s use of the plaintiff’s mark was 
rightly held to be an infringement and enjoined. 

What has been said respecting infringement applies as well to the cause of 
action for unfair competition, which is but a somewhat broader phase of the 
same wrong. The gist of this action is the likelihood that the goods of the 
defendant will be passed off as those of the plaintiff. Hanover Star Milling Co. 
v. Metcalf, supra; Lewis v. Vendome Bags, Inc., 2 Cir., 108 F. 2d 16 [36 T.-M. 
Rep. 217]; G. & C. Merriam Co. v. Saalfield, 6 Cir., 198 F. 369. 
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The court below did not find specifically that the trade-mark in suit was common- 
ly known to be the plaintiff’s mark, but its ownership of it was proved and so was the 
likelihood that its use by the defendant would cause his goods to be purchased in the 
belief that their source was the same as that of the plaintiff’s vegetable juice 
cocktail. That made its use by the defendant unfair and unlawful competition with 
the plaintiff. It was enough that an appreciable number of prospective purchasers 
were likely to be thus misled. Eastern Wine Corp. v. Winslow-Warren, Ltd., 2 Cir., 
137 F. 2d 955 [33 T.-M. Rep. 302]. And it is immaterial that vegetable juices 
and vitamin tablets do not directly compete with each other. Rosenberg Bros. & 
Co. v. Elliott, 3 Cir., 7 F. 2d 962 [15 T.-M. Rep. 479]. 


Affirmed. 
FRANK, C. J.. concurring: 


1. It has often been held that where, as here, the trial court heard no witnesses, 
all the evidence being stipulated, there is no room for the application of the rule 
that the trial judge’s findings must stand unless “clearly erroneous ;” we are in as 
good a position as he to draw inferences from the record. The issue presented 
to us, then, unembarrassed by his findings, is this: 

Before plaintiff used the symbol “V-8,” it had been used by divers others— 
in selling automobile engines, a shaving-cream and an after-shave lotion. Then 
plaintiff used it in selling its vegetable-juice, marketed through food-stores and 
restaurants. Subsequently defendant sold its vitamin tablets, labeled “V-8,” 
marketing them through drug-stores. Meanwhile plaintiff has been selling its 
own vitamin tablets labeled “Stam,” but never “V-8.”" The record contains no 
evidence that buyers of defendant’s tablets believed that those tablets were manu- 
factured by the maker of “V-8” vegetable-juice. On these facts, has plaintiff ac- 
quired so extensively a legal monopoly in the symbol “V-8” that defendant’s con- 
duct is unlawful? 

With considered doubt, I agree with my colleagues, in holding that plaintiff 
has such a monopoly. I shall canvass in some detail the reasons for my doubts 
because they touch the trunk nerve of the trade-name doctrine, a doctrine which, 
I think, has been left in much obscurity. 

2. I use the word “monopoly” advisedly, because basic in the consideration 
of cases like this is the fact that judicial protection of any trade-name necessarily 
involves a legalized monopoly which does not—like patents, copyrights or public 
utility monopolies—rest upon any statute but is entirely judge-made.* In the 
inception of the trade-name doctrine, that fact went largely unobserved. The 
historical development of that doctrine illuminates the subject: 





1. See, ¢.g., State Farm Mut. Automobile Ins. Co. v. Bonaci, 111 F. 2d 412, 415 (C. C. A. 
8) ; Fleming v. Palmer 123 F. 2d 749, 751 (C. C. A. 1); Equitable Life Assur. Soc. v. Irelan, 
123 F. 462, 464 (C. C. A. 9); U. S. v. Anderson Co., 119 F. 2d 343, 347 (C. C. A. 7); U.S. 
v. Mammoth Oil Co., 14 F. 2d 705, 716-718 (C. C. A. 8); Levy v. W. & H., Inc., 20 F. 2d 565, 
Se (C. CA, 2). 

2. The trade-name monopolies arising under the Federal Trade Commission Act are in a 
different category. 
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“Economic liberalism” revolted against certain traditional restraints on “free 
enterprise,” feudal and “mercantilist” restraints, many of which were or purported 
to be founded on notions of ethics.* The revolt centered in a belief—which in the 
early 19th century became a dogma—that competition, if wholly unhampered by 
government, would invariably promote the general welfare, and that all monopolies 
were socially disserviceable. This dogma stemmed from Adam Smith’s teachings, 
although he never stated it in an unqualified absolutistic manner.* Nor did even 
those who most enthusiastically endorsed ultra laissez-faire—the policy of complete 
government neutrality—ever seek to carry it out to its logical extreme—which is 
anarchism, i.e., the elimination of all property rights in anything other than personal 
belongings. In practice, the system of let-alone-ism continued to contain many 
“monopolistic” factors (exclusive privileges) and numerous sorts of governmental 
“interference” and protective devices.” Notable was the protection of property 
rights,° since the legally-protected power of an owner of property to refuse its use 
to others gives the owner the equivalent of a monopoly, the essence of a monopoly 
being the legal power (other than as specially limited by government) to exclude 
others from its use except upon the owner’s terms.’ Yet unrestrained competition 
became an article of political-economic faith; and without doubt the courts in the 
19th century often, in many ways, gave it practical allegiance. 

























3. For a sketch of the movement from “medievalism” through “mercantilism” to laissez-faire, 
see Hume v. Moore-McCormack Lines, Inc., 121 F. 2d 336 (C. C. A. 2); see also my dissenting 
opinion in Witmark & Sons v. Fred Fisher Music Co., 125 F. 2d 949, 954 (C. C. A. 2). 

4. That Adam Smith was not a complete Smithian, see e.g., J. M. Clark, Adam Smith 
14 Encyc. of Soc. Sciences (1934) 112; J. M. Clark, A Preface to Social Economics (1936), 
13-19; J. M. Clark, Social Control of Business (1926), 25-30. 

5. Latsses-faire or “free enterprise” is paradoxical, ambiguous. It contains contradictory 
elements: (a) It calls for a governmental policy of keeping hands off business. (b) It also 
calls for unrestricted business competition; but, as competition, if let alone, often yields mo- 
nopoly (as it did conspicuously in America in the latter part of the 19th century), the main- 
tenance of competition calls for active “enforcement of competition” by government through 
anti-monopoly proceedings, a policy which, sedulously administered, entails a multitude of 
interferences and a vast staff of government officials. 

This ambiguity in the term “free enterprise’ makes it possible for many monopolists to- 
day defensively to use that term—by which they mean that government should keep its 
hands off private monopolies, seeking neither to break them up nor to regulate them. 

6. The English laissez-faire school dealt with certain of the legal rights of Englishmen, 
developed over the course of centuries, as “natural rights.’ Important among these rights 
were property rights. Regarded as “natural,” and not as social products, these rights and 
the protection afforded them by government were not considered “interferences” with the 
“simple system of natural liberty” which, if government does not intrude, “establishes itself 
of its own accord.” 

7. In enforcing contracts between persons possessed of unequal economic power, and in 
preventing intrusions upon “property rights’ except with the consent of the owners of those 
rights, the government, through its judges, sheriffs and police, actively “interfered,” i.¢., put the 
armed force of the community behind important “interferences” with “free” bargaining. 

Usually, the legal owner of goods has an enforcible legal power arbitrarily to keep others 
—no matter how pressing their needs—from obtaining those goods except on his terms. In 
other words, the government, by protecting property rights, sanctions all sorts of exclusive 
privileges (powers to exclude). An owner of property thus has that legally-protected power 
which, by definition, is the essence of monopoly: the power to exclude others and thus econom- 
ically to coerce them to pay what he demands for its use. 

Many early defenders of laissez-faire blinded themselves to this important monopolistic 
factor in the free-enterprise system. Bentham, usually described as an ardent defender of 
laissez-faire, was not thus blinded. One hundred sixty-three years ago, in a book written 
in 1782, but first published in 1945, he repeatedly dwelt on this factor. See Bentham, The 
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Fundamental in laissez-faire theory were these assumptions, which were gen- 
erally accepted by the courts: (1) The economic well-being of consumers is the 
paramount end of economic activity. (2) Competition will further that end far 
better than governmental protection." Because of those assumptions, the courts 
held, as Mr. Justice Holmes pointed out, that “a man has a right to set up a shop 
in a small village which can support but one of the kind, although he expects 
and intends to ruin a deserving widow who is established there already.’”® (Sig- 
nificantly, such a man would be held liable if his purpose was not even partially 
to engage in business competition but solely to damage his rival.’°) In other 
words, usually where the economic interest of consumers conflicted with the 
economic interest of the competitor, only the consumer interest was judicially con- 
sidered. 

Yet, in intervening in the “unfair competition” cases, the courts at first 
seemed to have directed their attention primarily to the adverse effects of unethical 
business activities on business competitors and to have paid relatively little heed to 
the interest of consumers. For it does not follow that because conduct is unfair to a 
business rival it will harm consumers: By practices which are unethical when viewed 
from the angle of his competitors, a businessman is frequently able to undersell 
them; the resultant lowered prices ease the strain on his customers’ pocketbooks 
fully as much as if he had acted “fairly.” 

“Poaching” on a business rival’s trade-name was an outstanding type of unfair 
competition with which the courts interfered. Inescapably, in protecting the first 








Limits of Jurisprudence Defined, edited and with an introduction by Everett (1945), 35, 37, 
38, 49, 50, 55, 61-63, 67-68, 73, 106-111. Cf. Goldman, Book Review (1945), 6 Fed. Bar. J. 971. 

Without knowledge of Bentham’s unpublished book, several other writers made the same 
oint. Outstanding is Commons, Legal Foundations of Capitalism (1924), 6, 13, 14, 34, 36. 
2, 53-54, 59, 120-121, 128, 215, 297, 304, 320, 365; cf. Parsons, John R. Commons’ Point of 
View, 17 J. of Public Utility Economics (1942) 246. Commons, among other things (loc. 
cit. 52, 120-121, especially 215ff) stressed the fact that “property” involves some portion of 
“sovereignty,” the sovereign power of the state. See also Commons, Bargaining Power, 
2 Encyc. of Soc. Sciences (1930) 459. 

Similar ideas were expressed by others. See Hale, Coercion and Distribution in A Supposedly 
Non-Coercive State, 38 Pol. Sc. Q. (1923) 475; Hale, Force and The State, 35 Col. L. Rev. 
(1935) 149; Hale, Our Equivocal Constitutional Guaranties, 39 Col. L. Rev. (1939) 563; 
Cohen, Property and Sovereignty, 13 Cornell L. Q. (1927) 8, reprinted in Cohen, Law and the 
Social Order (1933) 41, and Cohen, The Basis of Contract, ibid. 69. See also Brandeis, J., 
dissenting in Truax v. Corrigan, 257 U. S. 322, 368 (1921); cf. my dissenting opinion in 
Witmark v. Sons v. Fred Fisher Music Co., 125 F. 2d 949, 954 (C. C. A. 2). 

That Bentham was by no means a perfect “Benthamite,” see Everett, loc. cit., 49-52, 62; 
Lynd, England in The Ejighteen-Eighties (1944) 14, 98; Dicey, Law and Opinion in England 
(2d. ed., 1914) passim. 

8. Adam Smith said that the principal vice of the “mercantile system” which he opposed, 
was that, under it, “the interest of the consumer is almost constantly sacrificed to that of the 
producer, and it seems to consider production . . . as the ultimate end of all industry and 
commerce.” He asserted that “consumption is the sole end and purpose of production; and 
the interest of the producer ought to be attended to, only so far as may be necessary for 
promoting that of the consumer.” 

As to the way in which the basic Smithian thesis was subsequently ignored and his teachings 
distorted, see, ¢.g., Lynd, loc. cit. 100. As to Smith as a “nationalist” who opposed unrestricted 
“free trade,” see Williams, Post War Monetary Plans (1944) 148-149. 

9. Holmes, Privilege, Malice and Intent, 8 Harv. L. Rev. 1 (1894) reprinted in Holmes, 
Collected Legal Papers (1920) 117, 120-121; Vegelahn v. Guntner, 167 Mass. 92, 104, 44 N. E. 
1077, 1079, 1081; see Restatement of Torts, § 708. 

10. Tuttle v. Buck, 107 Minn. 145: Restatement of Torts, § 709; Cf. Igo v. Koch, 127 F. 2d 
667, 672, Note 7 and cases there cited. 
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business users of such names, the judges created exclusive privileges—monopolies. 
But in the early cases of that kind the judges scarcely perceived that they were not 
adhering to the rule that consumer welfare is paramount. This fact was concealed 
by calling a trade-name a “property right;” for, as previously observed, an ex- 
clusive “property right” was an exception to the laissez-faire theory of completely 
unrestrained free enterprise. Of course, in saying that a trade-name was a “prop- 
erty right,” the courts begged the question: The question was whether, as a matter 
of policy, the courts should regard the first user of a name as the “owner” of a 
new kind of exclusive property right—and so possessed of a monopoly.” 

But, seemingly, before long the neglect of the consumer in the trade-name cases 
aroused the judicial conscience. This aroused conscience seemed to have prompted 
statements in the opinions that the courts’ major purpose in granting injunctions 
against the unfair use of trade-names was to protect customers (consumers) from 
deception; that deception, it was said, inflicted economic injury on the custom- 
ers. Such statements (perhaps because they were something of an afterthought) 
the judges did not verify. No one bothered to ascertain whether, in fact, when 
articles made by Jones are so labeled that the buyers think they were manufactured 
by Smith, the buyers invariably or usually suffer monetary loss as a result of the 
deception. Had suits been brought by the deceived buyers, the courts would have 
required proof of such actual economic detriment to the buyers; for it has never 
been held that an action will lie for deceit entailing no financial disadvantage; but 
the trade-name suits were not brought by buyers; they were brought by merchants 
asking protection from unfair competition. Nevertheless, for years the courts, when 
granting such protection, justified their decisions on the ostensible but unverified 
ground that the customers were being guarded against financial harm. 

To be sure, the courts also referred to the injury to the first user of the name. 
But they did not stop to ask whether there was any conflict between the objective 
of (a) aiding consumers and (b) that of preventing loss to the businessman who 
first used the trade-name. They failed to see that the doctrine of so-called “unfair 
competition” is really a doctrine of “unfair intrusion on a monopoly.” Had they 
done so, they would squarely have faced the question of the value to consumers of 
such a judge-made monopoly. 

But reiteration of the consumer-benefit argument was bound, sooner or later, 
to evoke doubts such as this: If Alert & Co., sells a laundry soap, under the name 
“Quick Clean,” at 75c a cake, and a competitor, Wiseacre, Inc., then begins to sell 
the identical soap under the same name at 50c a cake, Alert & Co. loses customers 
and therefore money if it maintains its price; but the purchasers are misled to their 
financial benefit. If the sole purpose were to protect consumers from direct finan- 


11. As Mr. Justice Holmes said, “for legal purposes, a right is only .... the imagination 
of a substance supporting the fact that the public force will be brought to bear upon those 
who do things said to contravene it .... ” The basic issue, when a right is asserted, 
as he often said, is one of policy: Since “the real justification for a rule of law, if there be 
one, is that it helps to bring about a social end which we desire, it is .. . . necessary that those 
who make and develop the law should have those ends articulately in their minds ... .” and should 
not mechanically apply logic to “postulates taken for granted without inquiring into their worth 
....” Holmes, Collected Legal Papers (1920) 238-239, 313. Cf. Commons, loc. cit., 72-73, 325- 
326, 348-349, 356. 
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cial loss, the second name-user in such a case would have a complete defense if he 
showed that he sold, at a lower price, precisely the same article (compounded of 
exactly the same ingredients) as the first user. 

There are other reasons assigned for judicially safeguarding trade-names. The 
public interest involved “is primarily in the preservation of honesty and fair dealing 
in business and in procuring ‘the security of the fruits of individual enterprise.’ 
However there is also the factor that the possibility of obtaining such monopolies 
as a reward for their enterprise may have the effect of inducing businessmen to 
bring out new products which may indirectly benefit the consuming public.” 

But the conventional assumption that trade-name protection importantly adds, in 
direct fashion, to consumers’ economic welfare, has not as yet been proved to be true 
in fact. And the doubts about its truth have brought this question sharply into focus: 
Even if these trade-name exceptions to the presumption in favor of competition are 
of no direct use to consumers, do they serve a sufficiently important social interest to 
justify their existence? 

The judicial answer has been, “Yes, in general:’ A trade-name will still 
be protected against “unfair” practices, even if those practices mislead consumers 
to their immediate pecuniary advantage.’* But emphasis on the exceptional nature 
of the monopoly-creating judge-made trade-name doctrine stimulated increasing 
judicial caution in its application. The courts (expressly or tacitly) insisted that, 
more adequately than theretofore, consideration must be given to the overall policy 
of not unduly hampering competition. 

So the courts hold that one who was initially entitled to legal protection of a 
trade-name loses that right if the name (because of too effective advertising or 
otherwise) comes to be generally understood as a generic or descriptive designation 
of the type of goods with which the name is used. Restatement of Torts, § 375. 
In such a case, the first user is in nowise at fault; but his monopoly, if sustained 
judicially, would become so widespread as to be excessively harmful to the buying 
public; the courts therefore refuse to lend it their aid. 

Perhaps the course of the trade-name decisions has another explanation: The 
earlier, more generous, rulings seem to have occurred in that period when—deviating 
from their original attitude—the courts were silently minimizing the public interest 
in patents and were benignly disposed towards broad interpretations of patent 
monopolies. Although the trade-name monopolies, unlike patents, were made by 
the judges without benefit of express legislative authority,* the courts’ attitude 


12. Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 F. 2d 955, 958 [33 T.-M. Rep. 
SZ}, (C. C. A. Zp. 

13. Non-economic snobbish desires of consumers (of the kind analyzed by Veblen) and the 
satisfaction of their desires engendered by ignorance have been said to be entitled to judicial 
protection, at least in the Federal Trade Commission cases. See Benton Announcements, Inc. 
v. Federal Trade Commissions, 130 F. 2d 254 (C. C. A. 2) ; Federal Trade Commission v. Algoma 
Lumber Co., 291 U. S. 67, 78. 

It is perhaps not inappropriate to ask whether snobbism and catering to ignorance are 
important social interests deserving governmental assistance. 

14. Again I except the rights in trade-names resulting from orders issued by the Federal 
Trade Commission under the Federal Trade Commission Act. 

It is seldom observed that that Commission, generally supposed to be hostile to monopolies, 
is authorized under that Act to validate trade-name monopolies, and that it frequently does so. 
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towards patents, by a sort of intellectual osmosis, affected their rulings concern- 
ing trade symbols. When, more recently, the older, stricter, judicial views about 
patents re-emerged,” this strictness, in part at least, carried over into the trade- 
name decisions.”® 

The public today is displaying a revived, lively interest in “free enterprise.” 
That revived interest, one may hope, will not prevent a discriminating considera- 
tion of socially desirable monopolies, an adequate cognizance of what, with increas- 
ing understanding, many modern economists call “imperfect competition” or “mo- 
nopolistic competition.”” Those who, oversimplifying economic problems, thought- 
lessly urge the elimination of virtually all monopolies, not only disregard the un- 
avoidable existence of monopolistic elements in almost all kinds of competition but 
dangerously invite a program which, by neglecting socially valuable aspects of 
some industrial integrations (“oligopolies”) in some mass production industries, 
might tragically reduce our living standards.’ Monopoly-phobia, like most phobias, 
is both a symptom and a cause of a neurotic tendency which, in refusing bravely 
to face facts, cannot yield intelligent guidance.” 

But, without succumbing to that phobia, the courts, having contrived the doc- 
trine which created trade-name monopolies, have wisely re-examined the assump- 
tions lying at the foundation of that doctrine. 








15. See, e.g., Cuno Engineering Corp. v. Automatic Service Corp., 314 U. S. 84, 91, Muncie 
Gear Co. v. Outboard Co., 315 U. S. 759; Cover v. Schwartz, 133 F. 2d 541 (C. C. A. 2); Aero 
Spark Plug Co. v. B. G. Corp., 130 F. 2d 290, 292 (C. C. A. 2) ; Picard v. United Aircraft Corp., 
128 F. “y 632 (C. C. A. 2); Sinclair & Carroll Co. v. Interchemical Corp., U. S. Sup. Ct., May 
21, 1945. 

That this trend was well under way at least as early as 1927, see Picard v. United Aircraft 
Corp., supra, p. 639, note 2. 

16. The “clean hands” doctrine was vigorously applied in the trade-name cases earlier 
than in the patent cases. As to “clean hands” and the trade-names, see e¢.g., Renaud Sales Co. v. 
Davis, 104, F. 2d 683, 685 [29 T.-M. Rep. 413] (C. C. A. 1); Gynex Corp. v. Dilex Inst. of F. 
Hygiene, 85 F. 2d 103, 106 (C. C. A. 2); Youngs Rubber Corp. v. C. I. Lee & Co., 45 F. 2d 
103, 110 [21 T.-M. Rep. 63] (C. C. A. 2); J. P. Larson Co. v. Wm. Wrigley, Jr., Co., 253 F. 
914, 916. As to “clean hands” and patents, see, e.g., Morton Salt Co. v. Suppiger, 314 U. S. 
488. B. B. Chemical Co. v. Ellis, 314 U. S. 495; Sola Electric Co. v. Jefferson Elec. Co., 317 
U. &. 173. 

Perhaps this doctrine received vigorous application to trade-names earlier because plaintiff's 
use of the name is the foundation of his monopoly; the same is not true of the patentee’s 
monopoly. Special Equipment Co. v. Coe.—U. S.—(March 26, 1945). 

17. There is need to study once more, but to revise in the light of more experience, the views 
of Theodore Roosevelt. See, e¢.g., his Autobiography (1913) 574-579. Cf. Lewis, A History 
of American Political Thought (1937) 354-355. See also Volin, Henry Carter Adams: 
Critic of Laissez Faire, 3 Journal of Soc. Philosophy, 285 (1938); McConnell, The Basic 
Teachings of The Great Economists (1943) 159, 162, 165, 166-170. 

18. As we said in Eastern Wine Corp. v. Winslow-Warren, Ltd., supra: “There are some 
persons, infected with monopoly-phobia, who shudder in the presence of any monopoly. But 
the common law has never suffered from such a neurosis. There has seldom been a society in 
which there have not been some monopolies, 1.c., special privileges; the legal and medical 
professions have their respective guild monopolies; the owner of real estate, strategically 
located, has a monopoly; so has the owner of a valuable mine; and so have electric power 
companies. No one seriously questions whether there should be some monopolies; the only 
question is as to what monopolies there should be, and whether and how much they should be 
regulated legislatively or curbed judicially.” 

“Public Utility” is a label for a business as to which it has been decided that competition 
is socially undesirable and should be prevented in whole or part. That category has grown 
over the course of years, and there is no reason to conclude that it has been forever frozen. 
Of course, all such businesses do not need to be similarly regulated. 
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3. That re-examination, as I shall later indicate, has already affected the 
rulings applicable to cases like that before us here, and, I think, should affect them 
further. 

In such cases a plaintiff, who, by use, has pre-empted a name as the symbol 
of a certain product, asserts that no one else, including the defendant, may, with- 
out the plaintiff’s consent, use that name as a symbol of another, different, product 
which the plaintiff has never sold. Obviously, purchasers of the second product 
are not fooled into believing that it is the same as the first product. The deception, 
if it exists, consists merely of the erroneous belief that both products come from a 
common source. No harm to purchasers (consumers) results from such an er- 
roneous belief. The harm, if any, is to the plaintiff, and is said to be this: The 
defendant’s product may be so “inferior” as to create ill-will among consumers 
directed against the supposed common maker of both products, with the conse- 
quence that the good will of the plaintiff, as maker of the first product, will be 
impaired. 

Accepting that principle as the basis of plaintiff’s suit, logically plaintiff should 
fail, absent proof that defendant’s product is actually “inferior,” i.e., so shoddy or 
sub-standard that such impairment of plaintiff’s good will is a likely result. As 
plaintiff in the case at bar has offered no such proof, I am doubtful whether, on 
rational grounds, it is entitled to governmental protection of the widespread mo- 
nopoly it claims. However, as the courts have not heretofore required such proof 
in such cases, I think we should not do so here, but should leave that issue to the 
Supreme Court. 

4. In this type of case, the older view was that the defendant should be en- 
joined even if the second product was somewhat remote in kind from the first.’ 
Recently, however, re-examination of the principles at the bottom of the trade- 
name doctrine has induced a reaction: The courts have indicated a limitation of 
the ruling in the Aunt Jemima case to instances where the two products are so 
clearly in the same general field of business that, with a fairly high degree cf 
probability, purchasers will assume that the two products come from the same 
source.” 

As no buyers were called as witnesses, there is no direct evidence in this 
record of the fact that consumers believe, or are likely to believe, that defendant’s 
vitamin tablets are made by the maker of “V-8” vegetable-juice. That fact, if it 
be one, must therefore rest on inference. In deciding whether to draw such an 
inference, we must, then, rely on our own surmises. I know that I, for one, would 
never think that defendant’s tablets, sold in drug-stores, are the product of the 
manufacturer of “V-8” vegetable-juice, sold in food-stores and restaurants. I 
am reluctant to conclude that any considerable number of my fellow-citizens are 
more easily fooled than IT am. 








19. Cf. Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 (C. C. A. 2). [8 T.-M. Rep. 
163]. 

20. Durable Toy & Novelty Co. v. Chein, 133 F. 2d 853 [38 T.-M. Rep. 186] (C. C. A. 2); 
Eastern Wines Corp. v. Winslow-Warren, Ltd., supra, cert den. 320 U. S. 758 [33 T.-M. Rep. 


302]. 
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5. My doubts are the greater because plaintiff itself employs a different sym- 
bol, “Stam,” in vending its own vitamin tablets. Since plaintiff did not originate 
the symbol—which, as previously noted, had been utilized by others in selling 
automobile-engines, a shaving-cream and an after-shave lotion—the scope of its 
monopoly should be peculiarly restricted. And it is fairly obvious that the plaintiff 
wants to play dog-in-the-manger ; for it has manifested no intention of ever selling 
vitamin tablets labeled “V-8.” The Supreme Court, because of implications it 
found in the patent statute and its legislative history, has held that, generally, 
nonuser of a patent does not deprive the patentee of his right to exclude others 
from using it." But, as the trade-name doctrine is not grounded in any statute,” 
and derives from actual use of a name, the plaintiff’s right to a monopoly when it 
thus plays dog-in-the-manger is far more questionable. 

Plaintiff’s real purpose seems to be not to safeguard its good will as maker 
of a vegetable-juice but to shield itself from competition with its “Stam” vitamin 
tablets. Consumers will not be advantaged by such interference with “free enter- 
prise.” One wonders whether, in such circumstances, plaintiff comes into equity 
with the required spotless hands.” 

6. The conclusion of my colleagues outweighs my doubts sufficiently so that, 
although with much hesitation, I concur. I would not, however, be sorry if the 
Supreme Court reversed our decision. 


ATLAS DIESEL ENGINE CORPORATION et at. v. ATLAS DIESEL 
SCHOOL, INC. 


District Court, Eastern District Missouri, Eastern Division 


May 4, 1945 
UNFAIR COMPETITION—INTENTION. 
Where defendant has notice of plaintiffs’ rights, and refuses to cease use of the mark 
and name, intention to trade on plaintiffs’ reputation and good will is presumed. 
UnFrair COMPETITION—IN GENERAL. 


It is unnecessary for plaintiffs to show actual deceit where it appears that deceit is 
probable. 


UNFAIR COMPETITION AND TRADE-MARK INFRINGEMENT—INJUNCTION. 
Where plaintiffs’ trade-mark “Atlas” and trade-name “Atlas Diesel” have acquired second- 
ary meaning held defendant’s use of name “Atlas Diesel School, Inc., should be enjoined. 


Action for unfair competition. Judgment for plaintiffs. 


John H. Cassidy, and Oscar Alvin Mellin, for plaintiffs. 
Albert E. Hausman and Francis L. Kane, for defendant. 


Huten, D. J.: 


Plaintiffs seek injunctive relief against the defendant’s using the name “Atlas” 
or “Atlas Diesel” in connection with any business associated directly or indirectly 


21. Special Equipment Co. v. Coe, U. S. Sup. Ct., March 26, 1945. 
22. Except perhaps in the Federal Trade Commission cases. 
23. See note 16, supra. 
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with internal combustion engines or in connection with any servicing of such 
engines. There is no substantial dispute as to the material facts, which we find 
as follows: 


Facts 


I. Atlas Imperial Diesel Engine Company is a corporation organized under 
the laws of the State of Delaware, has its executive offices at San Francisco, 
California, and has factories at Oakland, California, and Mattoon, Illinois; Atlas 
Diesel Engine Corporation is a corporation organized under the laws of the State of 
New York, and has a place of business at New York City, State of New York, and 
is a subsidiary of Atlas Imperial Diesel Engine Company; Atlas Engine Company 
is a corporation organized under the laws of the State of Washington, and has a 
place of business at Seattle, State of Washington, and is also a subsidiary of the 
Atlas Imperial Diesel Engine Company. The business of Atlas Imperial Diesel 
Engine Company is the manufacturing, selling, repairing, rebuilding and servicing 
of Diesel engines. The business of Atlas Diesel Engine Corporation and Atlas 
Engine Company is the selling, repairing and servicing of Diesel engines. 

II. The defendant is a corporation organized under the laws of the State 
of Missouri, and has a place of business at St. Louis, State of Missouri. It was 
incorporated on December 24, 1940 under the name of Atlas Aircraft Trade School, 
Inc. On December 4, 1943 the name was, by amendment, changed to Atlas Diesel 
School, Inc. The business of defendant is the business of training Diesel engine 
mechanics and Diesel engine operators in the art of servicing, repairing and rebuild- 
ing, and operating Diesel engines. 

III. Atlas Imperial Diesel Engine Company is the direct successor in interest 
of the Atlas Gas Engine Company and the Imperial Gas Engine Company, which 
last named companies were formed and in the business of manufacturing and sell- 
ing internal combustion engines as early as the year 1905. Atlas Imperial Diesel 
Engine Company and its predecessors in interest have used the trade-mark and 
trade-name “Atlas” on internal combustion engines manufactured by said plaintiff 
and its predecessors in interest, and sold in interstate commerce continuously since 
the year 1905. Atlas Imperial Diesel Engine Company and its predecessors 
in interest were pioneers in the field of manufacture of Diesel engines, and since 
some time prior to November 9, 1927, plaintiff, Atlas Imperial Diesel Engine 
Company has been engaged almost exclusively in the manufacture, sale, servicing, 
repairing, and rebuilding of Diesel engines throughout the entire United States of 
America, its territories and possessions and throughout many foreign countries, and 
has built up a large and enviable reputation and good will in connection with said 
business. 

IV. The value to the plaintiff of maintaining its good will in its business, 
operated as here found, is in excess of Three Thousand Dollars ($3,000.00). 
Atlas Imperial Diesel Engine Company has each year for a considerable number 
of years preceding the filing of the complaint herein, spent large sums of money 
in advertising its products and services throughout the entire United States of 
America and throughout certain foreign countries, and said advertising consists 
principally in the advertising of its engines as a result of which they are known 
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as “Atlas” and “Atlas Diesel.” The money spent in advertising by plaintiff Atlas 
Imperial Diesel Engine Company, for the ten calendar years immediately preceding 
the filing of the complaint herein, and in sales promotion of its products, exceeded 
the sum of One Million Eight Hundred Thousand Dollars ($1,800,000.00). 

V. The annual sales by plaintiffs of Diesel Engines, under trade-mark “Atlas” 
and parts thereof, for ten years immediately preceding the filing of the complaint 
herein, amounted to a sum in excess of Thirty-one Million Dollars ($31,000,000.00) , 
not including accessories sold in connection with said engines. 

VI. Atlas Imperial Diesel Engine Company has for many years, prior to the 
present war emergency, and interrupted only during this emergency, conducted a 
system of training and schooling mechanics for work in connection with the build- 
ing of Diesel engines, and in the servicing and repairing thereof. In the Diesel 
engine business many manufacturers, in addition to plaintiffs, follow the practice 
of educating, training and schooling mechanics for work in connection with the 
building, repairing and servicing of Diesel engines, and this fact is well known 
to the owners and operators of Diesel engines. 

VII. Diesel engines produced by plaintiffs and to which the trade-mark “At- 
las” has been applied have been sold in every state of the United States and in 
most foreign countries. 

VIII. The Diesel engine trade and industry and that part of the public inter- 
ested in Diesel engines, commonly refer to and identify plaintiff Atlas Imperial 
Diesel Engine Company as “Atlas” or “Atlas Diesel.” The Diesel engine trade 
and that part of the public interested in Diesel engines, commonly refer to the en- 
gines manufactured and sold by plaintiffs by the name “Atlas” or the name “Atlas 
Diesel.” For more than twenty years immediately preceding the filing of the com- 
plaint herein, the trade-mark and trade-name “Atlas” and the trade-name “Atlas 
Diesel” have been understood by that part of the public interested in Diesel engines 
and in the Diesel engine trade and industry as designating the goods and business of 
the plaintiffs, and have been so exclusively identified with the goods and business 
of the plaintiffs as to have acquired a secondary meaning so as to indicate the 
goods and business of the plaintiffs and theirs alone. 

IX. Plaintiffs have for many years prior to the filing of the complaint herein 
established a high reputation for the exceilence of their products, and for the excel- 
lence of their workmanship in repairing, servicing and rebuilding Diesel engines. 

X. While defendant’s business is conducted locally, its graduate students will, 
in the natural course of things, seek employment as Diesel engine service men 
and Diesel engine operators throughout all parts of the United States. 

XI. The defendant’s corporate name, because it includes the word “Atlas” in 
connection with the word “Diesel” is so confusingly similar to that of the plaintiffs 
that a confusion as to identity between plaintiffs and defendant, their activity, ad- 
vertising, and services will result. Such confusion of identities will have the effect 
of destroying the good will and reputation heretofore established by the plaintiffs ; 
and such confusion of identities will result in Diesel engine owners and operators 
and others interested in Diesel engines being led to believe that the graduate 
students of defendant were trained by plaintiffs. 
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XII. During the month of January, 1944, the plaintiffs did in writing call the 
attention of defendants to the apparent confusion that would result because of the 
use by defendant of the trade-mark “Atlas” and the trade-name “Atlas Diesel’ in 
its corporate name, and demanded that defendant desist from using the word 
“Atlas” and the trade-name “Atlas Diesel” in its corporate name, and such demand 
was forthwith refused by defendant. 

The law of unfair competition as applied to this case has for its purpose the pre- 
vention of a person from passing off his business as the business of another. Stand- 
ard Oil Company of New Mexico v. Standard Oil Company of California, 56 F. 2d 
973 (10th C. C. A.) [22 T.-M. Rep. 363]. The overwhelming weight of the 
evidence in this case leaves the Court convinced that over a period of years plaintiffs 
have built up an enviable reputation and good will in connection with their business 
of selling, repairing, and servicing internal cumbustion engines and _ particularly 
Diesel engines, and that the words “Atlas” and “Atlas Diesel” have come to be 
understood by the public, trade and industry as designating the product and busi- 
ness of plaintiff, and these terms have become so exclusively identified with the 
product and business of the plaintiffs as designating the goods manufactured, sold 
and serviced by them, as to have acquired a secondary meaning in the industry. 
Without proof of such secondary meaning, the words under consideration could not 
be the subject of an exclusive appropriation by the plaintiff and protection. Standard 
Oil Company v. Michie, 34 F. 2d 802 (8th C. C. A.) [19 T.-M. Rep. 361]. Plaintiff 
makes no claim to protection of the trade-mark “‘Atlas” beyond the field of combus- 
tion engines. 

Does defendant’s use of the words “Atlas Diesel School, Inc.” trespass on 
the rights of the plaintiff and the public to the extent of constituting unfair com- 
petition? There is no substantial evidence that there has been, up to this time, 
any case of actual deception of the public or damage sustained by the plaintiffs 
by virtue of defendant’s use of the words. There was proof on behalf of witnesses 
engaged in endeavors where internal combustion engines were used, manufactured, 
and sold, some of them competitors of plaintiffs, that deception would result if the 
defendant were permitted to continue the use of the name “Atlas Diesel School, Inc.” 
The evidence on this phase of the case was substantial and convincing, and came from 
witnesses in various sections of the United States. Aside from such proof we think 
it too plain for argument that deception, either intended or innocent, is bound to 
follow in the combustion engine industry and among those who use such engines, in 
the defendant’s continued use of the words “Atlas” or “Atlas Diesel.” The de- 
fendant is engaged in a kindred business to that of the plaintiffs. That the busi- 
ness of the enterprises conducted by plaintiffs and defendant will come in contact 
would seem to follow as a matter of course. What could be more natural and 
probable than that if a graduate of defendant’s school represents himself as a grad- 
uate of “Atlas Diesel School, Inc.”, one in the industry employing such a graduate 
will assume that plaintiffs are vouching for the learning and character of training 
of the person involved, or that plaintiffs have some part in the operation of the 
school. Especially is this conclusion inevitable since plaintiffs train men to service 
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Diesel engines on the same theory if not by the same methods as the defendant. 
Under this state of facts, plaintiffs are entitled to injunctive relief, even though 
there is no direct proof of actual deception of the public or damage to the plain- 
tiffs. See Standard Oil Company v. Michie, supra, and cases there cited. Also 
Quinn Manufacturing Company v. Isaac Ginsberg and Brothers, 25 F. 2d 284 
(8th C. C. A.). 

A number of the officers of the defendant testified that they changed the name of 
defendant corporation to “Atlas Diesel School, Inc.” without any knowledge of 
plaintiffs’ use of the name “Atlas” and “Atlas Diesel.” Neither of these officers 
claimed any experience and knowledge in the Diesel Engine industry. It is hard 
to understand how defendant and its officers could have embarked in the business 
of training men to service Diesel engines in the industry without knowledge of 
the plaintiffs and their place in that industry and their use of the name “Atlas” 
and “Atlas Diesel.” But, giving to the testimony of defendant’s officers full faith 
and credit, such innocence of any intentional wrongdoing cannot serve as a basis 
for the continued use of the name “Atlas” and “Atlas Diesel” after knowledge 
of their prior use had been brought home to the defendant. 

In the case of Quinn Manufacturing Company v. Isaac Ginsburg and Brothers, 
supra, the Court stated, 


Where, however, the defendant has refused on notice to cease the use of a mark or 
label, the natural and probable result of which will be to deceive the public and palm off the 
goods of the defendant as the goods of the plaintiff, fraudulent intent will be presumed. 

We think that the rule announced in the Quinn Manufacturing Company case 
is of particular application under the facts here presented, where the defendant 
admits that it was put on notice of plaintiffs’ use of the names Atlas and 
Atlas Diesel and plaintiffs’ objection to the defendant’s use of those names within 
thirty days of the defendant’s commencing their use. If defendant did not con- 
sider that the good will and standing in the industry which the plaintiff had built 
up in the use of the two names referred to, was a thing of value, and that the de- 
fendant would receive benefit from the use of such names, the question presents 
itself—why did the defendant persist in using them? Resulting solely from de- 
fendant’s use, the names could have acquired little or no value to defendant in thirty 
days’ time. 

Under the circumstances of this case, use of the name “Atlas” by others, in 
other industries, constitutes no defense or justification for the course followed by 
the defendant under the circumstances here presented. Bond Stores v. Bond Stores, 
104 F. 2d 124 [29 T.-M. Rep. 520]. Neither the fact that the State of Missouri 
issued a charter to the defendant in the name now complained of by the plaintiffs, 
nor the fact that the plaintiffs are not authorized to do business in the State of 
Missouri confers any rights upon the defendant to appropriate and use the name 
“Atlas” or “Atlas Diesel” under the circumstances presented by the record in this 
case. General Film Company of Missouri v. General Film Company of Maine, 
237 F. 64 (8th C. C. A). 
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Conclusions of Law 


I. The trade-mark “Atlas” is the exclusive property of the plaintiff, Atlas Im- 
perial Diesel Engine Co., as applied to Diesel engines and parts thereof, and has ac- 
quired a secondary meaning in the Diesel Engine field and with that portion of 
the public interested in Diesel engines, as meaning the goods and business of 
plaintiffs and theirs alone, and plaintiffs are entitled to the exclusive use of said 
mark in said field. 

II. The trade-name “Atlas Diesel” has acquired a secondary meaning in the 
Diesel engine field and to that part of the public interested in Diesel engines, as 
meaning plaintiffs’ business and plaintiffs’ engines and theirs alone, and plaintiffs 
are entitled to the exclusive use of said trade-name in said field. 

III. The defendant’s use and appropriation of plaintiff's trade-mark “Atlas” 
by the inclusion thereof in defendant’s name “Atlas Diesel School, Inc.” constitutes 
an act of unfair competition for which plaintiffs are entitled to relief. 

IV. Defendant’s use and appropriation of plaintiffs’ trade-name “Atlas Diesel” 
by the inclusion thereof in defendant’s name “Atlas Diesel School, Inc.” constitutes 
an act of unfair competition for which plaintiffs are entitled to relief. 

V. Defendant having refused to cease the use of the trade-mark “Atlas’”’ and 
the trade-name “Atlas Diesel,” defendant is presumed to have continued the use 
thereof, after notice of plaintiffs’ rights, with the intention to trade on the reputation 
and good will of plaintiffs in that defendant is presumed to have intended the natural 
and probable consequences of its acts. 

VI. It is unnecessary in order to make out a case of unfair competition, for 
the plaintiff to show that any person has actually been deceived by defendant's 
conduct, where it appears that the probabilities are that they will. 

VII. The use of plaintiffs’ trade-mark “Atlas” and trade-name “Atlas Diesel” 
by others in industries other than the Diesel or internal combustion engine field, 
confers no right to the use of the trade-mark “Atlas” or the trade-name “Atlas 
Diesel” by this defendant in the internal combustion or Diesel engine field. 

VIII. Although the business of plaintiffs and the business of defendant are 
not now directly competitive, nevertheless the plaintiffs are entitled to the relief 
sought, because there is a probability of interference and persons being deceived 
by defendant’s continued use of the names. 

IX. Defendant has wrongfully and unlawfully used and appropriated plaintiff's 
trade-mark “Atlas”’ in violation of plaintiff’s rights of ownership in said trade-mark. 

X. Defendant has wrongfully and unlawfully used and appropriated plaintiffs’ 
trade-name “Atlas Diesel” in violation of plaintiffs’ rights of ownership in said 
trade-name. 

XI. Neither the fact that the State of Missouri granted to defendant its cor- 
porate charter, nor the fact that defendant is operating under its own name, confers 
any right on defendant to wrongfully appropriate or use plaintiff's trade-mark 
“Atlas” or trade-name “Atlas Diesel” in violation of plaintiffs’ rights. 

XII. The fact that plaintiffs are not doing business in the State of Missouri, 
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and have not filed a certificate of doing business in said State pursuant to the 
Statutes thereof, does not preclude plaintiffs from relief in this action. 

XIII. Plaintiffs are entitled to a permanent injunction enjoining defendant, its 
officers, agents and employees and each of them, from using the trade-mark or word 
“Atlas,” or the trade-name or combination of words “Atlas Diesel” in any manner 
or fashion whatsoever in connection with any business associated directly or in- 
directly with internal combustion or Diesel engines, or in connection with any 
products or services associated directly or indirectly with internal combustion and 
Diesel engines, or in connection with any institute or school for the training of 
Diesel engineers, Diesel engine repairmen, Diesel engine mechanics or Diesel en- 
gine servicemen. 

XIV. The Court has jurisdiction of this cause. 

XV. The plaintiffs are entitled to recover their costs and disbursements herein. 
Form of judgment in conformity herewith can be submitted. 


CHAMPION SPARK PLUG COMPANY v. SANDERS et AL. DOING BUSINESS 
as THE PERFECT RECONDITION SPARK PLUG COMPANY 


District Court, E. D. New York 
July 2, 1945 


TRADE- MARKS—INFRINGEMENT—-ALTERATION OF GooDs. 

Plaintiff’s spark plugs cannot be sold in second-hand market in a fundamentally altered 
form, under the plaintiff’s trade-mark, without doing violence to that which the trade- 
mark proclaims; defendants should show that they have repaired a used article of des- 
ignated origin and that defendants stand sponsor for the repairs they have made. 


Action for trade-mark infringement and unfair competition. Decree for plain- 


tiff. 


Ward, Crosby & Neal for plaintiff. 
John Wilson Hood, for defendant. 


Byers, D. J.: 


This cause has undergone final hearing, and no substantial change in its essential 
features has been brought to light which would justify a repetition of what was said in 
connection with the application for preliminary injunction (56 F. Supp. 782, and 787). 
The cause is not essentially different from the cases of Champion Spark Plug Co. v. 
Emener, 16 F. Supp. 816, and Champion Spark Plug Co. v. Reich, 121 F. 2d 769 
[36 T.-M. Rep. 302]. 

The matters which have been illuminated in the testimony may be briefly re- 
ferred to: 

A. As to the structural difference between the spark plugs sold by the defend- 
ants, and the new plugs manufactured and sold by the plaintiff, forty of such plugs 
constitute plaintiff’s exhibits 1, 2, 3, and 4, and the respects in which the repaired 
second-hand plugs no longer possess the physical characteristics imparted to them 
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by the plaintiff are specified in Findings 11 and 12 as submitted by the plaintiff. 
The evidence on this subject is undisputed, and no attempt has been made to 
trace the source of those changes, either to wear and tear prior to the discarding 
of the plug by the original user, or to the process of repair as conducted by the 
defendants. It is the end result which has to do with the plaintiff’s trade-mark 
rights, not the means whereby that condition was brought about. 

It seems too clear for further discussion, that plaintiff's product, which is a 
precision device, of accessory character, cannot be sold in the second-hand market 
in a fundamentally altered form under the plaintiff’s trade-mark, without doing 
violence to that which the trade-mark proclaims; it seems equally clear that any 
reference to the origin of the repaired plugs, in connection with their distribution 
by the defendants, must be in an explanatory sense merely, and in such a form as to 
show that the defendants have repaired a used article of designated origin that the 
defendants stand sponsor for the quality of the repairs which they have made, and 
also the anticipated performance of the rehabilitated device. 

B. As to the removal of the trade-mark “Champion,” and the type or style 
marks on the insulator, the evidence leaves no room for doubt that this can be 
done safely and cheaply, and without impairment of the porcelain itself. The 
demonstration at the trial was conclusive on that subject. 

The necessity for doing this as to the trade-mark follows from what has been 
written above. The reason is equally applicable to the style marks and numbers. 
The variations in the physical components of the plaintiff’s products referred to in 
Findings 11 and 12, as sold by the defendants compel the removal of the style 
marks and numbers from them, if misrepresentation is to be avoided. 

The defendants argue that the specifications employed by the plaintiff are too 
minute and precise to have any practical value. If this proves anything in a trade- 
mark case, it is that the defendants’ business can be conducted profitably without 
regard to plaintiff’s system of style marks and numbers, and consequently they can 
be removed with entire confidence that no damage will be thereby occasioned to the 
defendants. 

C. As to the unfair competition aspect of the case, a doubt still persists on the 
part of this Court. There is no evidence of a palming off of the defendants’ wares 
as the new and original product of the plaintiff; there is no evidence that any pur- 
chaser was induced to buy the plugs as sold by the defendants, relying upon a rep- 
resentation that they were as serviceable as new ones. 

It may be assumed that to some undisclosed extent purchasers who would other- 
wise buy new plugs of plaintiff’s manufacture are induced to take the defendants’ 
wares instead, at a lower price, but that is not unfair competition, so long as no 
deception is practiced by the defendants to accomplish that purpose, and so long 
as they do not render deception convenient or likely on the part of their customers 
among service station proprietors. 

All cases relied upon by the plaintiff have been examined, and involve sub- 
stitution or palming off, or the use of a trade-name so as to suggest an untrue 
origin of the merchandise in question, in order either to capture some of the plain- 
tiff’s business, or to unfairly trade upon his (its) name and commercial stature. 
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The most that can be urged here is that possibly these defendants have done the 
latter, and their failure to print their own name and place of business on their 
cartons and boxes lends a certain force to that argument. No good reason appears 
why they should not openly stand sponsor for the repairs that they have effected in 
order to render their wares acceptable to users. 

I prefer not to make a finding that unfair competition has been shown in 
this record, but to leave the issue for future determination, if the occasion should 
arise, in view of the requirements hereafter to be stated touching the wording deemed 
to be appropriate for use by the defendants upon their cartons and boxes. 

Special defenses have been pleaded which seem not to affect the issues, but 
which should be referred to by way of assurance that they have not been ignored: 

Estoppel. The plaintiff puts out a spark plug cleaner and recommends that it be 
used by those who purchase its products. How this could have resulted in a 
change of position on the part of defendants, whereby they have acted or refrained 
from acting in reliance upon the plaintiff’s said conduct, is not made to appear. 
What a spark plug user may do to keep his own property in its best condition, 
and what a dealer in discarded plugs, who buys, repairs and sells them for further 
use, may do lawfully by way of promoting his business, seem to be so remote, one 
from the other, as to discourage discussion of the subject. 

Implied License. This is related to the foregoing, and means that the sale of the 
plug-cleaning device in effect licenses the defendants not only to use it, but to sell 
plugs which they have repaired under the plaintiff’s trade-mark. 

If what has been already written by other courts and this fails to indicate that 
the plaintiff's trade-mark is not assigned as part of the plugs, or as part of the 
cleaning device, and consequently no license can be implied in favor of these de- 
fendants in connection with their own commercial traffic, further exposition of the 
subject would be futile. 

Laches. As stated in the opinion on temporary injunction, the defense, if se- 
riously advanced, is without substance. In 1936 the plaintitf gave written notice 
to the defendants of the then recent decision in the Emener case, supra, and has 
persistently continued ever since to admonish the defendants of its intention to seek 
legal redress. The proceedings initiated before the Federal Trade Commission in 
1938 were not concluded until 1941 when the defendants withdrew their appeal 
from a “cease and desist’’ order. 

The fact that the order was complied with by the defendants of course does not 
affect the claim of laches. 

This complaint was filed in April of 1944. Meanwhile the Reich case, supra, 
was decided in the Eight Circuit in 1941. So far from sleeping on its rights, 
clearly the plaintiff has been diligent in asserting them. 

So far as the motion to dismiss as to Peter Sanders is concerned, there is evi- 
dence, but not from him, although he is said to have been in court throughout the 
hearing, that late in 1943 or early in 1944 he withdrew from the partnership with 
his sons, the remaining defendants. No formal proof of dissolution of the firm was 
offered, and he and his wife own the building in which the business is conducted. 
For all that appears, he may still be a silent partner, and it is not seen that dismissal 
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as to him would be appropriate, but rather that the injunction to be issued should 
in terms include him. 

It results from the foregoing and from the findings which are filed herewith, 
that the temporary injunction is to be supplanted by a permanent injunction which 
shall provide: 

1. The defendants are to be forbidden to use the plaintiff’s trade-mark “Cham- 
pion” on the spark plugs repaired and sold by them of the plaintiff’s manufacture, 
and also the style and type marks of figures or letters or both; such trade-mark 
and such style and type marks are to be removed entirely from said plugs. 

2. The word “used” or “repaired” is to be stamped and impressed in the 
metal of the “hex,” and the word is to appear in white paint, and the metal part of 
the plug is to be painted some distinctive color as may be agreed upon. 

3. The plaintiff's trade-mark “Champion” and the plaintiff’s type or style marks 
are to be removed from the cartons and containers. 

The defendants may affix to the cartons and containers of the plugs which they 
sell which were originally manufactured by plaintiff, the following: 


Used spark plug(s) originally made by Champion Spark Plug Company, repaired and 
made fit for use up to 10,000 miles, by Perfect Recondition Spark Plug Co., 1133 Bedford 
Ave., Brooklyn, N. Y. 


The name of the plaintiff may be in slightly larger type than the rest of the 
body of the legend, and the name and address of the defendants to be larger and 
more prominent than the legend itself. 

The word “repaired” is chosen as being more accurate than the word “recon- 
ditioned,” which would be inappropriate in view of the changes in physical char- 
acteristics referred to in findings 11 and 12 

Settle decree; no costs. 





SILBERT v. KERSTEIN et At. 
Massachusetts Supreme Judicial Court 
July 3, 1945 


UNFAIR COMPETITION—BURDEN OF PROOF. 

The burden is on the plaintiff to show that defendants are conducting their business 
in such a manner as to mislead the public into believing it is trading with plaintiff. 
Actual deception of public need not be shown. 

UNFAIR COMPETITION—TRADE-N AMES. 

The use of a trade-name by one person in the conduct of a business is not to be enjoined 
at the instance of another person unless the latter shows that, by the use of the name, the 
former has put on the semblance of the latter and has or will thereby deceive the public 
to the harm of the latter. 


Action for unfair competition. Appeal from decree for defendants. Affirmed. 


C. Silbert, for plaintiff. 
H. Snyder, for defendants. 


3efore FreLp, Chief Justice, and LUMMus, Qua, RONAN and WILKINS, Justices. 
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This is an appeal from a final decree dismissing a bill in equity brought by the 
plaintiff, doing business under the name of “Emerson Fashions,” to restrain the 
defendants from doing business under the name of “Emerson’s Shoes” on the 
ground that they are unfairly competing with him. 

The judge made a report of the material facts. The plaintiff challenges the 
correctness of many of those findings. We have a report of all the evidence, and 
all questions of law, fact and discretion are open for our decision. It is our duty 
to examine the evidence and reach our own conclusions, giving weight to the find- 
ings of the judge based on oral testimony unless shown to be plainly wrong, and 
drawing our own inferences from facts admitted or found irrespective of infer- 
ences drawn by the trial judge. Lowell Bar Association vy. Lobe, 315 Mass. 176. 
Jurewicz v. Jurewicz, 317 Mass. 512." Kerwin v. Donaghy, 317 Mass. 559.’ 

We summarize the material facts, as shown by the record, as follows: The 
plaintiff since late in 1940 has conducted a store in the shopping district of New- 
tonville under the name of “Emerson Fashions” and has filed a certificate under 
G. L. (Ter. Ed.) c. 110, § 5, stating that he was conducting the store under that 
name. The store is located on the corner of two streets. The plaintiff sells all 
kinds of wearing apparel for women, misses and children, together with hosiery, 
gloves, handbags, costume jewelry, cosmetics, yarns, children’s books and toys. 
He sells a few trade-name brands of shoes for women and girls, one trade-name 
brand of shoes for children, one brand of women’s slippers, and rubbers and over- 
shoes for women and children. He does not deal in shoes for men or for boys 
over six years of age. The plaintiff advertises in two local newspapers. Some 
of these advertisements mentioned shoes, but many of them did not. The plaintiff 
has done some direct mail advertising, principally before Christmas, in which there 
was only a meager reference to footwear except in one circular mailed in 1941, 
which was prepared by a manufacturer of women’s shoes and which described 
only that make of shoes. His total sales up to October 1, 1944, were $122,616, 
and the estimated total sales of shoes were $10,000, of which, during the last 
year, three fourths were nonrationed shoes. His monthly sales of hosiery amounted 
to about $950. The plaintiff employed a manager, a sales manager and two sales 
clerks on full time, a part-time clerk each day, and extra clerks for the holiday sea- 
sons. 

The defendant Kerstein purchased in January, 1938, from one Emerson a shoe 
store located in the Allston district of Boston, together with the right to use the 
name “Emerson Shoe Store” and to assign or to license others to use that 
name. Kerstein filed a certificate with the city clerk of Boston that he was con- 
ducting the store under that name. The individual defendants formed the corporate 
defendant in 1940. It purchased a shoe store in Arlington which since January, 
1941, it conducted as “Emerson’s Shoes.” It filed a certificate with the town 
clerk of Arlington that it was doing business under that name. The corporation 
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leased a store on Walnut Street in Newtonville, and since August, 1944, it has 
maintained the store under the name of “Emerson’s Shoes.” Shortly before 
this store was opened, a certificate signed by the three individual defendants, who 
placed after their signatures the abbreviated titles of their respective offices in the 
corporate defendant, was filed with the city clerk of Newton that the business was 
conducted under that name although the corporate defendant, the owner of the 
store, was not mentioned in this certificate. The business of all three stores is the 
sale of shoes for men, women, boys, girls and children, hosiery, and “findings” such 
as shoe polish, shoe trees, laces and heel pads. None of the defendants sells fem- 
inine wearing apparel other than shoes and hosiery. The corporate defendant is 
the sole distributor in Newtonville of several brands of men’s, women’s, youth’s and 
children’s shoes. Its store is located on the opposite side of the street from the plain- 
tiff’s store and is about four hundred feet distant therefrom. It is the only store sell- 
ing footwear and hosiery exclusively in that part of Newtonville. The corporate de- 
fendant employs only one full-time employee in its Newtonville store. The sales 
of shoes at this store up to October 17, 1944, amounted to $4,055.50 and its sales 
of “findings” including hosiery amounted to $35. The women’s, misses’ and chil- 
dren’s shoes sold by both parties are of about the same quality and price, but there is 
a difference in the kinds and styles of shoes sold by them. 

The judge found that in certain instances mistakes in the delivery to the plain- 
tiff of mail, goods or messages that were intended for the corporate defendant were 
due to carelessness on the part of third persons. There was no intent on the part of 
the defendants to deceive the public into believing that the Newtonville store was 
the plaintiff’s store or that it was in any way connected with it. Competition be- 
tween them in the sale of hosiery and footwear has been and will probably continue 
to be so light as to be negligible. There is nothing about the nature of the business 
of the corporate defendant, the appearance of its store, outside or inside, its name or 
its advertising that would be likely to create a reasonable probability that persons 
using due care will be induced to trade with that defendant in the belief that its 
store is conducted by the plaintiff. There has been no attempt to appropriate the 
plaintiff’s business or to trade upon his good will or reputation. 

The burden is upon the plaintiff to show that the defendants are conducting their 
business in such a manner as to mislead the public into believing that in trading 
with them they are trading with the plaintiff. Actual deception of the public need 
not be shown, but it must be proved that the conduct of the defendants is such that 
it is reasonably probable that such deception will result unless the defendants are 
restrained. Blair’s Foodland Inc. v. Shuman’s Foodland, Inc., 311 Mass. 172. 
Norton v. Chioda, 317 Mass. 446.° The plaintiff conducts a small department store. 
The defendant corporation conducts a retail shoe store. Competition between them 
is limited to the sale of women’s, misses’ and children’s footwear and hosiery, with 
the further exception that the plaintiff sells women’s slippers. Competition is also 
limited where purchasers are looking for a particular make or kind of shoe, for the 
only type of shoe carried in common by the plaintiff and the corporate defendant is a 
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girl scout shoe, of which there are various makes, but the “official” girl scout shoe, 
so called, is carried by the defendant corporation and not by the plaintiff. Com- 
petition exists only where both parties are soliciting purchasers of similar goods 
in the same territory at the same time. We cannot say that the judge was plainly 
wrong in finding that competition in the sale of footwear and hosiery has been 
and will probably continue to be so slight as to be negligible. Libby, McNeill & 
Libby v. Libby, 241 Mass. 239 [12 T.-M. Rep. 205]. John L. Whiting-J. J. Adams 
Co. v. Adams-White Brush Co., 260 Mass. 137 [17 T.-M. Rep. 330]. Women’s 
Mutual Benefit Society; St. Mary of Carmen v. Catholic Society Feminine of Maria, 
S. S. of Monte Carmelo, 304 Mass. 349. First National Stores Inc. v. First National 
Liquor Co., 316 Mass. 538. 

No one by the name of Emerson was connected with either store. Neither 
store sold the Emerson make of shoes, for that brand of shoes had disappeared 
from the market for more than a decade. The adoption of the trade-name “‘Emer- 
son’s Shoes” in a locality where the plaintiff had for more than three years pre- 
viously done business under the name of “Emerson Fashions” might perhaps, if 
it stood alone, suggest an intent to appropriate the good will and trade-name of 
the plaintiff. The adoption of the trade-name by the corporate defendant is ex- 
plained by the fact that some of the defendants have used that trade-name since 
1938 in conjunction with the retail stores conducted by them. The finding was 
justified that, in doing business in Newtonville under this trade-name, there was 
no intent to deceive the public into thinking that this store was connected with the 
plaintiff’s store. Burns v. William J. Burns International Detective Agency, Inc., 
235 Mass. 553 [10 T.-M. Rep. 331]. Libby, McNeil & Libby v. Libby, 241 Mass. 
238 [12 T.-M. Rep. 205]. Highland Dye Works, Inc. v. Anteblian, 270 Mass. 209 
[20 T.-M. Rep. 122]. Economy Food Products Co. v. Economy Grocery Stores 
Corp., 281 Mass. 57 [23 T.-M. Rep. 15]. 

The use of a trade-name by one person in the conduct of a business is not to be 
enjoined at the instance of another person unless the latter shows that, by the use 
of the name, the former has put on the semblance of the latter and has or will 
thereby deceive the public to the harm of the latter. General Fruit Stores, Inc. v. 
Markarian, 300 Mass. 90. Jays Inc. v. Purcell, 313 Mass. 127. Staples Coal Co. v. 
City Fuel Co., 316 Mass. 503 [33 T.-M. Rep. 247]. Whether the use by the cor- 
porate defendant of its trade-name has accomplished or will accomplish such a result 
must be determined by the effect of its use upon those who have recourse to this 
shopping district to purchase goods that both the plaintiff and this defendant sell. 
The use must be considered in the setting in which it is employed. We have read 
the advertisements of both parties and have seen the photographs of the exteriors 
of both stores. No one could reasonably mistake one store for the other. A glance 
at the contents of the windows of one would readily show that the business there 
conducted is greatly different from that conducted in the other. The size, location 
and type of signs used on one store are entirely different from those used on the 
other. It has been properly found that there is no such similarity as would be 
likely to cause a person using ordinary care to trade with the corporate defendant 
in the belief that its store is conducted by the plaintiff. The test of similarity of 
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names under which two business may be conducted has been so recently discussed 
with an ample collection of authorities that further discussion is not required. First 
National Stores Inc. v. First National Liquor Co., 316 Mass. 538. 

The plaintiff finally contends that the word “Emerson’s” has acquired a sec- 
ondary meaning as designating his store and the goods sold by him. But the bill 
of complaint is based entirely upon an alleged infringement of the plaintiff’s trade- 
name “Emerson Fashions.” ‘The bill does not set forth that the plaintiff has any 
right to use the word “Emerson’s” alone and that that right has been wrongfully 
interfered with by the defendants. Evidence of whatever meaning the word “Emer- 
son’s” had acquired in connection with the plaintiff's business was competent only 
in so far as it tended to prove the infringement of the trade-name “Emerson Fash- 
ions” as charged in the bill. It would not be competent to prove the existence of a 
trade-name different from that alleged in the bill. If, however, we disregard the 
scope of the bill and assume in favor of the plaintiff that the contention now made 
is open, the plaintiff cannot prevail. The general findings already mentioned, all 
of which were justified by the evidence, are decisive to the effect that the conduct 
of the corporate defendant has not resulted and is not likely to result in inducing the 
public to deal with the corporate defendant in the belief that they are dealing with 
the plaintiff, and that there has been no attempt by the corporate defendant to 
appropriate the plaintiff's business or to trade on his good name or reputation. The 
individual defendants are not charged with anything beyond organizing and main- 
taining the defendant corporation, and, the action of the corporation not having 
been shown to be wrongful to the plaintiff, no liability can be fastened upon these 
defendants. 

Decree affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Assignment 
Transfer of physical assets is not required where assignee succeeds assignor in business. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Oxford Products, Inc., of Cleveland, Ohio, to cancel trade- 
mark registration No. 355,905, comprising the word “Vitabuild” for vitamin com- 
pound of vitamins A, B, D and G for general chronic use, the registration having been 
issued April 5, 1938, under the provisions of the act of February 20, 1905, to Foley 
and Company, of Chicago, Ill. Petitioner relied upon its alleged prior use of the no- 
tation “Vita-Guild” as a trade-mark for similar merchandise. Foley’s mark has 
been in use since October, 1937. The “Vita-Guild” mark was first used by Oxford 
in January, 1940, but Oxford claims to have established use through a predecessor 
in business, continuously since 1935. 

After noting that no argument is made but that the goods of the parties possess 
the same descriptive properties, and that their trade-marks are confusingly similar, 
it was held that the controversy relates solely to the question of priority. 

In response to Foley’s argument to the effect that the assignment executed by 
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Mr. Rose to Oxford was invalid, it was held that Foley’s argument is untenable; 
and while it is true that no physical assets were transferred, apparently because 
there were none, unquestionably Oxford eventually succeeded Mr. Rose in business, 
and would have acquired title to his trade-mark even had there been no formal 
assignment. 

In response to respondent’s argument that the petition should be dismissed be- 
cause it contains certain allegations of fact that are contradicted by Oxford’s wit- 
nesses, it was held that such minor variances between pleading and proof have 
never been regarded as material, unless prejudicial to the adverse party in main- 
taining his action or defense on the merits; and here no prejudice is claimed.’ 


Collective Marks 


Registration denied under Act of June 10, 1938 where everything appearing on the drawing is a 
functional part of a union card. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to The Journeymen Barbers’ International Union of America, of 
Indianapolis, Ind., an alleged trade-mark, under the provisions of the act of March 
19, 1920, as amended by the act of June 10, 1938, as a collective mark for union 
shop cards, issued at irregular intervals, on the ground that the mark is merely 
applicant’s goods or a substantial part of the goods. 

After noting that in a decision rendered February 28, 1938 (488 O. G. 888, 36 
U.S.P.Q. 559), the refusal of the Examiner to register this same mark for the same 
goods under the act of February 20, 1905, had been affirmed, the only difference 
being that a portion of the subject matter then sought to be registered has now 
been deleted, it was held that the basis of the Examiner’s decision is thus the same 
as in the prior case, and that the views expressed in the prior decision are equally 
applicable here, since it is still true that everything appearing on the drawing is a 
functional part of a union card rather than a trade-mark for a union card; also, 
the mark is plainly devoid of any possible trade-mark significance in connection 
with applicant’s alleged “goods.” 


Conflicting Marks 


“Havana Gold” confusingly similar to “Havana Club” for similar goods. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the petition of Jose Arechabala, S. A., of Cardenas, Cuba, to cancel trade- 
mark registration No. 388,156, issued June 10, 1941, under the provisions of the 
act of March 19, 1920, to Victor M. Ramirez, of New York, N. Y. The regis- 
tered mark, which is applied to distilled alcoholic rum, is a composite one com- 
prising the notation “Havana Gold” above the descriptive legend “Porto Rican 
Rum,” displayed in association with a pictorial design. 

After noting that the dominant feature of the registered mark unquestionably 


ford Products, Inc. v. Foley and Company, Canc. No. 4282, 166 M.D. 793, June 11, 1945. 
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is the notation “Havana Gold” and that petitioner has established prior use of the 
trade-mark “Havana Club,” likewise registered under the act of 1920 for ethyl 
alcohol, rum, brandy, cognac, and other potable distilled liquors, it was held that 
the sole issue to be determined is whether petitioner’s mark and respondent’s mark 
are confusingly similar. 

In response to respondent’s argument that the only similarity between his mark 
and petitioner’s resides in the word “Havana,” and that this word is geographically 
descriptive, it was held that from the record presented it is convincing that pur- 
chasers would pay considerable attention to the word “Havana” as denoting 
origin of the rum in question, and that it therefore seems clear that concurrent use 
of petitioner’s and respondent’s marks on goods of this character would be reason- 
ably likely to cause confusion.* 


“Edgecraft” confusingly similar to “Art craft” for same goods. 


FRAZER, F. A. C.: Affirmed the action of the Examiner of Interferences sustaining 
the opposition of Artcraft Hosiery Company, of Philadelphia, Pa., to the application 
of Kenosha Full Fashioned Mills, Inc., of Kenosha, Wis., for registration of the 
word ‘“‘Edgecraft,” used by applicant since May 11, 1943, as a trade-mark for 
hosiery. The opposition was predicated on opposer’s ownership of the trade-mark 
“Artcraft,” registered for the same goods on April 30, 1935, and continuously used 
since December, 1921. 

It was held that as there is no question of priority, and the goods of the parties 
are identical in kind, the sole issue to be determined is whether the marks “Edge- 
craft” and ‘“‘Artcraft’”’ are confusingly similar. 

In response to applicant’s argument that the marks as a whole are not likely 
to be confused because the word “craft,” as applied to hosiery, is merely descrip- 
tive, so purchasers would look to the words “Edge” and “Art” as indicia of origin, 
it was held that as a part of the marks in question the word “craft” is not de- 
scriptive, but is no more than suggestive of the claimed excellence of the products 
of the respective parties. 

In response to applicant’s introduction of a number of registrations alleged to 
show that the Patent Office has long considered the word “craft” as descriptive 
and that no exclusiveness is obtainable therein, it was held that these registrations 
would seem to be incompetent for the purpose offered, but in any event, since the 
word “craft” is disclaimed in none of them, they would not tend to establish ap- 
plicant’s point. 

It was held that the marks “Edgecraft” and “Artcraft” are artificial, not de- 
scriptive—a tie of two entirely different words which have no natural but only a 
forced association. 

It was further held that considering the nature of the merchandise to which 
they are applied, these marks are too nearly alike to be used concurrently without 
a reasonable likelihood of confusion.‘ 





3. Jose Arechabala, S.A. v. Victor M. Ramirez, Canc. No. 4159, 166 M.D. 796, June 23, 1945. 


4. Artcraft Hosiery Company v. Kenosha Full Fashioned Mills, Inc., Opp’n No. 22,813, 166 
M.D. 803, July 27, 1945. 
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Different Descriptive Properties 


“Neutrox” registered for dentifrice and mouth wash held not to be of same descriptive properties 
as “Nutrex” for a preparation containing vitamin B complex concentrated in brewers’ yeast 
extract. 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Vick Chemical Company, of New York, N. Y., 
to the application of the Nutrex Co., Inc., also of New York, N. Y., for registra- 
tion of the word “Nutrex,” claimed to have been used since June 23, 1943, as a 
trade-mark for a preparation containing vitamin B complex as found concentrated 
in brewers’ yeast extract. Opposer relied upon its ownership of the trade-mark 
“Neutrox,” registered April 5, 1938, for dentifrice and mouth wash. 

After noting that, obviously, the two marks are quite similar both in appear- 
ance and in sound, and that the Examiner of Interferences concluded that the 
goods of the parties possess the same descriptive properties, because both are phar- 
maceutical preparations, it was held that not all pharmaceuticals are necessarily 
merchandise of the same descriptive properties, and a vitamin preparation and 
a dentifrice are so radically different in all their essential characteristics, and are 
used for such widely unrelated purposes, that their concurrent sale under the marks 
here in question would not be reasonably likely to confuse the public or to deceive 
purchasers. 

In response to opposer’s argument that its product is medicinal in character, it 
was held that it has become such a common practice for manufacturers of like 
goods to advertise their alleged utility in the treatment of various disorders of 
the gums, that this particular attribute of opposer’s dentifrice is unlikely to be 
regarded by the public as a distinguishing factor, since it is essentially a tooth 
powder, and is so advertised and sold. 

It was held that the goods of the parties are of different descriptive properties, 
and the opposition was dismissed.° 








6. Vick Chemical Company v. Nutrex Co., Inc., Opp’n No. 22,882, 166 M.D. 795, June 14. 
1945, 
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PART Il 


SKOL COMPANY, INC. v. OLSON 
United States Court of Customs and Patent Appeals 
June 22, 1945 


TRADE-MARKS—SIMILARITY OF GOODs. 


Having advertised his mineral water as possessing therapeutic and medicinal properties 
and having led at least a part of the public to believe that it has such properties, appellee 
ought not now be heard to argue, in order that he may secure the registration of a mark 
similar to appellant’s registered mark, that his product is not medicinal in character and does 
not possess the same descriptive properties as medicinal preparations. 

TRADE- MARKS AND CORPORATE NAMES. 


The statute explicitly prohibits the appropriation of a mark which consists merely of the 
name of a corporation regardless of whether the mark is appropriated for merchandise of 
the same descriptive properties; and the mandate of the statute cannot be avoided by the 
alteration of an individual or corporate name which leaves it substantially identical in sound, 
meaning and appearance. 


Appeal from decision of the Commissioner of Patents dismissing opposition. 
Reversed: Garrett, J., specially concurring with opinion; Jackson, J., dissenting 
with opinion. 


Worthington Campbell, Mark N. Donohue and E. F. Wenderoth for appellant. 
Barthel & Bugbee and Charles R. Allen for appellee. 


Before Garrett, Presiding Judge, and BLANp, HATFIELD, JACKSON, and 
O’ConNELL, Associate Judges. 


O’CoNNELL, J.: 


This appeal presents two questions under Section 5 of the Trade-Mark Act of 
1905 to determine whether mineral water classified as a beverage is merchandise 
of the same descriptive properties as antiseptic sun lotion, antiseptic mouth wash, 
antiseptic cream, lipstick, deodorant, and Skol sun glasses which are classified as 
medicinal preparations; and whether “Skol,” the name of appellant corporation, is 
appropriated as a trade-mark by registration of the mark “Skoal.” 

The involved marks, “Skol” and “Skoal’” comprise a single word which is iden- 
tical in sound and in appearance ; the marks differ to the extent that appellee’s mark 
contains the additional letter “a” and the letter “o” is enlarged and incloses an il- 
lustration of a projected hand holding a glass of effervescent liquid. 

The two questions grow out of opposition proceedings instituted by appellant in 
the United States Patent Office in which the Examiner of Interferences sustained the 
opposition on the ground not only that the merchandise was of the same descriptive 
properties and the marks were confusingly similar; but also on the ground that 
registration of the mark “Skoal’” was prohibited as an appropriation of appellant’s 
corporate name. 
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The Commissioner of Patents, speaking through an Assistant Commissioner, 
reversed the decision of the examiner and dismissed the opposition on the grounds 
that since the merchandise was not of the same descriptive properties, the marks 
were not confusingly similar ; and that inasmuch as “Skoal” is a word defined in the 
dictionary and “Skol” is a “fanciful” word without significance except as appellant’s 
name or trade-mark, the name clause of the statute did not prohibit registration 
of the mark “Skoal.” 

From the final decision of the Patent Office, appellant brings the respective 
holdings of the Assistant Commissioner before this Court for review. 

Section 5 of the Trade-Mark Act of 1905, so far as pertinent to the issues here 
involved, provides: 


That trade-marks which are identical with a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same descriptive properties, 
or which so nearly resemble a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered: Provided, That no mark which consists merely in the name of an 
individual, firm, corporation, or association not written, printed, impressed, or woven in 


some particular or distinctive manner, . . . shall be registered under the terms of this 
Act. 


The decision rendered by the Assistant Commissioner was reported in 59 
U. S. P. Q. at page 70 and in his opinion he makes the following statement : 


... applicant’s sales of the product are “mostly in saloons,” where it is used in making 
highballs. It is essentially a beverage, sold as such; and any real or fancied medicinal 
properties that it may possess are merely incidental. 


Appellant offered the following testimony relative to the spelling, origin, and 
meaning of the terms which constitute the involved marks : 


Q. 112. How do you spell the name “Skol” as you use it? 

A. We spell “Skol” S-k-o-l. 

Q. 113. Are there any other variants of the spelling of this word? 

A. There are, S-k-o with an umlaut over it, -l, and S-k-o-a-l. All words come from 
the same origin, meaning skull, s-k-u-I-l. 

Q. 114. What is the origin of the word, if you know? 

A. The Viking word pronounced skol, S-k-o-l, which means skull, s-k-u-l-l. The Viking 
warrior, when he killed his opponent would scoop out the skull and use it as a drinking 
cup, and this became a word used by warriors in drinking to the good health of others. 


The following definition of the word “Skoal,” it will be noted, involves the 
term “skol,’”’ as quoted from Webster’s New International Dictionary : 


skoal (sk6l). interj. [Dan. & Nor. Skaal cup, health, toast, fr. ON. skal bowl. See Ist 

SCALE, n.] an exclamation pledging health in drinking —n. A salutation or toasting by 

crying “Skoal !”—skoal, v.t.&1. 

Appellant’s product was first imported from Europe in 1932 and sold in the 
American market under the mark “Skol.” In 1936 the business was incorporated 
under the laws of the state of New York as Skol Company, Inc., which corporation 
succeeded to the ownership of the respective products which had been sold here 
previously under the registered or unregistered brands known as “Skol.” 
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From 1936 to June 5, 1942, Skol Company, Inc., spent approximately $300,000 
in advertising its products and “In this country alone,” to quote the president of ap- 
pellant corporation regarding the sale of its Sun Tan Lotion, “We have sold several 
million bottles to date and this year [1942] . . . we should sell well over a million 
bottles.” 

The “Skol’” products were ordinarily sold in drug stores, five-and-ten-cent stores, 
beach pavilions, resort hotels, cigar stores, general stores, and in small country 
towns. 

A published article in the magazine, Mademoiselle, through mistake, referred to 
appellant as the owner of appellee’s product “Skoal.” 

Appellee Olson runs a bathing beach in Macomb County, Michigan, in the Mt. 
Clemens District and is engaged also in bottling mineral water obtained from a 
nearby well. Visitors to the beach used to go to the well and help themselves. A 
Dr. Meyer who had ulcers of the stomach when he was fifteen years old and was 
cured in Karlsbad, Bohemia, saw an analysis of the water from appellee’s well and 
urged him “by all means to put it on the market.” That was the inception of the 
enterprise and the water is now sold at the beach and elsewhere in split and other 
size bottles. Appellant’s “Skol’’ Sun Tan Lotion was not sold at appellee’s beach ; 
“the bathers brought it with them.” 

In advertising, appellee Olson had spent, at the time of the hearing in the 
Patent Office, “somewhere between fifteen and twenty thousand dollars.” This 
endeavor comprised newspaper advertising, display cards, exhibited in saloons and 
soft drink places ; and 25,000 mail order cards addressed to say all the people with 
arthritis whose names were on a list purchased by appellee. Pamphlets, circulars, 
and mediums of trade and local representation were also utilized. 

The theme of this advertising emphasized the beneficial medicinal qualities of 
the water and the results effected or to be effected by its use. Thus, in appellee’s 
Exhibit 2, we find this statement with numerous testimonials extolling the curative 
properties of appellee’s product: 


Rheumatics, persons suffering from kidney or stomach trouble and dropsy had found 
relief and encouragement from this mineral water. So grateful and enthusiastic were 
they, that they persuaded Nels L. Olson, the owner of the well to bottle and market it 
for national distribution. By this method, people all over the country could secure it 
whenever they so desire. 


Appelle Olson testified that he had four or five hundred saloons using his prod- 
uct in the neighborhood of Detroit, that it was also sold in soft drink places, that sick 
people with arthritis use it and that it was sold in cases for home use. A state- 
ment in appellant’s brief to the following effect is supported by the evidence: 


Applicant’s advertising of its water as a mixer for alcoholic beverages is predicated 
upon the medicinal properties of the water to prevent “morning after feeling” and to neu- 
tralize drink acidity (Applicant Exs. 3, 6). Applicant testified in response to a question 
by his own counsel that “neutralizes drink acidity” meant to him that his water is “prac- 
tically the same as Alka Seltzer” (Tr. p. 66). Moreover, one advertisement of his water 
as “mixer” carries with it, on the same page (Applicant Ex. 6) an article describing at 
length the medicinal and therapeutic properties of the mineral water. 
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The primary purpose of that portion of the Trade-Mark law with which we are 
here concerned is to prevent confusion or mistake in the mind of the public and the 
deception of purchasers as to the origin of goods of competing vendors. To effect 
that purpose, courts have given a liberal interpretation to the statutory phrase “mer- 
chandise of the same descriptive properties,” and have held that Congress could 
not in the employment of that term have meant only such goods as were identical. 
See, Three In One Oil Company v. St. Louis Rubber Co., Inc., 24 C. C. P. A. 
(Patents) 828, 87 F. 2d 479 [25 T.-M. Rep. 424]. Therefore, many identical or 
similar marks have been refused registration because of confusing similarity al- 
though the articles involved were actually different. Jn re Laskin Brothers, Inc., 
32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 U. S. P. Q. 225. 

In the sale of the merchandise here involved, the respective parties look to the 
general public which buys from the dealers who handle the goods. The merchan- 
dise is, or is likely to be, sold in the same class of markets, for example: drug stores, 
department stores, and beach pavilions. Appellant stated: “in each beach there is no 
pharmaceutical counter. They sell bottles of everything together, and most people 
just ask for a bottle of “Skol.’’ In so doing a customer might get a bottle of mineral 
water when he wanted a bottle of sun tan; and if the order were given by telephone 
the confusion would likely be more aggravating.” 

Under the law, similarity of sound is of itself sufficient to constitute confusing 
similarity of marks when the marks are applied to merchandise of the same de- 
scriptive properties. Cluett, Peabody & Co., Inc. v. Denver M. Wright, 18 C. C. 
P. A. (Patents) 937, 46 F. 2d 711 [21 T.-M. Rep. 130] ; Traders Oil Mill Company 
v. Lever Brothers Company, 26 C. C. P. A. (Patents) 899, 100 F. 2d 249 [29 T.-M. 
Rep. 162]. 


It should be here noted that in his advertising appellee Olson urges: 
If your Drug Store or Grocer Cannot Supply Skoal—Phone MA 5834 for delivery. 


Generally speaking, natural mineral waters, used merely for beverage purposes, 
are not medicinal preparations and, therefore, do not possess the same descriptive 
properties as the medicinal preparations of the appellant company. However, ap- 
pellee advertises his particular kind of mineral water as possessing medicinal and 
therapeutic properties and it appears from the record that at least some who have 
used appellee’s mineral water for medicinal purposes, in accordance with his ad- 
vertising have found it efficacious in relieving an arthritic condition. Furthermore, 
the appellee testified, on direct examination, that his mineral water was practically 
the same as “Alka Seltzer” which is obviously a medicinal preparation. 

Accordingiy, having advertised his mineral water as possessing therapeutic and 
medicinal properties and having led at least a part of the public to believe that it 
has such properties, appellee ought not now be heard to argue, in order that he may 
secure the registration of a mark similar to appellant’s registered mark, that his 
product is not medicinal in character and does not possess the same descriptive 
properties as medicinal preparations. 

There can be no serious dispute as to the fact that the involved marks are 
identical in sound and meaning, and it is manifest that any distinction in appear- 
ance as exists between them is not of sufficient significance to effect a distinguish- 
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ing feature. The record discloses that the involved merchandise is of the same de- 
scriptive properties, that the concurrent use of the respective marks thereon by the 
parties would be likely to cause confusion or mistake in the mind of the public, and 
that registration of appellee’s mark probably would result in damage to appellant. 

Although it is not necessary to the decision in this case, it is considered im- 
portant to review the Commissioner’s holding that appellant’s corporate name, 
Skol Company, Inc., is not protected under the name clause of the statute against 
the registration of the word “Skoal’’ as a trade-mark. 

In determining the question presented in cases of this kind, the facts of each 
particular case must be distinctly considered. However, as stated by this Court in a 
frequently cited case: “The trend of modern judicial decisions in trade-mark mat- 
ters is to show little patience with the newcomer who in adopting a mark gets into 
the borderline zone between an open field and one legally appropriated to another. 
As between a newcomer and one who by honest dealing has won favor with the 
public, doubts are always resolved against the former.” Skelly Oil Co. v. Powerine 
Co., 24 C. C. P. A. 790, 86 F. 2d 752 [27 T.-M. Rep. 78]. The record in this case 
discloses that appellant’s business, like that of many other American enterprises, 
was conceived in humble circumstances and has risen to success in nation-wide pro- 
portions through the toil and management of its founder. 

Appellee in the instant case has completely appropriated the entire name of 
appellant corporation and the question arises if the installation by appellee of a 
letter ‘‘a” in the middle of appellant’s corporate name, and the enlargement of 


‘ 


its letter ‘‘o” with the inclusion therein of a hand holding a glass of effervescent 
liquid avoids the mandate of the statute. 

It is to be here noted that in the literature distributed by appellee to pro- 
mote the sale of his product, the letter “o” was used at times without enlarge- 
ment over the other letters and the hand holding the glass of effervescent liquid was 
entirely eliminated therefrom, for example “Skoal Mineral Water Co.” 

The statute explicitly prohibits the appropriation of a mark which consists 
merely of the name of a corporation regardless of whether the mark is appropriated 
to merchandise of the same descriptive properties ; and in determining whether an 
involved mark actually consists merely in the name of a corporation, such terms as 
“company,” “incorporated,” and “inc.” are to be eliminated from consideration 
inasmuch as they do not serve to identify any corporation in particular. Holly 
Molding Devices v. Esquire, Inc., 32 C. C. P. A. (Patents) 935, 148 F. 2d 355, 
65 U.S. P.Q. 125. Furthermore, the transportation of the letters of a name, the em- 
phasis by enlargement of one of such letters, the insertion of an additional letter or 
the substitution of one letter for another, such as a “y” for an “1,” are not variations 
of sufficient significance, when an entire name has been appropriated as a mark, to 
avoid the mandate of the statute. See American Steel Foundries v. Robertson, 
Commissioner, et al., 269 U.S. 372 [16 T.-M. Rep. 51]; Walgreen, Jr. v. Green- 
wald Hosiery Co., Inc., 31 C. C. P. A. (Patents) 798, 139 F. 2d 713, 60 U. S. P. Q. 
243; Fyr-Fyter Co. v. William L. Barrell Co., Inc., 32 U.S. P. Q. 261; Tinker v. 
M. F. Patterson Dental Supply Company, 287 F. 1041 [13 T.-M. Rep. 140]. 

In the opinion of this Court in Holly Molding Devices v. Esquire, Inc., supra, the 
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rule of law which governs the determination of the question in cases of this kind was 
quoted to the following effect : 


It is believed that the controlling principle underlying the requirement of the statute 
that a mere name, unless written or printed in a distinctive manner, may not be registered, 
is that the distinctive manner in which the name is displayed must be of a character as to 
give such a distinct impression to the eye of the ordinary observer as to outweigh the sig- 
nificance of the mere name. 


It follows from the rule of law stated in the foregoing cases and the authori- 
ties cited therein that an individual or corporate name appropriated in its entirety 
cannot be registered as a trade-mark, and the mandate of the statute cannot be 
avoided by the alteration of such a name which leaves it substantially identical in 
sound, meaning and appearance. 

The statute makes no distinction in principle between the appropriation of the 
name of a corporation and the name of an individual, which is to prevent fraud; 
and despite the fact that the marketed products are totally unrelated in character, the 
courts will prohibit the appropriation of the name of an established concern if by 
such appropriation confusion as to the origin of the goods, among other things, will 
result in profit to the newcomer. Furthermore, the law requires the newcomer to 
take reasonable precautions against leading the public to understand that his goods 
are the product of a concern already established. See L. E. Waterman Company v. 
Modern Pen Company, 235 U. S. 88, 94 [5 T.-M. Rep. 1]. 

In the instant case, the Commissioner of Patents dismissed the opposition to the 
registration of appellant’s corporate name not on the ground that it was written, 
printed or impressed in some particular or distinctive manner, but on the ground 
that “‘skol” was a “fanciful” word without meaning except as appellant’s name or 
trade-mark, whereas appellee’s mark ‘ ‘Skoal’ is a dictionary word, defined as ‘an 
exclamation pledging health in drinking,” and “it thus has an appropriate sugges- 
tive significance as applied to applicant’s goods.” 

The respective marks herein are identical in sound and when spoken as writ- 
ten each represents the appellant’s corporate name. As hereinbefore described, each 
word of the respective marks is identical in meaning and derivation; and the fact 
that a word used in a foreign language is not defined in the dictionaries published in 
and for the people of the United States does not of itself warrant the holding of the 
Assistant Commissioner of Patents that such a word is “fanciful” in character and 
without protection as a corporate name. The Assistant Commissioner of Patents 
was clearly in error in holding that the name clause of the statute did not pro- 
hibit registration of the mark ‘“Skoal,’”’ inasmuch as it is in effect the appellant’s 
corporate name and is not written or printed in such a particular or distinctive 
manner as to warrant its registration as a trade-mark. 

Appellant contends that in the normal extension of its business it has conducted 
negotiations with a view of marketing a soft drink under its registered trade-mark. 
It is unnecessary, however, to consider the point in this opinion in view of the con- 
clusions which have been expressed. 

For the reasons stated, the decision of the Commissioner of Patents is reversed. 
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GarreETT, Presiding Judge, specially concurring. 


I do not agree that the goods of the parties are of the same descriptive properties 
but agree that the registration sought by Olson should be denied under the name 
clause of the Trade-Mark Registration Act. 


Jackson, Judge, dissenting. 


Appellee filed in the United States Patent Office his application for registration 
of the notation “Skoal,” in which the letter O is larger than the other letters and 
surrounds a hand holding a glass of effervescent liquid. The mark is applied to 
“natural carbonated mineral water, in Class 45, Beverages, non-alcoholic.” 

Subsequent to publication, appellant, concededly prior in use, filed its notice of 
opposition, relying upon its registered mark “Skol” applied to an antiseptic and 
germicide for the relief of skin irritations. 

The allegations in the notice relate to the confusion in trade and name clauses 
of Section 5 of the Trade-Mark Act of 1905. 

Both parties took testimony, and many exhibits were filed in the case. 

It appears that appellee owned some wells in Macomb County, Michigan, and 
that many people drank the water. A certain doctor, who had been cured of ulcers 
of the stomach in Karlsbad, Bohemia, observed the analysis of the water and told 
appellee that it was very similar to that of Karlsbad, and advised him “by all 
means put it on the market,” and that was the reason appellee became interested in 
marketing the water. The water after coming from the wells is artificially car- 
bonated, so that it is to all intents and purposes a sparkling water such as is used 
for beverage purposes, either by itself or with other beverages, such as alcoholic 
liquors, and is sold principally in saloons, and principally advertised in publications 
of interest to those engaged in the liquor business. 

Like most natural mineral waters, it is advertised as having an anti-acid effect 
upon the stomach, and also like most mineral waters it is advertised in some degree 
as having a beneficial effect on those who are afflicted with ailments said to result 
from acid conditions, such as rheumatism, arthritis, etc. 

In the opinion of the Examiner of Interferences the medicinal properties of ap- 
pellee’s goods were no less important, he stated, than those making it suitable for 
use as a beverage or mixing ingredient. Therefore he concluded that many of ap- 
pellee’s customers would purchase his product as a medicinal preparation for internal 
use, and that appellant’s externally-applied antiseptic and germicide were closely 
enough related in character as to possess the same descriptive properties, and that 
therefore the concurrent use of the marks would be likely to cause confusion. In 
support of his holding, the examiner cited four Patent Office decisions. The ex- 
aminer further held, in effect that appellee had appropriated appellant’s corporate 
name. 

Upon appeal, the Commissioner reversed the decision of the Examiner of Inter- 
ferences, 59 U. S. P. QO. 70, and from that decision this appeal was taken. 

From the nature of the goods of the parties, and the record in the case, I am 
unable to concur in the holding of the majority that the goods of the parties pos- 
sess the same descriptive properties. I cannot bring myself to the belief that a 
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natural carbonated mineral water used as a beverage, can possibly be considered as 
possessing the same descriptive properties as “lotion for preventing sunburn and for 
promoting tanning, and for after-shaving lotion,” for “antiseptic and germicide for 
relief of sunburn, windburn, and chapping, for cuts, blisters, cold sores, ringworm, 
athlete’s foot, hives, burns, abrasions, scalds, and other skin irritations,’ and for 
“eye glasses.” Even though appellee testified that the effect of his water was the 
same as that of “Alka Seltzer,” this to my mind clearly meant that it had anti-acid 
properties. Therefore, it is immaterial that the trade-marks of the parties are pro- 
nounced alike. 

The case of Kroll Bros. Co. v. Rolls-Royce, Ltd., etc., 29 C. C. P. A. (Patents) 
897, 126 F. 2d 495 [32 T.-M. Rep. 238], has been cited as supporting appellant’s 
contention with respect to the alleged appropriation of its corporate name. The 
decision there was based largely upon that of the case of American Steel Foundries 
v. Robertson, Commissioner et al., 269 U. S. 372 [16 T.-M. Rep. 51]. I find noth- 
ing in either of those cases to impel me to hold here that the doctrine concerning the 
appropriation of corporate names announced there is applicable. We have held 
many times in trade-mark litigation that each case is to be decided in view of its own 
facts, and that precedents are not to be relied upon. ‘“Skoal” is a dictionary word, de- 
fined by the lexicographers as an exclamation pledging health in drinking. It surely is 
of appropriate significance as applied to appellee’s goods. “Skol,”’ the dominant 
word of appellant’s corporate name, is merely a fanciful term. Appellee has 
adopted neither the corporate name nor any part thereof in his trade-mark. The 
statute prohibits the registration of a mark consisting “merely in the name of an 
individual, firm, corporation, or association not written, printed, impressed, or woven 
in some particular or distinctive manner, . . . [emphasis added]. It is true that 
the names of the parties sound the same, but from the way in which the mark sought 
to be registered appears it clearly is printed “in a particular or distinctive man- 


” 


I do not think that in the natural or normal extension of business appellant 
would include a mineral water. To my mind, the business of dealing in mineral 
waters is totally unrelated to appellant’s business, and I do not believe that the 
use of appellee’s mark as applied to his goods would cause any confusion as to 
origin, or that appellant would be likely to suffer damage as a result of the registra- 
tion of appellee’s mark. 

The decision of the Commissioner of Patents should be affirmed. 
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FRASER kT. AL., DOING BUSINESS AS THE RU-EX COMPANY v. WILLIAMS, 
DOING BUSINESS AS RUX LABORATORIES anp WILLIAMS S.L.K. 
LABORATORIES 


District Court, Eastern District Wisconsin 
July 14, 1945 


TRADE-MARKS—PROOF OF First USE. 

The burden of proof rests heavier in proving first use in trade-mark cases than the usual 
preponderance of evidence required in civil cases, for plaintiffs must establish their contentions 
by evidence so cogent as to leave no reasonable doubt in the mind of the court that the trans- 
actions occurred substantially as stated. 

TRADE-MARKS—WRONGFUL USE OF REGISTRATION LEGEND. 

Use of phrase “Reg. U. S. Pat. Off.” on cartons and labels after denial of application for 
registration held to constitute misrepresentation to the public and is sufficient to bar equitable 
relief. 


Action for trade-mark infringement and unfair competition in which defendant 
counterclaimed for trade-mark infringement and unfair competition. Decree for 
plaintiffs. 


Brezina, Buckingham & Spengler and Alvin M. Strand for plaintiffs. 
Lecher, Michael, Spohn & Best for defendant. 


Durry, D. J.: 


Plaintiffs bring this action for alleged infringement of the trade-mark, trade- 
name, and trade-brand “Ru-Ex” and also for unfair competition. Defendant by 


counterclaim makes similar charges against the plaintiffs with reference to his 
trade-mark and trade-name “Rux.” Both “Ru-Ex” and “Rux” were and are used 
to designate pharmaceutical products in powder form for the treatment of rheu- 
matism. 

The defendant has established by abundant evidence, including documentary 
proof, his adoption and use of the name “R.U.X.” for his product as early as 
January, 1934, and the continuous use thereafter, first in the form of “R.U.X.” 
and after the latter part of 1936 as “Rux.” The principal sales of “Rux’’ have been 
on the West Coast and in various states west of the Mississippi River, although it 
also has been distributed in most of the other states. The largest volume of sales 
was between 1937-1941 inclusive, with 1938 being the peak year. “R.U.X.” and 
“Rux” were advertised principally over the radio and in newspapers and maga- 
zines. ‘“Rux’’ was usually referred to as “Rux” Compound. During the same 
period defendant marketed another remedy known as “Williams S.L.K. Formula,” 
a stomachic. 

As to the adoption and use of “Ru-Ex”’ prior to 1934, plaintiffs are forced to 
rely almost entirely upon the recollection of witnesses. That plaintiffs’ business 
predecessor sold ‘“Ru-Ex” in Canada in December, 1934, was sufficiently proved 
however. A Canadian license dated September 26, 1934, was granted to Ru-Ex 
Remedy Company of Toronto, Canada, and a certificate of registration was issued 
to the same company on November 2, 1934. The Canadian business was conducted 
solely in Canada, the labels and supplies being purchased there. A Canadian firm 
name and address were used. 

It is doubtful that such proof is sufficient to establish in plaintiffs the exclusive 
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trade-mark rights to the name in the United States. Moxie Co. v. Noxie Kola Co. 
of New York, 29 F. Supp. 167 [29 T.-M. Rep. 345] ; Le Blume Import Co., Inc. v. 
Coty, 293 F. 344 [13 T.-M. Rep. 233]. In any event the date of the Canadian sales 
is subsequent to the time when defendant had adopted and used “R.U.X.” in the 
United States. 

Plaintiffs insist, however, that the sales in Canada show that the product had 
been successfully tried out at an earlier date in this country, and that a Chicago 
manufacturer would not undertake to market a remedy in Canada which had not 
first been established in the United States. While such is a permissible conclusion, 
it is one which does not necessarily follow. In a letter dated June 5, 1941, plaintiffs’ 
business predecessor who supervised the Canadian business said, “There is one 
thing about Canada, it is a good testing ground.” 

Any rights which the plaintiffs may have to the exclusive use of “Ru-Ex” stem 
from Charles G. Foucek who was the proprietor of a drug store at 1801 South 
Racine Avenue in Chicago. Foucek was of Bohemian nationality, and prior to 
1924, in addition to the retail sales at his drug store, carried on a small mail order 
business in pharmaceutical preparations with others of his nationality, referred to 
in the testimony as the “Bohemian trade.” He advertised in Czech almanacs and 
sent out catalogues to those replying, listing about twenty remedies. No catalogue 
or advertisement was produced wherein the name of ‘““Ru-Ex”’ was used, but wit- 
nesses were produced who recalled that in the days when he operated his drug 
store, Foucek had a liquid preparation for rheumatism called “Rumix”’ and also 
a powdered preparation which he sometimes designated as “Ru-Ex”’ or “Ru-Ex’”’ 
powder. 

Milton W. Folds, son of C. G. Foucek, was associated with his father during 
most of the period from 1917 to 1941. In 1924 the father sold the drug store at 
1801 South Racine Avenue. From 1924 to 1929 he conducted a laboratory at 1832 
South Racine Avenue, and one at 1020 South Wabash Avenue from 1929 to 1931, 
and another at 510 North Dearborn Street for a portion of the year in 1931, but 
separated from his son and opened a store and laboratory on Blue Island Avenue in 
the latter part of 1931; thereafter, from 1933 to 1940, he conducted a laboratory at 
3635 West Cermak Road, at which place his son was again associated with him. 
The business relationship between father and son was somewhat informal. The 
son claimed to be a partner and testified, ‘““We acted as partners, like father and son 
would. We always had a verbal partnership agreement.” 

The principal product made and sold by Foucek was Aurine Ear Balm. Foucek 
carried on the business sometimes under his own name but usually under the name 
of Aurine Remedy Company. Later an Illinois corporation was formed under the 
name, Aurine Co., Inc. Milton Folds devoted most of his time to promoting the 
sale of Aurine Ear Balm, especially after his father sold the drug store in 1924. 

In addition to Milton Folds, the principal witnesses for plaintiffs were Miss 
Loy who was employed by Aurine Remedy Company from 1929 to 1932, and from 
late 1933 to the present time, and witness Michalek who was employed by Foucek 
from 1919 to 1933. Both testified that one of the remedies sold was “Ru-Ex.” In 
answer to the following leading question “Did Mr. Foucek put on those rheumatic 
powders some trade-mark, the same trade-mark which is shown on this label, 


Exhibit 1, namely ‘Ru-Ex?’” Michalek testified, “Well, the old man had several 
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different names for the same. Sometimes he would call it ‘Ru-Ex’ and sometimes 
he would call it ‘Foucek’s Rheumatic Powders,’ and he had different terms to call 
it, it was not consistent, but he did call it, I recall ‘Ru-Ex’ and I also recall ‘Rheu- 
matic Powders.’ ” 

Exhibit 1 referred to is a small partially printed and partially typewritten label. 
“Foucek’s Premium Prescription” is printed across the top, under which, on 
separate lines, the words “No.,” “Remedy For,” and “Directions,” are printed, 
each followed by a line for an insert, and the words “Ru-Ex,” “Rheumatism,” and 
“Follow Directions Enclosed in Box” are respectively typewritten in the blank 
spaces. Not much weight can be given to the label itself, as the name “Ru-Ex” 
easily could have been typewritten on an old unusued label long after Foucek sold 
his store in 1924, In fact the testimony disclosed that on occasions some old labels had 
been used after plaintiffs’ predecessors moved to a new location, but usually the ad- 
dress was then altered. However, Exhibit 8 is a label which contains the printed name 
“Ru-Ex” as well as directions for the use of the powder with the juice of four 
lemons. At the foot of the label appears “Aurine Remedy Company, 1020 So. 
Wabash Ave., Chicago.” This is the only documentary proof that the name 
“Ru-Ex” was used by Foucek at all prior to the defendant’s adoption and use of 
“Rux” in 1934. 

The use of the term “Ru-Ex” on a remedy for rheumatism was old, as is shown 
by the trade-mark registration No. 116896 by Albert S. Glass under date of June 
5, 1917. The basis for trade-mark rights is the association in the public mind of 
the mark with the goods. American Photographic Pub. Co. v. Ziff-Davis Pub. Co., 
135 F. 2d 569, 573 [33 T.-M. Rep. 308]. Something more than mere adop- 
tion is essential. The use must be general, continuous, exclusive, and applied to 
the goods and used in trade under such circumstances of publicity and length of 
use as to show intention to adopt the mark for specific goods. Continental Corpora- 
tion v. National Union Radio Corporation, 67 F. 2d 938 [24 T.-M. Rep. 33]. 

The burden of proof rests heavier in this case than the usual preponderance 
of evidence required in civil cases, for plaintiffs must establish their contentions 
by evidence so cogent as to leave no reasonable doubt in the mind of the court that 
the transactions occurred substantially as stated. H. Mueller Manufacturing Co. v. 
Glauber, 184 F. 609, 618; Moline Plow Co. v. Rock Island Plow Co., 212 F. 727, 
732; American Lecithin Co. v. Warfield Co., 128 F. 2d 522, 526. Although the fore- 
going cases relate to the proof of prior invention, no good reason is perceived why 
the same rule should not apply to a prior use of a trade-mark. See Brewster-Ideal 
Chocolate Co. v. Dairy Maid Confectionery Co., 62 F. 2d 844, 20 C. C. P. A. 
(Patents) 848 [23 T.-M. Rep. 86]. In a recent case, Empire Crafts Corporation 
v. National Silver Co., 60 F. Supp. 1020, 65 U. S. P. Q. 477, the court stated: 
“.. . The law applicable to patents where priority of inventions is involved is equally 
applicable to trade-marks in that the plaintiff cannot rely on a mere preponderance 
of evidence, but must overcome the prior decisions by testimony which in ‘charac- 
ter and amount brings thorough conviction.’ . . .” 

I do not think the plaintiffs have presented the requisite degree of proof for the 
period prior to January, 1934, in order to establish priority of appropriation and 
use. True it is that Foucek’s two sons and three other witnesses testified from 
recollection that Foucek had used “Ru-Ex” as the name for his powdered rheumatic 
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remedy in the period before January, 1934; however, courts do not look with favor 
upon memory testimony given many years after the events occur. Adam Hat 
Stores, Inc. v. Monroe Shirt Co., 143 F. 2d 993 [34 T.-M. Rep. 264]; Becker v. 
Electric Service Supplies Co., 98 F. 2d 366; Raymond v. Royal Baking-Powder Co., 
85 F. 231. In addition, other circumstances cast a grave doubt upon the accuracy 
of the recollection of these witnesses. None of the business books or ledger sheets 
kept by plaintiffs’ predecessors, such as ledger sheets pertaining to purchases of 
supplies, lists of names, printing bills or rental payments, makes any mention of 
“Ru-Ex.” They do, however, made mention of other products such as Aurine, 
Auro Capsules, Kleerex, Cherry Cough Balm, and Mvkol, the latter being a liquid 
rheumatic remedy. The invoices, letterheads, order blanks, etc., which were used 
during the same period make no reference to “Ru-Ex.” The catalogue and copies 
of ads produced by plaintiffs are silent as to “Ru-Ex,” but do mention other prod- 
ucts by their trade-names. Recent orders sent by customers to the old addresses 
of plaintiffs’ predecessors refer to Aurine, but not to “Ru-Ex.” Testimony that 
“Ru-Ex” ads had appeared in Chicago and Naperville newspapers was presented, 
but neither the records of the publishers nor copies of the ads were produced. 

Because of all this I reached the conclusion that the plaintiffs have not met the 
burden of proof required to establish the priority of appropriation and use of “Ru- 
Ex. 

I have also considered defendant’s contention that the plaintiffs lost any right to 
the trade-mark ““Ru-Ex’”’ by reason of a sheriff’s sale upon execution in July of 
1932. Certain physical assets used in the manufacture and sale of products at 510 
North Dearborn Street were sold, but this was after C. G. Foucek had moved to 
the Blue Island address and was there carrying on his mail order business in a 
limited way. Milton Folds was in possession of the goods at the Dearborn Street 
address and whatever transfer of title to the physical assets may have occurred had 
no effect upon any right that Charles G. Foucek may have had to make use of the 
name and mark “Ru-Ex.” 

Considering now the defendant’s counterclaim, I am of the opinion that he 
conducted his business in such a manner that a court of equity should not grant 
him affirmative relief. 

In 1936 defendant sent an application for registration of the name “Rux”’ to the 
United States Patent Office, which application, after some time, was denied. How- 
ever, the defendant used the phrase, “Reg. U. S. Pat. Off.” on its cartons and labels 
from 1937 to the date of trial. Defendant and his counsel admit that the defendant 
had no right to use such notation and claim it was unintentional and an oversight, 
and that Harry Williams had given instructions that the notation be eliminated. 
It is difficult to believe that the notation appeared for a period of years without the 
knowledge and acquiescence of the defendant. It is more likely that defendant desired 
to use up his old cartons and labels and took a chance. This constitutes misrepre- 
sentation to the public and is sufficient to bar equitable relief. Notaseme Hosiery 
Co. v. Straus, 231 F. 243 [3 T.-M. Rep. 87]. 

Furthermore, since 1939 the plaintiffs have expended more than $500,000 in a 
vigorous nationwide advertising campaign. They have featured the use of their 
product with lemon juice and have copyrighted some thirty-two phrases such as 
“For Rheumatic Pain Try This Lemon Juice Recipe,” and “For Rheumatic Pains 
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Use Lemon Juice Recipe.” After this advertising campaign was under way and 
in the latter part of the year 1940, the defendant began to feature the lemon juice 
recipe, using the phrase, “Rheumatic Pain Try New Lemon Juice Recipe.” This 
obviously was an attempt by defendant to benefit from plaintiffs’ expensive ad- 
vertising campaign and could only cause confusion to the public. 

Moreover, prior to 1939 defendant had operated under the name of Williams 
S.L.K. Laboratories and all of his labels and cartons were marked accordingly. But 
in 1939, after the start of plaintiffs’ advertising campaign, he changed the labels and 
cartons by substituting Rux Laboratories for Williams S.L.K. Laboratories. How- 
ever, he continued to invoice his customers as Williams S.L.K. Laboratories. This 
manner of invoicing of course would not come to the notice of the purchasing pub- 
lic. 

In defendant’s earlier labels the name “Williams” and R.U.X. appeared in the 
same size letters, and in some cases the name “Williams” even predominated. Then 
later the name “Williams” was deleted from the top of the label, and the word 
“Rux” was given the predominant position. It was not until after plaintiffs had 
demanded that the defendant cease using the word “Rux” that the name “Williams” 
was restored to the top of the label. Such business conduct was not playing the 
game fair. Selchow & Righter Co. v. Western Printing & Lithographing Co., 29 
F. Supp. 569, 572. Defendant is not entitled to equitable relief. 

While the decree to be entered will not enjoin the defendant from using the 
trade-mark “Rux” for reasons heretofore set forth, he may be enjoined from fea- 
turing a lemon juice recipe in phrases similar to those widely advertised and copy- 
righted by the plaintiffs. He may also be enjoined from using the name “Rux 
Laboratories” on his cartons and labels, and may be required to use the word 
“Williams” in conjunction with the word “Rux’” when the latter word dominates 
the label or carton, the letters in the word “Williams” to be at least one-half the 
size of those in the word “Rux.” Defendant will also be enjoined from using 
the notation “Reg. U. S. Pat. Off.” on his cartons and labels, at least until such 
time as a registration may be approved. 


HOUSE OF WESTMORE, INC. v. DENNEY 
Circuit Court of Appeals, Third Circuit 
August 21, 1945 


TRADE-MARKS—UNFAIR COMPETITION—GENERAL PRINCIPLES. 

The action for unfair competition exists as separate and apart from any statutory 
rights, the trade-mark law being but a part of the broader field of the unfair competition 
action. The Trade-Mark Act of 1905 was not intended to change the common law prin- 
ciples as embodied in the field of unfair competition. 

TRADE-MARKS—REGISTRATION. 

A suit under the Act can give rise only to recovery for the infringement of a walid 
trade-mark. But the possessor of a mark invalid for purposes of registration is not barred 
from bringing an action for unfair competition. 

TrRADE-M AaRKS—DESCRIPTIVENESS—INVALIDITY. 

Held “Over-Tone” is descriptive of a solid dry cake of cosmetic preparation and registra- 

tion is invalid. There is consequently no infringement. 
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UNFAIR COMPETITION—INVALID REGISTRATION. 
The determination of invalidity of a registration is not dispositive of the issue of unfair 
competition. 

Appeal from District Court for Eastern District of Pennsylvania. Action for 
declaratory judgment as to trade-mark invalidity and non-infringement in which 
defendant counterclaimed for trade-mark infringement and unfair competition. 
From judgment for plaintiff, defendant appeals. Modified. 


Henry N. Paul and Samuel E. Darby, Jr., for plaintiff-appellee. 
Howson & Howson and Norris, Lex, Hart & Eldredge for defendant-appellant. 


Before Biccs, Circuit Judge, and Forman and Leany, District Judges. 


ForMAN, D. J.: 


Appellant, Frances Denney, is the manufacturer of a cosmetic preparation sold 
under the registered trade-mark “Over-Tone,” issued January 21, 1941, as No. 
384,464. The product consists of a solid dry cake packaged in a round flat com- 
pact, distinctive in color and design. 

Appellee, House of Westmore, Inc., is the manufacturer of a cosmetic prepara- 
tion sold under the registered trade-mark “Overglo,” issued January 5, 1943, as No. 
399, 428. Its product is in liquid form and is packaged in a bottle distinctive also in 
color and design. 

The parties will be referred to in this memorandum by the name of their product 
for the purpose of simplifying what appears to be a complicated history of the 
case." 

On May 4, 1943, “Overglo” filed its amended complaint seeking a declaratory 
judgment of invalidity, and of non-infringement, of the trade-mark “Over-Tone” ; 
and injunction restraining “Over-Tone” from asserting that a use of the product 
“Overglo” constituted an infringement of the mark “Over-Tone” and restraining 
“Over-Tone” from threatening “Overglo’s” customers with legal action for such use 
of the product “Overglo”; and for damages by reason of said unfair competitive 
practices. 

“Over-Tone” answered the amended complaint by denying that it intimidated 
the customers of “Overglo” and that its trade-mark is invalid, but asserted that the 
trade-mark “Overglo” is invalid in that it is confusingly similar to the trade-mark 
“Over-Tone ;” that it notified “Overglo” and its customers of its rights under its 
mark and that it intended to bring suit if there was a continued violation of its rights ; 
and that its mark is valid, distinctive and of great value to it. Along with its answer 
“Over-Tone” counterclaimed for an injunction restraining “Overglo” from the use 
of its product under that name, and for damages caused by “Overglo’s” infringement 
of the mark “Over-Tone” and by its unfair competition. 

“Overglo” filed a general denial in reply to ‘“Over-Tone’s” counterclaim, and 
alleged that the mark “Over-Tone” is invalid and not infringed by the mark “Over- 
glo.” 





1. In the lower court “Overglo” indicated the plaintiff and “Over-Tone” the defendant. 
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At the trial is was brought out that the appearance of the two products and their 
containers are distinctly dissimilar ; that both products are used for the identical pur- 
pose, i.e., as bases or foundations to which other cosmetics are to be subsequently 
applied ; and that both products retail for the same price. It appeared that upon the 
disagreement of the parties concerning the questions of infringement and unfair 
competition, ‘““Over-Tone” wrote letters to approximately all of the customers of 
“Overglo” stating that it believed that the name “Overglo” infringed its trade-mark 
and urged these customers to discontinue its sale. Evidence was admitted relating 
to the history of the manufacture and sale of the two products and the extent to 
which they were sold and advertised. Several paid investigators testified on behalf 


of ‘“Over-Tone” to show the confusing similarity between the names of the two 
products. 


The trial court found that the combination of words contained in the mark 
“Over-Tone” was descriptive of a quality or characteristic of the article sold, 
and concluded that the trade-mark was invalid. It also found that if ‘“Over-tone”’ 
was held to be a valid trade-mark, “Overglo” infringed.’ 


The court found, in addition, the following: 


I find that the defendant was not guilty of bad faith in sending out the notices of 
infringement, that it did so not for the purpose of destroying the plaintiff's business but 
for the purpose of protecting its trade-mark. 


The judgment of the lower court follows: 


This cause having come on to be heard on final hearing upon the pleadings and proofs 
taken on behalf of both of the parties hereto, and counsel for the respective parties having 
been heard, and due consideration having been had, and the Court’s findings and conclusions 
having heretofore been filed now, it is 

Ordered, adjudged and decreed, as follows: 

1. That defendant’s trade-mark “Over-Tone” is invalid. 


2. “I find as a fact that, if ‘Over-Tone’ be held a valid trade-mark, ‘Overglo’ infringes. 

“Although I have found ‘Over-Tone’ invalid as a trade-mark I think it well to deal with the 
matter of infringement in order that all issues may be before the Appellate Court, in the event 
an appeal should be taken. 

“On first impression the two words strike one as being confusingly similar. The mere fact 
that both begin with the same word, ‘over’ is probably not sufficient to make them so, but when 
the plaintiff combined ‘over’ with another one-syllable word in which the dominant sound is also 
the long ‘O’ and which has an idea-association not too far removed from that of ‘tone’ I think 
that the line was overstepped. It is not visual comparison but memory comparison that counts. 
Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 101 [20 T.-M. Rep. 403]. Of course, one 
who had been accustomed to buying and using ‘Over-Tone’ would probably not accept ‘Overglo’ 
by mistake, but if it had been merely recommended in a conversation with a friend or through 
advertising confusion might arise. It must be borne in mind that this is a product which sells for 
only $1.50 and that customers are not likely to give the same attention to the name of what 
they are buying as if the article were a piano. 

“The defendant’s testimony goes far to confirm this conclusion. The plaintiff criticizes it as 
coming from paid investigators, but that criticism goes only to its credibility. However, I accept 
it as true and, being so accepted, the fact that it comes from paid investigators had nothing to do 
with the inferences to be drawn from it. Of course, the investigators themselves were not de- 
ceived or confused. 

* * * 
The Clerks were not paid investigators and their spontaneous and practically unanimous re- 
action to the effect that the customer meant one thing when she said another is significant evi- 
dence of what the ordinary person in the trade thinks of the similarity of the two names.” 
(Opinion of Judge Kirkpatrick filed April 8, 1944.) 
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2. That the complaint herein, insofar as it prays for a declaratory judgment of non- 


infringement and an accounting for damages because of alleged unfair competition, be and 
the same hereby is dismissed. 


3. That defendant’s counterclaim be and the same hereby is dismissed. 
4. No costs are awarded. 


‘There is no such thing as property in a trade-mark except as a right appurtenant 
to an established business or trade in connection with which the mark is employed.” 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. See also 
Certain-Teed Products Corp. v. Philadelphia & Sub. Mortg. G. Co., 3 C. C. A, 
49 F. 2d 114 [21 T.-M. Rep. 433]. Where a trade-mark is so connected with a 
product it is a symbol which indicates the origin of the particular product. It is at 
this time that the user of the mark has a right to prevent his product from being 
confused in the trade with another product. The diversion of established busi- 
ness by means of unfair business practices on the part of another is the basis of the 
user’s complaint when this right is invaded. Industrial Rayon Corp. v. Dutchess 
Underwear Corp., 92 F. 2d 33, 35 [27 T.-M. Rep. 665]; cert. den’d, 303 U. S. 
640. The cause of action known as unfair competition is the means whereby a 
person aggrieved obtains relief against such unfair competitive practices. This 
action exists today separate and apart from any statutory rights which the owner 
of a trade-mark possesses. The trade-mark law as it exists is but a part of the broad 
field of action of unfair competition which covers the former and other assaults 
upon the product of good-will built up through business practice. Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 412-414 [6 T.-M. Rep. 149]. Unfair competition 
is based on equitable principles and may be distinguished from infringement of a 
trade-mark in that it does not involve the violation of the exclusive right to use a 
word, mark or symbol, but rather involves any violation of a right arising from the 
operation of an established business. G. W. Cole Co. v. American Cement & Oil 
Co., 130 F. 703; Dennison Mfg. Co. v. Thomas Mfg. Co., 94 F. 651. Quite aside 
from the statutory rights granted under the Trade-Mark Acts, a proprietor of a 
trade-mark or trade-name identified with his business and characterized by advertis- 
ing and good will built by him, has a cause of action against one who by unfair 
means usurps the good-will and distinctive attributes of the business so constructed 
by the other. See Hanover Milling Co. v. Metcalf, supra. 

The Trade-Mark Act of 1905, 15 U. S. C. A. §81 et seq., was not intended to 
change the common law principles of trade-marks as embodied in the field of unfair 
competition. It gave rise to a right in those persons entitled to registration under 
it to invoke the jurisdiction of the federal courts in suits to protect the mark against 
infringement thereof and eliminated the necessity of showing a wrongful intent on 
the part of such persons by providing that registration of a trade-mark under the 
Act shall be prima facie evidence of ownership of that mark. Armstrong Co. v. 
Nu-Enamel Corp., 305 U. S. 315; 15 U. S.C. A. §96. Registration, however, 
does not abridge the remedies available without registration, but rather enlarges 
those remedies. Dwinell-W right Co. v. National Fruit Product Co., 129 F. 2d 848, 
851 [32 T.-M. Rep. 326]. A suit under the Act can give rise only to recovery for 
the infringement of a valid trade-mark. The possessor of a mark invalid for pur- 
poses of registration is not barred from bringing an action for unfair competition. 
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The introduction of an element susceptible of deceiving the market, which is so 
confusingly similar to the business practice that one has built up in association 
with a trade-mark, name or device, is an unfair practice which gives rise to the 
right of action. Although registration of a trade-mark by the Patent Office fur- 
nishes a presumption of ownership and validity of the mark, it does not conclusively 
establish either ownership of the mark or its validity. Both may be questioned in 
any suit in which validity is relied upon. Armstrong Co. v. Nu-Enamel Corp., 
supra; Kellogg Co. v. National Biscuit Co., 71 F. 2d 662, 666. The ultimate burden 
of proving these elements rests therefore upon the one who seeks to sustain the 
mark in a statutory action for infringement or in a common law action for unfair 
competition based on confusing similarity of mark. 

The first issue to consider in the instant case is whether the trade-mark ‘“‘Over- 
Tone,” as applied to a solid dry cake of cosmetic preparation sold in a round flat con- 
tainer, is descriptive of a quality or characteristic of the article sold. An affirmative 
holding on this issue invalidates the trade-mark and bars recovery for its infringe- 
ment in an action seeking relief therefrom brought under the trade-mark statutes 
or based on common law rights. 

A review of other decisions concerning the descriptive qualities of words and 
names as trade-marks and trade-names does not aid in determining whether “Over- 
Tone” is descriptive of a quality or characteristic of the product. The divergence 
of views of different courts is great. The extremes in either direction are sup- 
ported by numerous decisions, each of which may be cited with equal impres- 
siveness. A number of such cases were mentioned by the trial court. The con- 
clusions of the courts appear to be based upon their individual points of view and 
impressions of the particular case at hand. 

We find the judgment of the trial court that the word “Over-Tone”’ is de- 
scriptive to be logical, reasonable and an exercise of sound judgment based upon a 
careful consideration of all the factors involved. In view of the wide divergence 
of opinion of other courts, we can see no reason why this tribunal should substitute 
its judgment for that of the trial court where the judgment of the latter is not 
arbitrary, capricious or unreasonable and has a basis in fact and in law. 

We affirm the holding of the trial court that the trade-mark “Over-Tone”’ is 
descriptive and invalid for the reasons set forth in its opinion. The issue of in- 
fringement on the part of “Overglo” is thereby resolved by reason of this finding, 
and that portion of “Over-Tone’s” counterclaim dealing with alleged infringe- 
ment on the part of “Overglo” was properly dismissed. 

The finding of the trial court that in sending out notices of infringement “Over- 
Tone” was not guilty of bad faith and that it did so not for the purpose of destroying 
“Overglo’s” business but for the purpose of protecting what it believed to be a valid 
trade-mark, is supported by the evidence and likewise should be sustained. The 
damages sought by “Overglo’”’ covered these acts on the part of “Over-Tone” ex- 
clusively and no others. Accordingly, that portion of the judgment of the trial 
court which dismissed the complaint insofar as it prayed for an accounting for 
damages because of alleged unfair competition is proper. 

The trial court declined to grant a declaratory judgment that “Overglo” did not 
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infringe “Over-Tone,” which relief was prayed for in “Overglo’s” complaint. As 
support for this action on its part, the trial court found that, “if ‘Over-Tone’ be held a 
valid trade-mark, ‘Overglo’ infringes.” This finding is also supported by the evi- 
dence and the denial of the declaratory judgment of non-infringement is affirmed. 

The counterclaim sets forth two causes of action, although not separately stated 
—one based upon infringement of trade-mark and the other based upon unfair com- 
petition. The trial court dismissed the counterclaim. The finding of invalidity jus- 
tified this action insofar as the counterclaim sought a remedy for infringement. 
However, the trial court failed to find facts sustaining the dismissal of the counter- 
claim insofar as it dealt with the charge of unfair competition. The determination 
alone that “Over-Tone”’ is invalid is not dispositive of the issue of unfair competi- 
tion. The invasion of the common law rights of “Over-Tone” alleged in the counter- 
claim upon which it prayed for relief therein is in issue. At least some evidence per- 
taining thereto has been introduced, and a determination should have been made as 
to whether or not it is a fact that “Overglo” engaged in unfair competition against 
“Over-Tone”’ and the legal conclusions to be drawn therefrom. 

The judgment of the trial court is affirmed except as it dismissed the counter- 
claim of “Over-Tone.” In this respect it is reversed and remanded for findings of 
fact and conclusions of law as to the charge of unfair competition alleged therein. 


J. S. TYREE, CHEMIST, INC. v. THYMO BORINE LABORATORY 
Circuit Court of Appeals, Seventh Circuit 
November 1, 1945 


TRADE-MARKS—SIMILARITY OF MARKS—SIMILARITY OF Goons. 

Held ‘“Ty-Reen,” used on a product which is essentially a mouth wash, but for which 
value is claimed as an antiseptic, a gargle, and in the treatment of superficial cuts and 
scratches, is similar to “Tyree,” used principally as a powder for a douche, but described 
as a general antiseptic for cuts, abrasions, non-venomous insect bites, as a foot wash for 
tender, tired and perspiring feet, as a gargle, and for offensive perspiration, in a douche 
solution. 


Appeal from District Court for Eastern District of Wisconsin. Action for trade- 
mark infringement and unfair competition. From decree for defendant, plaintiff 
appeals. Reversed. 


Curtis B. Morsell, A. L. Morsell, Jr.,and Arthur E. Dowell, Jr., for appellant. 
Ira Milton Jones for appellee. 


Before Evans, Major and Kerner, Circuit Judges. 
KERNER, C. J.: 


This is an appeal from a decree dismissing plaintiff's complaint which charged 
defendant with unfair competition and infringement of its registered trade-marks. 

Plaintiff, J. S. Tyree, Chemist, Inc., has for many years been engaged in the 
manufacture and sale, in various states of the Union, including Wisconsin, of an 
antiseptic adapted for use in solution. Plaintiff is the owner of three trade-marks 
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—‘‘Tyree’s Powder” dated December 2, 1919; ‘“‘Tyree’s Antiseptic Powder” dated 
January 9, 1923; and “J. S. Tyree” dated August 5, 1930. The first two marks 
were granted under the ten-year clause of the Act of 1905, 15 U. S. C. A. §85, 
and plaintiff’s use of these marks extends back to the 1890’s. All of the marks 
are employed by plaintiff on an antiseptic powder used primarily for a douche. 
The powder is put up in a white box or package 2%” wide, 2%” long, and 414” 
deep, having a characteristic dark blue wrapper, through which wrapper, printed in 
a straight line, in black letters, appear the words “Tyree’s Antiseptic Powder,” and 
a script signature, “J. S. Tyree,” is superimposed across the label. The label fea- 
tures, in larger type than the balance of the printing, “Tyree’s Antiseptic Powder.” 
The powder is sold under the name “Tyree’s” or “Tyree,” which is the dominat- 
ing feature of the trade-mark registrations. 

The labels which plaintiff affixes to its packages, besides bearing its trade-marks, 
describe the antiseptic powder as a general antiseptic for cuts, abrasions, non- 
venomous insect bites, as a foot wash for tender, tired and perspiring feet, as a 
gargle, and for offensive perspiration, in a douche solution. 

Defendant, incorporated under the laws of Wisconsin in 1926, sells in the 
State of Wisconsin and in interstate commerce a medicinal preparation used as an 
astringent, deodorant and antiseptic lotion, put up in labeled bottles and packaged 
in a nile-green, black and white carton. Upon the solid green portion of the package, 
in black letters, appear the words: 


A TRUE 
ANTISEPTIC 


TY-REEN 


TRADE MARK 
FORMERLY KNOWN AS 


THYMO BORINE 


‘(CONTAINS 28% ALCOHOL) 


el 
Sa 
ase 
Vv 


On the upper two of three white parallel bands running horizontally around the 
lower third of the box appear the following words: 


Germicide Deodorant 
Delightfully Refreshing 


while the third and lowest band reads “Active Ingredients: Thymol, Menthol, 
Eucalyptol. Oils of : Wintergreen, Peppermint, Cassia. Glycerine 15%.” 
At the bottom, on the solid black portion of the package, appears: 
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3 Fluid Ounces 

Prepared by 

Thymo Borine Laboratory 
Milwaukee, Wis., U. S. A. 

From 1926 until December, 1939, defendant identified its product by the trade- 
mark “Thymo-Borine,’ which was registered October 14, 1924. In 1939, the 
United States Department of Agriculture required defendant to change its trade- 
mark on the ground that the name suggested only a part of the ingredients used. 
Thereupon defendant adopted the mark “Ty-Reen,” a contraction of its former mark 
“Thymo-Borine,” and filed an application in the Patent Office for registration of the 
trade-mark, ““Ty-Reen.”’ Plaintiff filed an opposition to the registration, testi- 
mony was taken by both parties, and on December 16, 1941, the Commissioner 
of Patents sustained the opposition and held that defendant was not entitled to the 
registration of ““Ty-Reen.”’ 

The record of the opposition proceedings between the parties, introduced in 
evidence by plaintiff in the instant case, contained the testimony of eight retail 
druggists, seven of whom had had from 20 to 30 years’ experience. This evidence 
was to the effect that plaintiff's product was a douche powder and that some of 
these druggists had never heard of its use for any other purpose; that plaintiff’s 
product was kept on shelves with other articles of feminine hygiene; and that 
defendant’s product was favorably known as a mouth wash and was kept on 
shelves with such products as listerine. 

Prior to trial a survey was conducted by an investigator hired by plaintiff, who, 
in some drug stores, orally requested “Tyree Antiseptic,” in others ‘“Tyree’s Anti- 
septic,” but in no case did he ask for ““Tyree’s Antiseptic Powder” or use the word 
“powder.” In eight out of ten instances he was given “Ty-Reen.” In six cases 
the investigator presented to the druggist written slips asking for various items 
including “Small Tyree Antiseptic” and “Small Tyree.” In no instance did these 
slips specify “Tyree’s Antiseptic Powder” or include the written designation 
“powder.” In four of these cases he was given “Ty-Reen.”’ 

The trial judge made special findings of fact upon which he stated his con- 
clusions of law. In his findings of fact he found, inter alia, that defendant had 
never attempted to simulate the facsimile signature “J. S. Tyree” with or without 
the printed words “Chemist, Inc. ;” that the registration for the facsimile signature 
stated that it (the product) was to be used “for antiseptic powders . . . ;” that plain- 
tiff’s two other registrations specifically referred to powder and antiseptic powder 
respectively ; that the name “Ty-Reen,” when spoken, does have a similar sound 
to “Tyree,” but that defendant’s packages are clearly distinguishable from plaintiff's 
packages; that defendant had scrupulously avoided any piratical methods for the 
purpose of stealing the good-will the plaintiff has built up for its product; and 
that clear, rational, and obvious distinction exists between the products of the plain- 
tiff and the defendant. The conclusions of law were that defendant had not colorably 
imitated any of plaintiff’s three trade-marks nor had it affixed them to merchandise 
of substantially the same descriptive properties, and that the use by defendant of 
the mark “Ty-Reen” in connection with a liquid antiseptic does not infringe any 
rights of plaintiff's trade-marks. 
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The function of a trade-mark is to designate the goods as the product of a 
particular trader and to protect his good-will against the sale of another’s product 
as his. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]; 
California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 [31 T.-M. 
Rep. 121]; and Philco Corporation v. Phillips Mfg. Co., 133 F. 2d 663, 671. 
Consequently, one who establishes the use of his mark in a going trade or business 
so as to distinguish his product from that of others, is entitled to be protected from 
the use of it by others in the same territory on goods which will be thereby con- 
fused with his product and likely to be passed off as such. Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403, 412 [6 T.-M. Rep. 149]. The protection which the 
law gives the owner of a trade-mark is not confined to the goods upon which it is, 
or has been, used by the owner of it, but extends to products which might be rea- 
sonably thought by the buying public to come from the same source if sold under 
the same mark. Vogue Co. v. Thompson-Hudson Co., 300 F. 509 [15 T.-M. Rep. 
1]; Mantle Lamp Co. v. Aladdin Mfg. Co., 78 F. 2d 426 [25 T.-M. Rep. 427]; 
Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 105 F. 2d 908; 
and California Fruit Growers’ Exchange v. Windsor Beverages, supra. His mark 
is the brand by which his goods can be identified, and when it is used by another 
the reputation of his mark, and consequently his own business reputation, are placed 
to that extent beyond his control. Unless the use by that other is upon goods so 
unlike his own or in territory so far from that which he has exploited that it will 
not create confusion, it will be enjoined. Standard Brands Incorporated v. Smid- 
ler, 151 F. 2d 34, decided August 10, 1945, C. C. A., Second Circuit [35 T.-M. Rep. 
277). 

Defendant places special emphasis on the findings of the court that it has 
scrupulously avoided any piratical methods for the purpose of stealing plaintiff’s 
good-will and that no evidence suggests that defendant sought to pawn off its prod- 
uct as that of the plaintiff. 

Upon the issue of infringement, these findings are immaterial since infringe- 
ment does not depend upon the good faith or the bad faith of the infringer. It is 
the fact that matters. United Drug Co. v. Obear-Nester Glass Co., 111 F. 2d 
997, 999 [30 T.-M. Rep. 365]; Thaddeus Davids Co. v. Davids Mfg. Co., 233 
U. S. 461, 471; and Gehl v. Hebe Co., 276 F. 271 [12 T.-M. Rep. 154]. 

There is no absolute test in fact or in law by the application of which a court 
can determine whether defendant’s trade-mark infringes an older trade-mark of 
plaintiff. But there are many judicial expressions which furnish a practical 
standard or test. Most of the statements are variations of the rule enunciated 
many years ago in the case of Seixo v. Provenzende, L. R. 1 Ch. Div. 192, thus: 
“What degree of resemblance is necessary is from the nature of things, a matter 
incapable of definition a priori. All that courts of justice can do is to say that no 
trader can adopt a trade-mark so resembling that of a rival as that ordinary pur- 
chasers, purchasing with ordinary caution, are likely to be misled.” Brown-Forman 
Distillery Co. v. Arthur M. Bloch Liquor Importers, 99 F. 2d 708 [28 T.-M. Rep. 
579]. See also Nu-Enamel Corp. v. Armstrong Paint & Varnish Works, 95 F. 2d 
448 [26 T.-M. Rep. 73], affirmed 305 U. S. 315; and Johnson & Johnson v. Bauer 
& Black, 82 F. 662. 
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In our case there are few, if any, of the essential or controlling facts in dispute. 
Whatever dispute exists has to do with the conclusions drawn from the facts. The 
question, therefore, is whether the court’s conclusions are correct. 

At the threshold, defendant makes the point that since the case was tried without 
a jury and the court entered special findings of fact, the findings may not be 
set aside unless clearly erroneous. 

True it is, the trial court has the primary function of weighing the evidence and 
finding the facts, and we are bound by the findings if they are supported by the 
evidence. The rule, however, does not operate to entrench with like finality, the 
ultimate fact conclusions drawn therefrom. United States v. Anderson Co., 119 
F. 2d 343; Murray v. Noblesville Milling Co., 131 F. 2d 470; and Mid-Continent 
Inv. Co. v. Mercoid Corp., 133 F. 2d 803. 

With these observations in mind we pass to the question whether defendant 
has infringed plaintiff’s trade-mark rights. We agree with plaintiff that the 
answer depends upon whether the goods of the respective parties are, within the 
contemplation of the law, goods of substantially the same descriptive properties, 
and whether defendant’s mark “Ty-Reen” is deceptively similar to the name by 
which plaintiff's (“Tyree” or “Tyree’s’) product is known. 

The court found that both plaintiff's and defendant’s products have been sold 
in the same drug stores; that plaintiff’s product is recommended as a general anti- 
septic, as a gargle, and for the treatment of cuts and abrasions ; and that defendant’s 
product, while essentially a mouth wash, has value claimed for it as an antiseptic 


and as a gargle and in the treatment of superficial cuts and scratches. We accept 
these findings. 


There are, however, facts and circumstances which must be taken into con- 
sideration in applying the rule for which defendant contends. First. The testi- 
mony of the druggists who testified before the Examiner of Trade-Mark Inter- 
ferences was admitted before the trial judge as an exhibit, at the request of plain- 
tiff, it is true; nevertheless, we are in as good a position to weigh their testimony 
as was the trial judge. Western Union Telegraph Co. v. Bromberg, 143 F. 2d 
288. Second. The undisputed testimony of the investigator showed that he 
orally requested “Tyree Antiseptic” and in eight out of ten instances he was given 
‘“Ty-Reen” ; and that in four out of six cases when he presented written slips to 
the druggist asking for various items including “Small Tyree Antiseptic” and 
“Small Tyree,” he was given “Ty-Reen;” and that the name “Ty-Reen” when 
spoken has a similar sound to “Tyree.” Under this state of the record we think the 
evidence clearly showed there was confusion between the products of the parties 
warranting a decree of infringement. 

In reaching this conclusion we have not overlooked the case of Philco Corp. v. 
Phillips Mfg. Co., 133 F. 2d 663. The controlling question in the Philco case 
was whether the goods upon which the parties used their respective marks were 
so similar that under the law defendant’s use of its mark would be enjoined. In 
that case defendant used its mark only upon portable machines for the degreasing 
of metal objects and upon parts and accessories for such machines. The plaintiff, 
however, applied its mark to lubricators, refrigerators, radios, and phonographs, 
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and the goods of the respective parties were expensive and were bought by critical 
purchasers exercising a high degree of caution. The trial court found that plain- 
tiff did not manufacture or sell any equipment competing with, similar to, or de- 
signed for the uses for which defendant’s apparatus was solely useful; and that 
there was no competition between plaintiff and defendant. As opposed to this, in our 
case, plaintiff's and defendant’s products are both antiseptics, are both sold in the 
same drug stores to customers without prescriptions, to ordinary purchasers, pur- 
chasing, with ordinary caution, and have coinciding uses in respect to the treatment 
of cuts and abrasions. 

The decree is reversed and the cause is remanded to the District Court with 
instructions to proceed in accord with the views herein expressed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancelation 


Held that petitioner has not shown that he is damaged by the registrations 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the petition of The Schiff Company, of Chicago, IIl., to cancel eleven 
trade-mark registrations, issued under the provisions of the Act of February 20, 
1905, and owned by The Scholl Mfg. Co., Inc., of Columbus, Ohio. It was held 
that petitioner has attempted to prove, and respondent to disprove, that the 
several registered marks are descriptive of the merchandise to which they are 
respectively appropriated ; but the testimony in that regard constitutes merely the 
conflicting opinions of nonexpert witnesses, and is without probative value. 

After observing that the petition to cancel alleges that petitioner sells shoes in 
its stores, and that registration of the marks by respondent has restricted the use 
of the English language and the description and marketing of petitioner’s products, 
because the registrations are descriptive of various and sundry characteristics of 
petitioner’s shoes as well as the products of others doing business throughout the 
United States, it was held that there is no direct allegation that petitioner has had 
occasion to use any of respondent’s marks in describing its goods; nor does the rec- 
ord afford any particulars with respect to the various and sundry characteristics 
of petitioner’s shoes of which either of the marks may conceivably be regarded as 
descriptive. 

After enumerating the registered trade-marks and observing that only one of 
them, “Practipedic,” is registered for shoes, it was held that in the petition to cancel 
that mark it is not alleged to be descriptive of shoes or of their character or equality, 
because the allegation is that it is simply a contraction of the words practical and 
pedic, and describes the proper treatment of the feet by massage, foot exercises or 
other methods practiced by practitioners specializing in the feet. 

It was held that assuming, without deciding, that the mark is thus descriptive, it 
does not follow that petitioner is damaged by its registration, because there is no 
showing that it describes anything in which petitioner deals. It was also held that 
it may further be assumed that each of the other marks listed is descriptive of the 
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goods for which it is registered. But since petitioner does not claim that it sells 
any like goods, there is neither likelihood of confusion, nor possibility of injury to 
petitioner, by reason of the registrations. 

After noting that the parties to this proceeding were involved in an opposition 
proceeding (The Scholl Mfg. Co., Inc. v. The Schiff Co., 552 O. G. 573, 58 U. S. 
P. Q. 86) where respondent opposed petitioner’s application to register the nota- 
tion “Medico Pedic” as a trade-mark for shoes, relying upon its ownership of the 
eleven registrations here sought to be canceled; and the Assistant Commissioner 
sustained the opposition on the ground that “Medico Pedic” was confusingly 
similar to respondent’s mark “Practipedic,” previously registered for the same 
goods, in response to the argument that the very filing of the opposition was in- 
jurious to petitioner, it was held that it is unnecessary to pass upon the question thus 
presented, because it has no bearing upon any issue raised by the petition to cancel ; 
having failed to plead use of its mark, or respondent’s opposition to the registra- 
tion thereof, evidence respecting those matters is not pertinent and may not properly 
be considered.’ 


Petitioner does not relinquish any rights by failure to oppose application for registration 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences 
who had sustained the petition of Elizabeth Arden Sales Corporation, of New 
York, N. Y., to cancel trade-mark registration No. 397,973, issued September 29, 
1942, upon an application filed June 10, 1942, to Charles of the Ritz, Inc., also of 


New York, N. Y. Respondent’s mark is the notation “Feather Touch” for toilet 
cream. Petitioner’s registered mark upon which it relies is “Ardena Feather 
Light Foundation Cream” the words “Light” and “Foundation Cream” being dis- 
claimed for face cream. This mark was registered December 22, 1942, upon an 
application filed May 13, 1941. In its answer respondent admitted that the goods 
on which the respective marks in issue are used are of the same descriptive proper- 
ties. Neither party took testimony. 

In response to respondent’s argument that although the two cases were copend- 
ing in the Patent Office, no interference was declared between them, and re- 
spondent’s earlier registration is entitled to a presumption of validity and noncon- 
flict with petitioner’s subsequently issued registration, it was held that since peti- 
tioner’s filing date and presumptive date of first use was prior to the date of first 
use claimed by respondent, the declaration of such an interference would have been 
improper. 

It was held, moreover, that respondent’s registration would not be entitled to 
any presumption of “nonconflict” with petitioner’s registration, even were these 
dates reversed, since, unlike an opposition or a cancellation proceeding, the declara- 
tion of an interference is a matter peculiarly within the discretion of the Examiner 
of Trade-Marks, and over which applicants have no control. 

It was held that petitioner relinquished none of its rights by failure to oppose 
respondent’s application for registration; much less should it be prejudiced because 


1. The Schiff Company v. The Scholl Mfg. Co., Inc., Canc. No. 4184, 166 M. D. 827, August 
23, 1945. 
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no interference was declared; and finally, any ex parte ruling by the Examiner of 
Trade-Marks as to absence of conflict between the marks would have been subject 
to correction in this cancellation proceeding. 

It was held that respondent’s registration is prima facie valid, but petitioner 
needed to offer nothing more than its own registration to overcome that presump- 
tion of validity. 

It was held that the expressions “Feather-Light” and “Feather Touch” are so 
closely similar as to render the marks as a whole confusingly so when applied to sub- 
stantially identical merchandise of the character here involved.’ 


Capable of Trade-Mark Significance 
“Inch-Marked” held to be registrable under Act of 1920 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks 
who had refused to register to Republic Steel Corporation, of Cleveland, Ohio, the 
notation “Inch-Marked,” under the provisions of the Act of March 19, 1920, as a 
trade-mark for electrically welded pipe, conduit, and tubing composed of iron, 
steel or ferrous alloys, on the ground that the mark merely describes a functional 
measure marking appearing on applicant’s products, and for that reason is in- 
capable of indicating the origin of the goods with which it is used. 

After noting that the mark is concededly descriptive of the goods, that de- 
scriptive marks are registrable under the Act of 1920 provided only that they are 
capable of trade-mark significance, and that applicant has submitted evidence tending 
to establish that its mark has been accepted by the trade as indicating origin, it was 
held that the case is a close one; but upon the record presented the doubt as to 
registrability should be resolved in applicant’s favor since, if the registration proves 
to be injurious to any of applicant’s competitors, the statute provides a simple remedy 
by way of cancelation.° 


Classification 
Diapers in Class 39 


Frazer, F. A. C.: Denied the petition of Henry H. Frede in an application 
to register a trade-mark for disposable diapers, in Class 39, Clothing, where appli- 
cant, in attempting to overcome a reference, sought to have such goods transferred 
either to Class 37 or Class 44. 

After nothing that a few years ago, textile diapers were transferred from Class 
42 to Class 39, because they were properly described as articles of clothing, it was 
held that although applicant’s diapers are not made of textile fabric, but are made of 
cotton batting and paper, they are still diapers, just as a paper collar still is (or was) 
a collar; and for classification purposes there is no distinction between applicant’s 
product and the more orthodox variety, so that applicant’s goods are correctly clas- 


sified in Class 39.* 


2. Elizabeth Arden Sales Corporation v. Charles of the Ritz, Inc., Canc. 4322, 166 M. D. 
832, August 28, 1945. 

3. Ex parte Republic Steel Corporation, Ser. No. 447,447, 166 M. D. 822, August 17, 1945. 

4. Ex parte Henry H. Frede, Ser. No. 473,809, 166 M. D. 792, June 6, 1945. 
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Conflicting Marks 


“Health-o-Weigh” and “Club Health Weigh” are too nearly alike to be used concurrently on 
identical goods. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Continental Scales Corporation, of Chicago, IIl., the notation 
“Health-o-Weigh,” under the provisions of the Act of February 20, 1905, as a 
trade-mark for weighing scales. 

It was held that manifestly “Weigh” is descriptive of the intended use of ap- 
plicant’s goods, and is thus descriptive of the character or quality thereof. 

It was further held that the Examiner was correct in requiring a disclaimer 
of the word “Weigh,” since a composite mark which includes a descriptive word, 
although the mark as a whole does not consist merely in descriptive words or de- 
vices, is nonregistrable without a disclaimer of the descriptive word. 

In response to applicant’s argument that the previous certificate of registration 
of the trade-mark “Club Health Weigh,” for the same goods, is subject to cancela- 
tion on the basis of its own alleged prior use of the trade-mark “Health-o-Meter,” 
and that hence the registration should not be made effective as a bar against the 
present application, it was held that the registration must be assumed to be valid 
for the purpose of this proceeding, and can be overcome, if at all, only by the institu- 
tion of an appropriate cancelation proceeding; and unless and until canceled, it 
stands as a statutory bar to the registration of any confusingly similar mark for 
merchandise of the same descriptive properties. 

It was further held that “Health-o-Weigh” and “Club Health Weigh” are too 
nearly alike in appearance, sound and significance to be used concurrently on iden- 
tical goods without likelihood of confusion. 


“Androplex” anticipated by “Androstin” for identical goods 


Henry, A. C.: Reversed the action of the Examiner of Trade-Marks who 
had dismissed the opposition of Ciba Pharmaceutical Products, Inc., of Lafayette 
Park, Summit, N. J., to the application of Vincent Christina & Co., Inc., of New 
York, N. Y., for the registration of its trade-mark “Androplex,” for a pharma- 
ceutical preparation for the treatment of male sex hormone deficiencies by intra- 
muscular injection. The opposition was based upon opposer’s ownership and prior 
use on identical goods of its trade-mark “Androstin.” 

It was held that the test is not whether the two marks are distinguishable when 
placed side by side for inspection and comparison, but whether they so resemble each 
other that an ordinary purchaser buying with ordinary caution is likely to be mis- 
led. 

After noting that the prefix “andro” as used in the two fanciful words constitut- 
ing the trade-marks under consideration would seem to be common property, it was 
held that the question for decision becomes whether an honest use of the trade- 
mark “Androplex” by the corporate applicant long after its rival in business had 


5. Ex parte Continental Scale Corporation, Ser. No. 441,233, 166 M.D. 800, July 10, 1945. 
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adopted and used its trade-mark “Androstin” for the identical goods and made it 
known among its customers and probable patrons will be likely to cause confusion in 
trade or deceive purchasers. 

It was held that it would, since the two marks are so nearly alike as to deceive 
both the eye and the ear. They contain the same number of letters, and the type 
is of the same size. No part of the mark of the late comer is either written or ar- 
ranged in any distinctive way, and both the prefix and suffix of the mark have not 
acquired distinctive meanings.° 


“Vanogel” anticipated by “Amphojel” for the same class of merchandise 


Henry, A. C.: Affirmed the action of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of John Wyeth & Brother, Incorporated (by 
change of name, Wyeth, Incorporated), of Philadelphia, Pa., to the application of 
Van Pelt & Brown, Inc., of Richmond, Va., for registration of its trade-mark 
“Vanogel” for a preparation in liquid or tablet form embodying colloidal aluminum 
hydroxide for the treatment of gastric duodenal ulcers. Opposer relied upon its 
prior use and ownership of its trade-mark “Amphojel” for the same class of mer- 
chandise. 

After noting that it was agreed by both parties at the hearing that the sole ques- 
tions involved on this appeal are whether (1) the opposer, as an intervenor, has 
the right to qualify under the confusion-in-trade clause of Section 5 of the Trade- 
Mark Act of 1905, and whether (2) the marks so nearly resemble each other that 
their use upon identical goods would be likely to cause confusion in trade, it was 
held that the first of these contentions may be quickly disposed of for the reason 
that when an opposer relies upon a registration under the Act of 1905, the validity 
of the registered mark may not be challenged in an opposition proceeding. 

After noting that the first syllables of the marks, “Amph” and “Van,” are en- 
tirely different from each other, it was held that the endings of both marks are 
substantially the same, so that the sounds of these endings render the entire marks 
so similar in appearance, sound and suggestive meaning that, notwithstanding the 
difference between the first part of the marks, their concurrent use on goods of the 
same descriptive qualities would be likely to cause confusion and mistake in the 
mind of the public and to deceive purchasers.’ 


“Cremaderm” anticipated by “Tresaderm” for similar goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Sharp & Dohme, Incorporated, of Philadelphia, Pa., to the 
application of William R. Warner & Co., Inc., of New York, N. Y., for registra- 
tion of the word “‘Cremaderm” as a trade-mark for a cream ointment base, use 
being claimed since March 9, 1943. Opposer relied upon its ownership of the trade- 
mark “‘Tresaderm,” registered November 3, 1942, for astringents, analgesics, anti- 


6. Ciba Pharmaceutical Products, Inc. v. Vincent Christina & Co., Inc., Opp’n No. 23,132, 
166 M. D. 807, August 1, 1945. 

7. Van Pelt & Brown, Inc. v. John Wyeth & Brother, Incorporated (By change of name, 
Wyeth, Incorporated), Opp’n No. 22,817, 166 M. D. 805, August 1, 1945. 
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septics and ointments and preparations having any of the properties and uses of 
astringents, analgesics, antiseptics and ointments, including astringent, analgesic 
and antiseptic ointments. 

It was held that ““Cremaderm”’ and “Tresaderm,” viewed in their entireties, 
look and sound too much alike to be used concurrently in trade on merchandise of 
the same descriptive properties without likelihood of confusion, since each mark 
has the same number of letters, and syllables, the second and third syllables are 
identical, and of the nine letters making up each mark, seven are the same and 
are identically located. 

In response to applicant’s argument that the common suffix “derm,” signifying 
“skin,” is descriptive of the goods of both parties and does not in itself possess 
trade-mark significance, it was held that that is equally true of the prefix “Crem” 
in applicant’s mark, so that the facts would seem to require that equal weight be 
given to both syllables, ““derm” and ‘‘Crem.’”* 


“Macleay Duff” confusingly similar to “Duffy” or “Duff's,” all for whisky 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks to 
register to Macleay Duff (Distillers) Limited, of Glasgow, Scotland, the name 
“Macleay Duff,” under the provisions of the Act of March 19, 1920, as a trade- 
mark for Scotch whisky. The application was rejected in view of two prior registra- 
tions issued under the provisions of the Act of February 20, 1905. One is for malt 
whisky for medicinal purposes and the other is for whisky. Both registered marks 
include design features, but a prominent element of each is the name “Duffy,” 


or “Duff's.” 

In response to applicant’s argument that in the mark for which it seeks registra- 
tion the word “Duff” is completely dominated by “Macleay” it was held that, if for 
no other reason, the difficulty ordinary American purchasers would have in pro- 
nouncing this latter word would tend to make it of relatively minor importance. 

It was held that it is reasonable to suppose that the goods of the parties would 
be called for as ‘“Duff’s” or as ‘“Duffy’s’” and since the difference in appearance 
and sound between the two words is so slight, their concurrent use on whisky is 
likely to confuse the mind of the public or to deceive purchasers.” 


“Tenamines” for the hydrolysation product of proteins (amino acids) confusingly similar to 
“Parenamine” for a nutritive substance composed largely of amino acids 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Frederick Stearns & Company, of Detroit, Mich., to the 
application of Rudolph Rebold, of New York, N. Y., for registration of the word 
“Tenamines,” claimed to have been used since April 3, 1943, as a trade-mark for the 
hydrolysation product of proteins (amino acids). Opposer relied upon ownership 
of the trade-mark “‘Parenamine,” registered July 20, 1943, for a nutritive sub- 
stance composed largely of amino acids—a protein substitute. 


8. Sharpe & Dohme, Incorporated v. William R. Warner & Co., Inc., Opp’n No. 22,690, 
August 3, 1945. 

9. Ex parte Macleay Duff (Distillers) Limited, Ser. No. 460,900, 166 M. D. 816, August 7, 
1945. 
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It was held that concessions made in applicant’s brief leave for determination 
only the one issue of whether the marks, as applied to the respective goods of the 
parties, are confusingly similar. 

In response to applicant’s assertion that in both marks the word “amine” is de- 
scriptive of the goods, it was held that although opposer is not entitled to the ex- 
clusive use of the word “amine” in a trade-mark for the goods in question, it by no 
means follows that applicant is entitled to the proposed registration. 

It was held that the resemblances in the marks are not confined to the suffixes ; 
they contain the common major portions “enamine,” and differ only in that appli- 
cant has substituted the single letter ‘““T” for the three-letter component “Par” 
in opposer’s mark, and has made “amine” plural; so that “Parenamine’” and 
“Tenamines” do not differ sufficiently, either in sound or in appearance, to be 
used concurrently in trade without a reasonable likelihood of confusion.” 


“Rosan” confusingly similar to “La Rosa” for goods of same descriptive properties 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of V. La Rosa & Sons, Inc., of Brooklyn, N. Y., to the appli- 
cation of If-Sa Sales & Service Corporation, of Columbus, Ohio, for registration 
of a trade-mark consisting in the pictorial representation of a rose with a child’s 
head emerging therefrom, beneath which is printed the disclaimed surname 
“Rosan,” appropriated to a long list of grocery products. 

After noting that opposer owns several registrations of the name “La Rosa,” 
variously displayed in association with a picture of a rose, and likewise appro- 
priated to grocery products; that for the most part the goods of the parties are of 
the same descriptive properties, and to some extent they are substantially identical ; 
and that opposer’s mark has been in use for many years longer than has applicant’s 
mark, it was held that the only question to be determined is whether the two marks 
bear such near resemblance as to be likely to confuse the public or to deceive 
purchasers. 

It was held that “Rosan” and “La Rosa” are too nearly alike, both in appear- 
ance and in sound, to be used on such goods without likelihood of confusion; and 
the occurrence in each mark of the representation of a rose manifestly increases 
the probability that confusion would result. 


“His Hour” held to conflict with “Bridal Hour” and “Shining Hour” for same goods, each of 
the three marks being dominated by word “Hour” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Chelsea Laboratories, Inc., of New York, N. Y., the notation 
“His Hour’ as a trade-mark for perfume, in view of prior registrations of the 
trade-marks “Bridal Hour” and “Shining Hour” for the same goods. 

It was held that each of the three marks is dominated by the word “Hour,” 


10. Frederick Stearns & Company v. Rudolph Rebold, Opp’n No. 22,832, 166 M. D. 815, 
August 7, 1945. 


11. V. La Rosa & Sons, Inc. v. If-Sa Sales & Service Corporation, Opp’n No. 22,855, 166 
M. D. 825, August 21, 1945. 
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and that all three might convey substantially the same significance, for while each 
mark designates a particularly described hour, there is nothing incongruous in the 
three descriptions, and all may conceivably refer to the same hour; so that although 
it is apparent, of course, that the first word of applicant’s mark differs in all 
respects from the first word of either of the registered marks, there is a reasonable 
likelihood that the mark as a whole would be confused with both of the registered 
marks if used concurrently upon identical merchandise of the character here in- 
volved. 

In response to applicant’s request that judicial notice be taken that the pur- 
chasers of perfume are generally of a high type of mentality and such products as 
perfumes, being luxury items, are generally purchased by fastidious persons, it 
was held that many of the purchasers of perfumes are of the type of individual 
who is readily confused and easily imposed upon by unscrupulous dealers, and 
who would probably have difficulty in distinguishing between “His Hour” and 
“Shining Hour” or “Bridal Hour.” 

In response to applicant’s citation of numerous registrations of composite trade- 
marks which include the word “hour,” and applicant’s contention that each of the 
registered marks cited by the Examiner bears as close a resemblance to the other 
as does applicant’s mark to either, it was held that the propriety of those registrations 
is not here in issue, and the right of registration in the instant case may not be 
determined by the actions had in those cases.” 


“Transphoto” held to be similar to “Translite” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks sus- 
taining the opposition of Eastman Kodak Company, of Rochester, N. Y., to the 
application of Peerless Photo Products, Inc., of New York, N. Y., for registration 
of the word “Transphoto” as a trade-mark for photographic transfer film for use 
in transferring designs to material for the duplication of aircraft templates and 
the like. Opposer relied upon its ownership of the trade-mark “Translite,” which 
was registered on January 13, 1931, for light-sensitive photographic paper, and 
which has also been used for sensitized photographic film from at least as early 
as 1937. Applicant’s asserted date of first use is May 8, 1942, so that as applicant 
concedes, opposer is thus the prior user. 

In response to applicant’s contention that the notice of opposition is defective 
because it recites that the term “opposer” as used therein means and includes, as 
the context permits, both the Eastman Kodak Company of New York and its suc- 
cessor in interest, the Eastman Kodak Company of New Jersey, so that the oppo- 
sition was filed in the name of two companies, one of which is defunct, it was 
held that the instant notice was accompanied by the verification of Eastman 
Kodak Company of New Jersey, but has never been verified by Eastman Kodak 
Company of New York; and since an opposition is null and void unless verified by 
the opposer within a reasonable time after its filing, the Examiner of Interferences 
was entirely correct in ruling that Eastman Kodak Company of New Jersey is 


12. Ex parte Chelsea Laboratories, Inc., Ser. No. 468,225, 166 M. D. 836, August 30, 1945. 





336 THIRTY-FIVE TRADE-MARK REPORTER 


the sole opposer; and in any event, the alleged misjoinder would not justify dis- 
missal of the opposition. 

After noting that materials for photographic template making, competitive with 
applicant’s goods, are sold by opposer to aircraft manufacturers, but under trade- 
marks other than ‘‘Translite,” and that opposer’s witness testified that “Translite” 
film has industrial uses generally, and has been used in aircraft plants, it was held 
that the Examiner of Interferences was right in holding that the goods of the 
parties are of the same descriptive properties because purchasers would naturally 
expect that a single company would manufacture and sell photographic films and 
papers of all types. 

In response to applicant’s contention that the trade-marks “Transphoto” and 
“Translite” are not deceptively similar, it was held that in applicant’s mark at least 
the syllable “Trans” is the more arbitrary portion of the mark, and that when con- 
sidered as a whole the marks bear such near resemblance as to be likely to lead 
to confusion in trade.”* 


“Boar and Castle” for a meat sauce held to be anticipated by prior registration of “Castle” for 
various grocery items 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Leon C. Thomas, of Greensboro, N. C., a trade-mark comprising 
the notation “Boar and Castle” printed in three lines, and the pictorial representa- 
tions of a castle and a boar’s head, appropriated to a meat sauce used on barbecue, 


pork, beef, mutton, fowl and all other types of meat, on the ground that it is con- 
fusingly similar to a prior registration disclosing the word “Castle” alone for 
various grocery items, among them being chili sauce and tomato catsup. 

It was held that applicant’s mark includes the whole of the registered mark, 
and his goods are broadly the same as those of the registration, so that concurrent 
use of the two marks on such goods would almost certainly lead to confusion.” 


Descriptive Marks 
Although descriptiveness not a bar to registration under Act of 1920 if mark possesses trade- 
mark significance, held the notation “Robe-N-Hood” is actually the name of the goods to which 
appropriated 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register the notation “Robe-N-Hood,” to Tidy Products Corporation (Tidy 
Products Co., Assignee, Substituted), of New York, N. Y., under the provisions 
of the Act of March 19, 1920, as a trade-mark for infants’ garments, namely, 
sleeping bags, bonnets, and combinations of bonnets and sleeping bags. The appli- 
cation was originally filed under the Act of February 20, 1905, and was rejected 
by the Examiner on the ground that the mark was descriptive of the goods. His 
action was affirmed in a decision rendered August 18, 1943 (554 O. G. 542, 59 U.S. 


13. Eastman Kodak Company v. Peerless Photo Products, Inc., Opp’n No. 22,949, 166 M. D. 
850, September 21, 1945. 


14. Ex parte Leon C. Thomas, Ser. No. 459,644, 166 M. D. 852, September 25, 1945. 
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P. Q. 25). Subsequently the application was amended to bring it within the 
provisions of the 1920 act, and as thus amended was rejected by the Examiner 
on the ground that the mark is incapable of indicating origin. 

After stating that descriptiveness would, of course, be no bar to registration 
under the Act of 1920 if the mark possessed trade-mark significance, it was held 
that the mark is actually the name of the goods to which it is appropriated, and, 
therefore, cannot function as a trade-mark for such goods. 

In response to applicant’s reference to an affidavit, as showing that the mark 
has acquired a secondary meaning, it was held that proof, however, that com- 
petitors have not used the notation as a name for their sleeping garments is not 
proof that they could not properly have done so. 

It was further held that by the same taken it is immaterial that applicant al- 


leges exclusive use of the mark during the period of one year immediately pre- 
ceding the amendment of the application.”® 


Descriptive Terms 


“Shu Hose” held descriptive of foot protection to be worn inside shoe 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Forest City Products, Inc., of Cleveland, Ohio, the notation 
“Shu Hose,” under the provisions of the Act of February 20, 1905, as a trade-mark 
for a foot protector to be worn inside a shoe. 


After noting that applicant’s product is nothing more nor less than a legless 
sock, the top of which conforms roughly to the top of the shoes under which it is 
worn, and is thereby concealed, and that strictly speaking it is not a hose, it was 
held that colloquially the words “hose,” “socks,” and “stockings” have come to 
be used interchangeably so that either word, when applied to applicant’s goods, 


would be regarded as descriptive by the average purchaser, and that the mark as a 
whole is equally so.”° 


“Airadio” for radio sets 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Montgomery Ward & Co., Incorporated, of Chicago, 
Ill., to the application of Airadio, Incorporated, of Stamford, Conn., for registra- 
tion of the word “Airadio” as a trade-mark for radio receivers, transmitters, elec- 
trical sound recording equipment, television receivers, electrical remote control 
device for radio equipment, antenna relays, multicontact connectors used in radio 
equipment, electrical apparatus used in radio ground beacon equipment and parts 
of the above apparatus, but affirmed the action of the Examiner of Interferences 


adjudging that applicant is not entitled to the registration for which it has made 
application. 


15. Ex parte Tidy Products Corporation (Tidy Products Co., Assignee, Substituted), 
Ser. No. 424,144, 166 M. D. 828, August 24, 1945. 


16. Ex parte Forest City Products, Inc., Ser. No. 459,538, 166 M. D. 841, September 10, 
1945. 
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After noting that the opposition was sustained on the ground that applicant’s 
mark is confusingly similar to the word “Airline,” previously registered to opposer 
for radio receiving sets and related articles, it was held that there is no reasonable 
likelihood of confusion between “Airline” and “Airadio.” 

It was further held that applicant’s mark is merely descriptive of at least a por- 
tion of the goods to which it is appropriated, since the equipment to which the mark 
is presently applied is used almost exclusively for aircraft communication purposes, 
and could be no more aptly described than as air radio equipment; the combina- 
tion of the two words “air” and “radio” does not change their meaning in the 
slightest degree; and if the expression “air radio” describes applicant’s goods, as 
seems to be conceded, so does the word “Airadio.””” 


“Mexico Maid” is phonetic equivalent of “Mexico Made” and merely descriptive 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to French-Kitchen Foods Corporation, of Chatsworth, Calif., 
the notation “Mexico Maid,” under the provisions of the Act of February 20, 1905, 
as a trade-mark for a food product consisting of dehydrated beans and dehydrated 
sauce powder for making chili beans, on the ground that the word “Maid” is the 
phonetic equivalent of the word “made,” so that the mark as a whole is merely 
descriptive of the goods as indicating that they are made in Mexico. 

It was held that although the words of applicant’s mark have only one mean- 
ing, and that is a maid or girl of Mexico, however, significance of marks is not the 


only factor to be considered, for appearance and sound are equally important ; and 
since the words “Maid” and “made” have precisely the same pronunciation, the 
registration of applicant’s mark, with the resulting presumption of ownership, would 
obviously impair the right which any dealer in goods like those of applicant has to 
say that they were made in Mexico, if he can truthfully do so.” 


“Electronic Ear” unregistrable for hearing-aid devices 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Sonotone Corporation, of Elmsford, N. Y., the notation “Elec- 
tronic Ear,” under the provisions of the Act of February 20, 1905, as a trade-mark 
for hearing-aid devices and elements and accessories thereof—namely, microphones, 
telephone receivers, bone receivers and amplifiers, the word “Electronic” being dis- 
claimed, on the ground that the mark in its entirety is merely descriptive of the 
goods, since the goods are essentially an artificial ear. 

It was held that “Electronic,” manifestly the dominant portion of applicant’s 
mark, is admittedly descriptive of applicant’s goods, and the word “Ear” is no more 
capable of trade-mark significance in relation to a hearing aid than would be the 
word “eye” in relation to spectacles, or the word “foot” in relation to shoes, so that 


17. Montgomery Ward & Co., Incorporated v. Airadio, Incorporated, Opp’n No. 22,686, 
166 M. D. 847, September 19, 1945. 

18. Ex parte French-Kitchen Foods Corporation, Ser. No. 461,314, 166 M. D. 849, September 
21, 1945. 





DECISIONS OF COMM. OF PATENTS 339 


applicant’s mark thus comprises two words that are nonregistrable separately, and 
their combination does not endow them with registrability.” 


Different Descriptive Properties 
“Penguin” for hair tonics held not to be of same descriptive properties as same word and 
pictorial representation for medicated pastilles for affections of voice, throat and chest 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks re- 
fusing to register to Arthur Leo O'Neil, of Eastondale, Mass., a composite mark 
for hair tonic, the dominant and essential feature of which is the word “Penguin,” 
in view of a prior registration of the same word, in association with the pictorial 
representation of a penguin, as a trade-mark for medicated pastilles for use in af- 
fections of the voice, throat, and chest. 

It was held that the only question to be determined is whether the goods of the 
registration and those named in the application possess the same descriptive prop- 
erties; for if they do, the two marks are of course confusingly similar. 

It was held that the goods of the registration and those named in the application 
do not possess the same descriptive properties.” 


Chemical preservative for controlling stain and mold organisms which degrade lumber held to 
be of different descriptive properties than dry-cleaning fluid 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Nostane Products Corp., of Brooklyn, N. Y., to the appli- 
cation of Wyandotte Chemicals Corporation, of Wyandotte, Mich., for registra- 
tion of the word “Noxtane,” used since May, 1941, as a trade-mark for a chemical 
preservative for controlling stain and mold organisms which degrade lumber and 
other commercial products. The opposition was predicated upon opposer’s owner- 
ship of a trade-mark “Nostane,”’ registered March 22, 1927, for dry-cleaning 
fluid. 

After noting that applicant’s product is a chemical preparation used in the 
treatment of green lumber to prevent the occurrence of so-called sap stain; that 
to be effective for that purpose it must be applied as soon as possible after the 
lumber has been sawed; that since it has no other utility, its sale is necessarily 
restricted to sawmill operators; and that applicant has agreed to delete the words 
“and other commercial products” from its description of merchandise, it was held 
that it will be required to do so before a certificate of registration will issue. 

It was held that dry-cleaning fluids do not have the same descriptive properties 
as applicant’s goods since the two products are used for such widely unrelated pur- 
poses, and are so utterly different in form, composition, and appearance, that it is 
not reasonably possible for any purchaser to be confused through their sale under 
similar trade-marks. That the marks are quite similar is of course apparent; but 
as the goods are of different descriptive properties, the similarity of the marks 
becomes immaterial. 


19. Ex parte Sonotone Corporation, Ser. No. 461,010, 166 M. D. 853, September 25, 1945. 
20. Ex parte Arthur Leo O’Neil, Ser. No. 459,496, 166 M. D. 822, August 10, 1945. 
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After noting that there is some evidence in the record of opposer’s use of its 
mark on goods other than cleaning fluid, it was held that such use, however, was 
not pleaded in the notice of opposition, and so may not properly be considered.” 


Mothproofing preparation not of same descriptive properties as pharmaceutical preparation of 
vitamins and minerals in tablet and like form 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks who 
had refused to register to Purex Corporation, Ltd., of South Gate, Calif., the 
word “Guardex” as a trade-mark for a mothproofing preparation, in view of a 
prior registration of the same word for a pharmaceutical preparation of vitamins 
and minerals in tablet and like form. 

It was held that the particular goods here involved are not of the same de- 
scriptive properties, since the two items differ so widely in all their essential charac- 
teristics, and are so completely unrelated in use, that their sale under identical 
trade-marks would not be likely to result in confusion.” 


Non-Conflicting Marks 


“Western’s Dura-Gloss” and “Sandura” do not conflict when viewed as a whole 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Sandura Company, Inc., of Philadelphia, Pa., to 
the application of Western Auto Supply Company, of Los Angeles, Calif., for 
registration of the notation “Western’s Dura-Gloss,” the word “Gloss” being dis- 


claimed, as a trade-mark for felt base floor coverings in the nature of linoleum. 
Opposer relied upon its trade-mark “Sandura,” previously registered for water- 
proof floor covering materials. 

After noting that opposers priority of use is conceded, as is also the substantial 
identity of the goods, it was held that the only question to be determined is that 
of confusing similarity of the marks. 

It was held that viewed as a whole, the marks involved differ widely in appear- 
ance and sound, for although “Dura” occurs in both, it is not an English word, 
and in relation to floor covering it has no meaning, so that the two marks may be 
used concurrently upon the goods described without any reasonable likelihood that 
confusion will result.” 


“Dermaskin” for medicinal skin ointment does not bar ‘“Derma-Dyne,” “Derma” being dis- 
claimed, since word “derma” is descriptive 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Affiliated Products, Inc., of Jersey City, N. J., to 
the application of Emil P. Martini, of Hackensack, N. J., for registration of the 
expression “Derma-Dyne,” the word “Derma” being disclaimed, as a trade-mark for 


21. Nostane Products Corp. v. Wyandotte Chemicals Corporation, Opp’n No. 22,700, 166 
M. D. 834, August 29, 1945. 

22. Ex parte Purex Corporation, Ltd., Ser. No. 459,313, 166 M. D. 849, September 21, 1945. 

23. Sandura Company, Inc. v. Western Auto Supply Company, Opp’n No. 22,845, 166 M. D. 
810, August 3, 1945. 
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a liquid skin treating preparation intended to relieve itching in the treatment of ivy 
and oak poisoning, insect bites and stings, and cold sores. The mark is alleged to 
have been used since June, 1942. Opposer relied upon its ownership of a registra- 
tion issued April 25, 1933, under the Act of February 20, 1905, for the notation 
‘“‘Dermaskin” for a medicinal ointment for skin disorders. 

It was held that the Examiner was right in ruling that both products are adapted 
for use in treating skin disorders, and as such comprise closely related and com- 
petitive products of substantially identical descriptive properties. 

After noting that the Examiner had concluded that more often than not the 
word “derma” would possess no significance to purchasers other than as an indi- 
cation of the personal source of the goods, it was held that the word “derma” is 
descriptive of applicant’s goods, and aside from this descriptive word there is no 
similarity between the marks as a whole, in sound, appearance or meaning, and 
since a descriptive word cannot dominate a trade-mark, these two marks may be 


used concurrently upon the goods in question without reasonable likelihood of con- 
fusion.” 


“Dailymade” for foods for animals, does not conflict with “Daily Milk,” “Daily Growth” and 
“Daily-Egg” for feeds 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the petition of The Great Atlantic & Pacific Tea Company, of New 
York, N. Y., to cancel trade-mark registration No. 403,652. issued October 5, 1943, 


undér the provisions of the Act of March 19, 1920, to Ambrose Sherratt, of Los 
Angeles, Calif., the mark being essentially the notation “Dailymade,” appropriated 
to food for pet and wild carnivorous animals. The petition to cancel was predicated 
upon petitioner’s ownership of three earlier registrations, all issued under the Act 
of February 20, 1905, covering the marks “Daily Milk” for stock and dairy feed, 
“Daily Growth” for chick starter, growing mash, and chick feed, and “Daily-Egg”’ 
for scratch feed and mash. No testimony was taken by either party. 

In response to respondent’s argument that the word “Daily” has been so often 
included as an element of composite registered trade-marks that, alone, it ceases 
to have any distinctive significance, based upon a long list of alleged registrations 
pleaded in his amended answer to the petition, it was held that because such registra- 
tions were not introduced in evidence they may not properly be considered; but 
even had they been offered they would not have been receivable for the purpose 
of giving a limited application to petitioner’s marks. 

It was further held that despite respondent’s argument to the contrary, the 
word “Daily,” taken by itself, is descriptive of none of the goods here involved. 

After noting that the goods of both parties are food for animals, and to that 
extent they possess the same descriptive properties, it was held that their specific 
differences must still be considered, in connection with the differences between the 
marks under which they are sold, in determining whether their concurrent sale 


24. Affiliated Products, Inc. v. Emil P. Martini, Opp’n No. 22,887, 166 M. D. 811, August 
3, 1945. 
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under such marks is likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. 

It was held that ‘““Dailymade” does bear some resemblance in sound and appear- 
ance to “Daily Milk,” which the Examiner of Interferences deemed to be the most 
pertinent of petitioner’s marks ; but these two marks are entirely different in signifi- 
cance, so it seems that no one at all familiar with the English language would have 
any difficulty in distinguishing between them, composed as they are of simple words 
in common use, so that in view of the differences in the goods to which they are 
applied, they differ sufficiently to insure against any reasonable likelihood of con- 
fusion.” 


Device marks held to be different 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences in 
each of two trade-mark opposition proceedings, in each of which he sustained the 
opposition of Washington Institute of Technology, Inc., of Washington, D. C., to 
the application of Electronic Laboratories, Incorporated, of Indianapolis, Ind., for 
registration of a trade-mark for electrical power supply units for controlling or 
rectifying a given electric power to suit a use, converters and inverters, and portable 
radio communication apparatus and visible signaling apparatus for producing a 
visible signal of light by flashers or otherwise and not by physical motion of any 
device. The Examiner had further adjudged each mark nonregistrable because 
confusingly similar to a mark previously registered to a third party. 

Each of applicant’s marks depicts a large circle, pierced by a zigzag line, and 
separating a pair of conventionalized wings. Within the circle of one is the letter 
“E,” while the circle of the other incloses the letters “E L.” Opposer’s registered 
mark upon which it relies also includes a pair of wings, but they are completely 
different in design from the wings of applicant’s marks. And instead of a circle 
they are separated by a shield, from the top and bottom of which are extended the 
two ends of a conventional lightning flash. Upon the shield are printed the letters 
“W.I. T.” The mark is registered for radio direction finders, blind landing sys- 
tems, and parts thereof, and electro-mechanical filters forming part thereof. 

In response to applicant’s argument that the goods of the parties are of different 
descriptive properties, it was held that although obviously opposer’s goods and 
applicant’s goods differ widely in many respects, and are likely to be purchased only 
by experts and with considerable discrimination, nevertheless, broadly speaking, 
they must be regarded as having the same descriptive properties within the mean- 
ing of the Trade-Mark Act; but their differences must nevertheless be considered in 
passing upon the likelihood of confusion between the marks under which they are 
respectively sold. After noting that all of the marks include wings and flashes, 
but the wings and flashes of applicant’s mark differ radically from the wings and 
flashes of opposer’s mark, and certainly opposer’s registration does not carry with 
it a monopoly of all forms of these commonly used symbols, it was held that each 
of applicant’s marks is sufficiently dissimilar from opposer’s mark to insure against 


25. The Great Atlantic & Pacific Tea Company v. Ambrose Sherratt, Canc. No. 4310, 166 
M. D. 823, August 23, 1945. 
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any reasonable likelihood that confusion will result from their concurrent use in 
connection with the particular merchandise to which appropriated. 

It was held that it would serve no useful purpose to discuss the third party 
registration cited by the Examiner of Interferences, other than to say that the mark 
and the goods there disclosed bear about the same degree of resemblance to appli- 
cant’s marks and goods as do those of opposer; and the registrant did not oppose 
the application, presumably being satisfied that there was no conflict.” 


“Lan-O-Sheen” not in conflict with “Lustersheen” for competitive product 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of West Disinfecting Company, of Long Island City, 
N. Y., to the application of Lan-O-Sheen Company, of St. Paul, Minn., for reg- 
istration of the notation ‘“Lan-o-Sheen” as a trade-mark for cleaning powder and 
water softener. The opposition was predicated upon opposer’s trade-mark ‘‘Luster- 
sheen” previously registered for a preparation prepared for use in the wet cleaning 
of silks, woolens, linens, and fine fabrics. 

After noting that applicant’s product is usable for the same purpose, it was held 
that the goods of the parties are of course directly competitive. 

It was held that the word “sheen,” if not actually descriptive of cleaning prepa- 
rations, is so highly suggestive of their intended function as to be incapable of ex- 
clusive appropriation, either alone or as part of a composite trade-mark; and the 
remaining portions of the marks here involved, “Lan-o” and “Luster,” neither look 


alike nor sound alike, and they have no similarity in meaning, so that confusion 
is not likely to result from the concurrent use of the marks as a whole on similar 
goods.” 


“Pediglo” for goods of rayon yarn differs sufficiently from “Pechglo” for underwear and hosiery 
to insure against reasonable likelihood of confusion in trade 

Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of Vanity Fair Mills, Inc., of Reading, Pa., to the 
application of Pedigree Fabrics, Inc., of New York, N. Y., for registration of a 
trade-mark claimed to have been used since March, 1936, for goods of rayon yarn. 
The mark consists essentially in the word “Pediglo,” although it includes minor em- 
bellishments which lend distinctiveness in appearance. The opposition was predi- 
cated upon opposer’s ownership of the trade-mark “Pechglo,” registered Novem- 
ber 24, 1931, for a general line of underwear and hosiery. 

It was held that applicant’s piece goods unquestionably possess the same de- 
scriptive properties as certain items of wearing apparel listed in opposer’s registra- 
tion, and, hence, if the marks were identical the proposed registration would be 
forbidden by the express terms of the statute. But the marks are by no means 
identical, and the goods to which they are respectively appropriated differ con- 
siderably. 


26. Washington Institute of Technology, Inc. v. Electronic Laboratories, Incorporated, Opp’n 
Nos. 22,789 and 22,791, 166 M. D. 830, August 28, 1945. 

27. West Disinfecting Company v. Lan-O-Sheen Company, Opp’n No. 22,859, 166 M. D. 
835, August 29, 1945. 
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It was held that ‘‘Pediglo” is a three-syllable word, while “Pechglo” has only 
two syllables. And while the last syllable is the same in both, otherwise they have no 
similarity in sound or significance, and as displayed in the application and the 
registration, they have but slight resemblance in appearance, one being applied to 
fabrics in the piece, and the other to finished articles of clothing; so that con- 
sidered in connection with the obvious differences between such goods, the marks 


differ sufficiently to insure against any reasonable likelihood of their confusion in 
trade.* 


Non-Descriptive Term 


“Bezon” is coined word for vitamin concentrate 


Frazer, F. A. C.: Ona second appeal, Reversed the action of the Examiner 
of Interferences who had sustained the opposition of John Wyeth and Brother, 
Incorporated (by change of name, Wyeth Incorporated), of Philadelphia, Pa., to the 
application of Nutrition Research Laboratories, Inc. (Nutrition Research Labora- 
tories, Assignee, Substituted), of Chicago, IIl., to register the word ““Bezon” as a 
trade-mark for a natural vitamin B complex concentrate. The opposition was 
predicated upon opposer’s registration and use of the word “Bewon” in connection 
with sales of its tonic and appetite stimulator containing vitamin B'. 

After referring to the decision (563 O. G. 585, 61 U. S. P. Q. 503) in a can- 
cellation proceeding, wherein opposer’s registration of the mark “Bewon” was can- 
celed, and the decision (563 O. G. 589, 61 U. S. P. Q. 504) on the first appeal 
remanding the cause to the Examiner of Interferences for a determination of whether 
cancellation of the registration would require a different disposition of the opposi- 
tion proceeding than that from which applicant’s first appeal was taken, in response 
to applicant’s argument that opposer is disqualified to maintain the opposition by 
reason of the cancellation of its registration it was held that opposer also pleaded 
and proved actual use of the word “Bewon” in connection with sales of its tonic 
and appetite stimulator containing vitamin B:, and although the ruling in the can- 
cellation proceeding was that opposer is not entitled to exclusive ownership of that 
word, its use by opposer, even as a descriptive term, suffices to support the opposi- 
ion. 

It was held that the decision in the cancellation proceeding does establish, how- 
ever, that applicant, in common with other dealers in goods of which the mark of the 
canceled registration is descriptive, has the right to use it descriptively; so that, 
in consequence, opposer can suffer no damage from the registration of applicant’s 
mark unless that mark is likewise descriptive. 

It was held that ‘“Bezon” is a coined word, without meaning other than its 
trade-mark significance, so that applicant is entitled to its registration.” 


28. Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., Opp’n No. 22,379, 166 M. D. 842, 
September 12, 1945. 

29. John Wyeth and Brother, Incorporated (by change of name, Wyeth Incorporated) v. 
Nutrition Research Laboratories, Inc. (Nutrition Research Laboratories, Assignee, substituted), 
Opp’n No. 20,314, 166 M. D. 838, September 10, 1945. 
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“Pechglo” not descriptive for underwear and hosiery 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences 
dismissing the petition of Pedigree Fabrics, Inc., of New York, N. Y., to cancel 
trade-mark registration No. 289,350, issued November 24, 1931 under the provisions 
of the Act of February 20, 1905, to Vanity Fair Silk Mills (by change of name, 
Vanity Fair Mills, Inc.), of Reading, Pa. The registered mark is the word 
“Pechglo,” and the goods to which it purports to be appropriated include a general 
line of underwear and hosiery. 

After noting that the only statutory ground for cancellation pleaded in the 
petition is that the registered mark is descriptive of such goods, it being alleged that 
“peche” is the French equivalent of the English word “peach,” “glo” is the phonetic 
equivalent of “glow,” and “peach glow” means “a lustrous peach shade,” it was held 
that the word “peche,’ however, does not occur in the mark; and so far as the 
record discloses ‘“pech” has no significance in either language, so that while 
“Pechglo” may be suggestive of some real or fancied characteristic of respondent’s 


goods, petitioner has failed to prove that it is descriptive within the meaning of the 
Trade-Mark Act.” 


Opposition 
Where opposer’s interest has become moot 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences, who 
had dismissed without prejudice the opposition of Campana Corporation, of Wash- 
ington, D: C., to the application of Harry R. Lukaiser, of New York, N. Y., for 
registration of a trade-mark, on the ground that the question presented had become 
moot at the date of final hearing. 

After noting that it appears that another opposition to this same application 
was sustained by the Examiner of Interferences, in which no appeal was taken, and 
his decision in that case having become final, it was the opinion of the Examiner 
of Interferences that the question of opposer’s interest in the subject matter of this 
application has become moot and any ruling upon the issues presented by the plead- 
ings would be without legal force or effect, it was held that opposer is entitled to a 
decision on the merits in the instant proceeding, and for that purpose the case is 
remanded to the Examiner of Interferences. 

It was held that McKesson & Robbins, Incorporated v. Bavarian Brewing Co., 
510 O. G. 966, 43 U. S. P. Q. 513, is overruled.” 


Petitions from Examiner's Decision 


Verified showing of use in commerce not required 


Frazer, F. A. C.: On petition of D. R. Collins Ltd., after stating the question 
presented by the petition to be whether the Patent Office may properly require a for- 


30. Pedigree Fabrics, Inc. v. Vanity Fair Silk Mills (by change af name, Vanity Fair Mills, 
Inc.), Canc. No. 4242, 166 M. D. 841, September 12, 1945. 
31. Campana Corporation v. Harry R. Lukaiser, Opp’n No. 22,849, 166 M. D. 817, August 7, 
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eign applicant for trade-mark registration, as a condition precedent to the declara- 
tion of an interference between its application and the later filed application of a 
domestic applicant, to file a verified showing of use of its mark in commerce in 
or with the United States, held that there is nothing in the statute to authorize such 
a requirement, so that the question presented was answered in the negative, and to 
that extent the petition was granted.” 


Payment of fee on appeal 


Frazer, A. C.: Denied the petition of Cherry-Burrell Corporation, seeking the 
reversal of the ruling that applicant’s appeal is informal, and that the application 
appears to be abandoned, where on May 30, 1945, applicant filed an appeal from a 
decision of the Examiner of Trade-Marks rendered May 30, 1944, finally refusing to 
register applicant’s trade-mark, and no fee accompanied the appeal. 

In response to applicant’s contention that having paid the appeal fee for an 
appeal to the Commissioner in an opposition proceeding in which the same applica- 
tion was involved, applicant was relieved from paying a fee upon the filing of the 
instant appeal, it was held that clearly the contention is without merit.** 


Rules 15(c) and 25 of the Rules of Civil Procedure 


Frazer, F. A. C.: Denied a petition from the action of the Examiner of Inter- 
ferences who had denied the motion of Sweets Laboratories, Inc., of New York, 
N. Y., to amend its petition to cancel a trade-mark registration originally issued 
to Lexey B. Ellis, Jr., and renewed upon the application of his assignee, The 
Procter & Gamble Company, of Memphis, Tenn. : 


(a) by adding thereto and consolidating therewith as a single cancellation proceed- 
ing, the petition for cancellation hereto attached which is substantially identical with the 
petition already on file in the above entitled case, but in which Gum Laboratories, Inc., is 
the petitioner rather than Sweets Laboratories, Inc., 

or in the alternative, 

(b) by substituting the attached petition for cancellation for the petition for cancel- 
lation already on file and relating such substitute petition for cancellation back to the date 
of the original petition for cancellation in accordance with rule 15(c) of the F. R. C. P. 


The petition was predicated, in part, upon petitioner’s alleged ownership of a 
trade-mark said to be confusingly similar to the registered mark and appropriated 
to merchandise of the same descriptive properties. It having developed that this 
mark had been assigned by petitioner to Gum Laboratories, Inc., as of January 
6, 1940, during the taking of petitioner’s testimony, the motion to amend was 
thereupon filed. 


It was held that under either alternative of the motion, petitioner’s purpose 
is not to amend its petition for cancellation, but to substitute a new petition setting 
up a new cause of action which is exclusively asserted by a stranger to this pro- 
ceeding, and in which petitioner has no legal interest ; possibly under certain circum- 


32. Ex parte D. R. Collins Ltd., Ser. No. 467,874, 166 M. D. 791, June 5, 1945. 
33. Ex parte Cherry-Burrell Corporation, Ser. No. 412,952, 166 M. D. 799, June 26, 1945. 
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stances parties may properly be added under rule 15(c) of the Rules of Civil 
Procedure, but counsel has cited no authority construing that rule as permitting the 
substitution of parties; substitution is provided for only in rule 25, which affords 
no relief in situations such as the one here presented. 

In response to petitioner’s argument that the claim or defense asserted in the 
amended pleading arose out of the conduct, transaction, or occurrence set forth or 
attempted to be set forth in the original pleading, within the meaning of rule 15(c), 
it was held that there was no attempt to file the original petition to cancel in the 
name of Gum Laboratories, Inc. While the president of that concern signed the 
petition as president of Sweets Laboratories, Inc., and now offers an explanation, 
that can hardly be said to constitute an attempt to have set forth the claim of Gum 
Laboratories, Inc., in the original pleading ; rather, it is an attempt to explain now 
why that was not done.” 


Evidence of assignment not introduced 


Frazer, F. A. C.: Denied the petition of Celanese Corporation of America, of 
New York, N. Y., to reverse the ruling of the Examiner of Interferences who had 
dismissed its petition to cancel a trade-mark registration, issued to American 
Viscose Corporation, of Wilmington, Del., on the ground that petitioner had failed 
to prove its alleged ownership of the trade-mark upon which the petition was 
predicated, because although petitioner had served notice that it would use as 
evidence at final hearing a recorded assignment to itself of the registration pleaded 


in the petition, the assignment was not actually introduced, so that the Examiner 
held that such evidence as might be afforded thereby was not before him and may 
not be considered as a basis for judgment. 

It was held that petitioner’s obvious remedy was by motion to reopen for the 
purpose of completing the record; that having failed so to move, its only remaining 
remedy is by appeal upon the record made; and that a final decision of the Examiner 
of Interferences will not be reviewed on petition.” 


Sufficiency of certified copies as proofs 


Frazer, F. A. C.: Denied a petition by Arthur W. Pitts, of Tacoma, Wash., 
seeking a review and reversal of the action of the Examiner of Interferences deny- 
ing his motion for judgment on the record in an opposition proceeding instituted by 
McKesson & Robbins, Incorporated, of New York, N. Y. 

After noting that opposer took no testimony within the time fixed, but filed a 
notice that at final hearing it would use as evidence certified copies of certain 
recorded instruments; and that Pitts questions the admissibility of such certified 
copies in evidence, and thus argues that the opposition should be dismissed, it was 
held that the sufficiency of opposer’s proofs to support the allegations of its plead- 
ing is a matter to be determined upon final hearing; that should the Examiner of 


34. Sweets Laboratories, Inc. v. The Procter & Gamble Company, Canc. No. 4298, 166 M. D. 
818, August 7, 1945. 

35. Celanese Corporation of America v. American Viscose Corporation, Canc. No. 4321, 166 
M. D. 825, August 21, 1945. 
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Interferences dismiss the opposition, opposer will have the right of appeal from 
his decision; and that to direct him now to take such action would be to foreclose 
that right.*° 


No appearance by applicant 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Haire Publishing Company, of New York, N. Y., its mark 
under the provisions of the Act of March 19, 1920, because no appearance was made 
for oral argument, nor has applicant filed a brief in support of the petition; and an 
inspection of the record is convincing that the Examiner’s ruling was correct.” 


Renewal 


Rights of alleged licensee not impaired 


Frazer, F. A. C.: Denied a petition by Joseph Eccles that the renewal cer- 
tificate of trade-mark registration No. 197,165, issued April 14, 1925, to Kinney- 
Rome Co., be withheld for a period of sixty days, in order to allow petitioner to as- 
semble and file certain instruments showing his right to the use of said trade-mark in 
the United States, where a request for renewal was filed on November 13, 1944, by 
Burton-Dixie Corporation ; and on April 12, 1945, a second such request was filed 
by Joseph Eccles, and the Examiner of Trade-Marks had advised that Burton-Dixie 
Corporation had made a satisfactory showing that it owned the registered trade- 
mark, and that the certificate of registration would be renewed on the request filed 
by that corporation in due order of business. 


It was held that an examination of the record discloses that the only claim 
asserted by Eccles is based upon an alleged license to use the mark in the States 
of California and Nevada, and in the Territory of Hawaii, so that he thus fails to 
qualify under the statute as one upon whose request the registration might be re- 
newed, even were his the only request involved. Moreover, renewal upon the re- 
quest of Burton-Dixie Corporation will not impair existing rights of Eccles, if any 
he had; nor can the Patent Office determine such rights.* 


36. McKesson & Robbins, Incorporated v. Arthur W. Pitts, Opp’n No. 23,975, 166 M. D. 
827, August 21, 1945. 

37. Ex parte Haire Publishing Company, Ser. No. 447,066, 166 M. D. 831, August 28, 1945. 

38. Ex parte Kinney-Rome Co., Reg. No. 197,165, 166 M. D. 792, June 6, 1945. 
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PART II 


AVRICK Et AL., DOING BUSINESS AS AGENCY PAPER COMPANY v. 
ROCKMONT ENVELOPE COMPANY 


District Court, District Colorado 
June 15, 1945 


UnFair COMPETITION—PLEADING AND PRACTICE—FEDERAL Ru.tes Crvit Procepure 56(c). 
Motion for summary judgment shall be granted if pleadings, depositions and admissions, 
with affidavits if any, show that except as to amount of damages there is no genuine issue as 
to any material fact, and that the moving party is entitled to judgment as matter of law. 
UnFairR COMPETITION—TRADE-MARKS—SIMILARITY. 


An ocular comparison of the exhibits decides the issue of whether defendant’s use of 
“Sky Mail” on stationery infringes plaintiffs’ “Sky-Rite” and device of globe and airplane. 
Held ordinary, reasonable purchaser would not be misled and deceived. 


Action for unfair competition. Complaint dismissed. 


Brock, Akolt & Campbell, John R. Turnquist, and Leslie D. Taggart, for plaintiffs. 
Edward Miller, Whitehead & Vogl, Carle Whitehead, and Albert L. Vogl, for 
defendant. 


Symes, D. J.: 


This matter came on for hearing on June 6, 1945, on defendant’s motion for 
summary judgment, pursuant to Rule 56, and was fully argued. It was heard 
upon the pleadings, certain admitted exhibits, the affidavits of Franklin H. Tuttle 
and Leslie D. Taggart, filed on behalf of the plaintiffs, the deposition of Meyer 
Cohen, one of the plaintiffs, taken by the defendant, and the affidavit of John Per- 
rine, filed on behalf of the defendant. At the conclusion of the discussion the court 
granted the motion and granted a summary judgment dismissing the complaint. 
Counsel has asked the court to file a memorandum of its views, which are here con- 
tained. 

The action is for unfair competition, including trade-mark infringement. 

The plaintiffs put up and sell to stores and distributors a lightweight air mail 
writing paper for sale as air mail stationery, consisting of paper and envelopes, in 
a distinctive package bearing the trade-mark “Sky-Rite.” 

The plaintiffs charge the defendant has put out a package of air mail stationery 
bearing the trade-name “Sky Mail,” and allege the same to be similar to the plain- 
tiffs’ product. That the defendant’s label and package are so confusing that the con- 
suming public is likely to and does mistake the defendant’s air mail stationery for 
that of the plaintiffs, and that defendant deliberately intended its product should be 
passed off on the public as and for the plaintiffs’ product. 

The prayer is for the usual injunction and accounting. 

Defendant pleads a general denial, and affirmatively pleads the term “Sky Mail” 
is a variant for air mail, and therefore the defendant does not infringe the plaintiffs’ 
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trade-mark “Sky-Rite,” and that the word “Sky” cannot be claimed exclusively by 
anyone. 

Rule 56(c) of the Federal Rules of Civil Procedure provides that such a mo- 
tion shall be granted if the pleadings, depositions and admissions, together with 
affidavits, if any, show that except as to the amount of damages, there is no genuine 
issue as to any material fact, and that the moving party is entitled to a judgment 
as a matter of law. In Sartor v. Arkansas Natural Gas Corp., 321 U.S. 620, at p. 
627, it is said: 


The Court of Appeals below heretofore has correctly noted that Rule 56 authorizes 
summary judgment only where the moving party is entitled to judgment as a matter of 
law, where it is quite clear what the truth is, that no genuine issue remains for trial, and 
that the purpose of the rule is not to cut litigants off from their right of trial by jury if 
they really have issues to try. 


It follows there is but one question to be decided on such a motion, to wit: Is 
there one genuine issue as to any material fact? If so the motion must be denied. 

In Schneider Brewing Co. v. Century Distilling Co., 107 F. 2d 699 (CCA 10th) 
—a case that went up from this court—it was held that a trade-mark is a right 
appurtenant to a business or trade in connection with which the mark is employed, 
and the right to a particular mark grows out of its use. Its function is to designate 
goods as the product of a particular trader and to protect his good-will against the 
sale of another’s product as his. That registration does not create a trade-mark, 
and is not essential to its validity. And, finally, that the test of “confusion of goods” 
is whether similitude in the labels would be likely to deceive a purchaser exercising 
ordinary prudence and not whether it would deceive a careless buyer who makes 
no examination. 

It is possible in the case at bar to decide the issue by an ocular comparison of the 
exhibits. In Victor-American Fuel Co. v. Huerfano Agency Co., 15 F. 2d 578 
[15 T.-M. Rep. 578] (affirmed 23 F. 2d 74) [18 T--M. Rep. 105], this court said, 
p. 579: 


A meticulous discussion of the various points of resemblance and difference .. . 
would serve no useful purpose. The rule is that the infringing label must be likely to de- 
ceive the ordinary observer, exercising ordinary care, and that the eye is the best test of 
this. When we put the two sets of labels side by side, or observe them the way they would 
appear in a newspaper, or on the advertising matter put out by the complainant, it is ap- 
parent that anyone using the ordinary powers of observation would not be deceived or led 
to believe they were the same. 

Judge Townsend, formerly of the Federal bench, and an authority on the law of un- 
fair trade, has framed the following pertinent inquiry as applicable to these cases: “Would 
the ordinary man, using ordinary care, be deceived?” The answer in the instant case must 
be in the negative. 


Defendant’s Ex. 6 is a carton containing paper and envelopes put out by the 
plaintiffs under their trade-mark “Sky-Rite,” the contents being a lightweight writ- 
ing paper and envelopes suitable for air mailing, each sheet or envelope not bearing 
any trade-mark, etc. The distinctive feature of plaintiffs’ trade-mark is a picture 
or representation of the globe, with an outline of the North and South American 
continents and the western part of Europe and Africa, and above the same the word 
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“Sky-Rite” drawn in similitude to the vapor or steam sky writing as made by smoke 
being ejected from an airplane shown in the figure. 

The alleged infringing device, Defendant’s Ex. 18, for example, is a smaller 
box than that of the plaintiffs, containing 50 sheets and 25 envelopes with the legend 
“Sky Mail handipak Stationery For Foreign and Domestic Air Mail,” and upon 
which there is no picture, etc., in addition to the printed matter. 

It is rather hard to describe the plaintiffs’ trade-mark and that of defendant. 
The question of whether defendant’s package infringes the plaintiffs’, and is apt to 
create confusion in the minds of the public, can only be resolved by putting the two 
side by side and comparing them. When this is done we think, as Judge Lewis said 
in Victor-American Fuel Co. v. Huerfano Agency Co. (supra), p. 75: 


.... the claim of colorable imitation cannot be sustained on the record. No careful 
inspection is required to distinguish the trade-marks. Ordinary attention by a purchaser 
is all that is necessary for that purpose. One who exercises ordinary care and caution 
could not be misled and deceived and thus induced to accept 


the defendant’s box of paper for that of the plaintiffs’. And, as this court said in 


Century Distilling Co. v. Ph. Schneider Brewing Co., 26 F. Supp. 936 [29 T.-M. 
Rep. 317]: 


The containers and labels of plaintiff and defendant are before us. We fail to see how 
a prudent purchaser could be confused. 


And, p. 938 [29 T.-M. Rep. 320] : 


It is the careful purchaser that the law is concerned about and not the negligent or 
indifferent. That means one who buys, after at least, a cursory inspection. 


See also Judge Philips’ opinion in the above case, on appeal, 107 F. 2d 699 at 
p. 704 and Gorham Company v. White, 14 Wall. 511, at pp. 526-527. 

The deposition of Meyer Cohen—one of the plaintiffs—is nothing more than 
the bald assertion on his part that in his opinion the defendant’s package colorably 
imitates plaintiffs’ labeling and trade-mark. The witness produced Exhibits 12 
and 13 as specimens of the defendant’s label and trade-mark, which the plaintiffs 
claim to be a colorable imitation of plaintiffs’ labeling and trade-mark, and stated 
these are the only specimens of the defendant’s product which he claims to be color- 
able imitations of their product. He admits that in plaintiffs’ trade-mark there is 
the figure of an airplane beneath the words “Sky-Rite,” and there is no airplane 
whatever found on defendant’s packet. And that the defendant’s Exhibit 6—which 
we have already referred to—is a drawing of the earth in the center, with an airplane 
flying over it—neither of which features is found on defendant’s packet. He fur- 
ther admitted that the only thing in common between the two packets is the word 
“Sky,” and could not point out any other feature of the plaintiffs’ and defendant’s 
packet common to both. 

Counsel for the plaintiffs admitted they did not claim the plaintiffs’ envelopes 
had been imitated by the defendant except as to inside markings and that they had 
no objection to the use on defendant’s envelopes of the red, white and blue border, 
but plaintiff stated when the purchaser buys envelopes they are completely hidden 
in the box, and he does not see the envelopes and the paper. 
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Furthermore, Mr. Cohen admitted it is just his opinion the products of the 
plaintiffs and defendant are likely to be mistaken for each other, and that he has no 
proof of, nor has he ever made, any attempt to find out whether there had been any 
confusion between the respective product of the parties. 


For the reasons stated the motion for summary judgment is granted and the 
complaint dismissed with costs. 


ELASTIC STOP NUT CORPORATION OF AMERICA v. GREER, boinc 
BUSINESS AS FREDRIC GREER COMPANY 


District Court, Northern District, Illinois, Eastern Division 


May 1, 1945 


UnFair CoMPETITION—LAw oF SITUS. 
Law of the state where the federal court sits governs in suit for unfair competition. 
UNFAIR COMPETITION—SECONDARY MEANING. 
Use of red collar on defendant’s goods, and words “Stop Nut” which were generic be- 
fore plaintiff began to use them, enjoined in order to avoid confusion, it having been estab- 
lished that users of the plaintiffs products rely upon these indicia to disinguish them. 


Action for unfair competion; counterclaim for patent. Judgment for plaintiff. 


Harold W. Norman, William T. Woodson, Curtis F. Prangley, and Hamilton 
Hicks, for plaintiff. 


Henry Blech and Enright & Enright, for defendant. 


CAMPBELL, D. J.: 


This is an action brought by the Elastic Stop Nut Corporation of America, a 
New Jersey corporation, against Fredric Greer, a citizen of Illinois, doing business 
as Fredric Greer Company. 

Both parties are engaged in the manufacture of self-locking nuts. The plaintiff 
has been so engaged since 1934 and the defendant since 1942. The plaintiff desig- 
nates its self-locking nuts as “Elastic Stop Nuts” and as “Stop Nuts.” The products 
of both parties are practically identical in shape, form and appearance and contain 
a fibre insert which is the means by which the nut is locked onto the bolt. The 
natural color of the fibre is gray. 

To provide a visual identification for the nuts of its manufacture, plaintiff uses 
a red fibre for the insert and has extensively advertised its self-locking nuts with 
illustrations prominently displaying the red ring or collar of the nut, and in such 
advertisements refers to such identification as “nuts with the red collar.” The color 
is non-functional. 

The defendant uses in the manufacture of its self-locking nuts a red-colored fibre 
insert identical in color to the red insert used by plaintiff in its self-locking nuts. 
Defendant uses illustrations of a self-locking nut prominently displaying the red col- 
lar of the nut in his advertising and on his letterhead and asserts to the trade that 
his product can be “identified by the red center.’’ Defendant in advertising his 
product also uses the terms “Elastic Stop Nuts” and “Stop Nuts.” 
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The plaintiff charges defendant with unfair competition and seeks to enjoin the 
defendant from using the terms “Elastic Stop Nuts” and “Stop Nuts” and from 
displaying a self-locking nut with a red collar in connection with the advertising 
and sale of his products and from using a red fibre insert in his self-locking nuts. 
Plaintiff alleges that the defendant deliberately copied its product in an attempt to 
confuse the trade and to put out a product so similar, so identical to its product that 
a purchaser would be confused as to which product he was buying, and that the 
product of the defendant would be mistaken for the product of the plaintiff. 

Defendant answers that he manufactures in accordance with the teachings of 
an expired patent of the plaintiff and that he went into the production of this par- 
ticular item largely at the request of the United States Army Air Force due to the 
fact that plaintiff’s stock being more than twenty-five per cent foreign owned made 
it impossible for the plaintiff to conduct business with the United States Government. 

The defendant also filed a counter-claim based upon a patent for an attachable 
nut issued to Andrew Sande on May 28, 1929, No. 1,714,520, which was assigned 
to the defendant on February 1, 1945, and which defendant claims is being infringed 
by plaintiff in some of the nuts of its manufacture. 

The plaintiff has proved, in my opinion, an attempt on the part of defendant to 
procure a license from the plaintiff prior to the expiration of the Rennerfelt patent 
which the defendant contends is the controlling patent in plaintiff’s manufacture. 
The evidence shows that the defendant’s efforts in this regard included threatening 
public disclosure of the fact that plaintiff’s patent would soon expire and that if this 
became known to the trade that great competition would result. 

There is also some evidence of the desire on the part of the defendant to enter 
into a price-control arrangement with the plaintiff if the plaintiff would license the 
defendant. 

The proof further shows that plaintiff refused to license the defendant and that 
thereupon defendant commenced to manufacture a product which in style, appear- 
ance, dress and function was an exact copy of the product of the plaintiff. 

The evidence is further clear that the defendant used the identical color for the 
fibre insert that the plaintiff was using and referred to its product as “Stop Nuts” 
and “Elastic Stop Nuts.” 

The evidence further clearly shows that the trade generally was confused thereby, 
thinking that the product of the defendant was the product of the plaintiff. 

Defendant failed to prove his contention on the foreign ownership of the plain- 
tiff and subsequently abandoned it during the trial. 

There is some evidence, although I think it is far from conclusive, that the 
United States Army Air Force at least participated in the defendant’s deliberations 
prior to his entry into the business of the manufacture of what we know in this law- 
suit as “Stop Nuts.” 

The evidence establishes that practically all of this product produced by the 
defendant was used by the United States Army Air Force. 

I will first consider the unfair competition part of this case. Counsel for de- 
fendant contends that in this matter the law of Illinois governs. With that I agree. 

Counsel further contends, however, that in order to prove a case of unfair com- 
petition, under the law of Illinois there must be evidence of actual palming off of 
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the goods of the accused as the goods of the accuser. That, I think, may formerly 
have been the law. I do not think it is the law in Illinois today in view of the deci- 
sion of Mr. Justice O’Connor in the case of Lady Esther, Ltd. v. Lady Esther Corset 
Shoppe, Inc., 317 Ill. App. 451, and in view of the general broadening of the theory 
of unfair competition in this state following the weight of authority throughout the 
United States. 

The proof in this case does not establish a palming off of the goods of the de- 
fendant as the goods of the plaintiff. However, I find that such actual palming off, 
even in the case of competitors, is no longer required by the IIlinois law to establish 
a case of unfair competition. It is sufficient to warrant injunctive relief if there 
is likelihood of confusion in the trade. 

As stated by Justice O’Connor in the Lady Esther case, supra: 


Counsel for defendant contends that “ Illinois adheres to the palming off rule in case 
of unfair competition. Where there is no competition, there can be no palming off. Since 
defendant was not in competition with the plaintiff, in any manner whatsoever, plaintiff 
was not entitled to the injunction prayed for in its complaint.” 


Referring to four Illinois cases, Stevens-Davis Company v. Mather & Co., 230 
Ill. App. 45; DeLong Hook & Eye Co. v. Hump Hairpin Mfg. Co., 297 Ill. 359 
[11 T.-M. Rep. 239] ; Johnson Manufacturing Company v. Alfred Johnson Skate 
Company, 313 Ill. 106; and Ambassador Hotel Corporation v. Hotel Sherman 
Company, 226 Ill. App. 247, cited by the defendant in that case the court continues: 


Without stopping to analyze the four cases, we think it sufficient to say that an ex- 
amination of them discloses the fact that in each there was direct competition between 
the parties in the business each was conducting—plaintiff and defendant being engaged 
in the same line of business—and therefore the “palming off” rule was applicable. The 
holding in those cases, that where there was direct competition between plaintiff and de- 
fendant there must be a “palming off” to warrant relief, is far from saying that courts 
will not grant injunctive relief where the defendant’s conduct is likely to cause confusion 
of the traders so that the public believes or is likely to believe that the goods of the de- 
fendant are the goods of the plaintiff, or that the plaintiff is in some way connected with 
or is a sponsor of the defendant. 


In my opinion the foregoing constitutes a departure from what was previously 
regarded as the law in Illinois. I doubt that what was previously regarded as the 
law in Illinois, the requiring of proof of “palming off” as between competitors for 
granting of injunctive relief was ever actually the law. It was instead an erroneous 
interpretation of the four cases above referred to which unfortunately was generally 
accepted by the Courts and Bar of Illinois. In the Lady Esther case these four pre- 
vious cases are for the first time clearly analyzed and explained by Justice O’Connor 
who correctly reasons from the opinions of these four cases, that where in a given 
case it can be shown that such confusion exists among the public or the traders in a 
product that they are likely to believe that the goods of the defendant are the goods 
of the plaintiff, or that the plaintiff is in some way connected with or is a sponsor 
of the defendant a sufficient basis has been established for the issuance of injunctive 
relief by a court of equity in a suit for unfair competition. 

Counsel for defendant in the case at bar has also argued the absence of proof 
of fraud as formerly associated with cases of unfair competition. In disposing of 
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this contention adversely to defendant I adopt and quote a further paragraph from 
the opinion of Justice O’Connor in the Lady Esther case, wherein he cites the case 


of Vogue Company v. Thompson-Hudson Company, 300 F. 509 [13 T.-M. Rep. 
349], as follows : 


Another change that has come with the realization of this broad basis for “unfair 
competition” is the elimination of the requirement of “fraud.” Although the law of un- 
fair competition has evolved through the application of principles of fraud with the result 
that, in this country at least, there will be no relief where the defendant has acted in good 
faith toward both the plaintiff and the public, yet a realization that the true basis of 
equity’s interference in such cases is not fraud but the protection of good-will has caused 
many courts to question the propriety of inquiry into the defendant’s mental state. 


In the instant case we clearly have a question of good-will. Is the plaintiff’s 
good-will in trade injured by the activities of the defendant? In my opinion, it is. 
As ably stated by Justice O’Connor in the Lady Esther case: 


Our Supreme Court cites the Vogue, Aunt Jemima and Ward Baking Co. cases with 
approval in Investors’ Syndicate v. Hughes, 378 Ill. 413, where Mr. Justice Stone in speak- 
ing for the court said: “Plaintiff cites numerous cases where the courts have refused to 
consider the question of fraud or imposition on the public, in controversies between hos- 
tile corporations over the use of a name. In such cases it has been held that the injunctive 
relief sought was based upon the protection of property rights of the plaintiff, and that an 
injunction will not issue unless it is made to appear that the proposed use of the name 
will result in injury to the complainant. (Citing 3 Illinois cases.) Even in injunction 
cases between competing corporations the trend of decision is to place less emphasis on 
competition and more on confusion, as is evidenced by the following cases: Vogue Com- 
pany v. Thompson Company, 300 F. 509 [13 T.M. Rep. 349], Aunt Jemima Mills Co. v. 
Rigney & Co., 247 F. 407 [8 T.-M. Rep. 163]. As was said in Ward Baking Co. v. Pot- 
ter-W rightington, 298 F. 398 [14 T.-M. Rep. 253]. The test should be whether the public 
is likely to be deceived. 

* 


* * 


And the good-will of plaintiff, which it had built up at great expense over a period of 
years, would be whittled away. Courts of equity ought not to be so feeble as to be un- 
able to prevent this. 


In the case now before this Court, we have proof of the good-will built up by 
the plaintiff over a period of many years and of the general acceptance by the trade 
of the style, dress, name and appearance of plaintiff’s product as indicating it to be 
the plaintiff's product. These valuable assets of the plaintiff are without right sud- 
denly pre-empted by defendant in his copying of the style, dress and nomenclature 
of plaintiff in the marketing of a new product. 

Counsel for defendant has cited DeLong Hook & Eye Co. v. Hump Hairpin 
Mfg. Co., 297 Ill. 359 [11 T.-M. Rep. 239], among other cases in support of his 
position that plaintiff should have no exclusive right to the name describing its 
product. 

However, in referring particularly to the descriptive nomenclature by which the 
product is indicated, the Supreme Court of Illinois, in the DeLong Hook & Eye 
Co. v. Hump Hairpin Mfg. Co. case, 297 Ill. at page 365, said: 


A merely descriptive term or the name of a person or place may have become asso- 
ciated with a particular kind of goods or the product of a particular manufacturer in such 
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a way that merely attaching the word to an article of the same kind would amount to a 
misrepresentation as to the origin of the article. In such case, while the use of the word 
cannot be prohibited, it may be enjoined unless accompanied by such information and pre- 
cautions as will unmistakably distinguish the article from the goods of the original manu- 
facturer or vendor and will prevent deception of purchasers. 


Here is a principle which I think may well be applied to the evidence in this case. 
Counsel for defendant maintains that the term “Stop Nut” (any claim to the right 
to use ‘Elastic’ was abandoned by the defendant during the course of the trial) in 
its entire generic form is something contained in the dictionaries as early as 1909 
and its use therefore cannot be enjoined. In the main I am inclined to agree with 
him. On the other hand, however, where the term is used to describe a certain 
product for so many years as to become synonymous with the product, then under 
the principle enunciated by the Supreme Court of Illinois above, the appropriation 
of that term by a competitor may amount to misrepresentation as to the origin of 
the article, and if so is something that may be restrained. As the Supreme Court 
of Illinois says in the case just cited, the defendant: “can be restrained from doing 
so only in case it appears that the word has come to have a secondary or trade mean- 
ing ; that is, that all notions bearing the name ‘Hump’ are of the appellee’s manu- 
facture. Even in such case the use of a descriptive or geographical word, in its pri- 
mary sense, cannot be wholly enjoined. Whether the appellee has a trade-mark in 
the name or not, whether the word is capable of adoption as a trade-mark or not, 
if, in fact, that name means in the trade the appellee or the appellee’s goods, the ap- 
pellee has a right to have the appellant enjoined from using that name in selling its 
goods so as to mislead buyers into believing that the appellant’s goods are of the 
appellee’s manufacture. The only question of proof is the trade meaning of the 
name.” 

I accept the foregoing as the law of Illinois with reference to the use in this case 
of the term “Stop Nut.” That is, it cannot be wholly enjoined. But since the de- 
fendant’s product herein is identical in every respect with that which the plaintiff 
has been manufacturing for so many years and which has come to be accepted by the 
trade as plaintiff’s product under the name “Stop Nut,” I think the defendant should 
be enjoined from the use of that term in order to avoid deceiving the trade and con- 
fusing the goods of defendant with the goods of the plaintiff. 

In the Hump Hairpin case, the court found as a matter of fact that the evidence 
failed to show that the word “hump” had acquired a secondary meaning in the trade 
indicating the appellee or the appelee’s manufactures, and that the evidence did show 
that the appellant, in the use of a different form of wrapper in the sale of its hair- 
pins and in the plain indication by the use of its name on the wrapper, that the hair- 
pins were manufactured by the appellent and not by the appellee. 

In the case at bar, however, there is no difference in the product at all and the 
same name is applied thereto. 

One other case cited by counsel for defendant should be distinguished. It is the 
opinion of Judge Evans of this Circuit in Keller, Inc. v. Chicago Pneumatic Tool 
Company, 298 F. 52, 57 [13 T.-M. Rep. 393]. One paragraph of that opinion not 
only distinguishes the facts of that case from these but also enunciates a principle 
which I think is applicable to the facts in this case. I quote it: 
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In other words, if the article covered by a patent and manufactured by the owner of 
the patent is provided with a special dress or artistic adornments that are in no way in- 
volved in any of the patent claims, the competitor entering the field at the expiration of 
the patent may subject himself to the charge of unfair competition, if, in addition to adopt- 
ing the combination covered by the patent, he adopts the dress, the artistic designs, or those 
individual marks with which the users have become familiar, and which they recognize as 
attributes of the product of the old company. 


Applying that principle to the facts in this case, the defendant clearly has the 
right to use the teachings of plaintiff’s expired patent in the manufacture of his prod- 
uct. Clearly he has the right to market the product but he does not have the right, 
as Judge Evans says in his opinion, without subjecting himself to the charge of un- 
fair competition, to adopt the dress, artistic design and individual marks with which 
users have become familiar throughout the years in identifying a product as one 
manufactured by the plaintiff. 

I find that the plaintiff has established proof of the unfair competition charged. 

The use by the defendant of the term “Stop Nut,” and also the term “Elastic 
Stop Nut,” had “Elastic” not been dropped by the defendant and removed from 
the issue here, when used with the particular style of dress of its product that has 
characterized the manufacture of the plaintiff throughout these years, will be en- 
joined in order to avoid confusion on the part of the purchasing public and in the 
trade which the particular product serves. 

I desire to make clear that I do not find that the plaintiff has any monopoly in 
the term “Stop Nut” or “Stop Nuts.” I find only that when that term is used to- 
gether with a nut embodying plaintiff’s peculiar style of dress, a red-colored fibre 
insert, and characterisyic clinching at the top, such use should be enjoined in order 
to avoid confusion because it amounts to unfair competition. 

If the defendant or anyone else desires to use the term “Stop Nut,” in such a 
way as would not cause confusion and on a product not following the peculiar de- 
sign, style of dress and red coloring which the plaintiff has used, I find no particular 
proprietary right in the plaintiff to this generic term which, as the defendant points 
out, has been in the dictionary since 1909. The plaintiff has not acquired a mo- 
nopoly en the color or on the words. The plaintiff has established however its use 
ever since it started in business of the words “Elastic Stop Nut” and “Stop Nut,” 
together with an identifying red circular fibre insert in its product, and this com- 
bination cannot be copied and used by anyone else putting the same product on the 
market without being guilty of unfair competition. 

The plaintiff having established its case of unfair competition an injunction 
will issue enjoining and restraining the defendant from applying the terms “Stop 
Nuts” or “Elastic Stop Nuts” to self-locking nuts not of plaintiff’s manufacture that 
have the style and dress of the plaintiff’s self-locking nuts. 

Defendant will further be enjoined from using a red fibre insert or any colorable 
imitation thereof in connection with any product not the plaintiff’s, except when 
other colors are not available by reason of the present war shortages, or such other 
conditions of the market as may make red, at a particular time, the only available 
color. 


Defendant will further be restrained from publishing illustrations using a red 
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insert to identify stop nuts of his manufacture similar to those manufactured by the 
plaintiff ; and from representing, directly or indirectly, that the defendant is licensed 
by the plaintiff to manufacture lock nuts containing red colored inserts, and from 
doing any other act calculated to induce the public to believe that defendant’s prod- 
ucts are the plaintiff's. 

Counsel for defendant in his argument, and I believe the exhibits bear him out, 
says that the defendant has stopped the use of “licensed” on his letterhead, but since 
there is proof that he had used it in the past, I think the injunction may contain that 
additional enjoining sentence. 

As to the accounting and damages which have been prayed for by the plaintiff, 
I think the evidence is sufficiently clear that what the defendant has manufactured 
thus far has gone into use by manufacturers of equipment being made for the armed 
services. Therefore, although I find for the plaintiff on its complaint, and find that 
the plaintiff is entitled to an injunction, there will be no decree for damages, and no 
accounting. 

There will be a judgment for costs against the defendant. 

As to the patent set out in the defendant’s counterclaim, Sande Patent No. 
1,714,520, and the one claim thereof, I find the said patent invalid for lack of in- 
vention as having been fully anticipated in the prior art. 

Taking the most favorable view of the Sande patent, I think it falls within the 
characterization of the Court of Appeals of this Circuit the case of Dixie-Vortex 
Company v. Paper Container Manufacturing Company, 130 F. 2d 569, 572, wherein 
the Court said: 


We need not decide whether the patent in suit is anticipated by any one of such prior 
art patents. It is sufficient, we think, that the prior art disclosures are such that a person 
skilled in the art might readily design the improvement which Barbieri claims to have 
made. The improvement thus made would not, in our judgment, amount to invention, and 
the claims in suit are therefore invalid. 


I think the same language could be properly applied to the claim of the patent 
of Sande in this suit. In particular, however, I find the elements of the one claim of 
the Sande patent fully disclosed in the following prior art patents: Feebusch and 
Roberts patent, 1,271,559; Woods and Yost patent 892,202; and McKinnon pa- 
tent 375,177. And for such lack of invention and for such anticipation in the prior 
art, I find the Sande patent in suit invalid. 

The defendant’s counterclaim will be dismissed at defendant’s costs. 


SS 





360 THIRTY-FIVE TRADE-MARK REPORTER 


CHAMPION SPARK PLUG COMPANY v. SANDERS Et AL., DoING Bus!I- 
Ness As THE PERFECT RECONDITION SPARK PLUG COMPANY 


District Court, Eastern District, New York 
November 29, 1945 


TRADE-MARKS—INFRINGEMENT—NEW EVIDENCE. 

Motion for leave to move for partial new trial and introduce as new evidence illegality of 
plaintiff’s trade-mark registration denied, the defendant’s right to employ plaintiff’s trade- 
mark under the circumstances shown not depending upon whether registration thereof was 
proper. 


Action for trade-mark infringement and unfair competition. Decree for plain- 
tiff. Motion for partial new trial and reargument. Motion denied. 


Wilber Owen, Carl F. Schaffer, Owen & Owen (Joshua Ward and Ward, Crosby & 
Neal of counsel), for plaintiff. 
John Wilson Hood, for defendant. 


Byers, D. J.: 


This is a defendants’ motion for leave to move for a “partial new trial” and for 
leave to introduce additional evidence, and to reargue, all pursuant to Rule 59(b), 
returnable October 31, 1945, the decree having been filed September 1, 1945. The 


motion was submitted November 13th. 

The so-called newly discovered evidence is to the effect that the plaintiff’s trade- 
mark “Champion” was illegally registered by the U. S. Patent Office. This case 
has been pending too long for the court to be impressed by the statement that this 
is new evidence which could not have been offered at final hearing if any degree of 
diligence whatever had been brought to bear. Incidentally, the validity of the trade- 
mark seems to have been necessarily involved in the case of Champion Spark Plug 
Co. v. Champion (1938), 23 F. Supp. 638 [28 T.-M. Rep. 398]. 

More important on the merits, however, is the consideration that registration 
of a trade-mark is a mere formality ; validity and registrability are not synonymous. 
Whether these defendants have the right to employ plaintiff’s trade-mark under the 
circumstances shown does not depend upon whether it was properly registered. 

The other matters advanced are either argumentative, i.e., that the decision was 
erroneous, or stale, i.e., that sound public policy requires that the plaintiff should 
be denied relief because its position in the industry is one of great prominence and 
the defendant is being deprived of an opportunity to sell second-hand spark plugs 
of the plaintiff’s original manufacture which of necessity no longer possess the 
dimensions or characteristics imparted to them by plaintiff, unless the defendants 
are permitted to retain on the repaired plugs, the name and type numbers which 
proclaim adherence to the plaintiff’s specifications. So much is not new. 

If the court has mistaken the legal principles which should govern the decision of 
this controversy, the remedy lies in appeal. 
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The affidavit which asserts that one Elkins has been unable to remove the trade- 
mark and type numbers from the porcelain of the plugs without injuriously affect- 
ing the latter, in no wise discredits the plaintiff’s evidence on that subject at final 
hearing. No attempt was made to contradict or refute that evidence. 

Motion denied. Settle order. 


KORET, INC. v. COSTOM UNDERGARMENT CORPORATION 


New York Supreme Court, Special Term, New York County 


November 16, 1945 


TRADE- MARKS—UNFAIR COMPETITION. 


Held “Corette” for ladies’ slips does not compete unfairly with “Koret” for ladies’ hand- 
bags, where the evidence does not indicate any attempt by defendant to palm off its goods 
or to give impression that its goods are those of plaintiff. 


Action for unfair competition. Judgment for defendant. 


AURELIO, J.: 


This is an action for a permanent injunction. Plaintiff seeks to restrain the 
defendant from advertising or otherwise promoting the sale of its goods under the 
name “‘Corette” or under any other name or expression containing the word “Cor- 
ette.” 

The corporate plaintiff was formed in 1929. It has been engaged in the manu- 
facture and sale of ladies’ handbags and has disbursed considerable money in adver- 
tising its name and products in publications of national scope. Its advertisements 
feature a gazelle, which together with the name “Koret” compose plaintiff's trade- 
mark. This trade-mark was registered June 16, 1936, and the name “Koret” has 
come to betoken high quality in handbags. 

The defendant is engaged in the manufacture and sale of ladies’ undergarments. 
It was incorporated in 1936 as a continuation of a successful business established 
by the grandfather of the present owners some sixty years ago. In 1938 defendant 
coined the word “Corette”’ from the words “corset” and “correct” to signify a corset- 
fitting garment, and since then has used the word in association with a unique ladies’ 
slip it manufactures and sells. Application for registration of the word “Corette” 
was made on August 2, 1938, and a trade-mark was issued to it on January 27, 1939. 

The defendant has likewise expended a considerable sum of money to advertise 
its products in like publications of national scope and in good faith over a period of 
years independently developed a valuable good will of its own before any conflict 
arose. Its trade-mark “Corette” has similarly come to signify high quality in its 
field. From 1938 to November, 1943, one month before this action was commenced 
there was no indication of any sort that the defendant in using the word “Corette” 
was infringing upon the plaintiff’s rights. 

The business conducted by each of the parties is substantial. Plaintiff’s sales 
for the year 1944 approximate $1,725,000; those of the defendant $1,875,000. Ad- 
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vertising during the years 1939 to 1944, inclusive, cost the plaintiff $124,129, and 
the defendant $186,471. 

I find from the evidence nothing to indicate any attempt by defendant to palm 
off its goods as those of the plaintiff or to give the impression that they are plain- 
tiff’s goods. At most there is a similarity of the pronunciation of the respective 
trade-marks. 

The plaintiff has failed to make out a case of unfair competition or to show that 
the acts of the defendant in any way have deceived or were or are calculated to 
deceive. 

Judgment for the defendant. Settle judgment on notice within ten days. 


THE BERKLEY COMPANY v. BERKS, tTrapinc as BERKEY CO. 
Pennsylvania Court of Common Pleas, No. 3, Philadelphia County 
November 16, 1945 


TRADE-MARKS—UNFAIR COMPETITION. 
Held plaintiff is entitled to injunctive relief where the clear and fair inference from 
all the testimony is that defendant deliberately adopted trade-name “Berkey” with full knowl- 
edge of plaintiff’s use of the trade-name “Berkley.” 


Action for trade-mark infringement and unfair competition. Decree for plain- 


tiff. 


Leon I. Mesirov for plaintiff. 
Harry C. Liebman for defendant. 


MILNER, J.: 


The plaintiff, The Berkley Company, filed a bill in equity in this case for an 
injunction restraining the defendant, Herbert L. Berks, individually and trading 
as Berkey Company, from using or advertising the name “Berkey” or any other 
word deceptively similar to “Berkley” as the trade-names or trade-marks in con- 
nection with neckties, scarfs or cravats, and for an accounting for all profits derived 
by him from the use of the word “Berkey” as a trade-name or trade-mark in con- 
nection with neckties, scarfs and cravats. The defendant has filed an answer and 
a final hearing was had on September 27, 1945. From the pleadings and the evi- 
dence we make the following: 


Findings of Fact 


1. Plaintiff is a corporation incorporated under the laws of the State of Dela- 
ware, having its principal place of business at 1219 Vine Street, Philadelphia, Penn- 
sylvania, and has a valid and subsisting certificate of authority to transact business 
within the Commonwealth of Pennsylvania. 

2. Defendant is an individual residing at 5649 Litchfield Street, Philadelphia, 
Pennsylvania, and is engaged in the business of manufacturing neckwear and dun- 
garees under the fictitious trade-name of “Berkey Co.” at 725 Arch Street, Phil- 





BERKLEY CoO. v. BERKS 363 


adelphia, Pennsylvania. The said fictitious trade-name was registered in the Office 
of the Secretary of the Commonwealth and Prothonotary of the Courts of Common 
Pleas of Philadelphia, under the provisions of the Act of June 28, 1917, as amended 
in May, 1944. 

3. Since 1918 plaintiff and its predecessor organizations have used the word 
“Berkley” as a trade-mark and trade-name, in connection with its business of manu- 
facturing and marketing ties, scarfs and cravats. 

4. Plaintff registered the word “Berkley” as a trade-mark and trade-name for 
use in connection with ties, scarfs and cravats, as evidenced by a certificate of regis- 
tration issued by the Secretary of the Commonwealth of Pennsylvania, on July 8, 
1940, recorded in Vol. 20, page 366, pursuant to the provisions of the Act of June 
20, 1901, P.L. 582, as amended. 

5. Plaintiff has expended large sums of money in advertising the said trade- 
mark and trade-name “Berkley,” and the same is valuable and well known in the 
field of ties, scarfs and cravats. 

6. The plaintiff has advertised its product extensively for many years in news- 
papers, magazines and trade-journals. 

7. In 1944 defendant adopted the word “Berkey” as a trade-mark and trade- 
name and is using that word in and about his business of manufacturing and selling 
ties. 

8. The said use by defendant of the trade-mark and trade-name “Berkey” con- 
sists, inter alia, in selling, offering for sale and disposing of ties to which the said 
trade-mark and trade-name are affixed. 

9. The said use by defendant of the trade-mark and trade-name “Berkey” con- 
sists, inter alia, in selling, offering for sale and disposing of ties in boxes and cases 
to which the said trade-mark and trade-name are afhxed. 

10. The said use by defendant of the trade-mark and trade-name “Berkey” 
consists, inter alia, in uttering and displaying the same in the conduct of his business 
on letterheads, advertisements and in various other ways. 

11. The use by the defendant of the trade-mark and trade-name “Berkey” was 
and is without the consent of the plaintiff. 

12. The word “Berkey” is so deceptively similar to the word “Berkley” as to 
be calculated or likely to deceive average persons dealing with or purchasing articles 
of neckwear manufactured by plaintiff. 

13. The adoption and use of the trade-mark and trade-name “Berkey” for ties 
by the defendant occurred at a time when defendant knew of the similarity between 
the said trade-mark and trade-name and the plaintiff’s trade-mark and trade-name 
“Berkley.” 

14. The defendant continued to use the trade-mark and trade-name “Berkey” 
after he learned of the deceptive similarity between the same and the plaintiff’s trade- 
mark and trade-name “Berkley” and of plaintiff’s registration thereof. 

15. The defendant refused to cease and desist from the use of the trade-mark 
and trade-name “Berkey” in connection with ties, scarfs and cravats after plaintiff 
demanded that he do so. 

16. The plaintiff usually attaches a label to its neckwear upon which is depicted 
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a representation of a globe of the world with a tie superimposed upon it and the 
phrase “Berkley Ties the World,” but in some instances merely places the trade- 
name “Berkley” on its neckwear. 

17. The defendant does not advertise his product, except that defendant at- 
taches to his dollar neckwear a label which is dissimilar to the label used by the 
plaintiff, but does contain the trade-name “Berkey.” 

18. The defendant sells his neckwear to jobbers, whereas the plaintiff sells di- 
rectly to the retail trade. 


Discussion 


The plaintiff, the Berkley Company, has been using the trade-name and trade- 
mark “Berkley” in connection with its business of manufacturing and selling neck- 
ties, scarfs and cravats since 1918, and has used it ever since that time (N.T. p. 15). 
The Berkley Company was incorporated in 1918 and at the time of its incorporation 
it also adopted a label which is a representation of a globe of the world on which a 
tie is superimposed together with the phrase “Berkley Ties the World,” which it 
generally but not always affixes to the neckwear manufactured by it. The plaintiff 
has advertised its trade-mark “Berkley” for neckwear extensively in magazines, 
newspapers, trade journals, etc., in the United States and in other countries. Over 
a period of the past twenty years it has expended approximately $500,000 in ad- 
vertising its product as “Berkley” ties (N.T. pp. 15, 16, 17, 31). It has sent 
circulars in quantities of a million or more, to about 30,000 retail merchants over a 
long period of years for the purpose of acquainting them with the current patterns 
of the “Berkley” ties (N.T. pp. 16, 17). From the exhibits offered in evidence 
it is apparent that the trade-name “Berkley” is emphasized and that the label above 
referred to is often omitted (Plffs. Exs. No. 3, 4, 7, 8, 10). Prior to and after it 
registered its trade-mark and trade-name “Berkley” the plaintiff used that name to 
designate the neckwear manufactured and sold by it and affixed the same name to 
its neckwear, and prominently displayed the name on its letterheads, invoices, ad- 
vertisements, containing boxes, circulars, etc. On July 8, 1940, the plaintiff regis- 
tered the word “Berkley” as its trade-mark for “ties, scarfs and cravats,” with the 
Secretary of the Commonwealth of Pennsylvania under the provisions of the Act of 
June 20, 1901, P.L. 582, as amended (Plffs. Ex. No. 1). 

The above mentioned Act as amended, provides, inter alia, that ““Whenever any 


person or persons, co-partnership or corporation .. . . shall hereafter adopt and file 
for registry, any .... trade-mark, trade-name . .. . it shall be unlawful and a viola- 
tion of this act for any other person . . . . to make any use, sale, offer for sale, or dis- 
play of the genuine . .. . trade-mark, trade-name . . . . or any such likeness or imita- 
tion thereof as shall be calculated or liable to deceive, of any such person or persons, 
co-partnership or corporations, filing the same... .” The act further provides it 


is unlawful and a violation of the act for a person to use the registered trade-mark 
or trade-name “or any other likeness or imitation thereof, in and about the sale of 
goods, or otherwise, without first obtaining . . . . the consent” of the registered 
owner of the trade-mark or trade-name. It also makes it unlawful and a violation 
of the act for a person to use the registered trade-mark or trade-name or “any such 
likeness or imitation thereof” on invoices, letterheads, bills, or advertisements with- 








BERKLEY CO. v. BERKS 365 





out the express consent of the registered owner of the trade-mark or trade-name. 
Section 4 of the act provides that upon proof of the violation of the act any court 
having jurisdiction of the action “shall grant an injunction restraining defendant 
from such unlawful acts” and “shall require the defendant to pay to plaintiff the 
profits derived from such unlawful acts.” 

The defendant admits in his answer that he filed a certificate in the Office of 
the Secretary of the Commonwealth on May 9, 1944, and a certificate in the Office 
of the Prothonotary of the courts of Common Pleas of Philadelphia County on May 
15, 1944, evidencing the fact he had assumed the fictitious name of “Berkey Co.,” 
and was carrying on his business under that name (Deft’s Exs. 6 and 7). It will 
be noted that this registration is under the Fictitious Names Act of June 28, 1917, 
P.L. 645, as amended, and not under the act relating to the registration of trade- 
names, trade-marks and labels. He testified that he first began to make neckwear 
which he sold under the name of “Berkey” in February, 1945 (N.T. p. 49), and 
has continuously since that time sold dollar neckties under the trade-name of “Ber- 
key” with that name on a label affixed to each tie (Deft’s Ex. No. 9). He also 
manufactures and sells neckties which sell for less than one dollar each. The neck- 
wear he manufactures to sell for less than one dollar per tie defendant bills under the 
name of Berkey Company, but he attaches no identifying label to these ties. Defend- 
ant has been in business since June 1, 1944, and his main business is making dun- 
garees and men’s underwear. He began making and selling neckwear about Feb- 
ruary 1, 1945. He testified that the manufacture of neckwear by him amounts to 
only about four per cent of his business and that his total sales of neckwear from 
the time he started to the date of the hearing was $3,901.50 (N.T. pp. 50, 71). He 
testified further that he does not advertise in the newspapers or trade journals; that 
he sells his neckwear only to jobbers; that in addition to using the name “Berkey” 
on labels attached to his better grade of neckwear, he uses it on his letterheads, and 
is listed in the Philadelphia telephone directory as follows: “Berkey Co neckwr 
725 Arch Market 2062.” He also inserted a block advertisement in the classified 
section of the telephone directory (See Plff’s Ex. No. 6). At the time he adopted 
the name “Berkey” defendant knew that The Berkley Company had been making 
fine neckwear under the “Berkley” name for many years (N.T. pp. 52, 73). Shortly 
after defendant had bought out a neckwear manufacturing business known as Ritz 
Neckwear Co. in February, 1945, he told a Mr. Walter C. Boss who was a sales- 
man for tie material that he intended to use the name “Berkey” and Mr. Boss tes- 
tified: “I says ‘it may give you some trouble as to adopting a name that is so similar 
to the Berkley Company’ ” (N.T. p. 10). It is clearly evident that with the knowl- 
edge that the plaintiff had been selling a fine grade of neckwear for many years un- 
der the trade-mark or trade-name of “Berkley” and had established a valuable good 
will in the neckwear trade defendant deliberately chose a trade-mark or trade-name 
deceptively similar to that of plaintiff. He never obtained the consent of plaintiff 
to use the name he adopted. The plaintiff discovered that the defendant was using 
a trade-mark or trade-name similar to the one he used early in January or February, 
1945, when Mr. Wollman, the president of the plaintiff company, happened to see 
defendant’s advertisement in the telephone directory (N.T. pp. 18, 19). On Feb- 
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ruary 12, 1945, plaintiff caused its attorneys to write a letter to defendant request- 
ing that he cease using the name “Berkey Co.” or any other name deceptively 
similar to “The Berkley Company.” This he refused or failed to do (Par. 10 of Bill, 
admitted in Par. 4 of Answer and N.T. pp. 4 and 5 and Plff’s Ex. No. 21). 

We are of the opinion and find as a fact that the trade-mark or trade-name “Ber- 
key” adopted by the defendant is deceptively similar to the trade-mark or trade-name 
“Berkley” used by the plaintiff, when used in connection with the manufacture and 
sale of neckties, cravats and scarfs, and likely to deceive the average person in be- 
lieving that the neckwear of the defendant is that of the plaintiff. We believe that 
the similarity of the two words is patent. In Lambert Pharmacal Co. v. Bolton 
Chemical Corp., 219 F. 325 [5 T.-M. Rep. 38], “Listogen” was held to be decep- 
tively similar to “Listerine” and relief was granted even though Lister was the name 
of a famous physician and surgeon and potentially publici juris. In Northwestern 
Consolidated Milling Co. v. Mauser & Cressman, 162 F. 1004, “Cressota” was held 
to be an infringement of “Ceresota.” The Court there stated (p. 1005): 


That “Cressota” is an infringement of “Ceresota” needs no argument. Indeed, the re- 
semblance is so close as to suggest that it is deliberate. 


In Wamsutta Mills v. Allen, 6 W.N.C. 189: “Wamyesta” was held an infringe- 
ment of “Wamsutta” even though the former was used only in connection with the 
sale of shirts which were stated to have been made of “Wamyesta” cloth and the lat- 
ter was a name used only for cloth. In Shock Independent Oil Co. v. Sinclair Re- 
fining Co., 24 F. 2d 286, “Sico” was held to infringe upon “Sinco.” In National 
Food Products Corporation, Inc. v. Jell-O Co. Inc., 19 F. 2d 797 [17 T.-M. Rep. 
233], “Mel-O” was held an infringement of “Jell-O,” the Court stating (p. 797) : 


.... in our opinion the words “Jell-O” and “Mel-O” are so obviously similar in sound 
and appearance that the use of both as trade-marks upon goods of the same descriptive 
properties would manifestly be likely to mislead the purchasing public, and produce con- 
fusion in the trade. 


We are also of the opinion that the adoption of a trade-mark or trade-name by 
the defendant was not made accidentally or innocently but was made with the in- 
tention of palming off his product as that of plaintiff, or at least to profit by the good 
will which had been established by the plaintiff for its products under its trade-name 
of “Berkley.” The defendant testified that he took the name “Berkey” as the ficti- 
tious name under which he trades because the people for whom he did business ad- 
dressed him in a familiar fashion as “Berkey” (N.T. p. 52). But Mr. Boss, who 
sold him piece goods and knew him for six or seven years testified he knew him as 
“Berks” (N.T. p. 14). 

In R. H. Macy & Co. v. Macy’s Drug Store, Inc., et al., 84 F. 2d 387 [23 T.-M. 
Rep. 443], the Third Circuit Court of Appeals enjoined Bernett & Rosenfeld, who 
registered their drug store in Philadelphia as “Macy’s Drug Store” under the Fic- 
titous Names Act, from using the name “Macy.” The Court said that the use of 
the word “Macy” “was intended to, and had a tendency to, mislead and deceive the 
public into the belief that the defendant’s business was connected with that of the 
plaintiff . . . . there was a palpable attempt to make use of the plaintiff’s reputation 
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and good will, acquired through many years of advertising, and appropriate it to the 
benefit of the defendants and deceive the public.” In North Cheshire & Manchester 
Brewery Co. v. Manchester Brewery Co., Law Reps. App. Cases (1899), 83, the 
House of Lords affirmed the decision of the Court of Appeal, enjoining the de- 
fendant from taking even as a second or subordinate part of its corporate title, the 
name of an older corporation. Halsbury, Lord Chancellor, said, ““The real question 
is in a single sentence. Js this name so nearly resembling the name of another firm 
as to be likely to deceive?” (Italics supplied). 

In American Waltham Watch Co. v. U. S. Watch Co., 173 Mass. 85, 53 N.E. 
141, Mr. Justice Holmes, speaking for the Supreme Judicial Court of Massachusetts, 
enjoined the defendant from using the name “Waltham Watch” and said: 


The plaintiff was the first manufacturer of watches in Waltham, and had acquired a 
great reputation before the defendant began to do business. . .. The name of a person may 
become so associated with his goods that one of the same name coming into the business 
later will not be allowed to use even his own name without distinguishing his wares. 
Brinsmead v. Brinsmead, 13 Times Law. R. 3. 


In an article on “Pre-emption in connection with Unfair Trade,” in the Columbia 
Law Review, Vol. 19, page 29, Lord Justice Gifford is quoted as saying: 


It is a fraud on a person who has established a trade and carries it on under a given 
name, that some other person should assume the same name, or the same name with a slight 
alteration (Italics supplied) in such a way as to induce persons to deal with him in the be- 


lief that they are dealing with the person who has given a reputation to the same. See Lee 
v. Haley (1870) L.R. 5 Ch. 155, 160. 


See also Justice Maxey’s (now Chief Justice) comments on the above four 
authorities in his dissenting opinion in Quaker State Oil Ref. Co. v. Steinberg, et al., 
325 Pa. 273, page 386, et seq. 

The defendant contends that the plaintiff is not entitled to an injunction because 
the evidence does not disclose that any person was actually deceived into buying ties 
from him upon any oral or written representation by him or his employees that they 
were the ties made by the plaintiff, or that any person was actually deceived by his 
use of the name “Berkey” as applied to ties. Our courts have held that if the effect 
is to mislead, a fraudulent intent is inferred, and proof of actual deception is not 
necessary to the granting of relief. Chas. H. Elliott Co. v. Skillkrafters, Inc., 271 
Pa. 185 [11 T.-M. Rep. 351]. Even when the resemblance between trade-names is 
accidental and not intentional the plaintiff is entitled to protection against the in- 
jurious effects on his trade. Dreydoppel v. Young, et al., 14 Phila. 226. 

As a matter of fact the plaintiff adduced evidence that persons had been misled 
by the defendant’s use of the trade-name “Berkey.” A Mr. Seiter, a buyer of men’s 
apparel for Montgomery’s, Inc., wanted to call on the plaintiff and looked in the tele- 
phone book and saw “Berkey Co., neckwear,” made a note of defendant’s address 
and went to the designated address. Not finding the man he usually dealt with at 
the address given, he asked if it was the Berkley Company and was told it was not 
(N.T. p. 7). Packages, bills and letters intended for one of the parties hereto were 
delivered to the other (N.T. pp. 40, 41, 42, Plffs. Ex. 18 and 18a). Defendant 
wishing to insert an advertisement in the Philadelphia Inquirer gave the name “Ber- 
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key” but the newspaper ran the advertisement with Berkley Company’s name and 
Berkey Company’s address (N.T. pp. 42, 47, Plffs. Ex. 17). There is no doubt that 
the public was likely to be deceived by defendant’s use of the name “Berkey” and it 
certainly led to unnecessary confusion. 

The fact that no one was deceived to the extent that he bought the goods of the 
defendant believing them to be the goods of the plaintiff does not deprive the plain- 
tiff of his right to restrain the defendant. In Joseph Dixon Crucible Co. v. Meyer 
Guggenheim, et al., 7 Phila. 408, the Court said (p. 410) : 


It is not necessary that any one shall have been deceived. The court will examine the 
two things to see if they are not calculated to mislead, and will presume the resemblance to 
be not accidental, but that it was intentional, and for the purpose of deception: Eddleson 
v. Vick, 23 Eng. Law & Eq. 53. 


In Shaw & Co. v. Pilling & Son, 175 Pa. 78, the Court said (p. 87) : 


It is not necessary that the public should be actually deceived in order to afford a right 
of action. All that is required is that the infringement should have a tendency to deceive. 
The gist of the action is the intent to get an unfair benefit from another’s trade. Actual 
deception of the public is only material to the question of damages. 


Nor does the fact that the defendant sold only to jobbers and that none of them 
were deceived preclude the plaintiff from relief in equity. In Schmick v. West Read- 
ing Broom Works, et al., 79 Pa. Superior Ct. 331, the Superior Court held (p. 338) : 
“Though a manufacturer does not himself deceive the dealers, he will be enjoined if 
he knowingly puts it in the power of dealers to deceive the public.” 

The clear and fair inference that is obtained from all the testimony is that the 
defendant with full knowledge that plaintiff’s use of the trade-name “Berkley” and 
the good will in the trade which was attached to it, deliberately and intentionally 
adopted the trade-name, viz., “Berkey” which so nearly resembled the name used by 
the plaintiff as to be likely to deceive an average person, and that he did so in an 
endeavor to palm off his product as that of plaintiff or at least to receive the benefit 
that good-will and market established by the plaintiff. We therefore are of the 
opinion that the plaintiff is entitled to injunctive relief. 

Inasmuch as the profits made by the defendant were of a small amount, and there 
was no proof that the buyers of defendant’s ties bearing “Berkey” name were ac- 
tually deceived as to the origin of the goods, we are of the opinion that the plaintiff 
is not entitled to an accounting at this time. 


Conclusions of Law 


1. Having complied with the provisions of the Act of June 30, 1901, P. L. 582, 
as amended, with respect to the registration of the word “Berkley” as a trade-mark 
and trade-name for ties, scarfs and cravats, plaintiff is entitled to the remedies af- 
forded by Section 4 of said Act and general equitable relief. 

2. The use by defendant of the word “Berkey” as a trade-mark and trade-name 
in connection with the manufacture and marketing of ties, scarfs and cravats is a 
violation of Section 3 of said Act of June 20, 1901, P.L. 582, as amended, and the 
rights of the plaintiff thereunder, and constitutes an infringement of plaintiff’s trade- 
name and trade-mark and unfair competition. 
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3. The plaintiff is entitled to the injunctive relief prayed for in its Bill of Com- 
plaint. 


4. The defendant must pay the costs of these proceedings. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


“Mutilation” of mark. 


Frazer, F.A.C.: Affirmed the action of the Examiner of Interferences dismis- 
sing the petition of Barron-Gray Packing Co., of San Jose, Calif., to cancel trade- 
mark registration No. 374,765, issued January 23, 1940, under the provisions of the 
act of February 20, 1905, to Bruce’s Juices, Inc., of Tampa, Fla. 

After noting that petitioner’s theory of the case is somewhat difficult to compre- 
hend, and quoting from its brief on appeal, it was held assuming all these allegations 
to have been established as facts, the question at once arises as to whether they con- 
stitute statutory grounds for cancelation, which is authorized by section 13 of the 
act only upon a showing “that the registrant was not entitled to the use of the mark 
at the date of his application for registration thereof, or that the mark is not used by 
the registrant, or has been abandoned.” 

In response to petitioner’s argument that respondent’s figures are always dis- 
played in connection with a panel, so that the panel is a part of the trade-mark and 
that its omission from the drawing results in “mutilation,” it was held that the de- 
sign feature of the three waiters is a symbol of origin which is separable from the 
rest of the figures on the carton and separately registrable, but even if this holding 
were wrong, and respondent has registered only a portion of its mark, the First As- 
sistant Commissioner was unable to perceive any likelihood of injury to petitioner 
from that circumstance. Nor is petitioner injured by the fact that respondent deco- 
rates its cartons with a variety of figures in a number of different arrangements and 
postures. 

In response to petitioner’s argument that respondent has used its registered mark 
not as a trade-mark, but only for purposes of ornamentation and advertising, be- 
cause the mark is never affixed to the individual cans in which respondent’s fruit 
juices and vegetable juices are sold, but is affixed to the cartons in which the cans 
are sold, it was held that section 29 of the act provides that a trade-mark is deemed to 
be “affixed” to an article when it is placed in any manner in or upon either the article 
itself or the receptacle or package or upon the envelope or other thing in, by, or with 
which the goods are packed or enclosed or otherwise prepared for sale, or distribu- 
tion, and clearly respondent’s carton is a “receptacle or package” in which the cans 
are “packed or enclosed . . . . for sale or distribution”; moreover, it is a matter of 
common knowledge that such goods may be and frequently are purchased by house- 
wives in case lots, and delivered by grocers in cartons such as those to which re- 
spondent’s mark is affixed. 

It was held that the burden was upon petitioner to allege and prove sufficient 


370 THIRTY-FIVE TRADE-MARK REPORTER 


facts to establish its asserted injury by the registration it seeks to have canceled, and 
that petitioner has failed to discharge that burden.* 


Petitioner for cancellation relying upon ownership of technical trade-mark need only show use 
of his mark when petition is filed. 


Frazer, F. A.C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the petition of The Printz Biederman Company, of Cleveland, Ohio, to cancel 
trade-mark registration No. 359,049, issued August 2, 1938, under the provisions 
of the act of February 20, 1905, to Princess Junior, Inc., of New York, N. Y. The 
mark shown in the registration consists essentially of the notation “Princess Junior” 
prominently displayed over the fanciful picture of a girl beneath which appears the 
words “Junior Classics,” the words “Junior Classics” being disclaimed apart from 
the mark. Petitioner relied upon a variety of composite trade-marks, registered and 
unregistered, all dominated by the word “Printzess,” and all appropriated to mer- 
chandise of the same descriptive properties as that listed in respondent’s registration. 

It was held that the Examiner correctly found that petitioner has had continuous 
use of “Printzess” upon its products since more than thirty years prior to respon- 
dent’s entry into the field. 

In response to respondent’s argument that because petitioner has departed some- 
what from the precise arrangement of its mark as registered, and has added or 
dropped certain descriptive matter, petitioner apparently has abandoned its marks 
and should not now be permitted to urge cancelation of appellant’s mark, it was held 
that petitioner’s priority of use rendered its registrations unnecessary as a basis for 
judgment, but since the registrations were all issued under the act of 1905, nonuse of 
the registered marks would be of no avail to respondent in this proceeding in any 
event. 

In response to respondent’s arguments that petitioner deals exclusively in coats 
and suits, and has manufactured no dresses since 1927, and that it is a generally ac- 
cepted rule that a coat and suit house never makes dresses and a dress house never 
makes coats and suits, it was held that the average woman would be likely to assume 
that her dress and her suit, bearing similar trade-marks, were made by the same con- 
cern; moreover, the goods named in three of petitioner’s registrations expressly in- 
clude dresses, so that evidence of petitioner’s failure to use the registered marks on 
this particular item was wholly irrelevant to the issues here involved and should be 
given no consideration whatsoever in determining the issues in this case. 

In response to respondent’s contention that petitioner is estopped to maintain 
this proceeding, because petitioner had knowledge of respondent’s registration since 
the date of its publication in the Official Gazette in May, 1938, and that a proposed 
opposition was abandoned after consultation with petitioner’s present attorneys, it 
was held that such knowledge and conduct did not work an estoppel. 

In response to respondent’s argument that the petition should be dismissed be- 
cause petitioner has adduced no evidence of actual confusion, it was held that a peti- 
tioner for cancelation who relies upon his ownership of a technical trade-mark need 
only show that he was using such mark when the petition was filed. 


1. Barron-Gray Packing Co. v. Bruce’s Juices, Inc., Canc. No. 4061, 166 M.D. 884, November 
2, 1945. 
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It was held that in the instant case, petitioner’s registrations are sufficient evi- 
dence of its ownership and use of its registered trade-marks ; and in addition it has 
proved actual use of its ““Printzess” mark on coats and suits at the time its petition 
for cancelation was filed. 

Although respondent’s mark as a whole differs in appearance from each of peti- 
tioner’s marks, it was held that the dominating words “Princess” and “Printzess” 
are substantially identical in all respects, and the addition of the word “Junior” in 
respondent’s mark does not serve to distinguish them.” 


“Kwixtart,” being a mere misspelling of words “quick start” held descriptive ; and statute requires 
Commissioner to cancel registration. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Montgomery Ward & Co., Incorporated, of Chicago, IIl., to 
cancel trade-mark registration No. 326,257, issued July 23, 1935, under the provi- 
sions of the act of February 20, 1905, to Andrew J. McPartland (Andrew J. Mc- 
Partland, Incorporated, Assignee, Substituted), of New Haven, Conn., the regis- 
tered mark being the notation “Kwixtart,” and the goods named in the registration 
being electric storage batteries. 

After noting that the application was passed for publication after being twice re- 
jected upon filing a disclaimer of the individual syllables of the mark apart from each 
other, in harmony with the then prevailing practice in the Patent Office, and that 
the petition to cancel was sustained on the ground that the mark, being a mere mis- 
spelling of the words “quick start,” it was held that the mark is descriptive, and be- 
cause it is descriptive, McPartland was not entitled to the use of the mark at the date 
of his application for registration thereof within the meaning of section 13 of the 
act; and the statue requires that the Commissioner shall cancel the registration.* 


Procedure under Rule 56 of Rules of Civil Procedure. 


Frazer, F.A.C.: Affirmed the ruling of the Examiner of Interferences deny- 
ing the motion of Crompton Company, of Crompton, R. I., which had sought can- 
celation of a trade-mark registration issued to Bradshaw and Moore, Limited, of 
Manchester, England, and assigned to Wawak Company, Inc., of Chicago, Ill., for 
summary judgment under rule 56 of the Rules of Civil Procedure. 

It was held that in the petition to cancel, facts are alleged that would probably 
entitle petitioner to relief if they were proved; but all material allegations of the 
petition are denied in the answer, and no testimony has yet been taken; and while 
the motion is supported in part by certain documentary exhibits, under Patent 
Office rules they may not properly be considered for that purpose at this stage of 
the proceeding.‘ 


2. The Printz Biederman Company v. Princess Junior, Inc., Canc. No. 4334, 166 M.D. 888, 
November 7, 1945. 

3. Montgomery Ward & Co., Incorporated, v. Andrew J. McPartland (Andrew J. McPart- 
land, Incorporated, Assignee, Substituted), Canc. No. 4376, 166 M.D. 896, November 16, 1945. 

4. Crompton Company v. Bradshaw and Moore, Limited (Wawak Company, Inc., Assignee, 
Substituted), Canc. No. 4508, 166 M.D. 899, November 19, 1945. 
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Conflicting Marks 


“Marbelle” for certain garments anticipated by six prior registrations, including “Marcelle,” 
“Mirabelle,” “Marble,” and “May Belle.” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Margulis Brothers, of St. Louis, Mo., a mark dominated by 
the word “Marbelle,” for slips, pajamas, nightgowns, panties, skirts and jackets, 
dresses, slacks, slack suits and play suits, in view of each one of six registrations, all 
issued prior to applicant’s claimed date of first use, and all for goods of the same de- 
scriptive properties as those listed in the application. 

In response to counsel’s argument that in some instances the registered marks 
bear a closer resemblance one to another than to applicant’s mark, it was held that 
that circumstance adds nothing to applicant’s right of registration. 

After noting that one of the marks is the word “Marcelle” for hosiery and un- 
derwear for men, women and children; another is essentially the same word for chil- 
dren’s and girls’ dresses ; “Mirabelle’” is registered for men’s, women’s and children’s 
underwear, and is the dominating word of another registration for dresses and coats 
for women, misses, and junior misses; “Marble” is registered for hosiery; and 
“May Belle” for children’s dresses, it was held that in sound, at least, each of these 
marks is very similar to the word of applicant’s mark ; and it seems highly probable 
that applicant’s use of its mark would cause confusion, or perhaps would merely 
add to the likelihood of confusion already existing, particularly in relation to the 
marks that are registered for merchandise substantially identical with certain items 
described in the application.® 


“Marbeau” for certain garments and “Mi Beau” for frocks. 


Frazer, F. A.C.: Affirmed the action of the Examiner refusing to register to 
Margulis Brothers, of St. Louis, Mo., a trade-mark, which he held to be confus- 
ingly similar to a previously registered mark, and appropriated to merchandise of 
the same descriptive properties. Applicant’s mark is the word “Marbeau,” printed 
in script and displayed in association with a design, the goods being described as 
garments for women, misses and girls, namely, slips, pajamas, nightgowns, house- 
coats, panties, skirts and jackets, dresses, slacks, slack suits and play suits, use be- 
ing claimed since about October 16, 1943. The reference mark is the notation “Mi 

3eau,” printed in block letters, for ladies’ and misses’ party and daytime frocks, 
which was registered on November 19, 1940. 

It was held that manifestly applicant’s goods and those of the registration are in 
part substantially identical, for in relation to feminine wearing apparel “frocks” and 
“dresses” are synonymous terms. 

It was held that while the marks differ in appearance, the word of applicant’s 
mark is too nearly like the registered mark, especially in sound, to be used on the 
same merchandise concurrently therewith without reasonable likelihood of confu- 
sion.® 


5. Ex parte Margulis Brothers, Ser. No. 467,201, 166 M.D. 901, November 20, 1945. 
6. Ex parte Margulis Brothers, Ser. No. 467,249, 166 M.D. 901, November 20. 1945. 
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“D” in script and intersected by lightning flash anticipated by “D” in block type within heavy 
square border, for goods in part identical. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing in view of four references, to register to Philip H. Dorn, of Boston, Mass., a 
mark comprising a capital “D,” printed in script and intersected by a lightning flash, 
the mark being appropriated to electrical apparatus, namely: connection boxes, 
junction boxes, distribution boxes, switches, bells, buzzers, lamp annunciators, fluo- 
rescent lighting fixtures, and parts thereof. 

It was held that since the four registrations cited by the Examiner are all owned 
by the same concern, it seems unnecessary to consider more than one of them. 

After noting that the mark of this registration is a capital “D,” printed in block 
type and inclosed within a heavy square border, the mark being used for fuses, 
switches, cut-outs, clips, back-connected contacts, lugs, and rheostats, and observing 
that these goods and applicant’s are in part identical, it was held that while there are 
arguable differences between the marks in question, both are dominated by the let- 
ter “D,” and are thus so nearly alike that their concurrent use would inevitably lead 
to confusion.’ 


Circular design and reading matter, most prominent feature of which is letter “K,” confusingly 
similar to “K” with picture of cowboy riding bucking broncho. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register to Simon Brenner, of Worcester, Ohio, a mark for men’s and boys’ 
underwear, which is claimed to have been used since June 16, 1944, the mark com- 
prising a circular design the most prominent feature of which is the letter “K,” above 
and below which occur the notations “Safety-K” and “Front,” the words “Safety” 
and “Front” being disclaimed. The application was rejected in view of a prior regis- 
tration of the letter “K,” displayed in association with a picture of a cowboy riding a 
bucking broncho, the goods listed in this registration including custom-made under- 
wear, and the registration being dated January 29, 1929. 

It was held that the letter “K” is dominant in each mark, and certainly that is 
true of applicant’s mark, for it is well settled that a trade-mark cannot be dominated 
by disclaimed descriptive words. 

In response to applicant’s argument that the average purchaser would associate 
the letter “K” with the broncho and the rider as constituting the registrant’s mark, 
and not merely the letter “K” alone, it was held that nevertheless the letter is a 
prominent part of the mark, and may well be used alone in calling for the regis- 
trant’s goods; so that as the two marks appear to be confusingly similar, the Ex- 
aminer had no alternative but to refuse the registration applied for.* 


“Woodi-Kin” confusingly similar to “Noma Woodies,” notwithstanding disclaimer of “Woodi,” 
by applicant. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Noma Electric Corporation, of New York, N. Y., to the ap- 


7. Ex parte Philip H. Dorn, Ser. No. 459,903, 166 M.D. 903, November 26, 1945. 
8. Ex parte Simon Brenner, Ser. No. 471,968, 166 M.D. 904, November 27, 1945. 
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plication of Woodi-Toy Company, of Los Angeles, Calif., for registration of the 
notation “Woodi-Kin” as a trade-mark for toys comprising a plurality of elements 
which may be optionally assembled to form different objects. The mark is claimed 
to have been used since July 28, 1943; but as applicant took no testimony, the 
earliest date to which it is here entitled is October 2, 1943, when the application 
was filed. Opposer owns a trade-mark for pull toys, which was registered August 
31, 1943. It is essentially the notation “Noma Woodies,” printed in two lines. 

After noting that opposer’s toys, like applicant’s, are made of wood, it was held 
that though the two items are not identical, they are very closely related merchandise 
of the same descriptive properties. 

It was held that the word “Woodies” is a prominent feature of opposer’s mark, 
and is so nearly similar to applicant’s mark as to render the latter nonregistrable ; 
for while both marks must be considered as a whole, and the word “Noma” of op- 
poser’s mark is not to be disregarded, nevertheless the two marks are confusingly 


similar, and the fact that applicant has disclaimed the word “Woodi” does not make 
them less so.” 


“Supplevita” for vitamin composition confusingly similar to “Supplamin” for dietary supplement 
containing vitamins. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Ayerst, McKenna & Harrison Limited, of New York, 
N. Y., to the application of William R. Warner & Co., Inc., also of New York, N. Y., 
for registration of the word “Supplevita” as a trade-mark for a vitamin composition. 
The opposition was sustained on the ground that applicant’s mark is confusingly 
similar to opposer’s trade-mark “Supplamin,” previously used and registered for a 
calcium and phosphorous preparation with vitamins A and D intended as a dietary 
supplement. 

It was held that the two marks are likely to convey the same impression. Nor 
do they differ sufficiently, either in appearance or in sound, to be used concurrently 
on competitive merchandise of the character here involved without a reasonable like- 
lihood of confusion.” 


Interference 


Stipulation by parties to dissolve interference is of no avail to petitioner. 


Frazer, F. A.C.: Denied a petition by May Hosiery Mills, of Nashville, Tenn., 
from the ruling of the Examiner of Trade-Marks refusing to dissolve an interference 
declared between the application of Phillips-Jones Corporation, of New York, N. Y., 
for registration of the word “Blazer” as a trade-mark for men’s and boys’ outer 
shirts and pajamas, use being claimed since 1914, and a registration to petitioner of 
a mark for hosiery, consisting essentially in the same word and claimed to have been 
used since about August, 1934. 


9. Noma Electric Corporation v. Woodi-Toy Company, Opp’n No. 23,147, 166 M.D. 906, 
November 27, 1945. 

10. Ayerst, McKenna & Harrison Limited v. William R. Warner & Co. Inc., Opp’n No. 
23,235, 166 M.D. 905, November 27, 1945. 
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After noting that the parties stipulated in effect that the interference may be dis- 
solved, which stipulation was treated by the Examiner of Interferences as a joint 
motion to dissolve, and was denied, it was held that the two trade-marks involved 
are confusingly similar, unless the goods to which they are respectively applied have 
different descriptive properties; and since the goods of the parties are of the same 
descriptive properties, both marks may not legally be registered, and the stipulation 
is of no avail to petitioner, for the parties, by their deeds or agreement, cannot confer 


upon the Commissioner of Patents the power to do that which he is prohibited from 
doing under the statute.” 


Non-Conflicting Marks 
Descriptive character of “Kutwell” taken into account in deciding conflict with “Kutkon.” 


Frazer, F.A.C.: Affirmed the action of the Examiner of Interferences dismis- 
sing the opposition of Standard Oil Company of New Jersey, of Wilmington, Del., 
to the application of The Alden Speare’s Sons Co., of Cambridge, Mass., for regis- 
tration of a trade-mark for a cutting lubricant, which consists essentially in the word 
“Kutkon,” the mark having been in use since June 28, 1943. Opposer relied upon 
its own use, since March, 1916, of the descriptive term “Kutwell” in connection 
with substantially identical merchandise. It was stipulated that this word had been 
so widely used by opposer and is so well known in the trade, that the same has ac- 
quired a “secondary” meaning, indicating origin in opposer of the goods so marked. 

After noting that the Examiner of Interferences was of the opinion that because 
opposer’s mark is descriptive whereas the applicant’s mark is arbitrary, the marks 
when considered as a whole sufficiently distinguish from each other so as to obviate 
the likelihood of confusion in trade, it was held that, in view of the stipulation, op- 
poser’s mark, though descriptive and hence nonregistrable as a technical trade-mark, 
may properly be regarded as a trade-mark for the purpose of this proceeding. But 
its descriptive character must nevertheless be considered in determining the question 
of probable confusion. 

It was held that the only resemblance between the marks of the parties resides 
in the common descriptive syllable “Kut”; for certainly there is no similarity 
between the syllables “kon” and “well,” so that purchasers would not likely be de- 
ceived in the origin of the goods merely because of the similarity above referred to.” 


Non-Descriptive Term 


“Sienna Pink” for granite registrable under 1920 act. 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks who 
had refused to register to Erick Sven Nordstrom, of Snyder, Okla., the notation 
“Sienna Pink,” under the provisions of the act of March 19, 1920, as a trade-mark 
for granite, on the ground that it was the Examiner’s opinion, because both words 


11. Phillips-Jones Corporation v. May Hosiery Mills, Interference No. 3617, 166 M.D. 893, 
November 15, 1945. 

12. Standard Oil Company of New Jersey v. The Alden Speare’s Sons Co., Opp’n No. 22,914, 
166 M.D. 886, November 5, 1945. 
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of the mark relate to color, that the mark as a whole is so purely descriptive of ap- 
plicant’s goods as to be wholly incapable of indicating origin. 

It was held that so far as is known, there is no such color as sienna pink, and 
a fortiori there is no granite of that color, so that while each word may be indepen- 
dently descriptive, their combination thus results in an expression of sufficient in- 
congruity to be registrable under the liberal terms of the 1920 act.” 


Opposition 


Where “Meda” is opposed on basis of “Mido” applicant may not rely upon prior registration of 
“Medana” for same goods. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Société Anonyme Mido, of New York, N. Y., to the ap- 
plication of Meyer & Studeli Société Anonyme, of London, England, for registra- 
tion of the word “Meda” inclosed within an elliptical border, claimed to have been 
used since September 25, 1929, as a trade-mark for watches, clocks, and parts 
thereof. Opposer relied upon its ownership and use of the trade-mark “Mido,” 
registered March 8, 1927, for watches and chronometers, watch movements, watch 
cases, dials, and parts of watches. 

It was held that the goods of the parties are of identical descriptive properties, 
and that their marks are so nearly similar both in sound and appearance as to be 
likely to lead to confusion in trade. 

In response to applicant’s argument that its watches are low priced products for 
the low income group, while the Mido line is an expensive, accurately finished, na- 
tionally advertised product, it was held that as the application is not restricted to 
merchandise of any particular price or quality, the registration would be prima facie 
evidence of applicant’s ownership of the mark for watches of all kinds. 

In response to applicant’s argument that because it owns a registration of the 
word “Medana,” issued in 1920 and renewed, for the same goods as those here in 
question, which registration antedates opposer’s first use of the “Mido” mark, op- 
poser’s rights as to priority are curtailed and restricted, it was held that clearly op- 
poser has established priority with respect to “Meda,” and applicant’s rights in 
‘““Medana” are not in issue; if opposer is impinging upon those rights, applicant has 
its remedy by cancelation. 

In response to applicant’s proof that certain other somewhat similar marks have 
been registered and used by third parties for substantially the same goods, it was 
held that this state of affairs does not strengthen applicant’s case.*® 


13. Ex parte Erick Sven Nordstrom, Ser. No. 455,025, 166 M.D. 903, November 26, 1945. 
16. Société Anonyme Mido v. Meyer & Studeli Société Anonyme, Opp’n No. 22,115, 166 
M.D. 910, November 29, 1945. 
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COMMITTEES . 






Lawyers: Advisory Committee 
Sylvester J. Liddy, Chairman 
Maxwell Barus ' Wallace H. Martin 
Victor D. Broman Hugo Mock 
R. W. Byerly John C, Pemberton 
Anthony W. Deller Karl Pohl 
Franklin M. Depew Daphne Robert 
W, J. Derenberg Edward S. Rogers 
Isaac W. Digges Henry J. Savage 
Theodore S. Kenyon Edmund Dill Scotti 
Ellis W. Leavenworth H. Boardman Spalding 
H. C. Little « Leslie Taggart 
W. E, MacKay Stewart L. Whitnian 
A. C. MacMahon 


Percy E. Williamson, Jr. 
Inter-American Committee 
F. Moeller, Chairman 
Lehn & Fink Products Corp. 
Fi Me Oy. ott Union Bag & Paper Corp. ' 
Irvin A. Edelman... ....%. SORES Soe Ex-Las, Inc. 
H. L. Hist... . International General Electric Co. 
~ Herbert Langner 
Langner, Parry, Card & Langner 
A. H. Wasserstrom....Hearst Publications, Inc. 


“Fete eet wwe 





